
 

 

UNITED STATES PATENT AND TRADEMARK OFFICE 

____________ 

 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

____________ 

 

VICOR CORPORATION, 

Petitioner, 

 

v. 

 

DELTA ELECTRONICS, Inc., 

Patent Owner 

 

    

 

 

Case IPR2024-00705 

Patent 9,819,263 

____________ 

 

 

JOINT MOTION TO TERMINATE PROCEEDING  

UNDER 35 U.S.C. § 317 

  



i 
 

PETITIONER’S UPDATED EXHIBIT LIST 

VICOR-1001 U.S. Patent No. 9,819,263 to Jian-Hong Zeng, et al. (“the 

’263 Patent”) 

VICOR-1002 The Prosecution History of the ’263 Patent (“the 

Prosecution History”) 

VICOR-1003 Declaration and Curriculum Vitae of Dr. R. Jacob Baker, 

Ph.D., P.E. 

VICOR-1004 Complaint, Delta Electronics, Inc. v. Vicor Corporation 

6-23-cv-00726, W.D. Tex., filed October 23, 2023 

VICOR-1005 United States Patent No. 10,264,664 to Vinciarelli et al. 

(“Vinciarelli-664”). 

VICOR-1006 United States Patent No. 8,427,269 to Vinciarelli et al. 

(“Vinciarelli-269”). 

VICOR-1007 United States Patent No. 7,361,844 to Vinciarelli et al. 

(“Vinciarelli-844”). 

VICOR-1008 United States Patent Application Publication No. 

2009/0175014 to Zeng et al. (“Zeng-014”). 

VICOR-1009 United States Patent Application Publication No. 

2014/0355218 to Vinciarelli et al. (“Vinciarelli-218”). 

VICOR-1010 United States Patent No. 8,966,747 to Vinciarelli et al. 

(“Vinciarelli-747”)  

VICOR-1011  Exhibit A to Patent Owner’s Infringement Contentions 

served on February 26, 2024 (“Infringement 

Contentions”) 

 

VICOR-1012 U.S. Patent No. 6,934,166 to Vinciarelli et al. 

(“Vinciarelli-166”) 
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VICOR-1013 “Design Guide & Applications Manual for VI-200 and 

VI-J00 Family DC-DC Converters and Configurable 

Power Supplies,” Rev. 3.5, Vicor Corporation (2013) 

(“Design Guide”) 

VICOR-1014 Transcript of Board Call held August 6, 2024 

VICOR-1015 Supplemental Declaration of Dr. R. Jacob Baker, Ph.D., 

P.E. 

VICOR-1016 Deposition Transcript of Dr. Phinney held March 13, 

2025 

VICOR-1017 Datasheet for the VTM2308 product 

VICOR-1018 Philips Technical Note 

VICOR-1019 Amazon page for DZS buck converter found at 

Amazon.com: DZS Elec 2PCS LM2596 DC-DC Step 

Down Variable Volt Regulator Input 3.2V-40V Output 

1.25V-35V Adjustable Buck Converter Electronic 

Voltage Stabilizer Power Supply Module : Electronics 

VICOR-1020 Digikey website screenshot from 

NCP1216AFORWGEVB onsemi | Development 

Boards, Kits, Programmers | DigiKey 

VICOR-1021 NCP1216AFORWGEVB Evaluation Board Manual from 

Digikey at EVBUM2133 - Implementing a DC/DC 

Single‐ended Forward Converter with the NCP1216A 

Evaluation Board User's Manual 

VICOR-1022 U.S. Patent 10,877,534 to Zeng (“Zeng”) 

VICOR-1023 CONFIDENTIAL Settlement Agreement Delta Executed
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 Pursuant to 35 U.S.C. § 317(a), the Petitioner, Vicor Corporation and Patent 

Owner, Delta Electronics, Inc., (collectively “Parties”), hereby jointly move for an 

order terminating the inter partes review, subject to the terms of the Settlement 

Agreement dated April 30, 2025, and effective May 1, 2025, entered into by the 

Parties. 

The Board authorized the filing of the instant motion in an email dated May 

7, 2025.  This motion is being filed prior to a final written decision, and is 

accompanied by a copy of the settlement agreement between the Parties. 

The IPR Proceeding relates to a petition for inter partes review filed March 

25, 2024, directed to U.S. Patent No. 9,819,263 (the “’263 patent”), and instituted 

on October 1, 2024.   

SETTLEMENT AGREEMENT 

The Parties have settled their dispute, and Pursuant to 35 U.S.C. § 317(b) 

and 37 C.F.R. § 42.74(b), the Parties’ settlement agreement is in writing, and a true 

and correct copy is being filed concurrently herewith as Exhibit 1023.  The Parties 

are also filing concurrently herewith a motion under 35 U.S.C. § 317(b) and 37 

C.F.R. § 42.74(c) to seal and to treat each furnished version of the settlement 

agreement as business confidential information and keep them separate from the 

files of the involved patent. 
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The Parties further certify that there are no collateral agreements or 

understandings made in connection with, or in contemplation of, the termination of 

the present inter partes review. 

As stated in 35 U.S.C. § 317(a), because Petitioners and Patent Owner 

jointly request this termination, no estoppel under 35 U.S.C. § 315(e) shall attach 

to Petitioners.   

1.  Reasons Why Termination is Appropriate. 

Termination is proper under 35 U.S.C. § 317(a) because the Parties are 

jointly requesting termination, and the Office has not yet decided the merits of the 

proceeding before the request for termination is filed.  Indeed, in this IPR 

Proceeding, no decision on the merits has been made. 

Moreover, as noted in the Patent Office Trial Practice Guidelines, “there are 

strong public policy reasons to favor settlement between the parties to a 

proceeding…The Board expects that a proceeding will terminate after the filing of 

a settlement agreement, unless the Board has already decided the merits of the 

proceeding. 35 U.S.C. 317(a), as amended, and 35 U.S.C. [§] 327.”1 

 

1  See Federal Register Vol. 77, No. 157 at 48768. 
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2. Status of Related District Court Litigation. 

The ’263 Patent is the subject of the following pending litigation: Delta 

Electronics, Inc. v. Vicor Corporation, civil action no. WA-23-CV-726-KC 

(WD.Tex.).  That case was stayed pending this inter partes review, and the parties 

have informed, or will inform concurrently with this filing, the court that the 

Parties have reached a settlement and requested dismissal with prejudice of all 

asserted claims and counterclaims pursuant to Rules 41(a) and (c) of the Federal 

Rules of Civil Procedure.   

For the foregoing reasons, the Parties jointly request termination of 

IPR2024-00705. 
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  Respectfully submitted, 

 

 

Date:   May 7, 2025  /Steven Katz/  

Steven Katz, Reg. No. 43,706 

Lawrence Kolodney, Reg. No. 43,807 

Ryan O’Connor, Reg. No. 60,254 

Fish & Richardson P.C. 

60 South Sixth Street, Suite 3200 

Minneapolis, MN 55402 

T: 202-783-5070 

F: 877-769-7945 

 

Attorneys for Petitioner 

 

 

Date:   May 7, 2025  /Miguel Bombach/  

  John P. Schnurer, Reg. No. 52,196 

Miguel Bombach, Reg. No. 68,636 

Yun (Louise) Lu, Reg. No. 72,766 

FOLEY & LARDNER LLP 

11988 El Camino Real, Suite 400, San 

Diego, CA 92130 

Phone 858.847.6757 

 

Attorneys for Patent Owner 
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CERTIFICATE OF SERVICE 

Pursuant to 37 CFR § 42.6(e), the undersigned certifies that on May 7, 2025, 

a complete and entire copy of this Joint Motion to Terminate was provided via 

email to the Patent Owner by serving the email correspondence addresses of record 

as follows: 

John P. Schnurer 

Miguel Bombach 

Yun (Louise) Lu 

FOLEY & LARDNER LLP 

11988 El Camino Real, Suite 400, San Diego, CA 92130 

Phone 858.847.6757 

 

Email: louise.lu@foley.com 

john.schnurer@foley.com 

miguel.bombach@foley.com 

 

 

 

 /Li Feng/     

       Li Feng 

       Fish & Richardson P.C. 

       60 South Sixth Street, Suite 3200 

       Minneapolis, MN 55402 

       lfeng@fr.com  

 


