
From: Trials
To: Eagle Robinson; Trials
Cc: ptong; ilee; bwang; aweiss; pkroeger; rak_nextgen; Daniel Leventhal; Susan Lien
Subject: RE: Request for Authorization to Seek Termination IPR2024-00712
Date: Monday, September 23, 2024 11:36:36 AM

Counsel,

The Board authorizes the parties in IPR2024-00712 to file a joint motion to terminate the
proceeding.  This authorization is subject to the relevant statutes and regulations, including the
requirement that the joint motion certifies and includes an exhibit containing a true copy of all
agreements made in connection with or contemplation of the requested termination, including any
collateral agreements.  The joint motion must also certify that there are no other collateral
agreements in connection with the settlement.  See 35 U.S.C. § 317(b); 37 C.F.R. § 42.74(b).  In
addition, the Board authorizes the parties to file a joint request to treat the agreement as business
confidential information under 37 C.F.R. § 42.74(c).  That request may be part of the joint motion to
terminate or may be a separate paper, and the exhibit containing the agreement should be filed “For
Board only” or “For Board and Parties Only.” 

Regards,

Esther Goldschlager
Supervisory Paralegal Specialist
Patent Trial & Appeal Board
U.S. Patent & Trademark Office

From: Eagle Robinson <eagle.robinson@nortonrosefulbright.com> 
Sent: Friday, September 20, 2024 4:10 PM
To: Trials <Trials@USPTO.GOV>
Cc: ptong <ptong@raklaw.com>; ilee <ilee@raklaw.com>; bwang <bwang@raklaw.com>; aweiss
<aweiss@raklaw.com>; pkroeger <pkroeger@raklaw.com>; rak_nextgen
<rak_nextgen@raklaw.com>; Daniel Leventhal <daniel.leventhal@nortonrosefulbright.com>; Eagle
Robinson <eagle.robinson@nortonrosefulbright.com>; Susan Lien
<susan.lien@nortonrosefulbright.com>
Subject: Request for Authorization to Seek Termination IPR2024-00712

CAUTION: This email has originated from a source outside of USPTO. PLEASE CONSIDER THE SOURCE before
responding, clicking on links, or opening attachments.

Dear Board –

The parties have reached an agreement, and the underlying infringement litigation against petitioner
has now been dismissed with prejudice.

The parties therefore respectfully request authorization to file a joint motion to terminate this
proceeding and to treat the settlement agreement as business confidential information and keep it
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separate.
 
Respectfully,
 
Eagle Robinson
Reg. No. 61,361
Lead Counsel for Petitioner
 

This email message and any attachments are for the sole use of the intended recipient(s). Any
unauthorized review, use, disclosure, copying or distribution is prohibited. If you are not the intended
recipient, please contact the sender by reply email and destroy all copies of the original message and any
attachments. 

To reply to our email administrator directly, send an email to nrfus.postmaster@nortonrosefulbright.com. 

Norton Rose Fulbright US LLP, Norton Rose Fulbright LLP, Norton Rose Fulbright Australia, Norton Rose
Fulbright Canada LLP and Norton Rose Fulbright South Africa Inc are separate legal entities and all of
them are members of Norton Rose Fulbright Verein, a Swiss verein. Norton Rose Fulbright Verein helps
coordinate the activities of the members but does not itself provide legal services to clients. Details of
each entity, with certain regulatory information, are available at nortonrosefulbright.com.
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