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Claim Construction
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Construction of Limitation [1i] – First Issue

Patent Owner’s Proposed Construction Petitioners’ Proposed Construction

“the first camera is enabled and the second 

camera is disabled in response to the 

command voice” POR at 10; Sur-Reply at 2

no requirement that the first camera is enabled 

and the second camera is disabled

in response to the command voice Reply at 6

“control such that a first standby time of a case where the first camera is enabled 

and the second camera is disabled is longer than a second standby time of a case 

where the second camera is enabled and the first camera is disabled”
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Construction of Limitation [1i] – First Issue

’757 Patent, Claim 1

[1g]

wherein the controller is configured to: control such that, when the audio input 

interface receives the command voice giving a first instruction to start a recording of 

an image signal, the recorder starts a recording of the first image signal acquired by 

the first camera on the storage in response to the first instruction,

[1i]

control such that a first standby time of a case where the first camera is enabled 

and the second camera is disabled is longer than a second standby time of a case 

where the second camera is enabled and the first camera is disabled,

[1j]

wherein the first standby time is a time from a recognition of the first instruction to a 

start of the recording of the first image signal acquired by the first camera, and the 

second standby time is a time from a recognition of the second instruction to a start 

of the recording of the second image signal acquired by the second camera.
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Maxell’s Construction of Limitation [1i] Excludes the 
Preferred Embodiment

EX1001 at Fig. 10 (Reply at 12)
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Maxell’s Construction of Limitation [1i] Excludes the 
Preferred Embodiment

EX1001 at Fig. 6 (Reply at 9) EX1001 at Fig. 8 (Reply at 10)
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Maxell’s Construction of Limitation [1i] Excludes the 
Preferred Embodiment

Second, even if the specification were less explicit in 

equating the term “toroid” with a generally spherical surface 

having a cylindrical component added thereto, the reference 

to the preferred embodiment as having mirrors with toroidal 

surfaces would give rise to a very strong inference that the 

claim should be construed to include such surfaces. As this 

court has explained before, “a claim interpretation that 

excludes a preferred embodiment from the scope of the 

claim ‘is rarely, if ever, correct.’”

On-Line Techs., Inc. v. Bodenseewerk Perkin-Elmer GmbH, 386 F.3d 1133, 1138 (Fed. Cir. 2004) 

(citing Globetrotter Software, Inc. v. Elan Computer Group, Inc., 362 F.3d 1367, 1381 (Fed. Cir. 2004), Vitronics Corp. v. 

Conceptronic, Inc.,90 F.3d 1576, 1583 (Fed. Cir. 1996), Int'l Rectifier Corp. v. IXYS Corp., 61 F.3d 1363, 1371 

(Fed. Cir. 2004), and Modine Mfg. Co. v. U.S. Int'l Trade Comm'n, 75 F.3d 1545, 1550 (Fed. Cir. 1996)); Reply at 7

On-Line Techs., Inc. v. Bodenseewerk Perkin-Elmer GmbH
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Maxell’s Construction of Limitation [1i] Excludes the 
Preferred Embodiment

Sur-Reply at 4-5
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Maxell’s Construction of Limitation [1i] Renders 
Claim 2 Superfluous

EX1001 (’757 Patent) at Claim 2; Reply at 13-14

’757 Patent

Patent Owner’s Proposed Construction of Claim 1

“the first camera is enabled and the second camera is disabled in response to 

the command voice” POR at 10; Sur-Reply at 2
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Maxell’s Construction of Limitation [1i] Renders 
Claim 2 Superfluous

Sur-Reply at 5

Sur-Reply
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Reply at 14

Claim 2 Not Further Limiting Under Maxell’s 
Construction of Limitation [1i]

Petitioners’ Reply
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Claim 2 Not Further Limiting Under Maxell’s 
Construction of Limitation [1i]

“a violation of § 112, ¶ 4 renders a patent invalid just as 

violations of other paragraphs of § 112 would”

Pfizer, Inc. v. Ranbaxy Labs., Ltd.

Pfizer, Inc. v. Ranbaxy Labs.,Ltd., 457 F.3d 1284, 1291-92 (Fed. Cir. 2006) 

(holding a dependent claim invalid for failing to comply with pre-AIA 35 U.S.C. 112, ¶ 4)

Subject to subsection (e), a claim in dependent form shall 

contain a reference to a claim previously set forth and then 

specify a further limitation of the subject matter claimed.

35 U.S.C. § 112, ¶4

35 U.S.C. § 112, ¶4
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Construction of Limitation [1i] – Second Issue

Patent Owner’s Proposed Construction Petitioners’ Proposed Construction

“the controller must select the lengths of 

the standby times” POR at 20; Sur-Reply at 7

controller can control using standby times 

selected by the user Reply at 17-18

“control such that a first standby time of a case where the first camera is enabled 

and the second camera is disabled is longer than a second standby time of a case 

where the second camera is enabled and the first camera is disabled”
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Limitation [1i] Does Not Preclude User-Selected Standby Times

• Claims do not specify how standby times are determined

• Even when user selects standby times, controller controls system to 

implement those user-selected times

Reply at 17-18
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Ground 1: Chinn, Takahashi and EX-V7
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Chinn Discloses First Standby Time > Second Standby Time

EX1004 Chinn (’368 Patent) at [0027]; Petition at 30

’368 Patent | Chinn

EX1004 Chinn (’368 Patent) at Fig. 4; Petition at 30
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Chinn, Takahashi and EX-V7 Render Obvious 
Limitations [1.g] and [1.j]

EX1004 Chinn (’368 Patent) at [0027]; Petition at 26; Reply at 16

’368 Patent | Chinn
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Chinn Discloses First and Second Cameras Being Disabled

EX1004 Chinn (’368 Patent) at [0032]; Petition at 26

’368 Patent | Chinn
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Chinn Renders Obvious First and Second Cameras Being Disabled

EX1003 (Guidash Decl.) at ¶ 100; Petition at ¶ 29

Guidash
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Chinn Renders Obvious First and Second Cameras Being Disabled

EX1003 (Guidash Decl.) at ¶ 101; Petition at ¶ 30

Guidash
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Chinn Renders Obvious First and Second Cameras Being Disabled

EX2007 (Guidash Depo. Tr.) at 32:4-12

Q. So you would agree that the ’757 patent describes a situation 

where the front and back camera are both enabled?

A. Yes, and my point is that it was the ubiquitous state in dual 

camera devices; that only one camera was enabled unless it 

was an application, such as described in the ’757 patent, 

where image capture from both cameras was being used for 

another purpose.

Guidash
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Ground 3: Kim, Yamamoto and Thorn
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EX1009 Yamamoto (’815 Patent) at [0249-0250]; Reply at 21

’815 Patent | Yamamoto 

Kim, Yamamoto, And Thorn Render Obvious Limitation [1j]
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Kim-Yamamoto-Thorn Render Obvious 
First Standby Time > Second Standby Time

EX1009 Yamamoto (’815 Patent) at [0249]; Petition at 76

’815 Patent | Yamamoto 

EX1011 Thorn at [0060]; Petition at 77

Thorn
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Claim 2

• Separate arguments for patentability of claim 2 were not in 

POR and are therefore waived

• Disclosed in EX1004 paragraph [0027] (Petition at 31)

EX1001 (’757 Patent) at Claim 2

’757 Patent

Separate arguments for patentability of claim 2 were not in POR and are therefore waived
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