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l. INTRODUCTION

In the conference call convened by the Board on September 8, 2025, the
Board indicated that it would authorize Patent Owner to file a motion to submit
supplemental information and Petitioner to file an opposition. During that call, the
Board emphasized to the parties that they were to identify and include as exhibits
in that briefing any and all materials the parties wished to make of record in this
proceeding, and further authorized the parties to discuss this information during the
oral argument held on September 24, 2025 if the parties so wished. The Board
followed up that call with an Order dated September 10, 2025 (Paper 36). Pursuant
to that Order, Patent Owner filed is Motion identifying and including as exhibits
certain materials the Patent Owner wished to make of record. Paper 38 and
Exhibits 2041-2046.

Now, after the Board’s instruction to include all materials and information
that Patent Owner wished to make of record in its Motion for Supplemental
Information, and after the completion of the oral argument, the Patent Owner seeks
to make yet additional materials of record in this proceeding. This request should
be denied as contrary to the Board’s explicit instruction, as contrary to the goal of
an IPR as an efficient and cost-effective proceeding, and for the following

additional reasons.
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II.  PATENT OWNER’S REQUEST TO SUBMIT
ADDITIONAL TRIAL MATERIALS SHOULD BE DENIED

Patent Owner’s request to submit “the entirety of expert testimony
transcripts to provide the Board with complete context for the Judgment as a
Matter of Law” (Request at 1) should be denied because, as explained in
Petitioner’s Opposition to the Motion for Supplemental Information, Patent Owner
has waived the arguments it now seeks to support with these materials. Paper 41 at
1-3.

Patent Owner’s request should also be denied because it is incomplete. In
order to provide the Board with the “complete context for the Judgement as a
Matter of Law,” Patent Owner’s request should have included the parties’ expert
reports. These expert reports are necessary to provide the Board with the full
context of the IMOL and Patent Owner’s arguments based thereon in its briefing.
For example, in Patent Owner’s Reply on the Motion for Supplemental
information, Patent Owner claims that it had no way of knowing that “prior to trial
. .. Petitioner applied this construction to mean that . . . source code is required to
show ‘character-level selection’ otherwise ‘the Character Selection Limitations are

77

not met.”” Paper 43 at 3. However, Dr. Kia’s Rebuttal Expert Report Regarding
Non-infringement dated December 9, 2024 — more than a month prior to Patent
Owner’s Response to Petition dated January 31, 2025 — demonstrates that Dr. Kia

included a lengthy analysis of the source code of the accused Samsung Gallery
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product at pages 11-16. Admitting this report would demonstrate that Maxell was
well aware of Dr. Kia’s source code analysis prior to the submission of its Patent
Owner Reply but chose not to raise this issue, and would also demonstrate that
nowhere in his report (or at trial) did Dr. Kia assert that source code analysis was
required to demonstrate the presence of character selection. Similarly, admission
of Dr. Singh’s Initial Expert Report Concerning Infringement dated November 5,
2024 would demonstrate that Dr. Singh’s infringement analysis for limitation [1.j]
at pages 274-88 identified only thumbnails as being selected rather than anything
that could qualify as a character under the Court’s construction. Omitting these
reports would leave the Board with an incomplete understanding of the context of
the JIMOL Order and Patent Owner’s related arguments. Patent Owner’s request
should therefore be denied as being incomplete. Alternatively, if the Board grants
Patent Owner’s request as it relates to trial materials, the Board should also
authorize the submission of the aforementioned expert reports.

I11. PATENT OWNER’S REQUEST TO SUBMIT FILE HISTORIES
OF RELATED PATENTS SHOULD BE DENIED

Petitioner respectfully submits that the General Order (Paper 40) does not
require the submission of the file histories of the two continuations identified by
Patent Owner because Patent Owner has made no showing that the claims of those
continuations are “substantially similar” to the claims of the *815 patent. See Paper

40 at 1 (referring to “substantially similar patent claims”). Moreover, Patent Owner
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has made no showing that such materials have any probative value in this
proceeding. As a threshold matter, Petitioner notes that both of these patents issued
long before the Court’s finding that the limitation referred to in the JMOL Order as
the “No Deletion” limitation lacks written description support in the specification
of the "815 patent or any priority application.! EX1079 at 32-35. That finding,
together with the Board’s earlier final written decision in IPR2018-01432 that a
limitation substantively identical to the No Deletion limitation is disclosed in the
prior art, indicates that the allowance of these patents, like the allowance of the
’815 patent itself, was examiner error. EX1009 (Fandango Media, LLC v. Maxell,
Ltd., IPR2018-01432, Paper 32 (P.T.A.B. February 10, 2020)) at 36 (finding that
both Kaplan and Bryan disclose this limitation). Patent Owner’s request should
therefore be denied.

V. CONCLUSION

The Board should deny Patent Owner’s request for all of the reasons
discussed above.
Date: October 7, 2025 Respectfully submitted,

/s/ James Heintz
James Heintz

Reg. No. 41828
DLA Piper LLP
One Fountain Square

L Indeed, U.S. Patent No. 11,783,863 issued before the Petition in this IPR was
even filed.
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