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I. INTRODUCTION

Disney Media & Entertainment Distribution LLC (“Petitioner”) requests
inter partes review (“IPR”) of Claims 1, 4-7, 9, 11 of U.S. Patent No. 7,574,725
(“the *725 Patent”) (Ex-1001), currently assigned to Digital Media Technology
Holdings, LLC (“PO”).

II. MANDATORY NOTICES, STANDING, AND FEES
A. Mandatory Notices Under 37 C.F.R. §42.8

Real Party-in-Interest: Petitioner identifies the following real party-in-

interest: Disney Media & Entertainment Distribution LLC.

Related Matters: PO has asserted the *725 Patent against the real party-in-

interest in Digital Media Technology Holdings, LLC v. Disney Media &
Entertainment Distribution LLC, No. 2:22-cv-01642 (D. Del.). Ex-1019.

Lead and Back-Up Counsel:

e [ead Counsel:

Xin-Y1 Zhou (Reg. No. 63,366)
O’Melveny & Myers LLP

400 South Hope Street, 18™ Floor
Los Angeles, CA 90071
Telephone: (213) 430-6000

Fax: (213) 430-6407

E-Mail: vzhou@omm.com

e First Backup Counsel:

William M. Fink (Reg. No. 72,332)
O’Melveny & Myers LLP
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1625 Eye Street, NW
Washington, DC 20006
Telephone: (202) 383-5300
Fax: (202) 383-5414
E-Mail: tfink@omm.com

e Additional Backup Counsel:

Ben Haber (Reg. No. 67,129)
O’Melveny & Myers LLP

400 South Hope Street, 18™ Floor
Los Angeles, CA 90071
Telephone: (213) 430-6000

Fax: (213) 430-6407

E-Mail: bhaber@omm.com

Patric Reinbold (Reg. No. 79,178)
O’Melveny & Myers LLP

1625 Eye Street, NW
Washington, DC 20006
Telephone: (202) 383-5300

Fax: (202) 383-5414

E-Mail: preinbold@omm.com

Service Information: Petitioner consents to electronic service by email to the

following address: disney-dmt@omm.com.

B.  Grounds for Standing

Petitioner certifies that the 725 Patent is available for review, and Petitioner
is not barred or estopped from requesting review.

C. Fee Authorization

The PTO 1is authorized to charge any fees due during this proceeding to

Deposit Account No. 50-0639.
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III. RELIEF REQUESTED

Petitioner requests cancellation of the challenged claims based on the

following grounds:

Ground Summary
Claims 1, 4-7, 9 are obvious over Garfinkle (Ex-1005) in view of
1
Kosten (Ex-1007).
Claim 11 is obvious over Garfinkle in view of Kosten and Allen (Ex-
2
1006).
Claims 1, 4, 6-7, 9, 11 are obvious over Allen in view of Budow (Ex-
3
1008).
4 Claim 5 is obvious over Allen in view of Budow and Kosten.

IV. THE CHALLENGED PATENT
A. The °725 Patent

Claiming provisional priority to May 2, 2000, the >725 Patent “relates to the
marketing and distribution of multimedia material, including digitally generated
film, video, graphics and audio ... and associated marketing materials for
distribution over a computer network to exhibitors and broadcasters.” Ex-1001,

1:20-25. To perform this “marketing and distribution,” the patent describes “[a]
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central server having a computer readable storage media for storing multimedia

material, such as motion pictures and television programming, in digital format is

connected to a communications network such as the Internet.” /d., Abstract.
Figure 1 below illustrates “a computer or communications network 10

implementing the method of the present invention.” Id. 4:3-5.

Central 20 Mulitmedia

Vi Producer
~—  Server —
14

Figure 1

Cyberspace High

School [ 18e

Movie TSIate_lliFe Cable
elevision Television

— Theater Operator Operator [~

18a Television J 18

X 18¢c
Station

o
Id., Fig. 1. “[A] multimedia producer 14, is linked through network 10 [(not
shown)] to a central server 16 which functions as a distribution web site in
accordance with the invention.” Id. 4:9-13. “Similarly, a plurality of exhibitors,
including a movie theater 18a, a television station 185, a satellite television
operator 18c, a cable television operator 184 and a high school 18e, are also
connected through cyberspace 12 to central server 16.” Id. 4:20-23. “Multimedia

producer 14, central server 16, and each of the exhibitors 18a-e obtain and/or send
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product and associated information through facilities which comprise computers
with various peripheral devices ....” Id. 4:28-33.

The *725 Patent “may be employed to deliver films, advertising, coming
attraction strips, etc.” /d. 3:12-13. “In addition to providing multimedia to users,
the server system collects data about the users and information respecting the
economics and sales success of exhibitors and broadcasters.” Id. 3:22-25.

B.  Prosecution History

During prosecution, the Examiner rejected claims of the *725 Patent in three
Non-Final and three Final Office Actions, resulting in six rounds of claim
amendments. See generally Ex-1004. In eventually allowing the application, the
Examiner stated: “The state of the prior art suggested providing static images as
advertising material (specifically movie posters) rather than full motion video
segments with associated audio as associated advertising material which is
received along with a movie.” Id. at 504 (emphasis added); Ex-1002 9939-40. As
demonstrated in the analysis below, many prior art references disclose using
motion video with audio for advertising.

C. Level of Ordinary SKkill in the Art

A person of ordinary skill in the art at the relevant time (“POSITA”) would
have had a bachelor’s degree in electrical engineering, computer engineering,

computer science, or a related field, and at least one year of experience in the field
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of multimedia processing or communication networks, or the equivalent, with
additional education substituting for experience and vice versa. Ex-1002 §30.

V. THE PRIOR ART
A.  Garfinkle (Ex-1005)
Garfinkle was filed August 2, 1994, and issued June 25, 1996. Ex-1005.

Garfinkle qualifies as prior art under at least pre-AIA §102(a), (b), and (e).

Garfinkle discloses “a video-on-demand system that provides access at the
user site to catalog data of the video products available from the central station.”
Ex-1005, 1:54-57. “This catalog data includes listings of the video products
available at the central station, so-called trailers or previews for certain of the
video products, and lead[-]ins for the initial portions of certain products ....” Id.
2:4-8. Garfinkle’s video products and related marketing materials are correlated
through catalog data fields indicating “the product name, its address in the product
store 12, its price, and for certain video products related material such as a trailer to
allow the user to preview the product, a header to allow immediate viewing of an
ordered product, critical comments relative to the product, and catalog search
keys.” Id. 4:39-46, 3:32-49, Fig. 2.

Garfinkle’s Figure 1 shows “a video-on-demand system” having central
station 10 connected to a plurality of user sites 18 through data link 16. /d. 2:58-60,

Fig. 1. Video products and related marketing materials (e.g., trailers, lead-ins, and
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critic reviews) are downloaded from the central station 10 over data link 16 and
stored by the user sites 18 where they may be displayed on video display 26. /d.

3:11-15, 3:20-22, 3:59-62, 2:1-12.

10
\ PRODUCT

STRE [~—12
CENTRAL
STATION
T CATALOG |~ _14

| STORE

16 18
i /
_____ I USER SITE
{ l— 20\ CATALOG
| UseR ST | | useR s | CONTROL STORE
—7 T 1 PROCESSOR 2
18 18 PRODUCT
STORE
I u
USER VIDEO
B~ INPUT DEVICE DiSPLAY 26
FIG.1

Id., Fig. 1.

B. Allen (Ex-1006)

Allen was filed August 6, 1996, and issued June 1, 1999. Ex-1006. Allen
qualifies as prior art under at least pre-AIA §102(a) and (e).

Allen discloses “a system for capturing, storing and retrieving movies
recorded in a video format and stored in a compressed digital format at a central
distribution site.” Ex-1006, 3:19-22. “Also captured by the video capture center are
materials associated with each movie such as movie previews, movie labels, movie

sell-through artwork in digital, analog and photographic forms.” Id. 9:16-21. “The
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digitized versions of the movies, and the associated artwork and previews, are all
identified and tracked through a relational database ....” Id. 9:24-29, 9:55-59.

Allen also discloses “accounting and transaction engine 109 [which]
accounts for each transaction at the retail level ....” Id. 10:39-43. “With this
facility, studios can monitor their individual financial data, sales results and
promotion results from the retail level on a real time basis. In addition, the retail
outlets shall be able to monitor their own financials on a real time basis.” Id. 11:17-
20.

Figure 21 illustrates a “video-on-demand architecture” in which “[a]
plurality of remote distribution locations are connected through fiber optic
connections to the central distribution site,” which may be a “cable television
(CATV) head end” or “a regional bell operating company such as a local telephone
company.” Ex-1006, 3:12-26, 27:21-22, 27:50-55. Digital movies and their
associated artwork and previews are downloaded from the host data center 10 over,
for example, a fiber optic connection 127 and stored by a CATV head end 2102 or

RBOC 2103 where they may be delivered to subscribers 2107 and 2108.
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L e bl
. R . o |
! e e it A 0 !
' Pt RS—232 ! |
i MANUFACTURING ACCOUNTING | _ _ | | |
: STUDIO MOVIE SERVERS CONTROLLER WITH AND ! !
, CONTENT | | hach OPTICAL, MOVIE AND TRANSACTION \ |
| :’ROV'DER TAPE STORAGE | |CUSTOMER DATABASE ENGINE  [~p55357 ! |
I I
I 101 * i i ! * + ! ;l ! I
: o] ’LAT_”_OC-Z' 197 i"‘“‘ 0C-=3 A 09:3'4’ %% \Ws E-moneY :
: 1034 CAPTURE ATM 0C=3 Te~—a - BANKING :
L SEERITTITTT TN SWTOMENIS vos pata CeNTER !
127/ ATM SONET 10

T oc-3/12 | 2

| 125.] 0c=3/12 k
I

: ATM 0C-3/12 OR FASTER ATM 0C-3+ i
: ATM 0C-3+ |
: ATM_SWITCH !
| 21012 LOCAL CITY/ ATM SWITCH ATM SWITCH "
. REGIONAL SERVER 2102-] CABLE COMPANY 21031 RBOC !
! AND MASS STORAGE INFRASTRUCTURE INFRASTRUCTURE !
I 1}} \
| |
I I
: 2104 2105 2106 2107 2108 :
L e e e o e e e e e e e e e e e e e e e e e e e e e e e e e e e e e e e e o o — — — o —— o —— .

FIG. 21
ld., Fig. 21.

C. Kosten (Ex-1007)

Kosten is a trade journal article published in September 1999. Ex-1007; Ex-
1014. Kosten qualifies as prior art under at least pre-AIA §102(a).

Kosten discloses “[i]mproved feature film distribution.” Ex-1007, 54.
“[F]ilms can be shot and edited entirely in digital or in traditional celluloid, which
is then transferred to digital using a machine known as a telecine.” Id. “With a
digital film “file’ in hand, studios will ... realize the distribution cost savings of not
having to reprint millions of feet of celluloid ....” Id. Moreover, “[e]xhibitors can
turn theatre lobbies into smart advertising networks, targeting digital trailers and ad

spots based on the demographic of their community and the film itself ....” Id.
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“A digital film file is simply transferred to and stored in the secure server
system of a satellite distribution company, which then ‘beams’ the film to theatres
across the U.S. or around the world, who then store it on their servers for later
digital projection.” Id. Kosten’s Figure illustrates content transfer from “Studio” to
“CyberStar” to “Theater,” where the theater locally markets “Advertising, trailers”

using “Lobby displays” and exhibits films on “Theater screen.”

% ‘F
Wiy loral Telstar 5 satellite
57
| i
£ o % : _at
CyberStar &« _ fm # @‘:'
Network Operations Small footprint, =
Center (NOC) low-cost dish (b Video projector =
= Secure with |nl’t“l£td decryption
« Live broadcast t .
CRpbELY adeos:'rwr ﬁ l m
= Content storage |~ |
and scheduling  fae == I Dlllh.l audio
server Modem for !
« Encrypted A/V accounting |
signal | |
| | | .
| | | oot
| | T screens
| | | Lobby displays
. Studio CyberStar ; Theater « Additional revenue generation

i (Advertising, trailers)

FROM STUDIO TO SATELLITE TO A THEATRE NEAR YOU.
1d.

D. Budow (Ex-1008)
Budow was filed December 14, 1990, and issued February 25, 1992. Ex-

1008. Budow qualifies as prior art under at least pre-AIA §102(a), (b), and (e).
Budow discloses “[a]n interactive video services system for enabling store

and forward distribution of digitized video programming ....” Ex-1008, Abstract.

10
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“[E]ncoded and compressed digital video signals are transmitted via satellite link
from a centrally located uplink site to a plurality of hospitality establishments,
where the digitized video programming is stored in the memory of a video server
computer ....” Id. 2:62-67. “The uplink facility and satellite can transmit ...
compressed video signals for storage and subsequent retrieval and viewing by
customers, and other types of digitized data, such as advertisements and barker
screens.” Id. 3:3-8. “This data can be transmitted to customers’ rooms and
broadcast on in-room TVs in the form of barker screens and advertisements, which
may be transmitted from the systems control computer in place of standard
broadcast advertising.” Id. 4:2-5. “The systems control computer 13 can use the
internal data base information to determine what type of programming the
customer prefers and then transmit advertisements for similar programming to the
customer.” Id. 14:2-11.

E. The Presented Grounds Were Not Considered During
Prosecution

None of the four references presented in this petition were applied during
prosecution. See Ex-1004. Garfinkle, Kosten, and Budow were not mentioned
during prosecution. /d. Although Allen appears in the Examiner’s search history,
there is no evidence that the Examiner gave it any consideration and it is not listed

among the “References Cited” by the 725 Patent. /d., 138; Ex-1004.

11
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The first prong of the Advanced Bionics analysis is not met because neither
“the same or substantially the same art” nor “the same or substantially the same
arguments” were presented during prosecution. Advanced Bionics, LLC v. MED-
EL Elektromedizinische Gerdte GmbH, IPR2019-01469, Paper 6 at 8 (PTAB Feb.
13, 2020) (precedential); see also Godbersen-Smith Constr. Co. v. Guntert &
Zimmerman Const. Div., Inc. IPR2021-00050, Paper 24 at 19-21 (PTAB May 7,
2021). The second prong is also not met because the Examiner erred in
overlooking Allen, especially because it contradicts his conclusion regarding the
use of video for advertising. Ex-1004, 504; Advanced Bionics, Paper 6 at 8-9, n.10.
The Board should not exercise its discretion under §325(d) to deny institution.

VI. CLAIM CONSTRUCTION

To resolve the grounds presented herein, Petitioner does not believe that any

term requires explicit construction.?

2 Petitioner reserves all rights to raise claim construction and other arguments in

district court.

12
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VII. DETAILED EXPLANATION OF THE UNPATENTABILITY

GROUNDS

A. Ground 1: Claims 1, 4-7, 9 Are Obvious Over Garfinkle and
Kosten
1. Motivation to combine Garfinkle with Kosten

A POSITA would have been motivated to combine the teachings of
Garfinkle and Kosten and would have a reasonable expectation of success in doing
so because they are from the same field and address the same well-known issues.
Ex-1002 9965-68. Garfinkle and Kosten provide complementary solutions for
distributing digital multimedia and associated advertising materials from a
centralized station to user sites, such as movie theaters, using a public
communications system. Compare Ex-1005, Abstract, 2:39-44, 2:58-3:5, with Ex-
1007, 54. A POSITA seeking to decrease the cost and effort of distributing
multimedia and associated advertising materials would have known of and
consulted these proposed solutions. Ex-1002 9/65-68; Ex-1007, 52 (discussing the
cost and labor intensity of shipping celluloid film), 54 (proposing digital
distribution from a central server and smart advertising networks); Ex-1005, 1:34-
2:12 (providing a video-on-demand system for access to a catalog of data).

Garfinkle discloses an improved video distribution system that provides a
catalog of video products in a centralized library, an interactive user display with a

menu of options, and correlation of video files with related files (e.g., trailers,

13
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reviews, and lead-ins). See Ex-1005, 1:54-2:12. Kosten discloses a centralized
server that aggregates films and related advertising materials and digitally
distributes the content to movie theaters for marketing and exhibition. See Ex-
1007, 54. A POSITA would have combined the teachings of these references
because Kosten discloses a business application for Garfinkle’s technical
implementation. A POSITA would have been motivated to use Garfinkle’s video
distribution system to implement Kosten’s distribution method to achieve the
improvements described therein, such as access to a large number of video
products and advertising materials available at a centralized location (Ex-1007, 54;
Ex-1005, 1:42-49, 1:54-2:12), improved advertising capabilities (Ex-1007, 54; Ex-
1005, 1:42-49, 1:54-2:12), and improved distribution processes resulting in lower
shipping and handling costs and labor intensity, improved security against piracy,
wider and more flexible distribution capabilities, cost reductions for movie
theaters, increased control over time and locations of exhibitions by studios and
distributors, an ability to scale up or down distribution based on success in theaters,
and an ability to track and monitor sales and marketing data (Ex-1007, 52, 54).
Dystar Textilfarben v. C.H. Patrick, 464 F.3d 1356, 1368 (Fed. Cir. 2006) (A
motivation to combine exists when the “improvement” results in a product or
process that is “stronger, cheaper, cleaner, faster, lighter, smaller, more durable, or

more efficient.”); KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 417 (2007) (“[M]ere
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application of a known technique to a piece of prior art ready for the improvement”
1s obvious.).

In this combination, Garfinkle’s “central station 10” (Fig. 1, yellow) would
have been used to implement Kosten’s “CyberStar Network Operations Center”
(Kosten’s Figure captioned “From Studio to Satellite to a Theater Near You,”
yellow), and Garfinkle’s “user sites 18” (Fig. 1, blue) correspond to Kosten’s

“CyberStar video servers” at individual theaters (Fig., blue). Ex-1002 467.
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Ex-1005, Fig. 1 (annotated).
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Ex-1007, 54 (annotated). The combined Garfinkle-Kosten system would have

taken the form shown below:

o |2

Kosten's “Studio” providing digital

or traditional celluloid films \

Kosten's “Theater” as a user site 18

A POSITA would have had a reasonable expectation of success in achieving

the objective of efficient content distribution by combining the teachings of
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Garfinkle and Kosten with no change in their respective functions because both
references purport to solve these problems in similar and predictable ways, such as
using the well-known teachings of digitizing content (Ex-1005, 4:37-39; Ex-1007,
54), correlating multimedia and associated advertising materials (Ex-1005, 3:32-
49; Ex-1007, 54), and connecting multiple user sites to the central station through a
public communications system (Ex-1005, 2:58-3:5; Ex-1007, 54). Ex-1002 4[68;
see supra §§V.A, V.C; see also infra §§VII.A.2-VIL.B.2.

2. Element 1[preamble]: A method of marketing and
distributing multimedia, the method comprising:

Garfinkle discloses the preamble. Ex-1002 9969-71. Garfinkle describes “a
video-on-demand system ... that provides the user with a menu of options to assist
him or her in identifying, previewing, and ordering a video product from the
central station library.” Ex-1005, 1:58-62; see id. 1:8-11, 2:1-8, Fig. 1. Because
Garfinkle’s system supports previewing and transferring video products and related
advertising materials, Garfinkle discloses a method of marketing and distributing
multimedia. Ex-1002 970.

Similarly, Kosten discloses a method of distributing multimedia from studio
to satellite to exhibitors by describing that “[w]ith a digital film ‘file’ in hand,
studios will ... realize the distribution cost savings of not having to reprint millions

of feet of celluloid ....” Ex-1007, 54. Kosten also discloses the marketing of
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multimedia content by explaining that “[e]xhibitors could turn theatre lobbies into
smart advertising networks, targeting digital trailers and ad spots based on the
demographic of their community and the film itself ....” Id.; see id. at 52.
3. Element 1[a]: receiving, by a server, multimedia material
and advertising material from a producer or owner of said
multimedia material, said advertising material being

associated with said multimedia material, said advertising
material comprising audio and video components;

Garfinkle discloses a server receiving multimedia and associated advertising
materials. Ex-1002 9972-73. Garfinkle’s annotated Figure 1 below shows “a video-
on-demand system ... ha[ving] a central station indicated by the general reference
numeral 10 [(i.e., server)] which includes an inventory of video products [(i.e.,
multimedia material)] stored ... in compressed digital data form, in a product store

memory 12.” Ex-1005, 2:39-44.
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Id., Fig. 1 (annotated). “For each of the video products in product store 12, catalog
data is prepared and stored in central station catalog store 14. This catalog data
includes, for example, the product name, its address in the product store 12, its
price, and for certain video products related material such as a trailer to allow the
user to preview the product, a header to allow immediate viewing of an ordered
product, critical comments relative to the product, and catalog search keys.” Id.
4:37-46; see id. 2:1-12, 4:37-46, 3:32-49, 3:59-62. The “related material,” such as
“trailer” and “critical comments,” constitute audio/video advertising material
associated with multimedia material. Ex-1002 972.

A POSITA would have understood that Garfinkle’s “central station” (i.e.,
server) receives the “video products” (i.e., multimedia material) and “related
material such as a trailer” (i.e., associated advertising material) from the content’s
producer or owner. Ex-1002 973; Ex-1005, 4:37-46. Garfinkle describes that “[a]
large number of video products are digitized and stored in the central station
product store 12, as indicated in function box 60 of Figure 5. Id. 4:37-39; see id.
4:39-46, Fig. 5. A POSITA would have understood that such content is received
from a producer or owner and digitized as needed. Ex-1002 973.

In addition, Kosten discloses this element. Ex-1002 9974-77. Kosten
discloses that “films can be shot and edited entirely in digital or in traditional

celluloid, which is then transferred to digital using a machine known as a telecine.”
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Ex-1007, 54. To reduce cost, “[a] digital film file is simply transferred to and
stored in the secure server system.” Id. Kosten’s figure, below, illustrates
transferring content from a “Studio” (i.e., producer or owner) to a “CyberStar”

Network Operations Center (i.e., server; yellow).

Wil
-L&E}Q};}Eﬂ! , Loral Telstar 5 satellite

CyberStar Sl footpeint, { ¢ 4(
Network Operations oatprint, B
Center (NOC) low-cost dish Vldeo projector
o Sacirrs Mllulntp'mddec yption
« Live broadcast =
el B == ll
« Content storage =
and scheduling | D'ldh! audio
server
« Encrypted AV
signal
| P now
| 7 screens
1
| Studio CyberStar ThEBter « Additional revenue generation

(Advertising, trailers)

FROM STUDIO TO SATELLITE TO A THEATRE NEAR YOU.

Id. A POSITA implementing the combined Garfinkle-Kosten teachings would
have been motivated to use Kosten’s media distribution teachings with Garfinkle’s
central station, and its associated “stores,” to receive multimedia and associated

advertising materials from a producer or owner of that material, such as Kosten’s

“Studio.” Ex-1002 q974-75.
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Ex-1005, Fig. 1; Ex-1007, 54 (combined figure and annotated).

A POSITA would have also understood that Garfinkle’s “trailer” constitutes
“advertising material comprising audio and video components.” Ex-1005, 2:4-8;
Ex-1002 9976-77; Ex-1009. Garfinkle discloses using “a trailer to allow the user to
preview the product,” Ex-1005, 4:39-46, and a POSITA would have understood
that a trailer for previewing a movie contains audio and video excerpts of the
movie. Ex-1002 476; Ex-1013, 18 (“[T]railers commonly utilize ... narration,
sound and sound overlapping, music, graphics, and ... montage.”). Additionally,
Kosten illustrates a “Video projector” for projecting video components and
“Digital audio processor” for processing audio components of multimedia and
advertising materials. See Ex-1007, 54. Because “[t]railers are intended to

influence the moviegoers’ movie selection process by showing exciting parts of the
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advertised movie to an audience that is in the theater to see some other film,” Ex-
1009, 2, a POSITA would have understood that Kosten’s theater may show
advertising materials associated with a movie—e.g., a trailer for a coming
attraction—that include audio and video components. Ex-1002 977. Thus, a
POSITA would have understood that Garfinkle’s trailers or previews include audio
and video components. /d.

4. Element 1[b]: storing said multimedia material and

associated advertising material on a computer readable
storage medium as correlated information in digital format;

Garfinkle discloses this element. Ex-1002 q978-80. Garfinkle discloses using
“product store memory 12” to store “an inventory of video products” (i.e.,
multimedia material) in “compressed digital data form™ (i.e., in digital format). Ex-
1005, 2:42-52. Garfinkle also discloses using “digital data bank 14” or “catalog
store 14” to store “materials related to these [video] products” (i.e., associated
advertising material) in digital format. Id. 2:42-52. “[T]he catalog store and
product store may physically reside in a single digital memory [(i.e., computer
readable storage medium)] that is functionally addressable as catalog memory
space and product store memory space.” Id. 3:15-19; Ex-1002 9[78.

Garfinkle further discloses storing the multimedia and associated advertising
materials as correlated information. Ex-1002 q79. “For each of the video products

in product store 12, catalog data is prepared and stored in central station catalog
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store 14.” Ex-1005, 4:39-41. “This catalog data includes, for example, the product
name, its address in the product store 12, its price, and ... related material such as a
trailer to allow the user to preview the product, a header to allow immediate
viewing of an ordered product, critical comments relative to the product, and
catalog search keys.” Id. 4:41-46. The *725 Patent’s Specification does not use the
term “correlated information,” but explains that “the operator of the system inputs
an identifier, such as a title of a movie, associated with the material to be entered,
converted, and stored on storage media.” Ex-1001, 4:59-65, 5:64-6:2; Ex-1002
q79. Because Garfinkle similarly assigns catalog data fields to associate a video
product’s name and address with related materials, a POSITA would have
understood that the catalog data correlates the video products with their related
materials. Ex-1002 9[79; see, e.g., Ex-1005, 4:13-17 (“using the address associated
with the selected product ... [to] fetch the lead-in”), 3:59-66.

Furthermore, Garfinkle’s Figure 2 “illustrates ... the data fields stored in the
catalog store 14 for each video product,” which “may include a field 30 with the
name of the product, such as the title of a movie which may also serve as an
address of the video product in product store 12.” Id. 3:32-38, Fig. 2. “Fields 36,
38 and 40 may include flags to indicate whether a critique of this product is
available in the catalog store, whether a lead-in is available and whether a trailer is

available. If any of these flags are set, fields 42, 44 and 46 can be used to address
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the appropriate materials in the catalog store 22.” Id. 3:44-49, Fig. 2; see also id.
2:45-57, 3:6-19. Because these data fields indicate the content associated with each
video product and identify their locations, they associate each video product with
its related content, similar to the *725 Patent’s use of “identifier” to associate
content. Thus, Garfinkle stores multimedia material (e.g., video products) and
associated advertising material (e.g., trailer and other content) on a computer
readable storage medium as correlated information in digital format. Ex-1002 980.
5. Element 1[c]: providing a server system accessible over a
communication network, said server system accessing said
correlated information in a digital format from said
computer readable storage medium for transfer of said

correlated information in a digital format over said
communication network to potential purchasers;

Garfinkle discloses this element. Ex-1002 §981-83. As shown in Figure 1
below, “a suitable data link indicated by the dash line 16 [(i.e., communication

network; green)] connects the central station 10” (i.e., server system; yellow)’—

3 The >725 Patent describes using “central server 16> for the steps of receiving
multimedia and advertising materials from producers or owners (element 1[a]) and
distributing these materials to potential purchasers (elements 1[c]-[f]). Ex-1005,
Abstract, 4:3-37, 14:34-15:3, Figs. 1, 9. Garfinkle’s “central station” performs the

same functions as the *725 Patent’s “central server 16.” Ex-1002, 50 n.2.
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including “product store 12 and catalog store 14” (i.e., computer readable storage
medium)—*“to a plurality of user sites 18” (i.e., potential purchasers; blue),
allowing “a user ... to order video products from the central station interactively

with displayed catalog material.” Ex-1005, 2:58-60, 2:8-12 (emphasis added).
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Id., Fig. 1 (annotated). “The link 16 may be copper wire of the type used by the
telephone company, a radio frequency wireless communications link of the type
used in satellite-to-earth communications, a coaxial cable, a fiber optic cable,
cellular wireless or other suitable link ....” Id. 2:60-67. A POSITA would have
understood that “link 16” is part of a “communication network,” and a “user” who
plans to “order video products” is a potential purchaser. Ex-1002 4981-82.
Garfinkle “provides access at the user site to catalog data of the video
products” (i.e., correlated information corresponding to multimedia material) that

are available from the server system’s “product store 12 and catalog store 14” (i.e.,
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computer readable storage medium) through data link 16. See Ex-1005, 1:54-57.
“The downloaded video product data is stored at the user site in the product store
24.” Id. 3:14-15. Catalog data, which includes “the product name, its address in the
product store 12 [(i.e., correlated information corresponding to multimedia
material)], its price, and ... related material[s]” (i.e., correlated information
corresponding to associated advertising material) such as trailers, lead-ins, and
critical comments—all stored in a digital memory—is “downloaded to each of the
user sites 18 where it is stored in the user site catalog store 22.” Id. 4:41-49; see
also id. 3:59-62, 3:44-49, 3:23-26.
6. Element 1[d]: providing samples of said correlated
information in a digital format from said server system over
said communication network to said potential purchasers,

said purchasers being linked to the server system through
said communication network;

Garfinkle discloses this element. Ex-1002 9984-85. As discussed above,
Garfinkle discloses using data link 16 (i.e., communication network) for
connecting “central station 10” (i.e., server system) to “user sites 18” (i.e.,
potential purchasers) for transferring “video products” and related “catalog data”
(i.e., correlated information). See supra Section VIL.A.5 (element 1[c]).

Garfinkle further discloses that a user can “preview video products available
from the central station 10” by “us[ing] the catalog data stored in catalog store 22.”

Ex-1005, 3:26-31. Garfinkle’s “catalog data” includes samples of the correlated
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information such as “trailers or previews for certain of the video products, and
lead[-]ins for the initial portions of certain products,” which are “periodically
transferred to the user sites, where [they are] stored.” Id. 2:1-7; see id., Abstract,
3:59-62, 4:55-58. The “lead-in” includes ‘““an initial segment of the video product”
“on the order of two minutes long.” 1d. 4:17-22.

7. Element 1[e]: downloading to said purchasers, upon request
of said purchasers, over said communication network, said
correlated information in a digital format corresponding to
said multimedia material from said server system, said
purchasers storing downloaded correlated information in a

digital format corresponding to said multimedia material;
and

Garfinkle discloses this element. Ex-1002 9986-87. As discussed above,
Garfinkle discloses using data link 16 (i.e., communication network) for
connecting “central station 10” (i.e., server system) to “user sites 18” (i.e.,
purchasers) for transferring “video products” and related “catalog data” (i.e.,
correlated information). See supra Section VIL.A.5 (element 1[c]).

Garfinkle’s “system ... provides access at the user site to catalog data of the
video products” (i.e., correlated information in a digital format corresponding to
multimedia material) through data link 16. See Ex-1005, 1:54-57. “Video products
[(i.e., multimedia material)] are downloaded by the central station [(i.e., server
system)] from the product store 12 to a selected user site 18 [(i.e., purchaser)] in

response to a download request from that particular user site.” Id. 3:11-14. “The
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downloaded video product data is stored at the user site in the product store 24.”
Id. 3:14-15; see id., Figs. 1, 5. “Preferably, data is downloaded from the central
station to the user sites in a compressed digital data stream ....” Id. 2:67-3:2. Thus,
Garfinkle discloses purchasers storing downloaded correlated information in a
digital format corresponding to said multimedia material. See id.

8. Element 1[f]: providing said correlated information in a
digital format corresponding to said advertising material
that is associated with said multimedia material to said
purchasers from said server system over said
communication network, allowing purchasers to locally
market and sell said multimedia material, said purchasers
downloading said correlated information in a digital format
corresponding to said advertising material that is associated
with said multimedia material, said purchasers storing the

downloaded correlated information in a digital format
corresponding to said advertising material; and

Garfinkle and Kosten disclose this element. Ex-1002 9988-92. As discussed
above, Garfinkle provides “related materials” (i.e., correlated information in a
digital format corresponding to advertising material associated with multimedia
material) such as a trailer, a header, and critical comments to “user sites 18” (i.e.,
purchasers) from “central station 10” (i.e., server system) over “link 16” (i.e.,
communication network) and allows the “user sites 18” to download and store the
“related material” in a digital format corresponding to multimedia material. See
supra §§VIIL.A.5, VII.A.7 (elements 1[c], 1[e]). The “catalog data,” which includes

advertising material such as trailers and critical comments, is “downloaded to each

28



U.S. Patent No. 7,574,725
Petition for Inter Partes Review

of the user sites 18 where it is stored in the user site catalog store 22.” Ex-1005,
4:41-49.

A POSITA would have been motivated to implement Garfinkle’s system to
allow purchasers to engage in a business application of the system “to locally
market and sell said multimedia material.” Ex-1002 4989-90. “The increasing costs
of making a motion picture ... have necessitated changes in how motion pictures
are distributed, marketed, and advertised. ... Earlier, reaching the mass audience
was accomplished through advertising in newspapers and on network television.”
Ex-1009, 8. Because “[m]arketers of motion pictures are having greater difficulty
reaching the mass audience now,” id., a POSITA would have been motivated to
allow purchasers to locally market and sell multimedia material using various
advertising materials downloaded from Garfinkle’s system. Ex-1002 §989-90. In
addition, during prosecution, the Examiner adopted as admitted prior art that “it is
notoriously well known in the art for patrons to pay an admission fee to attend
presentations at a movie theater so that a movie theater may generate revenue and
thus continue to provide screening services to patrons.” Ex-1004, 229, 225, 267
(relying on official notice and MPEP Section 2144.03). Because Garfinkle
discloses a system allowing a purchaser to download a movie to a “user site,” such
as a theater, for display, it would have been obvious for the purchaser to locally

market and sell admissions to the movie’s exhibition. Ex-1002 489-90; see, e.g.,
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Ex-1009, 18 (Due to “a short ‘life-span’ in theaters, movies need heavy promotion
and advertising.”).

Moreover, this element is taught by Kosten, which discloses that distribution
is “not only the vital link between the studios and exhibitors and, by extension, the
audience, but also a key component of the revenue stream and the business model
of these industries.” Ex-1007, 52. “With lower distribution costs, and the
immediacy of digital release, studios can easily open many more films in
simultaneous distribution around the world to capitalize on ‘buzz’ items—so
filmgoers in small towns no longer have to wait a month for the film to debut at
their theatre.” Id. Moreover, “[e]xhibitors could turn theatre lobbies into smart
advertising networks, targeting digital trailers and ad spots based on the
demographic of their community and the film itself ....” Id. at 54.

Because Kosten discloses that distribution is “a key component of the
revenue stream and the business model,” and identifies advertising as “[a]dditional
revenue generation,” a POSITA would have understood that Kosten’s theaters
locally market and sell tickets to the exhibition of multimedia material. Ex-1002
192; Ex-1009; Ex-1013. Further, Kosten’s Figure shows theatres locally marketing
movie trailers using lobby displays for “[a]dditional revenue generation” (green)

and selling tickets to the exhibition of movies on theater screens (purple). Id. §92.
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Ex-1007, 54 (annotated). Thus, a POSITA would have been motivated to use
Kosten’s theater as a “user site” in Garfinkle’s system, as shown in the annotated
figure below, and allow purchasers to locally market and sell (e.g., to “filmgoers in

small towns” as disclosed by Kosten) multimedia material. Ex-1002 9989-92.
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Ex-1005, Fig. 1; Ex-1007, 54 (combined figure and annotated).

9.

Element 1[g]: wherein said purchaser is an exhibitor
exhibiting said multimedia material, after deriving said
multimedia material from said stored correlated
information in a digital format corresponding to said
multimedia material, in a public theater to a number of
individuals in exchange for a paid admission or a broadcast
exhibitor, said advertising material, after deriving of said
advertising material from said correlated information in a
digital format corresponding to said stored associated
advertising material, being shown to the public at a time or
in a place different from the time and place at which said
associated multimedia material is displayed.

Garfinkle alone or in view of Kosten discloses this element. Ex-1002 9993-

100. Garfinkle discloses a purchaser exhibiting multimedia and advertising

materials after deriving the multimedia and advertising materials from the stored

correlated information in a digital format. Ex-1002 993. “At each user site [(i.e.,

purchaser)], the control processor 20 directs downloaded catalog data to the

catalog store memory 22,” including “so-called trailers or previews for certain

products [(i.e., advertising material)], and lead[-]ins for the initial portions of

certain products.” Ex-1005, 3:9-11, 2:1-12. Similarly, “[t]he downloaded video

product data [(i.e., multimedia material)] is stored at the user site in the product

store 24.” Id. 3:11-15. “Preferably, data is downloaded from the central station to

the user sites in a compressed digital data stream ....” Id. 2:67-3:2.

Garfinkle also discloses exhibiting the multimedia material after deriving the
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material. Ex-1002 9994-95. “The control processor 20 couples the catalog store 22
memory and product store 24 memory to a video display 26, such as a CRT video

display or a LCD video display.” Ex-1005, 3:20-22.
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Id., Fig. 1 (annotated).

Figure 5 below illustrates that Garfinkle’s system either “starts the display of
the ordered video product from the lead-in material” at step 74 and displays the
lead-in and video product in steps 75 and 82 (red) or, if there is no lead-in, simply
displays the video product on video display 26 in step 88 (blue). Id. 4:66-5:3, 5:10-
14. A lead-in “enables the display of the product (e.g., movie) to start almost
immediately.” Id. 4:17-19. Thus, Garfinkle discloses that a purchaser exhibits the
multimedia and advertising materials after deriving the multimedia and advertising
materials from the stored correlated information in a digital format corresponding

to the multimedia and advertising materials.
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Id., Fig. 5 (annotated).

In view of Garfinkle’s and Kosten’s disclosures, a POSITA would have
understood that the purchasers may include exhibitors that exhibit multimedia
material in a public theater to a number of individuals in exchange for a paid
admission or broadcast exhibitors. Ex-1002 9996-97; Ex-1004, 229, 225, 267
(taking official notice that “patrons ... pay[ing] an admission fee to attend
presentations at a movie theater” are known). Kosten discloses that “[w]ith lower

distribution costs, and the immediacy of digital release, studios can easily open
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many more films in simultaneous distribution around the world ....” Ex-1007, 54.
Because Kosten discloses that distribution is “a key component of the revenue
stream and the business model,” and identifies advertising as “[a]dditional revenue
generation,” a POSITA would have understood that Kosten’s theaters charge
admission for the exhibition of movies to generate a “revenue stream.” Ex-1002
1996-97; Ex-1009; Ex-1013.

Kosten’s Figure also illustrates a public theater exhibiting films in exchange
for paid admission (purple). /d.; Ex-1009, 2 (“Theatrical movie going” “requires

moviegoers to ... purchase a ticket.”).
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Id. (annotated). Garfinkle and Kosten enable the transfer and storage of digital film
files around the world, so a POSITA would have been motivated to use Kosten’s

movie theater as a user site in Garfinkle’s system and exhibit video products, such
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as motion pictures, in a public theater for paid admission. Ex-1002 998.

Moreover, Kosten discloses showing a movie’s advertising material at a time
or place different from that of the movie. Ex-1002 4999-100. Kosten discloses,
“Exhibitors could turn theatre lobbies into smart advertising networks, targeting
digital trailers and ad spots based on the demographic of their community and the
film itself—no longer will they be stuck with standard trailers attached to each
celluloid print.” Ex-1007, 54. Kosten’s Figure above shows theatres locally
marketing advertising and trailers using lobby displays for “[a]dditional revenue
generation” (green) and separately exhibiting the films on theater screens in
auditoriums for paid admission (purple). /d. A POSITA would have been
motivated to use Kosten’s movie theater as a user site in Garfinkle’s system and
exhibit advertising materials in the theater lobby or on theater screens at a different
time or place than the associated movie. Ex-1002 4999-100; Ex-1009, 2 (“Trailers
are intended to influence the moviegoers’ movie selection process by showing
exciting parts of the advertised movie to an audience that is in the theater to see
some other film.”).

10. Claim 4: The method of marketing and distributing

multimedia of claim 1, wherein said server system is
accessed over a public communications system.

Garfinkle discloses this element. Ex-1002 4101. Garfinkle’s “data link 16

includes “a telephone company copper wire link,” “a radio frequency wireless
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communications link,” or a “cellular wireless” network. See supra Section VII.A.5
(claim element 1[c]); Ex-1005, 1:25-30, 2:58-67. A POSITA would have
understood that a telephone company copper wire link or a cellular wireless
network is a public communications system because such systems are designed and
regulated as public utilities. Ex-1002 q101; Ex-1018, 22.

11. Claim 5: The method of claim 1, wherein the exhibition of

multimedia material is the public showing of a motion
picture.

Garfinkle and Kosten disclose this element. Ex-1002 4102. Garfinkle
discloses displaying a movie (i.e., a motion picture), Ex-1005, 1:15-20, 4:17-19,
4:66-5:14, and Garfinkle alone or in view of Kosten renders it obvious to exhibit a
motion picture publicly in a movie theater. See supra Section VII.A.9 (element
1[g]). This element is also obvious over the admitted prior art recognized by the
Examiner. Ex-1004, 229, 225, 267 (“[1]t is notoriously well known in the art for
patrons to pay an admission fee to attend presentations at a movie theater ....”).
Thus, a POSITA would have been motivated to use Garfinkle’s system to publicly
show a motion picture, such as in Kosten’s “Theater.” Ex-1002 102.

12. Claim 6: The method of claim 1, further comprising

providing a search function for said multimedia material
and said associated advertising material.

Garfinkle discloses this element. Ex-1002 q103. Garfinkle’s data fields

“include a field 30 [(blue)] with the name of the product, such as the title of a
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movie which may also serve as an address of the video product in product store 12.
A field 32 [(yellow)] may include, for example the price for a one-time viewing of
the product and a field 34 [(green)] might include catalog search keys, such as the

names of the principal actors and actresses, the type of video product[s] ... and the

type of movie ....” Ex-1005, 3:32-43 (emphasis added); id. 4:37-46.

4 38
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Id., Fig. 2 (annotated). In addition, “Fields 36, 38 and 40 [(purple)] may include
flags to indicate whether a critique of this product is available in the catalog store,
whether a lead-in is available and whether a trailer 1s available. If any of these
flags are set, fields 42, 44 and 46 [(red)] can be used to address the appropriate
materials in the catalog store 22.” Id. 3:44-49. A POSITA would have understood
that these data fields, including the “catalog search keys” in field 34, provide a
search function for the multimedia material (e.g., “video product”) and its

associated advertising material (e.g., “trailer”’). Ex-1002 §103.
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13. Claim 7: The method of claim 1, wherein said advertising

material comprises a motion picture with accompanying
synchronized sound.

Garfinkle discloses this element. Ex-1002 49104-05. Garfinkle discloses the
distribution of video products (e.g., a movie), Ex-1005, 1:15-20, “so-called trailers
or previews for certain of the video products, and lead[-]ins for the initial portions
of certain products.” Id. 2:5-7. A movie’s lead-in, trailer, or preview would each
include a motion picture with synchronized audio. Ex-1002 q104; Ex-1011, 0048
(“By the late 1930s, postsynchronization and multiple-channel mixing had become
standard industry procedure.”); Ex-1013, 18 (“[T]railers commonly utilize ...
narration, sound and sound overlapping, music, graphics, and ... montage.”).

Kosten also discloses this element. Ex-1002 q105. Kosten illustrates that its
“digital film file[s]” include video and audio. Ex-1007, 54. In addition, “Exhibitors
could turn theatre lobbies into smart advertising networks, targeting digital trailers
and ad spots ....” Id. A POSITA would have understood that digital film files and
digital trailers, as taught by Garfinkle and Kosten, would include a motion picture
with accompanying synchronized sound. Ex-1002 §105; Ex-1005, 4:37-46; Ex-

1007, 54.
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14. Claim 9: The method of claim 1, wherein said advertising
material comprises a motion picture trailer or coming

attraction motion picture segment with accompanying
sound.

Garfinkle and Kosten disclose this claim. Ex-1002 4106. As discussed
above, Garfinkle and Kosten disclose the distribution of motion pictures and
trailers of those motion pictures with accompanying sound. See supra §§VII.A.3-
4, VIILA.13 (elements 1[a]-[b], claim 7); Ex-1002 4106; Ex-1013, 18 (“[T]railers
commonly utilize ... narration, sound and sound overlapping, music, graphics, and
... montage.”).

B. Ground 2: Claim 11 Is Obvious Over Garfinkle, Kosten, and
Allen

1. Motivation to combine Garfinkle with Kosten and Allen

A POSITA would have been motivated to combine the teachings of
Garfinkle, Kosten, and Allen and would have a reasonable expectation of success
in doing so because they are from the same field and address the same well-known
issues. Ex-1002 q9107-11. Garfinkle, Kosten, and Allen provide complementary
solutions for distributing digital multimedia and associated advertising materials
from a centralized station to user sites using a public communications system.
Compare Ex-1005, Abstract, with Ex-1007, 54, and Ex-1006, Abstract. A POSITA
seeking to decrease the cost and effort of distributing multimedia and associated

advertising materials would have known of and consulted these proposed solutions.
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Ex-1002 99107-11; Ex-1007, 52 (discussing the cost and labor intensity of
shipping celluloid film), 54 (proposing digital distribution from a central server
and smart advertising networks); Ex-1005, 1:34-2:12 (providing a video-on-
demand system for access to a catalog of data at a central server); Ex-1006, 1:56-
65, 2:66-3:26, 9:65-10:30 (discussing a need and solution for a video-on-demand
system accessing a large catalog of data at a central server).

As discussed above, Garfinkle discloses an improved video distribution
system and Kosten discloses a centralized server for marketing and exhibiting
multimedia and advertising materials. See supra §VII.A.1. Allen similarly
discloses a video distribution system comprising a centralized host data center that
receives multimedia and associated advertising materials from studios (Ex-1006,
9:7-30, 9:65-10:22), a movie storage facility that stores multimedia and associated
advertising material in digital format (Ex-1006, Abstract), an accounting and
transaction engine for monitoring and reporting marketing and sales data of
multimedia and advertising materials (Ex-1006, 3:48-51), and remote customer
servers connected to the movie storage facility via public communication links. See
Ex-1006, 11:45-50. A POSITA would have been motivated to implement the
methods described by Kosten and Allen using the video distribution system
described by Garfinkle to provide the additional improvements described in Allen,

such as access to a large number of video products and advertising materials
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available at a centralized location (Ex-1006, 10:1-19), improved security against
piracy (Ex-1006, 9:59-62, 11:32-39), an ability to track and monitor sales and
marketing data (Ex-1006, 6:50-57, 11:15-20, Table 3 (25:25-42)), an ability to
determine rights authorization (Ex-1006, 23:21-33, Table 3 (25:25-42)), electronic
banking capabilities to track the payment of royalties and copyright fees to movie
owners and transfer electronic funds (Ex-1006, 3:51-53, 11:4-10), interoperability
between user sites by collecting and maintaining identification and demographic
data for customers (Ex-1006, 10:43-60), and improved advertising capabilities (Ex-
1006, 21:10-24). Dystar, 464 F.3d at 1368.

This combination builds on the combination of Garfinkle and Kosten
discussed above. See supra Section VII.A.1. Further, Garfinkle’s “central station
10” (Fig. 1, yellow), similar to Allen’s “host data center 10” (Fig. 21, yellow),
would incorporate Allen’s “accounting and transaction engine 109” to monitor,
account, and report sales and marketing data related to multimedia materials and

associated advertising materials. Ex-1002 q110.
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Ex-1006, Fig. 21 (annotated). The combined Garfinkle-Kosten-Allen system,
incorporating Allen’s “accounting and transaction engine” into Garfinkle’s “central

station 10” (yellow), would have taken the form shown below:
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A POSITA would have had a reasonable expectation of success in achieving
the objective of efficient content distribution by combining the teachings of
Garfinkle, Kosten, and Allen with no change in their respective functions because
the references purport to solve these problems in similar and predictable ways,
such as using the well-known teachings of digitizing content (Ex-1005, 4:37-39;
Ex-1007, 54; Ex-1006, 6:4-29), correlating multimedia and associated advertising
materials (Ex-1005, 3:32-49; Ex-1007, 54; Ex-1006, 9:53-59), and connecting
multiple user sites to a central station through a public communications system
(Ex-1005, 2:58-3:5; Ex-1007, 54; Ex-1006, 11:45-50). Ex-1002 4111; see supra
V.A-V.C; see also infra §§VII.B.2.

2. Dependent Claim 11: The method of marketing and
distributing multimedia of claim 1, further comprising
automatically collecting sales information from exhibitor
recipients of various items of said multimedia material and
providing sales and marketing data, specific to said items of

multimedia material, to exhibitors based upon information
from said exhibitors.

Garfinkle in view of Kosten and Allen discloses this element. Ex-1002
9112-15. Allen discloses a “host data center 10” similar to Garfinkle’s “central
station 10 and Kosten’s “CyberStar Network Operations Center.” Compare Ex-
1005, Fig. 1 and Ex-1007, 54, with Ex-1006, Fig. 1. “[I]ncluded at [Allen’s] host
data center is the transaction engine 109 which communicates with the plurality of

remote manufacturing sites to monitor the number of sales and rentals of various
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movies [(i.e., sales data)] distributed through the remote manufacturing outlets
[(i.e., exhibitors)].” Ex-1006, 6:50-57. “The accounting and transaction engine 109
accounts for each transaction at the retail level [(i.e., exhibitor level)] including
revenue accounting [(i.e., sales data)], customer demographic information database
[(i.e., marketing data)], support inventories and the retail outlet financial
accounting.” Id. 10:39-48; see id. 10:33-39. “The accounting and transaction
engine 109 also monitors all accounts and can provide account summary and
reports. With this facility, studios can monitor their individual financial data, sales
results and promotion results [(i.e., sales and marketing data)] from the retail level
on a real time basis. In addition, the retail outlets shall be able to monitor their own
financials on a real time basis.” Id. 11:15-20.

Because “[t]he transaction engine 109 also updates all accounting records

29 ¢¢

and bills the retail outlet for the transaction,” “performs account balancing on a
daily basis,” and performs automatic monitoring as disclosed above, a POSITA
would have understood that it automatically collects sales information. /d. 10:65-
67, 11:8-10; Ex-1002 9q114. Thus, Allen’s “transaction engine 109 automatically
collects sales information (e.g., “the number of sales and rentals of various
movies”) from exhibitor recipients of various items of multimedia material (e.g.,

“movies”) and provides sales and marketing data (e.g., “revenue accounting,

customer demographic information”), specific to such items of multimedia
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material (e.g., “accounts for each transaction at the retail level,” including tracking
all “rentals and sales or viewing of movies on-demand”), to exhibitors based upon
information from said exhibitors (e.g., collecting “account summary and reports”
and allowing outlets to “monitor their own financials on a real time basis”). Ex-
1002 q114.

A POSITA would have been motivated to modify Garfinkle’s “central
station 10 to incorporate Allen’s “accounting and transaction engine 109” to
enable tracking of sales and promotional campaigns as discussed in Allen. /d.
9115. Such a modification would provide the benefits described by Allen, such as
enabling real-time tracking of financials and account data. /d.

C. Ground 3: Claims 1, 4, 6-7,9, 11 Are Obvious Over Allen in View
of Budow

1. Motivation to combine Allen with Budow

A POSITA would have been motivated to combine the teachings of Allen
and Budow and would have a reasonable expectation of success in doing so
because they are from the same field and address the same well-known issues. Ex-
1002 99116-19. Allen and Budow provide complementary solutions for
distributing digital multimedia and associated advertising materials from a

centralized station to remote sites using a public communications system. Compare

Ex-1006, Abstract, with Ex-1008, Abstract. A POSITA seeking to decrease the

46



U.S. Patent No. 7,574,725
Petition for Inter Partes Review

cost and effort of distributing multimedia and associated advertising materials
would have known of and consulted these proposed solutions. Ex-1002 q116; Ex-
1006, 1:56-65, 2:66-3:26, 9:65-10:30 (discussing a need and solution for a video-
on-demand system accessing a large catalog of data at a central server); Ex-1008,
1:52-2:12, 2:59-3:11, 4:59-63, 5:20-26 (providing a video-on-demand system for
improved distribution of media and advertising materials).

Allen discloses a video distribution system comprising a centralized host
data center that receives multimedia and associated advertising materials from
studios (Ex-1006, 9:7-30, 9:65-10:22), a movie storage facility that stores
multimedia and associated advertising material in digital format (Ex-1006,
Abstract), an accounting and transaction engine for monitoring and reporting
marketing and sales data of multimedia and advertising materials (Ex-1006, 3:48-
51), and remote customer servers connected to the movie storage facility via public
communication links. See Ex-1006, 11:45-50. Budow similarly discloses a video-
on-demand system for connecting a centrally located uplink site to a plurality of
hospitality establishments (Ex-1008, Abstract) via satellite link (Ex-1008, 2:62-
3:12, 4:59-63) to distribute multimedia and advertising materials to be locally
marketed and sold by the hospitality establishments. Ex-1008, 1:32-39, 4:6-19,
13:22-35. Budow also discloses methods of locally marketing and selling

multimedia material, including advertisements shown at a time or in a place
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different from the time or place at which the multimedia material is displayed. /d.
13:22-35. A POSITA would have been motivated to use Allen’s video distribution
system to implement the methods and processes described by Budow to provide
the improvements described therein, such as access to a large number of video
products and advertising materials available at a centralized location (Ex-1006,
10:1-19; Ex-1008, 4:6-19), wider distribution capabilities (Ex-1008, 4:59-63),
increased control over the timing and type of advertising presented (Ex-1008, 5:21-
26), targeted advertising capabilities (Ex-1008, 14:2-10), improved functionality
for end-customer interaction (Ex-1008, 5:35-39), improved management and
distribution processes resulting in lower shipping and handling costs and labor
intensity (Ex-1008, 1:52-2:12), improved security against piracy (Ex-1006, 9:59-
62, 11:32-39; Ex-1008, 5:6-10), as well as improved advertising capabilities (Ex-
1006, 21:10-24; Ex-1008, 5:20-26, 13:60-14:10). Dystar, 464 F.3d at 1368.
Allen’s “central site”’/*host data center 10 (Fig. 21, yellow) operates

(13

similarly to Budow’s “distribution center 2a” (Fig. 1, yellow), and Allen’s “retail
outlets 20 (Fig. 21, blue) correspond to Budow’s “hospitality establishments,”

such as hotels #1 through #N (Fig. 1, blue). Ex-1002 9118.
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Ex-1008, Fig. 21 (annotated).

A POSITA would have had a reasonable expectation of success in achieving
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their objectives, e.g., distributing digital multimedia and associated advertising
materials through a central station, promoting and selling multimedia material, and
tracking sales and marketing data, by combining the teachings of Allen and Budow
with no change in their respective functions because the references purport to solve
these problems in similar and predictable ways, such as using the well-known
teachings of digitizing content (Ex-1006, 6:4-29; Ex-1008, 2:59-3:12, 4:6-19),
correlating multimedia and associated advertising materials (Ex-1006, 9:53-59; Ex-
1008, 3:67-4:5, 4:6-19, 6:40-67), and connecting multiple user sites to a central
station through a public communications system (Ex-1006, 11:45-50; Ex-1008,
3:51-4:5, 6:33-39, 7:1-10). Ex-1002 q119; see supra V.B, V.D; see also infra
§§VIIL.C.2-.14. Indeed, Allen states that its disclosed system can be applied to
“adaptations or variations” as “appreciated by those of ordinary skill in the art.”
Ex-1006, 28:7-14. Thus, adapting Allen’s system to incorporate Budow’s methods
and processes of marketing and distributing multimedia materials would be within
a POSITA’s capability. Ex-1002 4119.

2. Element 1[pre]

Allen discloses the preamble. Ex-1002 4120. Allen “relates to video
compression, distribution, and manufacturing and in particular to systems and
methods of remote to local video distribution ....” Ex-1006, 1:5-8. Allen “utiliz[es]

the central repository in the movie storage facility 105 to store and dispense digital
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copies of movies in an electronic form,” i.e., distributing multimedia. /d. 10:1-10.
“The movie storage facility 105 will also store movie previews, sell-through
artwork, label data and database header information in a digital format for
downloading with the movie to the retail level for generation of artwork when the
movie is manufactured or for previews,” 1.e., marketing multimedia. /d. 1:13-19.
Allen further discloses tracking revenue and marketing data such as “customer
demographic information.” /d. 10:33-48.

Budow also discloses the preamble. Ex-1002 q121. Budow discloses “an
interactive video services system for enabling store and forward distribution of
digitized video programming,” i.e., distributing multimedia. Ex-1008, 1:8-11.
Budow’s “uplink facility and satellite can transmit ... video signals for real-time
viewing by customers ..., and other types of digitized data, such as advertisements
and barker screens.” Id. 3:3-8. “This data can be transmitted to customers’ rooms
and broadcast on in-room TVs in the form of barker screens and advertisements,”
1.e., marketing multimedia. /d. 4:2-5.

3. Element 1[a]

Allen discloses a server receiving multimedia material and associated
advertising material from a producer or owner of the multimedia material. Ex-1002
19122-23. “The process begins with the studio content provider [(i.e., producer or

owner)] in which the movie [(i.e., multimedia material)] may be provided in a film
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form or in an analog video format or in an already digitized version.” Ex-1006,
6:4-7; see also id. 9:7-15, Fig. 1. “The video capture center 103,” (i.e., server),
which is part of host data center 10, “is required to put the digitized image of the
movie into a modified MPEG-2 format.” Id. 6:7-12, Fig. 21. “Also captured by the
video capture center are materials associated with each movie such as movie
previews, movie labels, movie sell-through artwork [(i.e., advertising material
associated with the multimedia material)] in digital, analog and photographic
forms.” Id. 9:16-19; see also id. 9:25-30. “All this additional material is also
transferred to a digital format and stored in files associated with the movie.” 1d.
9:19-21. “Once encoded, the entire fTu]ll motion video with audio is stored in a
data file .... This file is then stored and cataloged, along with any associated files
containing artwork, movie trailers, previews and the like, into the movie server
storage system.” Id. 9:53-59, 6:17-19.

Allen’s “movie previews” constitute “advertising material comprising audio
and video components.” Ex-1006, 9:7-30; Ex-1002 9123. Allen discloses storing

99 ¢

an “entire f[u]ll motion video with audio” “along with ... movie trailers, previews
and the like, into the movie server storage system [105].” Ex-1006, 9:53-59. Allen
also discloses “preview[ing] 30 to 60 second movie trailers of the movie selected

for potential purchase or rental,” id. 21:40-42, so a POSITA would have

understood that movie previews and trailers contain excerpts of a movie or film
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and, thus, include audio and video components. Ex-1002 4123; Ex-1013, 18.
Moreover, Allen discloses using MPEG-2 encoding for trailers (Ex-1006, 1:43-46,
21:48-50), which is a standard for “the generic coding of moving pictures and
associated audio information.” See Ex-1015.

Budow also discloses this element. /d. 4124. Budow discloses that “[1]f the
data being processed is ... for barker screens or audio/video advertisements, the
data is transmitted to a systems control computer 13,” which “is capable of storing
digitized audio, video and graphic data.” Ex-1008, 6:57-59, 3:67-4:5; see id. 11:13-
17, 11:37-40. “This data can be transmitted to customers’ rooms and broadcast on
in-room TVs in the form of barker screens and advertisements, which may be
transmitted from the systems control computer in place of standard broadcast
advertising.” Id. 4:2-5. A POSITA would have understood or found obvious that
Allen’s movie previews and trailers include audio and video components. Ex-1002
1124,

4. Element 1[b]

Allen discloses this element. Ex-1002 §9125-26. Allen’s “video capture
facility receives the content [(i.e., multimedia material)] in its source format and
transfers it to the specific compressed and encoded MPEG-2 format used by the
present invention.” Ex-1006, 9:7-15. “Also captured by the video capture center

are materials associated with each movie such as movie previews, movie labels,
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movie sell-through artwork [(i.e., associated advertising material)] in digital,
analog and photographic forms. All this additional material is also transferred to a
digital format and stored in files associated with the movie [(i.e., correlated
information)].” Ex-1006, 9:16-21; id. 6:17-28. “Once encoded, the entire fJu]ll
motion video with audio [(i.e., multimedia)] is stored in a data file .... This file is
then stored and cataloged, along with any associated files containing artwork,
movie trailers, previews and the like [(i.e., associated advertising material)], into
the movie server storage system [105].” Id. 9:53-59, Fig. 1; id. 10:13-19. “The
movie in its digitized, parallelized and compressed format is stored at the movie
servers 105 on high-speed rotating mass storage (fixed disk drives), optical storage
or archived in tape storage [(i.e., computer readable storage medium)].” /d. 6:24-
29. Thus, Allen discloses associating multimedia material (e.g., a “movie”) and its
related advertising material (e.g., “artwork, movie trailers, previews”), and storing
them on a computer readable storage medium as correlated information in digital
format.

Because “[t]he digitized versions of the movies, and the associated artwork
and previews, are all identified and tracked through a relational database” and are
“stored and cataloged,” the multimedia and associated advertising materials are
stored as “correlated information in digital format.” Ex-1006, 9:26-30, 9:53-59; see

also id. 9:16-21 (“additional material is ... stored in files associated with the
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movie”); Ex-1002 9126; Ex-1012 at 584-88. Allen’s relational database associates
each movie with its related content, similar to the *725 Patent’s use of “identifier”
to associate content, thus, the multimedia material (e.g., movies) and associated
advertising material (e.g., artwork and previews) are stored on a computer readable
storage medium as correlated information in digital format. Ex-1002 q126.

5. Element 1|c]
Allen discloses this element. Ex-1002 99127-30. As discussed above, Allen

discloses storing the multimedia and associated advertising materials on a
computer readable storage medium as “correlated information in a digital format.”
See supra Section VII.C.4 (element 1[b]). Allen further discloses, “Movies are
transferred to the retail facility [(i.e., potential purchasers)] from the movie storage
facility 105,” (i.e., server system), which is part of host data center 10, “using
asynchronous transfer mode (ATM) protocol on an optical fiber network [(i.e.,
communication network)].” Ex-1006, 10:20-26, 11:45-50, Fig. 21.

Allen’s Figure 21 shows that “[m]ovies are delivered to the cable head end
2102 [(i.e., a potential purchaser)] from the manufacturing controller 107 for
realtime playing over a dedicated channel at the subscriber’s location 2107, being

delivered by fiber optic cable or standard CATYV cable.” Id. 27:46-49.
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Id., Fig. 21 (annotated). A POSITA would have understood that advertising
material associated with each movie would similarly be delivered to the cable head
end 2102 from the manufacturing controller 107 over a communication network.
Ex-1002 94128; see Ex-1006, 23:7-11. Thus, Allen’s server system is accessible
over a communication network for transferring movies and associated
advertisements (as “correlated information in a digital format”) to potential
purchasers over said network. Ex-1002 4128.

Allen’s server system further “access[es] said correlated information in a
digital format from said computer readable storage medium.” 1d. 129. Because
Allen’s movies and associated advertisements are “stored and cataloged” and
“identified and tracked through a relational database,” a POSITA would have
understood that the server system accesses the multimedia and associated

advertising materials as “correlated information in a digital format” on a computer
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readable storage medium for transfer to potential purchasers. Ex-1006, 9:26-30,
9:53-59; Ex-1002 9129.

Further, a POSITA would have understood that a “retail facility,” such as “a
cable television (CATV) head end” offering “full motion movies in a video format
to remote locations for on-demand purchase or rental” constitutes a potential
purchaser. Id. 3:24-26, 2:66-3:6; Ex-1002 9129. Thus, Allen discloses a server
system accessible over a communication network, which accesses and transfers
correlated information in a digital format from a computer readable storage
medium to potential purchasers.

6. Element 1[d]

Allen discloses providing samples of correlated information in a digital
format from a server system over a communication network. Ex-1002 9131-33.
As discussed above, Allen discloses potential purchasers (e.g., “retail outlets” or
“retail facilities”) linked to a server system through a communication network. See
supra VII.C.5 (element 1[c]).

Allen further discloses “[t]he movie storage facility 105 [(i.e., server
system)] will store movie previews [(i.e., samples of correlated information)] ... in
a digital format for downloading with the movie to the retail level [(i.e., potential
purchasers)] ... for previews when the customer accesses the movie preview kiosks

123.” Ex-1006, 10:13-19; see id. 21:40-42. Thus, Allen’s server system provides
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samples of the correlated information (e.g., “movie previews” associated with
movies) in a digital format over a communication network to potential purchasers.
Ex-1002 q132.

Moreover, because Allen’s “invention is readily adaptable to a video-on-
demand architecture,” Ex-1006, 27:21-27, a POSITA would have understood that
the movie previews could be downloaded with the movie to the retail level—e.g., a
cable head end or regional bell operating company—for previewing the content
and further providing the previews to customers accessing the real-time video-on-
demand feeds. Id. 27:40-58. “For example, a local or regional service center 2101
contains the equivalent of a retail outlet manufacturing controller 121 to interface
with the manufacturing controller 107 of the host data center 10.” Id. 27:27-31; see
id. 27:50-58, Fig. 21. “Movies requested from a home 2104, a business 2105 or a
school library 2106 could be downloaded to local cache memory within the server
2101 and delivered to, for example, the home 2104 via an ATM fiber optic
connection, standard cable or twisted pair wires, depending on the necessary
bandwidth needed for real-time viewing of video.” Id. 27:31-36. Thus, a POSITA
would have been motivated to provide samples of the correlated information (e.g.,
movie previews) to the CATV and RBOC providers, who then offer the
multimedia and associated materials to end-customers through a video-on-demand

system. Ex-1002 9133.
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7. Element 1]e]

Allen discloses purchasers (e.g., “retail outlets” or “retail facilities™)
downloading, over the communication network, the correlated information in a
digital format corresponding to the multimedia material (e.g., a movie) from the
server system. Ex-1002 99134-37. As discussed above, Allen discloses that
purchasers linked to a server system through a communication network access
multimedia and associated advertising materials as correlated information in a
digital format. See supra VII.C.5 (element 1[c]). Further, Allen’s server system
“utiliz[es] the central repository in the movie storage facility 105 to store and
dispense digital copies of movies in an electronic form rather than ... the current
‘hard copy’ distribution system.” Ex-1006, 10:1-6. “Movies are transferred to the
retail facility [(i.e., purchaser)] from the movie storage facility 105 using
asynchronous transfer mode (ATM) protocol on an optical fiber network.” /d.
10:20-22; see id. 11:45-50. “The movie storage facility 105 will also store movie
previews, sell-through artwork, label data and database header information in a
digital format for downloading with the movie to the retail level.” Id. 10:13-19; see
id. 5:43-60, 7:29-34.

Figure 21 illustrates Cable Company Infrastructure 2101 (also called “cable
head end” or “CATYV head end”) as a type of retail facility. Id. 27:41-49, Fig. 21.

“In the case of a CATYV head end, cable subscribers can request a movie title which
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is downloaded to the CATV head end. The CATV head end then decompresses the
movie, converts it into an analog format and transmits the movie over a dedicated
channel to the requester.” Id. 3:27-31; see id. 27:41-49, 27:50-58. Because movies
are “downloaded to local cache memory within the server 2101,” a POSITA would
have understood that the purchaser stores the downloaded correlated information.
Id. 27:31-36; see id. 5:43-46, 26:30-34; Ex-1002 q135. Thus, in this scenario, the
purchaser (“CATYV head end”) requests, downloads, and stores correlated
information in a digital format corresponding to said multimedia material (e.g., “a
movie title”’) from Allen’s server system. Ex-1002 q135.

Allen discloses or suggests downloading correlated information
corresponding to multimedia material “upon request of said purchasers.” Ex-1002
9136. Allen discloses that “cable subscribers can request a movie title which is
downloaded to the CATV head end,” Ex-1006, 3:27-31, and “[1]f the movie is not
locally available, the server 117 will request the downloading of the movie from
the manufacturing controller 107.” Id. 8:9-11, 23:7-12; see also id. 27:41-45, Fig.
21. Thus, in this scenario, a “purchaser” (e.g., a cable operator as a “retail facility”)
will request to download “multimedia material” (e.g., a movie) based on a request
from its downstream customer (e.g., a cable subscriber). Ex-1002 §136. Thus,
Allen’s retail facilities (i.e., purchasers) download correlated information

corresponding to multimedia material from Allen’s server system “upon request of
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said purchasers.” Ex-1002 9q136.

Further, Allen’s system “enables the distribution of a very large number of
popular movies and hard to find titles currently unavailable to most video outlets
and cable television distributors of video-on-demand.” Ex-1006, 10:6-10. A
POSITA would have been motivated to have Allen’s CATV and RBOC providers
(i.e., purchasers) anticipate popular movies sought by end-customers and request to
download those titles from the server system even before end-customers request
them. Ex-1002 q137.

Budow further teaches this element. /d. §138. Budow’s “systems control
computer is connected to a plurality of TVs located in customer rooms of the
hospitality establishment” and “receives programming requests from customers
and transmits commands to the video server or some other video source.” Ex-1008,
3:29-35. “The systems control computer 13 processes the request and issues
commands to the video server 12 via the Ethernet LAN 202.” Id. 11:67-12:2.
“Upon request of a particular command from the systems control computer 13, the
video server 12 begins downloading the selected programming from the
appropriate disk drives (not shown).” Id. 12:17-20, Fig. 2. Because Budow’s
“systems control computer” is part of the hospitality establishment (e.g.,
purchaser), a POSITA would have understood that the correlated information

corresponding to multimedia material is downloaded at the request of the
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purchaser. See id. 3:12-16. In this scenario, as in Allen, a “purchaser” (e.g., a
hospitality establishment) may request to download “multimedia material” (e.g., a
movie) based on a request from its downstream customers or do so preemptively to
make multimedia available to customers immediately. See id. 7:64-8:4, 4:6-10,
4:32-35 (providing “pay-per-view” and “video-on-demand” programming); Ex-
1002 94138. Thus, a POSITA would have understood that Allen and Budow’s
potential purchasers request the download of correlated information corresponding
to multimedia material. Ex-1002 9138.

8. Element 1[f]

Allen and Budow disclose this element. Ex-1002 §9139-41. As discussed
above, Allen discloses providing, in a digital format over a communications
network, correlated information corresponding to advertising material associated
with multimedia material to purchasers, who download and store the correlated
information in a digital format. See supra §§VIL.C.5, VII.C.7 (elements 1[c], 1[e]).
Allen’s “movie storage facility 105 [(i.e., server system)] will also store movie
previews, sell-through artwork, label data and database header information in a
digital format for downloading with the movie to the retail level.” Ex-1006, 10:13-
19 (emphasis added).

Allen discloses and suggests using advertisement materials to enable

purchasers to locally market and sell multimedia material. Ex-1002 9140. Allen
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discloses “materials associated with each movie such as movie previews, movie
labels, sell-through artwork in digital, analog and photographic forms” and further
provides uses for those advertising materials. Ex-1006, 9:16-21. Allen discloses
“reproducing the artwork for the jackets or covers on the videotape shells and
cases,” “display[ing] graphic advertisements [and] talking head information,” and
allowing customers to “preview 30 to 60 second movie trailers of the movie
selected for potential purchase or rental.” Id. 9:21-24, 21:17-19, 21:40-42. Allen’s
system also enables “studios to monitor their ... sales results and promotion results
from the retail level on a real time basis.” Ex-1006, 11:17-20.

Moreover, Budow renders this element obvious. Ex-1002 9141. Budow
discloses that its “systems control computer is capable of storing digitized audio,
video and graphic data. This data can be transmitted to customers’ rooms and
broadcast on in-room TVs in the form of barker screens and advertisements, which
may be transmitted from the systems control computer in place of standard
broadcast advertising.” Ex-1008, 3:67-4:5; id. 5:21-26. “Not only does the system
9 provide the flexibility for the systems control computer 13 to instruct the video
server 12 to preempt cable and broadcast television commercials by inserting
commercials for pay-per-view and video-on-demand services, the systems control
computer 13 can selectively insert commercials based on the viewing habits of

each particular customer.” Id. 13:29-35; id. 11:13-17. Because Budow recognizes
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the benefit of showing advertisements—including targeted advertisements, Ex-
1008, 14:2-10—for the movies in its pay-per-view and video-on-demand systems
to the customers in its hospitality establishments, a POSITA would have been
motivated to have Allen’s retail outlets, including its CATV and RBOC providers,
similarly market and sell multimedia material using the associated advertising
materials.

9. Element 1[g]

Allen and Budow disclose this element. Ex-1002 99142-44. Allen discloses
that the purchaser is a broadcast exhibitor exhibiting the multimedia and
advertising materials after deriving them from the stored correlated information in
a digital format. Allen discloses applying its “video-on-demand architecture” to
“homes, businesses, offices, libraries and the like,” including “a school library
2106.” Ex-1006, 27:21-39, Fig. 21. “In the case of a CATV head end [(e.g.,
purchaser)], cable subscribers can request a movie title which is downloaded to the
CATYV head end. The CATV head end then decompresses the movie [(i.e.,
multimedia material)], converts it into an analog format and transmits the movie
over a dedicated channel to the requester,” 1.e., broadcaster exhibiting multimedia.
1d. 3:27-31; id. 27:41-49. Allen also discloses that “a regional bell operating
company such as a local telephone company [(i.e., purchaser)] could also have the

equivalent of a retail outlet infrastructure 20 within the RBOC (regional bell
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operating company) infrastructure 2103 for the delivery of video on demand to the
subscriber location 2108, also shown in FIG. 21.” Id. 27:50-55. “Once again, the
RBOC infrastructure 2103 operates similarly to the retail outlet 20 in completing
transaction orders and delivery of video [(i.e., multimedia material)] on demand to
the subscriber 2108, i.e., exhibiting multimedia as a broadcast exhibitor. /d.
27:55-58. Thus, Allen’s CATV and RBOC embodiments describe broadcast
exhibitors exhibiting the multimedia material. Ex-1002 9142.

Similarly, Allen discloses exhibiting advertising materials associated with
the multimedia material. Ex-1002 9143. Allen discloses “materials associated with
each movie such as movie previews, movie labels, sell-through artwork in digital,
analog and photographic forms” and further provides uses for those advertising
materials. Ex-1006, 9:16-21. Allen discloses “reproducing the artwork for the
jackets or covers on the videotape shells and cases” and providing kiosks for
customers to “preview 30 to 60 second movie trailers of the movie selected for
potential purchase or rental.” Id. 9:21-24, 21:40-42. A POSITA would also have
been motivated to have Allen’s CATV and RBOC providers exhibit advertising
materials over a dedicated channel at subscribers’ locations to promote the
multimedia materials and assist end-customers in previewing and selecting a movie

before renting or buying it. Ex-1002 9143.
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A POSITA would have understood that Allen’s and Budow’s advertising
materials are exhibited to the public at a time or in a place different from the time
or place at which said associated multimedia material is exhibited. /d. §144. For
example, Allen discloses kiosks for previewing movie trailers for potential
purchase or rental and later viewing. Ex-1006, 21:40-42. Budow similarly
discloses, “The graphics engines are utilized for generating audio/visual prompts,
barker screens, and other advertisements and similar applications, which the
systems control computer 13 can cause to be displayed on the TV 16 in place of
broadcast advertising.” Ex-1008, 11:13-17. A POSITA would have understood that
Budow exhibits advertising materials at a different time or place from the
associated movie at least by showing advertising on free cable channels and
transmitting movies via pay-per-view or video-on-demand programming on
separate, transmission channels. /d. 8:4-6, 10:2-7, 15:6-12; Ex-1002 9144. Because
a POSITA would have recognized the benefits of showing advertising material at a
time or in a place different from the time or place at which said associated
multimedia material is displayed, it would have been obvious for Allen’s CATV
and RBOC providers to exhibit advertising materials over a dedicated channel at
subscribers’ locations (i.e., a different time and place) to promote the multimedia

materials. /d. 144.
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10. Claim 4

Allen discloses this element. Ex-1002 q9145-46. As discussed above, Allen
discloses “using asynchronous transfer mode (ATM) protocol on an optical fiber
network,” which connects the host data center 10, including movie storage facility
105, to retail facilities such as CATV and RBOC infrastructure. See supra Section
VII.C.5 (element 1[c]); Ex-1006, 10:20-26, Fig. 21. “Those skilled in the art will
readily recognize that alternate communication links are possible including satellite
links and high speed wire connections.” Ex-1006, 11:45-50; id. 5:28-33. A
POSITA would have understood that an optical fiber network may be used by
telecommunications companies to transmit telephone signals, internet
communication, and cable television signals and would have recognized that
broadcast, cable, and satellite transmissions constitute public communications
systems. Ex-1002 99145-46; Ex-1018, 22.

11. Claim 6

Allen discloses this element. Ex-1002 q147. Allen discloses that “[a]
personal preference screen can be invoked by the user to either search and select
movies of their particular tastes or request suggestions based upon their statistical
past history of selections.” Ex-1006, 21:29-33; see id. 9:55-59 (cataloging motion
video and associated artwork, movie trailers, and previews). Allen’s “kiosk is

capable of displaying a search screen to locate movies based upon a fuzzy logic
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search criteria to assist a customer locating a movie.... In addition, the kiosk can be
used to preview 30 to 60 second movie trailers of the movie selected for potential
purchase or rental.” Id. 21:34-42 (emphasis added); id. 22:63-66. A POSITA
would have been motivated to implement a similar search function in its CATV
and RBOC embodiments to assist both retail providers and end-customers in
locating a movie and previewing movie trailers before renting or buying them. Ex-
1002 q147. Allen discloses that the server system contains a central repository in
the movie storage facility 105 with “a very large number of popular movies and
hard to find titles,” which would be difficult for retail providers and end-customers
alike to navigate without search functionality. Ex-1006, 10:1-19. Thus, a POSITA
would have been motivated to provide a search function in Allen’s CATV and
RBOC embodiments, similar to the kiosk’s search function, to assist customers
with locating a movie. Ex-1002 9147.

12. Claim 7

Allen and Budow disclose this element. Ex-1002 q9148-49. Allen discloses
the distribution of “motion video with audio” and “materials associated with each
movie such as movie previews.” Ex-1006, 9:53-55, 9:12-19. Allen further
discloses that “[t]he digital video and audio information for a movie is encoded and

compressed in an MPEG-2 format using a compression engine.” Id. 9:31-34; see

id. 21:48-50 (using “stereo adapter” and MPEG-2 for trailers). A POSITA would
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have understood that a movie (i.e., a motion picture) would include synchronized
sound and a movie trailer or preview necessarily includes audio and video
components as part of the standard industry procedure. /d. §148; Ex-1011, 0048
(“By the late 1930s, postsynchronization and multiple-channel mixing had become
standard industry procedure.”); Ex-1013, 18. A POSITA would also have
understood that Allen teaches advertising material comprising a motion picture
with accompanying synchronized sound because MPEG-2 is a standard for “the
generic coding of moving pictures and associated audio information.” See Ex-
1015.

Moreover, Budow renders this claim obvious because Budow discloses
“audio/video advertisements” and a POSITA would have understood that digital
film files and digital movie previews, as taught by Allen and Budow, would
include synchronized sound. Ex-1002 9149; Ex-1008, 6:57-59.

13. Claim 9

Allen and Budow disclose this element. Ex-1002 q150. As discussed above,
Allen and Budow disclose the distribution of “motion video with audio” and
“materials associated with each movie such as movie previews,” which necessarily
include accompanying sound. See supra Section VII.C.12 (claim 7); Ex-1006,
9:12-19. Because a POSITA would have recognized that a “movie preview” is a

type of motion picture trailer, Allen and Budow disclose a motion picture trailer
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with accompanying synchronized sound. Ex-1002 150.

14. Claim 11

As discussed above, Allen’s accounting and transaction engine automatically
collects and provides sales and marketing data, specific to the multimedia material,
to exhibitors based on information collected from exhibitors. See supra Section
VIL.B.2 (Claim 11 in Ground 2); Ex-1002 4151.

D. Ground 4: Claim 5 Is Obvious Over Allen in View of Budow and
Kosten

1. Motivation to combine Allen with Budow and Kosten

A POSITA would have been motivated to combine the teachings of Allen,
Budow, and Kosten and would have a reasonable expectation of success in doing
so because they are from the same field and address the same well-known issues.
Ex-1002 99152-56. Allen, Budow, and Kosten provide complementary solutions
for distributing digital multimedia and associated advertising materials from a
centralized station to remote sites, such as movie theaters, using a public
communications system. Compare Ex-1006, Abstract, with Ex-1008, Abstract, and
Ex-1007, 54. A POSITA seeking to decrease the cost and effort of distributing
multimedia and associated advertising materials would have known of and
consulted these proposed solutions. Ex-1002 9152; Ex-1006, 1:56-65, 2:66-3:26,
9:65-10:30 (discussing a need and solution for a video-on-demand system

accessing a large catalog of data at a central server); Ex-1008, 1:52-2:12, 2:59-
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3:11, 4:59-63, 5:20-26 (providing a video-on-demand system for improved
distribution of media and advertising materials); Ex-1007, 52 (discussing the cost
and labor intensity of shipping celluloid film), 54 (proposing digital distribution
from a central server and smart advertising networks).

As discussed above, Allen discloses a centralized video distribution system
and Budow discloses an interactive video-on-demand system to distribute
multimedia and advertising materials in hospitality establishments. See supra
§VIIL.C.1. Kosten similarly discloses using a centralized server to aggregate films
and related advertising materials from studios and digitally transmit the content to
movie theaters for marketing and exhibition. See Ex-1007, 54. A POSITA would
have been motivated to use Allen’s video distribution system to implement the
methods and processes described by Budow and Kosten to provide the additional
improvements described in Kosten, such as access to a large number of video
products and advertising materials available at a centralized location, improved
management and distribution processes resulting in lower shipping and handling
costs and labor intensity, improved security against piracy, an ability to track and
monitor sales and marketing data, improved advertising capabilities based on local
demographics, and wider and more flexible distribution capabilities, cost
reductions for movie theaters, increased control over time and locations of

exhibitions by studios and distributors, and an ability to scale up or down
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distribution based on success in theaters. Ex-1007, 52, 54; Dystar, 464 F.3d at
1368.

This combination builds on the combination of Allen and Budow discussed
above. See supra Section VII.C.1. Allen discloses that “separate ATM switches
and local or regional service centers could be established for providing real-time
video-on-demand feeds to homes, businesses, offices, libraries, and the like.” Ex-
1006, 27:21-27. In fact, once the host data center is in place, a POSITA would
recognize that it could be used to serve a variety of retail distribution channels,
such as a movie theater. In this combination, Allen’s “central site”/“host data
center 10” (Fig. 21, yellow) would be used to implement Kosten’s “CyberStar
Network Operations Center” (Fig., yellow), and Allen’s “retail outlets 20” (Fig. 21,
blue) would include Kosten’s “CyberStar video servers” at individual theaters

(Fig., blue), in addition to the existing outlets 2101-2103. Ex-1002 99154-55.
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Ex-1006, Fig. 21 (annotated).

% Loral Telstar 5 satellite

FROM STUDIO TO SATELLITE TO A THEATRE mmu.
Ex-1007, 54 (annotated). The combined Allen-Budow-Kosten system would have

taken the form shown below:
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A POSITA would have had a reasonable expectation of success in achieving
their objectives, e.g., distributing digital multimedia and associated advertising
materials through a central station and tracking sales and marketing data, by
combining the teachings of Allen, Budow, and Kosten with no change in their
respective functions because the references purport to solve these problems in
similar and predictable ways, such as using the well-known teachings of digitizing
content (Ex-1006, 6:4-29; Ex-1008, 2:59-3:12, 4:6-19; Ex-1007, 54), correlating
multimedia and associated advertising materials (Ex-1006, 9:53-59; Ex-1008,
3:67-4:5, 4:6-19, 6:40-67; Ex-1007, 54), and connecting multiple user sites to a

central station through a public communications system (Ex-1006, 11:45-50; Ex-
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1008, 3:51-4:5, 6:33-39, 7:1-10; Ex-1007, 54). Ex-1002 q156; see supra §§V.B-
V.D; see also infra §VIL.D.2. Moreover, a POSITA would have had a reasonable
expectation of success in connecting Kosten’s theater to Allen’s host data center,
because Allen discloses “providing real-time video-on-demand feeds to homes,
businesses, offices, libraries, and the like,” and that its disclosed system can be
applied to “adaptations or variations.” Ex-1006, 27:21-27, 28:7-14. Thus, adapting
the Allen system to include Kosten’s “Theater” would be within a POSITA’s
capability. Ex-1002 9156.

2. Claim 5

Allen discloses or renders obvious this claim. Ex-1002 q4157-58. Allen
discloses “providing real-time video-on-demand feeds to homes, businesses,
offices, libraries, and the like,” including “a school library 2106.” Ex-1006, 27:21-
39. The *725 Patent discloses that “exhibitors” may include “a high school,”
“libraries,” and ““a relatively small venue for a single showing.” Ex-1001, 4:20-23,
12:38-44. Thus, the *725 Patent recognizes that schools, libraries, and other small
venues may exhibit multimedia materials publicly. And because Allen discloses
providing a video-on-demand feed to “a school library,” Ex-1006, 27:31-39, Fig.
21, Allen discloses or renders obvious the public exhibition of a motion picture,
such as at a school, similar to the 725 Patent.

Allen in view of Budow and Kosten also renders this claim obvious. Ex-

75



U.S. Patent No. 7,574,725
Petition for Inter Partes Review

1002 9158. As discussed above, Allen discloses displaying a movie (i.e., a motion
picture), Ex-1006, 27:40-58, and Kosten discloses using a movie distribution
system to transfer multimedia materials to a public movie theater for exhibition.
Ex-1007, 54. Because Allen’s host data center services a variety of retail outlets, it
would have been obvious to include Kosten’s movie theater as a retail outlet
similar to the “homes, businesses, offices, libraries, and the like”” to which Allen
distributes material. Ex-1006, 27:21-39. This element is also obvious over the
admitted prior art recognized by the Examiner. Ex-1004, 229, 225, 267. Thus, a
POSITA would have been motivated to add a public theater as one of Allen’s retail
outlets to exhibit a motion picture. Ex-1002 9158.

VIII. THE BOARD SHOULD NOT USE ITS DISCRETION TO DENY
INSTITUTION UNDER FINTIV

The Board should not deny institution under §314(a). While Director Vidal’s
June 21, 2022, Guidance explained that “Fintiv is limited to facts of that case,” for
completeness, Petitioner addresses the factors set forth in Apple Inc. v. Fintiv, Inc.,
IPR2020-00019, Paper 11 (PTAB Mar. 20, 2020) (precedential). The factors do not
justify denying institution.

The first Fintiv factor is neutral because Petitioner has not yet moved to
stay the district court proceedings, and the PTAB will not infer how the district

court would rule should a stay be requested. See Hulu, LLC v. SITO Mobile R&D
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IP, LLC, IPR2021-00298, Paper 11 at 10-11 (PTAB May 19, 2021).

For the second Fintiv factor, the district court has set a trial date of
September 8, 2025. This timing does not tip in favor of denial. See Apple, Inc. v.
Koss Corp., IPR2021-00305, Paper 14 at 13 (PTAB June 3, 2021). This Petition is
filed in March 2024. An institution decision should issue within approximately six
months, around September 2024. And an FWD should issue around September
2025, which coincides with the trial date.

If the median time to trial for civil actions in the District of Delaware is used
to estimate the trial date (i.e., to account for potential delays, etc.), per Director
Vidal’s June 2022 Guidance, trial should not be expected to occur until February
2026, which follows an expected FWD. Ex-1017, 14 (indicating a median time to
trial for civil actions in the District of Delaware of 38 months).

The third Fintiv factor weighs against denial. Although the Court has set
Markman and Trial dates, the parties are engaged in early stages of discovery and
no substantive activity has occurred. Because the investment in the trial has been
minimal, this factor weighs strongly against discretionary denial. See Hulu, Paper
11 at 13.

The fourth Fintiv factor also weighs against denial. As explained above,
the median time to trial for civil actions in the District of Delaware suggests that

trial will not occur until after a FWD. Thus, “there is a reasonable likelihood that
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the Board will address the overlapping validity issues prior to the district court
reaching them at trial..., thereby providing the possibility of simplifying issues for
trial.” Juniper Networks, Inc. v. Packet Intelligence, LLC, IPR2020-00339, Paper
21 at 18 (PTAB Sept. 10, 2020).

On the fifth Fintiv factor, the Board should give little weight to the fact that
Petitioner and PO are the same parties as in district court. Although petitioner is
the litigation defendant, this factor does not outweigh the other factors that strongly
weigh against discretionary denial. See Weatherford U.S., L.P. v. Enventure Glob.
Tech., Inc., IPR2020-01684, Paper 16 at 11-13 (PTAB Apr. 14, 2021).

“Other circumstances” under the sixth Fintiv factor further weigh against
discretionary denial. The Petition’s merits are strong with two primary references,
Garfinkle and Allen, alone or in combination with secondary references, rendering
Claims 1, 4-7, 9, 11 obvious. See Align Tech., Inc. v. 3Shape A/S, IPR2020-01087,
Paper 15 at 42-43 (PTAB Jan. 20, 2021); see also supra Section VII.

Taken together, the Fintiv factors strongly weigh against institution denial.

IX. CONCLUSION

The unpatentability grounds presented above are reasonably likely to

prevail, and IPR should be instituted for Claims 1, 4-7, 9, 11 of the 725 Patent.
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Respectfully Submitted,

/s/ Xin-Yi Zhou
Xin-Yi Zhou (Reg. No. 63,366)
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CERTIFICATE OF WORD COUNT

Under 37 C.F.R. §42.24(d), Petitioner certifies that this petition includes
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