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·1· · · · · ·LAS VEGAS, NEVADA; WEDNESDAY, MAY 7, 2025

·2· · · · · · · · · · · · · ·9:09 A.M.

·3· · · · · · · ·HELD REMOTELY VIA VIDEOCONFERENCE

·4· · · · · · · · · · · · · · · oOo

·5· · · · · · THE STENOGRAPHER:· My name is Tami Le.· I am

·6· ·a California Certified Shorthand Reporter,

·7· ·License No. 8716.

·8

·9· · · · · · · · · · HARRIS ELLIOTT TULCHIN,

10· · · · · · having been first duly sworn, was

11· · · · · · examined and testified as follows:

12

13· · · · · · · · · · · · · EXAMINATION

14· ·BY MR. HABER:

15· · · ·Q· · Thank you.· As I mentioned earlier, I am

16· ·Benjamin Haber.· I am representing the petitioner in

17· ·this matter, Disney Media & Entertainment.

18· · · · · · Can you please state your full name for the

19· ·record.

20· · · ·A· · Harris Elliott Tulchin.

21· · · ·Q· · And what is your address?· Where do you live?

22· · · ·A· · Well, I live at 7152 Mission Hills Drive,

23· ·Las Vegas, Nevada, 89113.

24· · · ·Q· · And where are you located physically today?

25· · · ·A· · At that same address.
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·1· · · ·Q· · Okay.· Have you ever had your deposition

·2· ·taken before?

·3· · · ·A· · Yes.

·4· · · ·Q· · Okay.· So you know the basics, but I'll just

·5· ·go over a few important points.

·6· · · · · · First, this deposition is being conducted

·7· ·remotely, so I'd like to know if there's anyone else

·8· ·in the room with you or if it's just you.

·9· · · ·A· · Just me.

10· · · ·Q· · Okay.· And do you have any papers or other

11· ·documents with you today?

12· · · ·A· · The only thing I have is the patent and my

13· ·declaration.

14· · · ·Q· · Okay.· Are there any notes or annotations on

15· ·the patent declaration?

16· · · ·A· · Yeah, a couple underlines.· That's about it.

17· · · ·Q· · Okay.· So I'm going to be asking you a series

18· ·of questions.· I will likely be referring to your

19· ·declaration and the patent when I ask you those

20· ·questions.

21· · · · · · I have electronic copies.· I can share screen

22· ·with electronic copies.· You can refer to what's in

23· ·front of you.· That's fine.· Just let me know what you

24· ·would prefer and what you're referring to if you look

25· ·at anything off screen so I can follow up --
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·1· · · ·A· · Yeah, I think it might be easier for me to

·2· ·just -- you know, I have the two documents here.  I

·3· ·can thumb through them, open them up.

·4· · · ·Q· · Okay.· That should be fine.· And like I said,

·5· ·you know, if I do pull up anything else, I'll throw it

·6· ·on the screen or otherwise make sure that you have it

·7· ·available to you.

·8· · · ·A· · Understood.

·9· · · ·Q· · So I'm going to ask you a series of

10· ·questions.· You are to provide your answers verbally

11· ·so that the court reporter can take them down.

12· · · · · · It will be important that we don't speak over

13· ·each other.· So allow me to finish my question before

14· ·you start your answer, and I will do the same.

15· · · · · · Is that fair?

16· · · ·A· · Fair.

17· · · ·Q· · If you don't understand any one of my

18· ·questions, just I'll ask you to ask me for

19· ·clarification, ask me for -- to clarify whatever it is

20· ·you might not understand.· Otherwise, I'll just assume

21· ·that you understand and we can proceed.

22· · · · · · Is that fair?

23· · · ·A· · Sounds good to me.

24· · · ·Q· · So from time to time, counsel will object.

25· ·Please allow time for counsel to state his objection
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·1· ·for the record and then answer your question.· Even if

·2· ·there is an objection, you are to answer the question

·3· ·unless specifically instructed not to answer the

·4· ·question.

·5· · · · · · Understand?

·6· · · ·A· · I understand.

·7· · · ·Q· · Okay.· If you have a phone or other

·8· ·electronic device with you, just make sure it's in

·9· ·silent or vibrate so that we're not interrupted.

10· · · ·A· · Okay.· Let me do that right now.· Turn it

11· ·upside down.· Okay.

12· · · ·Q· · Okay.· You have been sworn in.· You swore an

13· ·oath to testify truthfully and accurately.

14· · · · · · Is there any reason why you can't provide

15· ·your most accurate and truthful testimony today?

16· · · ·A· · No.

17· · · ·Q· · Not under the influence of any medications or

18· ·anything else that would impair your ability to

19· ·testify truthfully and accurately?

20· · · ·A· · No.

21· · · ·Q· · Okay.· Can you tell me what your current

22· ·occupation is.

23· · · ·A· · Well, I'm an entertainment lawyer.· That's my

24· ·primary occupation.· And I'm also involved in motion

25· ·picture production finance and distribution.
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·1· · · ·Q· · You are -- do you understand that you are

·2· ·being -- you provided the declaration in support of

·3· ·patent owner's positions in the capacity of an expert

·4· ·witness?

·5· · · · · · Do you understand that?

·6· · · ·A· · Yes.

·7· · · ·Q· · Have you provided expert witness declarations

·8· ·previously?

·9· · · ·A· · For other matters?

10· · · ·Q· · Yes.

11· · · ·A· · Yes.

12· · · ·Q· · Have you provided expert witness declarations

13· ·for matters related to patents previously?

14· · · ·A· · No.

15· · · ·Q· · How many times would you say you have

16· ·provided expert witness declarations for other

17· ·matters?

18· · · ·A· · Six or seven times.

19· · · ·Q· · And for those other six or seven times, were

20· ·you deposed as an expert witness like we're doing here

21· ·today?

22· · · ·A· · In most cases, yes, unless the case settled.

23· ·But in most cases I had a deposition taken.

24· · · ·Q· · Okay.· Do you have an estimate of the number

25· ·of kind of expert depositions you've had taken?
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·1· · · ·A· · Like I said, six or seven times, I believe.

·2· · · ·Q· · Okay.· Can you tell me what your educational

·3· ·background is.

·4· · · ·A· · So I went to the Cornell School of Industrial

·5· ·Labor Relations as an undergrad and received a BS in

·6· ·industrial labor relations, and then I went to law

·7· ·school at Hastings, which is now called the University

·8· ·of California San Francisco, and received my law

·9· ·degree in 1978.

10· · · ·Q· · Do you have any other advanced degrees?

11· · · ·A· · No.

12· · · ·Q· · Do you have any other professional

13· ·certifications?

14· · · ·A· · No.

15· · · ·Q· · Do you have -- do you have a technical

16· ·degree?

17· · · ·A· · No.

18· · · ·Q· · It's fair to say you don't have, for example,

19· ·a degree in electrical engineering, engineering

20· ·physics, computer engineering, computer science, or a

21· ·similar field?

22· · · ·A· · Absolutely not.

23· · · ·Q· · So it's fair to say you would not consider

24· ·yourself to be a technical expert as it relates to

25· ·these matters?
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·1· · · · · · MR. HANDAL:· Objection to form.

·2· · · · · · THE DEPONENT:· What do you mean by "technical

·3· ·expert"?

·4· ·BY MR. HABER:

·5· · · ·Q· · You said you have in front of you the patent

·6· ·at issue in this case.· It's been previously marked

·7· ·Exhibit 1001.· It's U.S. Patent No. 7,574,725.

·8· · · · · · Is that the patent that you have in front of

·9· ·you?

10· · · ·A· · B2.

11· · · ·Q· · Yeah, B2.· Correct.

12· · · ·A· · That's it.

13· · · ·Q· · If I refer to this patent as the '725 patent,

14· ·will you understand what I'm referring to?

15· · · ·A· · Yes.

16· · · ·Q· · So is it fair to say that you would not

17· ·consider yourself a technical expert in the technology

18· ·related to the '725 patent?

19· · · ·A· · I'm an expert about the terms used in the

20· ·distribution business, but I am not a technical expert

21· ·on patents.

22· · · ·Q· · That's fair.

23· · · · · · So the testimony that you're offering is

24· ·based on your expertise in business areas, not

25· ·necessarily technical areas; right?
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·1· · · ·A· · That is correct.

·2· · · · · · MR. HANDAL:· Belated objection to form on the

·3· ·last question.

·4· ·BY MR. HABER:

·5· · · ·Q· · So you said you also have in front of you a

·6· ·copy of the declaration that you have submitted in

·7· ·this matter.· That document has been previously marked

·8· ·and submitted in this proceeding as Exhibit 2131.· It

·9· ·is entitled "Declaration of Harris Tulchin."

10· · · · · · Is that the document that you're referring

11· ·to?

12· · · ·A· · That is correct.

13· · · ·Q· · And if you flip to the last page of the

14· ·document, there's a signature there above the name

15· ·Harris E. Tulchin.

16· · · · · · Is that your signature?

17· · · ·A· · Yes.

18· · · ·Q· · And the document, above the signature line,

19· ·says that it's dated February 24th, 2025.

20· · · · · · Do you see that?

21· · · ·A· · Correct.

22· · · ·Q· · Do you recall when you began to work on this

23· ·document, Exhibit 2131?

24· · · ·A· · Probably sometime time in December or

25· ·January, December 2024, January 2025, approximately.
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·1· · · · · · MR. HANDAL:· Counsel, could you share the

·2· ·document on the screen so --

·3· · · · · · MR. HABER:· Sure.

·4· · · · · · MR. HANDAL:· -- we know exactly what you're

·5· ·showing us.

·6· · · · · · MR. HABER:· Give me just one moment.

·7· ·BY MR. HABER:

·8· · · ·Q· · Can you see the screen?

·9· · · ·A· · Yes.

10· · · ·Q· · Okay.· You can see on the screen the

11· ·Declaration of Harris E. Tulchin, Exhibit 2131.· You

12· ·can see the last page of the document, the signature.

13· · · · · · This is the same document that you have in

14· ·front of you; correct?

15· · · ·A· · Correct.

16· · · ·Q· · And as I mentioned, I'll try to follow along

17· ·with this document on the screen so we can be on the

18· ·same page, but feel free to refer to the document that

19· ·you have in front of you.

20· · · ·A· · Thank you.

21· · · ·Q· · Do you recall, when you began working on this

22· ·document in December of last year, who it was that

23· ·reached out to you to ask you to prepare this

24· ·declaration?

25· · · ·A· · I got a call from Nic Stiliadis to ask me if
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·1· ·I would talk to Mr. Kent and Mr. Handal about a

·2· ·potential expert witness engagement.

·3· · · ·Q· · And what did Mr. Stiliadis ask you

·4· ·specifically?

·5· · · ·A· · Just to talk to Tony Handal.

·6· · · ·Q· · And who is Mr. Stiliadis?

·7· · · ·A· · Mr. Stiliadis, I believe, is the petitioner

·8· ·on this patent, the inventor.· That's what it's

·9· ·called, inventor.· I think you have that document in

10· ·front of you.

11· · · ·Q· · Yes.

12· · · · · · Did you have a relationship with

13· ·Mr. Stiliadis before he reached out to you in December

14· ·of last year?

15· · · ·A· · Yes.

16· · · ·Q· · Can you describe for me what that

17· ·relationship is.

18· · · ·A· · One second.· Let me just...

19· · · · · · Yes.· I -- I was -- Nic Stiliadis'

20· ·entertainment lawyer for many years, starting, I

21· ·believe, in the late '80s all the way up through, I

22· ·don't know, mid-2000s.

23· · · ·Q· · So it's fair to say that you represented

24· ·Mr. Stiliadis in other matters for 20 years or more

25· ·prior to this engagement?
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·1· · · ·A· · Approximately.· I think that's about right.

·2· · · ·Q· · The sorts of matters that you represented

·3· ·Mr. Stiliadis in for those 20 or more years, can you

·4· ·describe at a high level what those entailed.

·5· · · ·A· · Well, Mr. Stiliadis was in two businesses.

·6· ·One, he was a producer of motion pictures, and I would

·7· ·be engaged to do things like create a chain of title,

·8· ·the actor agreements, director agreements, deal with

·9· ·insurance matters, locations, crew.· And he would

10· ·sometimes have me review and document license

11· ·agreements, because he was also in the sales business.

12· · · · · · And so I would do all kinds of different

13· ·documents, review them, discuss them, and possibly

14· ·revise them related to both production and

15· ·distribution.

16· · · ·Q· · Did you work with Mr. Stiliadis on the

17· ·preparation of any patents?

18· · · ·A· · No.

19· · · ·Q· · So you didn't work with Mr. Stiliadis on --

20· ·in connection with the patent at issue in this case?

21· · · ·A· · No.

22· · · ·Q· · Is there a reason why your representation of

23· ·Mr. Stiliadis ceased in the mid-2000s?

24· · · ·A· · I think Mr. Stiliadis, you know, took a

25· ·breather from -- from the business and he, you know,
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·1· ·basically retired for a while, and now he's back in

·2· ·the business.· So he contacted me.

·3· · · ·Q· · And I assume during your representation of

·4· ·Mr. Stiliadis from the 1980s to the mid-2000s, you

·5· ·were compensated by either him or his companies?

·6· · · ·A· · Yes, sir.

·7· · · ·Q· · Can you estimate how much you were

·8· ·compensated over the 20-or-so period during which you

·9· ·represented Mr. Stiliadis?

10· · · ·A· · Hundreds of thousands of dollars.

11· · · ·Q· · And you're being compensated for your time

12· ·preparing this declaration; correct?

13· · · ·A· · Correct.

14· · · ·Q· · And I see in your declaration that your rate

15· ·is $750 an hour; is that correct?

16· · · ·A· · A very low rate, but yes.

17· · · ·Q· · Have you been compensated for the time spent

18· ·on this matter to date?

19· · · ·A· · Yes.

20· · · ·Q· · How much would you -- compensation would you

21· ·say you received to date?

22· · · ·A· · Approximately $10,000.

23· · · ·Q· · And are you being compensated for your time

24· ·during the deposition today?

25· · · ·A· · I'm supposed to be.
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·1· · · ·Q· · How much time would you say that you spent

·2· ·preparing the declaration that you submitted in this

·3· ·matter?

·4· · · ·A· · It's hard to say, you know.· I honestly don't

·5· ·know the answer to that question.

·6· · · ·Q· · Okay.· Did you spend any time preparing for

·7· ·your deposition today?

·8· · · ·A· · Yes.

·9· · · ·Q· · Can you estimate how much time you spent

10· ·preparing for your deposition today?

11· · · ·A· · Five, six hours maybe.· Maybe more.· I don't

12· ·know the exact amount.

13· · · ·Q· · Can you tell me what you did to prepare for

14· ·your deposition today.

15· · · ·A· · Well, I reread a number of times the

16· ·declaration, and I referred to the patent in the --

17· ·with respect to the sections that I quoted in my

18· ·declaration.

19· · · ·Q· · Did you speak with anyone to prepare for your

20· ·deposition today?

21· · · ·A· · Yes.

22· · · ·Q· · Who did you speak with?

23· · · ·A· · Mr. Handal.

24· · · ·Q· · Did you speak with Mr. Stiliadis?

25· · · ·A· · Might have been once, and that was it.
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·1· · · ·Q· · Okay.· And maybe my question wasn't a

·2· ·hundred percent clear, so just let me break this down

·3· ·a little bit.

·4· · · · · · When you were preparing your declaration from

·5· ·December up until when it was submitted, did you speak

·6· ·with Mr. Stiliadis regarding the preparation of your

·7· ·declaration?

·8· · · ·A· · No.

·9· · · ·Q· · Okay.· And so when you testified earlier that

10· ·you spoke with Mr. Stiliadis, that was in connection

11· ·with preparing for the deposition today; is that

12· ·right?

13· · · ·A· · Yeah.· It was just a brief conversation about

14· ·a case that I found in some research that I did, but I

15· ·ultimately realized that it was not relevant to this

16· ·case.· So it was really a conversation that was not

17· ·relevant to this matter at this time.

18· · · ·Q· · Okay.· What was -- what was -- what was your

19· ·original thought as to why the case was relevant?

20· · · ·A· · It --

21· · · · · · MR. HANDAL:· Objection; beyond the scope.

22· ·I'm not sure if we're getting into a privileged area.

23· ·BY MR. HABER:

24· · · ·Q· · I don't think I'm asking you for any

25· ·privileged information.
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·1· · · · · · So the question is, what was your original

·2· ·thought as to why the issue was relevant to this case?

·3· ·And I understand the objection, but you can answer.

·4· · · ·A· · You know, it was a case -- I thought it was

·5· ·relevant, but I -- I, you know, subsequently learned

·6· ·it wasn't.· So I don't even remember the case at the

·7· ·moment.

·8· · · ·Q· · Do you remember what the issue was?

·9· · · ·A· · Let's see.· The issue.· I think it had

10· ·something to do with hotel viewing of films.

11· · · ·Q· · Video-on-demand-type issues?

12· · · ·A· · I don't know if it was video on demand.

13· · · · · · MR. HANDAL:· Objection; mis- --

14· ·mischaracterizes the testimony.

15· ·BY MR. HABER:

16· · · ·Q· · Okay.

17· · · · · · MR. HANDAL:· You got to give me a chance to

18· ·object, Harris.

19· · · · · · THE DEPONENT:· Okay.

20· ·BY MR. HABER:

21· · · ·Q· · But whatever -- whatever the issue was, the

22· ·discussion was that it was not relevant to the issues

23· ·here, and so it wasn't included in your declaration or

24· ·anything that matters for this case.

25· · · · · · Is that fair?

Petitioner DMED Ex-1028, 0019



·1· · · ·A· · That is fair.

·2· · · ·Q· · Okay.· Can you tell me the process that you

·3· ·went through to write the declaration that was

·4· ·submitted here.

·5· · · ·A· · Yes.· I had a rather lengthy discussion with

·6· ·Mr. Handal.· Mr. Handal quizzed me about various

·7· ·aspects of the patent and definitions of terms

·8· ·included in the patent.· And after that lengthy

·9· ·discussion, there may have been an even further

10· ·discussion.· He sent an initial draft of a declaration

11· ·that embodied the conversations that we had.

12· · · ·Q· · And the initial draft that was provided to

13· ·you, there are a number of -- strike that.· I'm going

14· ·to ask a different question.

15· · · · · · The definitions that are in this declaration,

16· ·were those definitions provided to you by counsel?

17· · · · · · THE DEPONENT:· Are you objecting or are

18· ·you...

19· · · · · · MR. HANDAL:· Objection to form, lack of

20· ·foundation.

21· ·BY MR. HABER:

22· · · ·Q· · You can answer.

23· · · ·A· · Repeat the question, please.

24· · · · · · MR. HANDAL:· Objection; mischaracterizes the

25· ·evidence.
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·1· ·BY MR. HABER:

·2· · · ·Q· · The definitions that are -- I'm sorry.· Let

·3· ·me just restate the question.

·4· · · · · · The definitions that are in this declaration,

·5· ·Exhibit 2131, were those definitions provided to you

·6· ·by counsel?

·7· · · ·A· · No.

·8· · · ·Q· · When the declaration was provided to you, did

·9· ·you have edits or revisions?

10· · · ·A· · Yes, I did.

11· · · ·Q· · And the edits or revisions that you made to

12· ·the declaration, were those all implemented in the

13· ·final declaration as executed?

14· · · ·A· · As I recall, 9- -- 98 percent of them were.

15· · · ·Q· · Do you know an individual named Mr. John

16· ·Daniels in connection with this case?

17· · · ·A· · No.

18· · · ·Q· · Other than Mr. Stiliadis and Mr. Handal, have

19· ·you spoken with anyone else regarding the substance of

20· ·this case?

21· · · ·A· · No.

22· · · · · · MR. HANDAL:· I don't mean to interrupt, but,

23· ·Madam Court Reporter, could you put the live feed into

24· ·the chat.· The audio I'm getting is not the best, but

25· ·I think it might be helpful if you could do that.
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·1· · · · · · MR. HABER:· Why don't we go off the record

·2· ·for a second.

·3· · · · · · (Discussion held off the record.)

·4· ·BY MR. HABER:

·5· · · ·Q· · All right.· We were talking about your

·6· ·declaration a bit.· If we can go to Paragraph 5 of

·7· ·your declaration.· And there's a sentence there that

·8· ·begins:

·9· · · · · · · · "I understand that the Patent deals

10· · · · · · with technology comprising a central

11· · · · · · server of a computer..."

12· · · · · · The question that I have is, what is your

13· ·understanding of the patented technology based on?

14· · · ·A· · Well, it's a system of marketing and

15· ·distributing motion pictures, and it includes both the

16· ·motion picture itself and various associated marketing

17· ·materials that are things like trailers, TV spots,

18· ·newspaper advertisements, posters, radio

19· ·advertisements.

20· · · · · · And all of that material is transmitted to a

21· ·central server, and then the central server can

22· ·transmit, upon request, to a exhibition house, such as

23· ·a movie theater, the various elements of the marketing

24· ·material that I just described, plus the film itself.

25· · · ·Q· · So is it fair to say that your, kind of,
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·1· ·understanding of the patent is focused on the business

·2· ·aspects of marketing feature films rather than the

·3· ·technical implementation details of the servers, for

·4· ·example?

·5· · · ·A· · Correct.

·6· · · · · · THE DEPONENT:· By the way, where's Tony?  I

·7· ·don't see him anymore.

·8· · · · · · MR. HABER:· He's still there.

·9· · · · · · MR. HANDAL:· I'm here.

10· · · · · · THE DEPONENT:· You're blocked on my screen.

11· · · · · · MR. HANDAL:· I might have drifted off your

12· ·screen.· There might be an arrow on the other tiles.

13· · · · · · (Simultaneous speaking.)

14· · · · · · THE DEPONENT:· I want to make sure you're

15· ·there, my man.· Just want to make sure you're still

16· ·there.

17· · · · · · MR. HABER:· He's still here.

18· · · · · · MR. HANDAL:· Yeah, no, I'm here.

19· · · · · · MR. HABER:· All right.

20· · · · · · MR. HANDAL:· If I'm dropped by the system,

21· ·I'll let you know.

22· · · · · · MR. HABER:· Yeah.

23· · · · · · MR. HANDAL:· That's a joke.· That's like --

24· · · · · · MR. HABER:· Raise your hand if you're not

25· ·here.
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·1· · · · · · MR. HANDAL:· Yeah, I'll raise my hand if I'm

·2· ·not here.

·3· · · · · · MR. HABER:· We do have a technical kind of

·4· ·assistance on the call.· So if anyone drops off,

·5· ·they'll let us know.

·6· ·BY MR. HABER:

·7· · · ·Q· · Are you familiar with the patent system,

·8· ·generally?

·9· · · ·A· · Generally.

10· · · ·Q· · Are you an inventor on any patents?

11· · · ·A· · No.

12· · · · · · MR. HANDAL:· Beyond the scope.

13· ·BY MR. HABER:

14· · · ·Q· · Do you own any patents?

15· · · ·A· · Sadly --

16· · · · · · MR. HANDAL:· Beyond the scope.

17· · · · · · THE DEPONENT:· -- no.

18· ·BY MR. HABER:

19· · · ·Q· · Have you worked on any patent-related issues

20· ·in the past?

21· · · ·A· · No.

22· · · ·Q· · Is it your understanding that the patent at

23· ·issue in this case is limited to feature film

24· ·applications?

25· · · ·A· · Yeah, but primarily it seems to be feature --
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·1· · · · · · MR. HANDAL:· Objection; beyond the scope.

·2· · · · · · But you may answer.

·3· ·BY MR. HABER:

·4· · · ·Q· · I think your answer was --

·5· · · · · · MR. HANDAL:· It calls for a conclusion of

·6· ·law.

·7· ·BY MR. HABER:

·8· · · ·Q· · I think your answer was interrupted.

·9· · · · · · So is it your understanding that the patent

10· ·at issue in this case is limited to feature film

11· ·applications?

12· · · ·A· · At the time of the art, when the patent was

13· ·filed, it's my understanding that the primary product

14· ·that was referred to in the patent were feature films.

15· · · ·Q· · In Paragraph 6 of your declaration, the last

16· ·sentence of that paragraph talks about a computer

17· ·located at an exhibition space, such as an exhibitor's

18· ·movie theater.

19· · · · · · Do you see that?

20· · · ·A· · Yes, I do.

21· · · ·Q· · Is it your opinion that the exhibitors and

22· ·the exhibition space referenced in the patent is

23· ·limited to movie theaters?

24· · · ·A· · Not necessarily.

25· · · ·Q· · So you would agree then that the exhibitors
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·1· ·and the exhibition space may include other venues than

·2· ·movie theaters; right?

·3· · · · · · MR. HANDAL:· Objection; that calls for a

·4· ·conclusion of law, mischaracterizes the evidence.

·5· · · · · · THE DEPONENT:· Do you want me to answer?

·6· ·BY MR. HABER:

·7· · · ·Q· · Yes.

·8· · · ·A· · Please repeat the question.

·9· · · ·Q· · So you would agree, then, that the exhibitors

10· ·and the exhibition space referenced and discussed in

11· ·the patent may include other venues than movie

12· ·theaters; right?

13· · · · · · MR. HANDAL:· Same objection.

14· · · · · · THE DEPONENT:· Well, primarily, in my mind,

15· ·I'm thinking about broadcast exhibitors or television

16· ·stations.

17· ·BY MR. HABER:

18· · · ·Q· · So then is it your testimony that the

19· ·exhibition space and exhibitors cover only movie

20· ·theaters and broadcast exhibitors, such as television?

21· · · · · · MR. HANDAL:· Objection; calls for a legal

22· ·conclusion.

23· · · · · · THE DEPONENT:· In my mind, we're talking

24· ·about television -- television stations and movie

25· ·theaters.
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·1· ·BY MR. HABER:

·2· · · ·Q· · You can skip ahead to Paragraph 11 of your

·3· ·declaration.

·4· · · ·A· · Okay.· Got it.

·5· · · ·Q· · That sentence begins:

·6· · · · · · · · "During the Relevant Period,

·7· · · · · · 'distribution' was an industry term,

·8· · · · · · still in use today, which was used to

·9· · · · · · describe the process of marketing a

10· · · · · · film and supplying copies to exhibition

11· · · · · · venues and performing other marketing

12· · · · · · functions."

13· · · · · · Is it your opinion that the term

14· ·"distribution" requires marketing?

15· · · ·A· · Distribution typically involves marketing,

16· ·yes.

17· · · ·Q· · Is there any difference between marketing and

18· ·distribution, in your mind?

19· · · ·A· · Distribution is a term that includes

20· ·marketing, but it also includes the transmission or

21· ·transport of the film as well as marketing materials.

22· · · ·Q· · Is it possible to have distribution, such as

23· ·the transmission of the film, without marketing?

24· · · ·A· · It's possible, but it's not a very good use

25· ·of the process.
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·1· · · ·Q· · The definition of distribution that you

·2· ·provide in Paragraph 11, you don't cite any evidence

·3· ·for this; right?

·4· · · ·A· · I cite my -- my experience, 45 years in this

·5· ·business, understanding what the term means as the,

·6· ·you know, professionals in our business would

·7· ·understand it as well.

·8· · · ·Q· · Okay.· That's fair.

·9· · · · · · So the definition that you provide is based

10· ·on your experience.· It's not based on any specific

11· ·document or exhibit; correct?

12· · · ·A· · No.

13· · · ·Q· · The end of Paragraph 12, the sentence is

14· ·describing the term, quote, "distribution."· And you

15· ·state here that it would not have been understood to

16· ·refer to file downloading.

17· · · · · · Do you see that?

18· · · ·A· · Yes.

19· · · ·Q· · What is your evidence for that statement?

20· · · ·A· · Well, I mean, I just look at the patent and I

21· ·don't see anything about file downloading.

22· · · ·Q· · Are there particular parts of the patent that

23· ·you're referring to?

24· · · ·A· · I think it's Claim 1.

25· · · ·Q· · Your opinion is based on reviewing Claim 1.
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·1· ·Is it based on anything else -- any other part of the

·2· ·patent?

·3· · · · · · MR. HANDAL:· Objection; mischaracterizes the

·4· ·testimony.

·5· · · · · · THE DEPONENT:· Well, there are other claims

·6· ·that relate to this, but primarily Claim 1.

·7· ·BY MR. HABER:

·8· · · ·Q· · Is there anywhere in the patent that

·9· ·specifically says that the term "distribution" does

10· ·not include file downloading?

11· · · ·A· · I'm waiting for an objection.

12· · · ·Q· · Hearing no objection.

13· · · ·A· · I'm waiting for an objection.· I don't like

14· ·the question.

15· · · · · · MR. HANDAL:· We're going a little bit --

16· ·okay.· Just beyond the scope, objection to form,

17· ·argumentative.

18· ·BY MR. HABER:

19· · · ·Q· · Okay.· So, first, you know, I appreciate that

20· ·you're a lawyer and it's very hard to step out of that

21· ·role, but please don't, as the witness, object to my

22· ·questions.· That's for your lawyer to do.

23· · · ·A· · I'm just trying to make him pay attention.

24· ·That's all.

25· · · ·Q· · We can't -- you're here to answer my
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·1· ·questions, so please try to do that.

·2· · · ·A· · I will.· I just want to make sure Anthony's

·3· ·paying attention; that's all.

·4· · · ·Q· · Well, let me ask my question again.

·5· · · ·A· · Okay.

·6· · · ·Q· · Is there anywhere in the patent that

·7· ·specifically says that the term "distribution" does

·8· ·not include file downloading?

·9· · · ·A· · Well, that's not a matter that I considered

10· ·when I rendered my opinion, and I'm not a technical

11· ·expert on patents.· So I can't tell you the answer to

12· ·that question.

13· · · ·Q· · Okay.· Fair.

14· · · · · · Would it surprise you if the patent says

15· ·something different than that?

16· · · ·A· · I can always be surprised, but I -- that's

17· ·not how I understood it.

18· · · ·Q· · Do you have the patent in front of you?

19· · · ·A· · Yes.

20· · · ·Q· · I want to direct your attention to Column 3.

21· ·At the top of a patent, there are columns.· And so

22· ·Column 3 and then there's line numbers in the middle.

23· ·Around Line 17.· And I'll bring it up on the screen.

24· · · · · · And the patent says around Column 3, Line 17:

25· · · · · · · · "The distribution of the multimedia
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·1· · · · · · includes downloading digital material

·2· · · · · · from the server system for digital

·3· · · · · · display to an audience."

·4· · · · · · Do you see that?

·5· · · ·A· · Yes.

·6· · · ·Q· · So the patent describes that distribution

·7· ·includes downloading digital material; right?

·8· · · ·A· · Yeah.· Respectfully, Counsel, I don't read it

·9· ·that way, and I think you need to clarify what you

10· ·mean by "downloading."

11· · · ·Q· · So in Paragraph 12 of your declaration, you

12· ·use the word "file downloading."

13· · · · · · Do you see that?

14· · · ·A· · Yes.

15· · · ·Q· · What do you mean by "file downloading"?

16· · · ·A· · What I mean by "file downloading," at least

17· ·my understanding at the time -- and -- and it really

18· ·hardly existed in 2000 -- is the transfer of either

19· ·the film, possibly marketing material as well, but

20· ·mostly the film, to a private viewer who's not in an

21· ·audience.· It's not in the public.· It's private.· And

22· ·it's a direct private link between a

23· ·producer/distributor and a -- and a purchaser of that

24· ·content.

25· · · ·Q· · And when the patent says "The multimedia
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·1· ·includes downloading digital material," is it your

·2· ·opinion that the patent is using the term

·3· ·"downloading" differently than you're using the term?

·4· · · ·A· · No.· I think that the term "downloading" in

·5· ·this particular sentence simply refers to the rest of

·6· ·the patent which talks about a system of transferring

·7· ·motion pictures and marketing materials to a central

·8· ·server, and the central server having the possibility

·9· ·of transmitting all that material to either a

10· ·broadcast exhibitor or a movie theater for a showing

11· ·of the film to the public.

12· · · ·Q· · I'm trying to understand the distinction that

13· ·you're drawing, since your declaration and the patent

14· ·are using the same word.

15· · · · · · Are you suggesting that downloading, as you

16· ·understand it, implies some sort of private viewing as

17· ·opposed to public viewing?

18· · · ·A· · I think you should --

19· · · · · · MR. HANDAL:· Objection; mischaracterizes the

20· ·testimony.

21· · · · · · THE DEPONENT:· Yeah, please rephrase the

22· ·question.

23· ·BY MR. HABER:

24· · · ·Q· · When you described your use of the term

25· ·"downloading" in this -- in your declaration, you seem
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·1· ·to be drawing some distinction between public and

·2· ·private.

·3· · · · · · Is that -- is that accurate, or is there some

·4· ·other distinction that you were trying to explain?

·5· · · ·A· · That's -- that's an accurate description.

·6· · · ·Q· · I'm sorry.· Did you say that's an accurate or

·7· ·that's inaccurate?

·8· · · ·A· · An, A-N.

·9· · · ·Q· · Okay.· So is it then your opinion that the

10· ·term "distribution" requires some level of

11· ·distribution to the public as opposed to some

12· ·distribution to a private entity?

13· · · · · · MR. HANDAL:· Objection to form, vague,

14· ·mischaracterizes the testimony.

15· ·BY MR. HABER:

16· · · ·Q· · The question is, is it your opinion then that

17· ·the term "distribution" requires some level of

18· ·distribution to the public as opposed to distribution

19· ·to a private entity?

20· · · ·A· · In my --

21· · · · · · MR. HANDAL:· Objection to form --

22· · · · · · THE DEPONENT:· Go ahead.

23· · · · · · MR. HANDAL:· -- mischaracterizes the

24· ·testimony, vague.

25· · · · · · THE DEPONENT:· Would you like to rephrase the

Petitioner DMED Ex-1028, 0033



·1· ·question, Counsel.

·2· ·BY MR. HABER:

·3· · · ·Q· · No.· That's the question that I have.

·4· · · ·A· · Okay.· Then please repeat the question.

·5· · · ·Q· · The question is, is it your opinion, then,

·6· ·that the term "distribution" requires some level of

·7· ·distribution to the public as opposed to distribution

·8· ·to a private entity?

·9· · · ·A· · Okay.· My reading of the patent is that this

10· ·system is designed to furnish both -- both a movie and

11· ·marketing materials to a broadcast exhibitor or a

12· ·movie theater which would be showing that movie to the

13· ·public.· That's my understanding what the patent's

14· ·about.

15· · · ·Q· · What was your understanding -- how did you

16· ·come by your understanding that the patent requires

17· ·showing the movie in a movie theater as opposed to

18· ·some other venue?

19· · · · · · MR. HANDAL:· Objection to form, calling for a

20· ·conclusion of law.

21· · · · · · THE DEPONENT:· Well, I've been in this

22· ·business for a long time.· And in 2000, the -- the

23· ·transmission of -- of film at that time, based on the

24· ·technology that exists -- existed, really was not in

25· ·wide use, if at all.· And I know that because it
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·1· ·wasn't until 2003 that Apple TV started the process of

·2· ·furnishing films to private buyers of content.

·3· ·BY MR. HABER:

·4· · · ·Q· · Is there a portion of the patent that you're

·5· ·looking at that is the basis for your understanding

·6· ·that the patent requires a movie theater as opposed to

·7· ·some other venue?

·8· · · · · · MR. HANDAL:· Objection; calls for a legal

·9· ·conclusion.

10· · · · · · THE DEPONENT:· I don't even think --

11· · · · · · MR. HANDAL:· Mischaracterizes the prior

12· ·testimony.

13· · · · · · THE DEPONENT:· There wasn't even a question.

14· ·BY MR. HABER:

15· · · ·Q· · So the question is, is there a portion of the

16· ·patent that you're looking at that forms the basis of

17· ·your understanding that the patent requires a movie

18· ·theater as opposed to some other venue?

19· · · · · · MR. HANDAL:· Objection to form, calls for a

20· ·legal conclusion.

21· · · · · · THE DEPONENT:· My opinion and my reading of

22· ·the patent is that it specifically dealt with two

23· ·types of exhibitors:· A broadcast exhibitor showing

24· ·films to the public and a movie theater showing films

25· ·to the public.
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·1· ·BY MR. HABER:

·2· · · ·Q· · Okay.· I want to -- do you have the patent in

·3· ·front of you?

·4· · · ·A· · Yes.

·5· · · ·Q· · I want to direct your attention to Figure 1

·6· ·of the patent.

·7· · · · · · And in Figure 1 of the patent, there's a

·8· ·movie theater in the lower left-hand corner.· It's

·9· ·identified as 18a.

10· · · · · · Do you see that?

11· · · ·A· · Yes.

12· · · ·Q· · There are other venues shown there in

13· ·Figure 1; right?

14· · · ·A· · Right.

15· · · ·Q· · And so is it your opinion that the patent

16· ·does not cover any of those other venues?

17· · · ·A· · First of all --

18· · · · · · MR. HANDAL:· Objection; calls for a legal

19· ·conclusion.

20· ·BY MR. HABER:

21· · · ·Q· · Go ahead.

22· · · · · · MR. HANDAL:· Beyond the scope.

23· · · · · · THE DEPONENT:· You're there, Tony; right?

24· · · · · · MR. HANDAL:· Yes, I'm here.

25· · · · · · THE DEPONENT:· Okay.· Just checking.
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·1· ·BY MR. HABER:

·2· · · ·Q· · All right.· So the question is, is it your

·3· ·opinion that the patent doesn't cover any of these

·4· ·other venues that are shown in Figure 1?

·5· · · · · · MR. HANDAL:· Objection; beyond the scope,

·6· ·calls for a legal conclusion.

·7· · · · · · THE DEPONENT:· I'm going to repeat what I

·8· ·said last time.· My general understanding of the

·9· ·patent was that it was at the time primarily developed

10· ·for transmission of movies and marketing material to

11· ·primarily television, broadcast television stations,

12· ·and movie theaters.

13· · · · · · Now, when looking at the patent, I see high

14· ·school.· Well, that is also a public viewing.  I

15· ·didn't consider and I didn't really think about

16· ·anything else in this patent.

17· ·BY MR. HABER:

18· · · ·Q· · So in forming your opinion, you didn't

19· ·consider Figure 1?

20· · · ·A· · I looked at Figure 1, and at the time I -- I

21· ·didn't see "satellite television operator," but

22· ·frankly, I -- I still don't think it -- it describes

23· ·what was going on at the time in the relevant period

24· ·as we talk about.

25· · · ·Q· · But you would agree, for example, that there
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·1· ·can be a public showing in a high school, for example?

·2· · · ·A· · Yes.

·3· · · · · · MR. HANDAL:· Objection; beyond the scope,

·4· ·calls for a legal conclusion.

·5· ·BY MR. HABER:

·6· · · ·Q· · And you would agree that a satellite

·7· ·television operator can provide multimedia for a

·8· ·public showing in any public place; correct?

·9· · · · · · MR. HANDAL:· Objection; beyond the scope,

10· ·calls for a legal conclusion.

11· ·BY MR. HABER:

12· · · ·Q· · Do you need me to repeat the question?

13· · · ·A· · Yeah.

14· · · ·Q· · You would agree that a satellite television

15· ·operator can provide multimedia for a public showing

16· ·in any public place; correct?

17· · · · · · MR. HANDAL:· Same objection.

18· · · · · · THE DEPONENT:· Yeah.· Honestly, in -- in

19· ·reviewing the patent, I didn't consider that.

20· ·BY MR. HABER:

21· · · ·Q· · And there are -- in the patent -- so this is

22· ·Figure 1.· There's other descriptions in the patent

23· ·describing Figure 1.· And these other venues such as a

24· ·high school -- and I can direct you to Column 4,

25· ·Line 20.
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·1· · · · · · Is it fair to say that you didn't consider

·2· ·that particular part of the patent either?

·3· · · · · · MR. HANDAL:· Objection to form, going beyond

·4· ·the scope.

·5· · · · · · THE DEPONENT:· Yeah, you're going to have to

·6· ·repeat exactly what line you're talking about here.

·7· ·BY MR. HABER:

·8· · · ·Q· · I'll bring it up on the screen too.· Hold on

·9· ·one moment.

10· · · ·A· · Just give me the line.· I can't read it on

11· ·there anyway.

12· · · ·Q· · Column 4, around Line 20.

13· · · · · · And so the question is, is it fair to say

14· ·that you didn't consider the particular part of this

15· ·specification, Column 4, Line 20, when you were

16· ·offering --

17· · · · · · (Simultaneous speaking.)

18· · · · · · (Reporter seeks clarification.)

19· · · ·Q· · -- you were offering your opinions in your

20· ·declaration?

21· · · · · · MR. HANDAL:· Same objections.· Beyond the

22· ·scope, mis- -- objection to form.

23· ·BY MR. HABER:

24· · · ·Q· · I can restate my question, if it would be

25· ·easier.
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·1· · · ·A· · Okay.

·2· · · ·Q· · So the question is, is it fair to say that

·3· ·you didn't consider the particular part of the

·4· ·specification that I directed to you, Column 4,

·5· ·Line 20, when you were offering the opinions you set

·6· ·out in your declaration?

·7· · · ·A· · Well --

·8· · · · · · MR. HANDAL:· Objection; beyond the scope.

·9· ·Objection to form.

10· ·BY MR. HABER:

11· · · ·Q· · You can answer.

12· · · ·A· · In forming my opinion for this patent, I

13· ·primarily focused on the -- what I understood to be

14· ·the art at the time, the relevant period, which was

15· ·transmitting films and marketing material to broadcast

16· ·exhibitors who showed the film to the public, to movie

17· ·theaters, which showed the film to the public.· And,

18· ·you know, in my view a high school also is showing

19· ·film to the public.

20· · · · · · So that's how I analyzed this and that's how

21· ·I thought about it, and that's how I formulated my

22· ·opinion.

23· · · ·Q· · So my question is a little bit more specific.

24· · · · · · Specifically as to the opinions offered in

25· ·your declaration, do you recall considering the
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·1· ·paragraph that I've pointed to you in the

·2· ·specification, starting at Column 4, Line 20?

·3· · · ·A· · I just answered that question.

·4· · · ·Q· · I'm not sure I understood the answer.

·5· · · · · · Is the answer "no"?

·6· · · ·A· · I guess I'll have to -- can we have the court

·7· ·reporter read back the answer that I gave.

·8· · · ·Q· · Well, so I have the realtime.· Like, I can

·9· ·see the answer that you gave.· You didn't give me a

10· ·yes-or-no answer.

11· · · · · · Are you able to give me a yes-or-no answer to

12· ·that question?

13· · · · · · MR. HANDAL:· Okay.· Making same objection;

14· ·beyond the scope, calling for conclusions of law,

15· ·objection to form.

16· ·BY MR. HABER:

17· · · ·Q· · I can ask it again if it would be helpful.

18· · · ·A· · Yeah, ask it again.

19· · · · · · But, again, my answer is what I gave you last

20· ·time.

21· · · ·Q· · Okay.· And so I'm asking a more specific

22· ·question.· I think it calls for a yes-or-no answer.

23· · · · · · And so the question is, specifically as to

24· ·the opinions offered in your declaration, do you

25· ·recall considering the paragraph that I pointed to you
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·1· ·in this specification, starting at Column 4, Line 20?

·2· ·And I think that is a yes-or-no question.

·3· · · · · · MR. HANDAL:· Objection to form, beyond the

·4· ·scope.

·5· · · · · · THE DEPONENT:· I may have seen it, but I

·6· ·don't recall considering it.

·7· ·BY MR. HABER:

·8· · · ·Q· · Would you agree that the '725 patent is not

·9· ·specifically limited to the film industry?

10· · · · · · MR. HANDAL:· Objection; calls for conclusion

11· ·of law, beyond the scope.

12· · · · · · THE DEPONENT:· And what do you mean by "film

13· ·industry"?

14· ·BY MR. HABER:

15· · · ·Q· · So if you look at your declaration, above

16· ·Paragraph 10, you state:

17· · · · · · · · "Meaning of terms in the film

18· · · · · · industry."

19· · · · · · Do you see that?

20· · · ·A· · Yes.

21· · · ·Q· · Do you have a particular understanding of the

22· ·term "film industry" as recited in your declaration?

23· · · ·A· · In my mind, this was feature films primarily.

24· · · ·Q· · Okay.· So my prior question is using the

25· ·understanding that I think you have expressed in your
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·1· ·declaration.

·2· · · · · · And the question is, would you agree that the

·3· ·'725 patent is not specifically limited to the film

·4· ·industry?

·5· · · · · · MR. HANDAL:· Objection; mischaracterizes the

·6· ·testimony, objection to form, argumentative.

·7· · · · · · THE DEPONENT:· During the relevant period

·8· ·when this patent was put together, primarily the way I

·9· ·understood it and the way I read it and the way it was

10· ·described is it was primarily for motion picture film

11· ·distribution.

12· ·BY MR. HABER:

13· · · ·Q· · Are you familiar with the term "video on

14· ·demand"?

15· · · ·A· · Yes.

16· · · ·Q· · Is it your opinion that the '725 patent would

17· ·not cover a video-on-demand distribution system?

18· · · · · · MR. HANDAL:· Objection; calls for conclusion

19· ·of law, beyond the scope.

20· · · · · · THE DEPONENT:· Yeah, in my understanding and

21· ·reading of the patent, to the extent of my

22· ·nontechnical knowledge, which I have -- I have no

23· ·technical knowledge, video on demand was not the

24· ·subject of this patent at the time it was formed.

25· ·///
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·1· ·BY MR. HABER:

·2· · · ·Q· · Do you have an opinion one way or the other

·3· ·on whether the patent would cover a video-on-demand

·4· ·system as they currently exist today?

·5· · · · · · MR. HANDAL:· Objection; calls for a legal

·6· ·conclusion, beyond the scope.

·7· · · · · · THE DEPONENT:· Repeat the question, please.

·8· ·BY MR. HABER:

·9· · · ·Q· · Do you have an opinion one way or the other

10· ·on whether the patent would cover a video-on-demand

11· ·system as they currently exist today?

12· · · · · · MR. HANDAL:· Objection; calls for a

13· ·conclusion of law, argumentative, mischaracterizes the

14· ·witness' testimony.

15· · · · · · THE DEPONENT:· We're talking about the

16· ·relevant period here, and the relevant period is 2000,

17· ·2001.· I didn't see this patent applying to video on

18· ·demand at the time.

19· ·BY MR. HABER:

20· · · ·Q· · Okay.· Is there a reason why you believe this

21· ·patent would not apply to video-on-demand systems that

22· ·existed at the time in the 2000 time period?

23· · · ·A· · Did they exist at the time?

24· · · ·Q· · So is it your understanding that

25· ·video-on-demand systems did not exist at the time in
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·1· ·the 2000 time period?

·2· · · ·A· · It was in its early --

·3· · · · · · (Simultaneous speaking.)

·4· · · · · · (Reporter seeks clarification.)

·5· · · ·A· · I'll let the -- I'll strike my answer and let

·6· ·the counsel object.

·7· ·BY MR. HABER:

·8· · · ·Q· · So the question is, so is it your

·9· ·understanding that the video -- sorry.· Strike that.

10· · · · · · Is it your understanding that video-on-demand

11· ·systems did not exist at the time in the 2000 time

12· ·period?

13· · · · · · MR. HANDAL:· Objection; mischaracterizes the

14· ·testimony, beyond the scope.

15· ·BY MR. HABER:

16· · · ·Q· · You can answer.

17· · · ·A· · Look, there was -- you know, at that time

18· ·there was the early stages of music downloading, but

19· ·when this patent was made, in my opinion, the

20· ·widespread use of video on demand was in its -- if it

21· ·existed, was in its nascent stages because the

22· ·technology hadn't caught up with the process of -- of

23· ·furnishing pictures, sound, in a reasonable period of

24· ·time.· So that's my answer.

25· · · · · · MR. HANDAL:· While you're doing that, I'm
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·1· ·going to take 15 seconds and grab my thermos of water

·2· ·so I can object.

·3· · · · · · MR. HABER:· All right.

·4· · · · · · THE DEPONENT:· Do the same.

·5· · · · · · (Messrs Handal and Tulchin step away

·6· · · ·briefly.)

·7· · · · · · MR. HANDAL:· Proceed.

·8· · · · · · MR. HABER:· The witness stepped out to get

·9· ·some water too.· Will be back in a moment.

10· · · · · · THE DEPONENT:· I'm back.

11· ·BY MR. HABER:

12· · · ·Q· · All right.· Turn to Paragraph 15 of your

13· ·declaration.

14· · · · · · Paragraph 15 refers to video-on-demand, or

15· ·VOD, systems.

16· · · · · · Do you see that?

17· · · ·A· · Yes.

18· · · ·Q· · The last sentence of this paragraph says:

19· · · · · · · · "VOD showings are, at their essence

20· · · · · · private."

21· · · · · · Do you see that?

22· · · ·A· · Yes.

23· · · ·Q· · What do you mean by that?

24· · · ·A· · I mean that it's not public.· It's not a

25· ·broad audience involved, and it's a direct
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·1· ·transmission from a seller to a buyer, privately.

·2· · · ·Q· · Is it your opinion, then, that VOD showings

·3· ·cannot be made in a public setting?

·4· · · · · · MR. HANDAL:· Objection; beyond the scope.

·5· · · · · · THE DEPONENT:· Well, again, I'm -- I look at

·6· ·the time period we're talking about, and that is the

·7· ·relevant period of 2000, 2001.· And I don't think at

·8· ·the time that the patent contemplated public VOD

·9· ·showings.

10· ·BY MR. HABER:

11· · · ·Q· · You mentioned a VOD operator or a hotel or

12· ·other establishment.

13· · · · · · Do you see that?

14· · · ·A· · What line?· Yeah, I see it.· Yeah, I see it.

15· ·System, hotel, yeah, I see that.

16· · · ·Q· · Would you agree that the video-on-demand

17· ·technology that was providing video to a hotel could

18· ·also be used, for example, to provide video to a bar

19· ·or a restaurant or a different public setting?

20· · · · · · MR. HANDAL:· Objection; beyond the scope,

21· ·hypothetical.

22· · · · · · THE DEPONENT:· I didn't -- I viewed a hotel

23· ·transmission or VOD to a hotel is a private showing.

24· ·That's -- that's how I looked at this.

25· ·///

Petitioner DMED Ex-1028, 0047



·1· ·BY MR. HABER:

·2· · · ·Q· · You would agree that VOD that delivers video

·3· ·to a hotel could just as easily deliver it to a bar or

·4· ·a restaurant, and that wouldn't be private; right?

·5· · · ·A· · Well, again, I'm not sure that this system

·6· ·existed at the time the patent was filed.

·7· · · · · · MR. HANDAL:· Ben, could you speak up a bit?

·8· ·I'm having trouble hearing you, and the live feed is

·9· ·running a little slow, so...

10· ·BY MR. HABER:

11· · · ·Q· · When you say "this system" in your previous

12· ·answer, what are you referring to, "this system"?

13· · · ·A· · Do you want to read back my answer so I can

14· ·track what you're talking about?

15· · · ·Q· · Sure.

16· · · · · · The question I asked is:

17· · · · · · · · "You would agree that VOD that

18· · · · · · delivers video to a hotel could just as

19· · · · · · easily deliver it to the bar or a

20· · · · · · restaurant, and that wouldn't be

21· · · · · · private; right?"

22· · · · · · And your answer was:

23· · · · · · · · "Well, again, I'm not sure that

24· · · · · · this system existed at the time the

25· · · · · · patent was filed."
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·1· · · · · · And so my question now is, what are you

·2· ·referring to when you say "this system"?

·3· · · ·A· · The system of sending the film to a hotel.

·4· · · ·Q· · And the statement that you make in

·5· ·paragraph -- that VOD showings are, at their essence,

·6· ·private, that's because you're referring to a system

·7· ·in a hotel, and a hotel room is private, but if there

·8· ·was a public system or a public forum, you would agree

·9· ·that that would not be private; right?

10· · · · · · MR. HANDAL:· Objection; beyond the scope,

11· ·mischaracterizes the witness' testimony.

12· · · · · · THE DEPONENT:· You know, I -- I got to say,

13· ·you know, again, having been in this business a while,

14· ·those are two different functions.· One of the

15· ·functions of this kind of system is to show privately

16· ·a movie in a hotel room when it is ordered by the

17· ·consumer.

18· · · · · · Now, if you want to talk about -- and I don't

19· ·even know if it existed at the time.· It may have.· If

20· ·you want to talk about showing a film to the public in

21· ·a bar or restaurant, that involves a separate

22· ·arrangement.· There's a license agreement that has to

23· ·be entered into.· You have to pay royalties.· It's a

24· ·whole different system.

25· ·///
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·1· ·BY MR. HABER:

·2· · · ·Q· · And those -- those separate agreements and

·3· ·arrangements, those are business agreements and

·4· ·arrangements, not necessarily technical; correct?

·5· · · ·A· · I'm not a technical guy, so I don't know

·6· ·about the technical.· I'm talking about business terms

·7· ·commonly understood by professionals in the business

·8· ·at the time that this patent was filed.

·9· · · ·Q· · Would you agree that the patent at least

10· ·contemplates venues that are substantially smaller

11· ·than movie theaters paying for content using a credit

12· ·card?

13· · · ·A· · I have no idea --

14· · · · · · (Simultaneous speaking.)

15· · · · · · MR. HANDAL:· Objection; beyond the scope,

16· ·mischaracterizes the witness' testimony.

17· · · · · · THE DEPONENT:· Please break it down.· I mean,

18· ·that's a complex question.· I don't even know what it

19· ·means.

20· ·BY MR. HABER:

21· · · ·Q· · Okay.· Would you agree that the patent

22· ·contemplates paying for multimedia content using a

23· ·credit card?

24· · · · · · MR. HANDAL:· Objection; mischaracterizes the

25· ·evidence.
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·1· · · · · · THE DEPONENT:· There may be some payment from

·2· ·an exhibitor or a television station back to the

·3· ·distributor for use of the -- by use of a credit card.

·4· ·That's my answer.

·5· ·BY MR. HABER:

·6· · · ·Q· · Would a movie theater generally pay for

·7· ·content from a distributor using a credit card?

·8· · · ·A· · Well, if they had to order special materials,

·9· ·such as posters and the reproduction of posters and

10· ·trailers and TV spots and things like that, they may

11· ·have had to pay for that and they may have had to use

12· ·a credit card.

13· · · ·Q· · Would you agree that other venues like

14· ·schools, libraries, nonprofit organizations could

15· ·purchase multimedia content using a credit card as

16· ·described by the '725 patent?

17· · · · · · MR. HANDAL:· Objection; vague, beyond the

18· ·scope.

19· · · · · · THE DEPONENT:· Yeah, I mean, I didn't talk

20· ·about that in my declaration, so I didn't really form

21· ·an opinion about it.

22· ·BY MR. HABER:

23· · · ·Q· · Column 16 is discussing the meaning of,

24· ·quote, "broadcast exhibitor" in the claims.· And it

25· ·says that:
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·1· · · · · · · · "It is illustrated in the Patent

·2· · · · · · specification at Column 15, Lines 57

·3· · · · · · through 60, which refers to 'a customer

·4· · · · · · that is a television station.'"

·5· · · · · · Do you see that?

·6· · · ·A· · Yes.

·7· · · ·Q· · Is it your opinion that a broadcast

·8· ·exhibitor, as recited in the '725 patent, is limited

·9· ·to a television station?

10· · · · · · MR. HANDAL:· Objection; beyond the scope,

11· ·calls for a legal conclusion.

12· · · · · · THE DEPONENT:· So when I viewed the patent

13· ·and formulated my opinion, I understood that the two

14· ·types of exhibitor that this patent was dealing with

15· ·was either a broadcast exhibitor or a television

16· ·station or a movie theater.

17· ·BY MR. HABER:

18· · · ·Q· · Would you agree that there are other types of

19· ·broadcast exhibitors besides television stations?

20· · · · · · MR. HANDAL:· Objection; beyond the scope,

21· ·argumentative.

22· · · · · · THE DEPONENT:· Well, in my mind, again,

23· ·television stations transmit the product using radio

24· ·waves and an antenna to the public.· That's what I

25· ·understood.
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·1· ·BY MR. HABER:

·2· · · ·Q· · And I think later in Paragraph 17 you talk

·3· ·about "television stations operating over the air."

·4· · · · · · Do you see that?

·5· · · ·A· · Right.

·6· · · ·Q· · And when you're referring to transmitting

·7· ·information using an antenna, is that what you're

·8· ·referring to as over-the-air transmissions?

·9· · · ·A· · Yes.

10· · · ·Q· · And you would agree that there are other

11· ·types of broadcasters besides over-the-air

12· ·broadcasters; right?

13· · · · · · MR. HANDAL:· Objection to form, beyond the

14· ·scope, argumentative.

15· · · · · · THE DEPONENT:· I think you need to rephrase

16· ·the question, please.

17· ·BY MR. HABER:

18· · · ·Q· · I'm not sure how I could say it differently.

19· · · · · · The question is, would you agree that there

20· ·are other types of broadcasters besides over-the-air

21· ·broadcasters?

22· · · · · · MR. HANDAL:· Objection; beyond the scope,

23· ·argumentative, unintelligible.

24· · · · · · MR. HABER:· Tony, you really have to keep

25· ·your objections consistent with the rules.· You can
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·1· ·object to form.· You can object to scope.· You can

·2· ·object to relevancy.

·3· · · · · · I mean, you have these really long speaking

·4· ·objections.· I'm trying to give you a little leeway

·5· ·here because you were just admonished by the board

·6· ·yesterday.· Please keep your objections within the

·7· ·rules.

·8· ·BY MR. HABER:

·9· · · ·Q· · The question is, would you agree that there

10· ·are other types of broadcasters besides over-the-air

11· ·broadcasters?

12· · · · · · MR. HANDAL:· Same objection.

13· · · · · · THE DEPONENT:· So I understand broadcasters

14· ·to be over the air using radio waves and antennas.

15· ·And that allows the film to be shown to the public in

16· ·that manner.

17· ·BY MR. HABER:

18· · · ·Q· · You understand that there are other ways that

19· ·are -- that were available at the time for

20· ·transmitting movies to the public; right?

21· · · ·A· · No.

22· · · ·Q· · So is it your opinion that satellite

23· ·television operators did not perform broadcasting?

24· · · · · · MR. HANDAL:· Beyond the scope.

25· · · · · · THE DEPONENT:· So --
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·1· · · · · · MR. HANDAL:· Calls for a legal conclusion.

·2· · · · · · THE DEPONENT:· -- in my mind, a satellite

·3· ·transmission to a home is not a broadcast.

·4· ·BY MR. HABER:

·5· · · ·Q· · Is it your opinion also that a cable

·6· ·television operator does not perform broadcasting?

·7· · · ·A· · Again, it's a direct relationship between

·8· ·cable operator and the buyer of the product.· It's not

·9· ·public.· It's not a broadcast.

10· · · · · · MR. HANDAL:· Belated objection:· Beyond the

11· ·scope.

12· ·BY MR. HABER:

13· · · ·Q· · Just to be clear, your opinion is that a

14· ·broadcast exhibitor is only a television station that

15· ·provides over-the-air radio broadcasts; right?

16· · · ·A· · The question, please.

17· · · ·Q· · Just to be clear, your opinion is that a

18· ·broadcast exhibitor is only a television station that

19· ·provides over-the-air radio broadcasts; right?

20· · · ·A· · No.· No.· And I have stated this a number of

21· ·times.

22· · · · · · During the relevant period, based on my

23· ·knowledge in the industry, the patent, as I read it,

24· ·contemplated two types -- primarily two types of

25· ·exhibitors:· A broadcast exhibitor, which is a TV
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·1· ·station, a movie theater, movie theater, and that's

·2· ·what the patent was about.· That's my opinion.

·3· · · ·Q· · Paragraph 21, there's a reference to this

·4· ·word "sales" in Claim 11.· And Claim 11 recites:

·5· · · · · · · · "Automatically collecting sales

·6· · · · · · information."

·7· · · · · · And Claim 1 doesn't use the word "sales," but

·8· ·Claim 1 talks about locally marketing and selling said

·9· ·multimedia material.

10· · · · · · And the question that I have for you is, is

11· ·the reference to sales in Claim 11 the same sales that

12· ·are a result of selling, as recited in Claim 1?

13· · · ·A· · I don't understand that question.

14· · · · · · MR. HANDAL:· Objection.

15· · · · · · (Simultaneous speaking.)

16· ·BY MR. HABER:

17· · · ·Q· · Let me show you the claim.

18· · · · · · MR. HANDAL:· Objection; form.

19· · · · · · THE DEPONENT:· First of all, if you're going

20· ·to ask me about something in a document, I want you to

21· ·point what paragraph you're talking about and -- so

22· ·that I can look at it, read it, and then answer your

23· ·question.

24· ·BY MR. HABER:

25· · · ·Q· · Fair request.
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·1· · · · · · So Claim 11, Column 17.· It's around Line 34.

·2· ·Talks about automatically collecting sales

·3· ·information.

·4· · · ·A· · Okay.· I see that.

·5· · · ·Q· · Okay.· And then Claim 1, if you go up to the

·6· ·prior page, it's Column 16 --

·7· · · ·A· · Yeah.

·8· · · ·Q· · -- around Line 51:

·9· · · · · · · · "Allowing purchasers to locally

10· · · · · · market and sell said multimedia

11· · · · · · material."

12· · · · · · Do you see that?

13· · · ·A· · Yes.

14· · · ·Q· · So the question is, the selling activity

15· ·that's recited in Claim 1 and the sales that are

16· ·recited in Claim 11, are those referring to the same

17· ·sales transaction or are those different sale- --

18· ·instances of selling?

19· · · · · · MR. HANDAL:· Objection to form, beyond the

20· ·scope, calls for a legal conclusion.

21· · · · · · THE DEPONENT:· Let me look at this.· First,

22· ·we're talking about Line 50; is that right?· Around

23· ·there?

24· ·BY MR. HABER:

25· · · ·Q· · Line -- so in Column 16, it's part of
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·1· ·Claim 1, it's around Line 51.

·2· · · ·A· · 51.

·3· · · · · · (Sotto voce reading.)

·4· · · · · · THE DEPONENT:· Is that where we're talking

·5· ·about?

·6· ·BY MR. HABER:

·7· · · ·Q· · One, "Allowing purchasers to locally market

·8· ·and sell said multimedia material."

·9· · · ·A· · Okay.· So what's the question about that now?

10· · · ·Q· · Okay.· So that's Claim 1.

11· · · · · · And then Claim 11 talks about automatically

12· ·collecting sales information.· And as context for this

13· ·question, if you look at your declaration, the

14· ·references to sales in Claim 11 of the patent refer to

15· ·box office sales.· That's your testimony regarding

16· ·Claim 11.

17· · · · · · And so the question is, are those the same

18· ·sales that are being referred to in Claim 1 when it's

19· ·talking about marketing and selling?

20· · · · · · MR. HANDAL:· Objection; mischaracterizes the

21· ·evidence, beyond the scope, calls for a legal

22· ·conclusion, objection to form.

23· · · · · · THE DEPONENT:· And compound.· I don't even

24· ·understand the question.

25· ·///
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·1· ·BY MR. HABER:

·2· · · ·Q· · Let me try it a slightly different way.

·3· · · · · · So the -- what you state in Paragraph 21 of

·4· ·your declaration:

·5· · · · · · · · (As read) "The sales of Claim 11 of

·6· · · · · · the Patent refer to box office sales to

·7· · · · · · customers in the movie theater."

·8· · · · · · Do you see that?

·9· · · ·A· · Let me -- let me pull it up.· Claim 11

10· ·providing sales -- are you talking about Paragraph 21?

11· · · ·Q· · Yes.

12· · · ·A· · Okay.· Let me read that.

13· · · · · · (Reviewing document.)

14· · · · · · So I just read it.· What's the question

15· ·again?

16· · · ·Q· · Well, first, on what basis do you believe

17· ·that Claim 11 is referring specifically to box office

18· ·sales to customers in a movie theater as opposed to

19· ·other sales?

20· · · · · · MR. HANDAL:· Objection; lacks foundation.

21· · · · · · THE DEPONENT:· Again, in my review of the

22· ·patent and analyzing the various definitions that I've

23· ·provided in my opinion, primarily I was looking at box

24· ·office results.

25· ·///
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·1· ·BY MR. HABER:

·2· · · ·Q· · You would agree that nothing in Claim 11

·3· ·actually recites that the sales recited there are box

·4· ·office sales; right?

·5· · · · · · MR. HANDAL:· Objection to form.

·6· · · · · · (Simultaneous speaking.)

·7· · · · · · THE DEPONENT:· Yeah.

·8· · · · · · MR. HANDAL:· Beyond the scope.

·9· · · · · · (Reporter seeks clarification.)

10· · · · · · THE DEPONENT:· Break that down.

11· ·BY MR. HABER:

12· · · ·Q· · I'm sorry.· What was that?· Write that down?

13· · · ·A· · Break it down.

14· · · ·Q· · Break it down.

15· · · · · · So I think Claim 11 is fairly short.· Take a

16· ·moment to just read it.

17· · · · · · You would agree that nothing in Claim 11

18· ·states that the sales that are recited there are

19· ·specifically box office sales; right?

20· · · · · · MR. HANDAL:· Objection to form.

21· · · · · · THE DEPONENT:· In the context of the patent

22· ·and during the relevant period, you know, I viewed the

23· ·sales as box office admissions or box office receipts.

24· ·BY MR. HABER:

25· · · ·Q· · Is there a particular part of the patent that
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·1· ·you recall basing that view on?

·2· · · ·A· · You know, the entire patent, when it was

·3· ·filed, the -- the status of the industry at the time

·4· ·and what it appeared to be talking about in the

·5· ·patent:· Box office receipts.

·6· · · ·Q· · All right.· If you go back to Claim 1.

·7· · · ·A· · What column is that again?

·8· · · ·Q· · Column 16, around Line 51.

·9· · · ·A· · Let me get there.

10· · · ·Q· · Where the patent says:

11· · · · · · · · "Allowing purchasers to locally

12· · · · · · market and sell said multimedia

13· · · · · · material."

14· · · · · · Is it your opinion that that act there,

15· ·selling, is also related to box office sales?

16· · · ·A· · Can you identify --

17· · · · · · MR. HANDAL:· Objection -- objection; beyond

18· ·the scope, calling for a legal conclusion.

19· ·BY MR. HABER:

20· · · ·Q· · Go ahead.

21· · · ·A· · You -- you're going to have to, you know,

22· ·direct me to exactly what line you're talking about

23· ·here.

24· · · ·Q· · Sure.· It's Column 16, Line 51:

25· · · · · · · · "Allowing purchasers to locally
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·1· · · · · · market and sell said multimedia

·2· · · · · · material."

·3· · · · · · Do you see that?

·4· · · ·A· · I'm looking.

·5· · · ·Q· · Highlighted on the screen to the extent you

·6· ·can read the --

·7· · · ·A· · I can't read it, Counsel.

·8· · · ·Q· · Understood.

·9· · · ·A· · I mean, what is this, an eye test?

10· · · ·Q· · Constraints of technology.· I apologize for

11· ·that.

12· · · · · · So let me know when you see it.· Column 16,

13· ·Line 51:

14· · · · · · · · "Allowing purchasers to locally

15· · · · · · market and sell" --

16· · · · · · (Simultaneous speaking.)

17· · · ·A· · Do me a favor.· Can you let me think for a

18· ·minute and read this before you talk.· Thank you.

19· · · · · · (Reviewing document.)

20· · · ·A· · Okay.· I've read F.· What is your question?

21· · · ·Q· · The question that I have is, where the patent

22· ·Claim 1, Element F is reciting:

23· · · · · · · · "Allowing purchasers to locally

24· · · · · · market and sell said multimedia

25· · · · · · material."
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·1· · · ·A· · I'm sorry.· I'm sorry.· My phone's ringing

·2· ·off the hook.· I'm trying to tell people not to call.

·3· ·You know what?· I'm going to just shut this thing off.

·4· ·Check it in a break.

·5· · · · · · Okay.· Sorry about that.

·6· · · ·Q· · No problem.

·7· · · ·A· · Phone's ringing off the hook.· People want my

·8· ·advice.

·9· · · ·Q· · In demand.· I understand that.

10· · · · · · Let me ask my question again.

11· · · ·A· · Okay.

12· · · ·Q· · The question I have is, where the patent in

13· ·Claim 1, Element F is reciting "Allowing purchasers to

14· ·locally market and sell said multimedia material," is

15· ·it your opinion that that sale is also referring to

16· ·box office sales?

17· · · ·A· · That's the how -- that's how I read it.

18· · · · · · MR. HANDAL:· Belated objection; calls for a

19· ·conclusion of law and beyond the scope.

20· ·BY MR. HABER:

21· · · ·Q· · I think we've been going for about an hour.

22· ·Do you want to take a quick break?

23· · · ·A· · Sure.· What -- you got an estimate of --

24· · · · · · THE STENOGRAPHER:· Do you want to go off the

25· ·record?
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·1· · · · · · MR. HABER:· Yeah, let's go off the record.

·2· · · · · · (Recess taken from 10:53 a.m. to 11:11 a.m.)

·3· ·BY MR. HABER:

·4· · · ·Q· · All right.· Welcome back from the break.

·5· · · · · · During the break, did you speak with anyone

·6· ·about the substance of your deposition?

·7· · · ·A· · No.

·8· · · ·Q· · I want to go to Paragraph 23 of your

·9· ·declaration.· And there -- the paragraph expands the

10· ·bottom of one page to the start of the next.· It's

11· ·discussing the collection and dissemination of

12· ·marketing data cited in Claim 11, and then on the next

13· ·page in the middle of the paragraph, it says:

14· · · · · · · · "Empowers the purchasers [i.e.,

15· · · · · · exhibitor-movie houses] to locally

16· · · · · · market and sell multimedia material."

17· · · · · · Do you see that?

18· · · ·A· · Yes.

19· · · · · · MR. HANDAL:· Could you put that up on the

20· ·screen.· I'm having trouble following.

21· · · · · · MR. HABER:· Oh, sorry.· I thought I was

22· ·sharing the screen.· Let me do that.

23· · · · · · THE DEPONENT:· I don't know how you can read

24· ·that.· I can't.

25· · · · · · MR. HANDAL:· Well --
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·1· ·BY MR. HABER:

·2· · · ·Q· · "Empowers the purchasers [i.e.,

·3· · · · · · exhibitor-movie houses] to locally

·4· · · · · · market and sell multimedia material."

·5· · · · · · Do you see that?

·6· · · ·A· · Yeah, I see it.

·7· · · ·Q· · The bracketed information, "[exhibitor-movie

·8· ·houses]," that's not part of the quote; right?· That

·9· ·was added by you into the quote?

10· · · ·A· · I believe that.· That was added in, yeah.

11· · · ·Q· · You would agree that purchasers may include

12· ·other entities besides movie houses that are

13· ·exhibitors; right?

14· · · · · · MR. HANDAL:· Objection; calls for a legal

15· ·conclusion, beyond the scope.

16· · · · · · THE DEPONENT:· Argumentative.

17· ·BY MR. HABER:

18· · · ·Q· · Again, please don't object to my questions --

19· · · · · · MR. HANDAL:· Argumentative.

20· · · · · · (Simultaneous speaking.)

21· · · · · · MR. HANDAL:· Why don't we accept that

22· ·additional objection?

23· ·BY MR. HABER:

24· · · ·Q· · Respectfully, you're here -- please answer my

25· ·questions -- not to object to them.· Allow Tony to
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·1· ·make his objections for the record and then please --

·2· · · ·A· · Sometimes I just have to clue him in.

·3· · · ·Q· · I understand it's very hard to separate

·4· ·yourself from being an attorney and being a witness.

·5· ·I get it.· But please try to just answer my questions.

·6· · · · · · So the question was, you would agree that

·7· ·purchasers may include other entities besides movie

·8· ·houses that are exhibitors; right?

·9· · · · · · MR. HANDAL:· Same objections; argumentative.

10· · · · · · THE DEPONENT:· Yeah.· Could you repeat the

11· ·question slowly and maybe not in a leading manner.

12· ·BY MR. HABER:

13· · · ·Q· · I will repeat the question.· But, again,

14· ·please try not to object to my questions.

15· · · ·A· · I'm listening.· I'm trying.· I'm doing my

16· ·best.

17· · · ·Q· · Okay.· Okay.

18· · · · · · So the question:· Can purchasers include

19· ·other entities besides movie houses that are

20· ·exhibitors?

21· · · ·A· · In what context is the question being asked?

22· · · · · · (Simultaneous speaking.)

23· · · · · · MR. HANDAL:· Objection; calls for a

24· ·conclusion of law, argumentative, beyond the scope.

25· ·///
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·1· ·BY MR. HABER:

·2· · · ·Q· · So if we look at the paragraph I have on the

·3· ·screen, Paragraph 23, it's talking about Claim 11, and

·4· ·it's talking about Claim 1, Paragraph F.· And so that

·5· ·is the context of my question.

·6· · · · · · And so --

·7· · · · · · MR. HANDAL:· Same objections.

·8· ·BY MR. HABER:

·9· · · ·Q· · In that context, as you're reciting it in

10· ·your declaration, Paragraph 23, can purchasers include

11· ·other entities besides movie houses that are

12· ·exhibitors?

13· · · · · · MR. HANDAL:· Beyond the scope, conclusion of

14· ·law, argumentative.

15· · · · · · THE DEPONENT:· Is it theoretically possible?

16· ·Maybe.· But this is what I was referring to when I

17· ·made my declaration.

18· ·BY MR. HABER:

19· · · ·Q· · So when you provided this declaration, your

20· ·understanding of purchasers was exhibitor-movie

21· ·houses; correct?

22· · · ·A· · Primarily, yes.

23· · · ·Q· · In Paragraph 35 of your declaration -- I'll

24· ·scroll down to it -- you reference a Dr. Houh.

25· · · · · · Who is Dr. Houh?
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·1· · · ·A· · I believe he was an expert that gave a

·2· ·declaration in this case, or opinion.

·3· · · ·Q· · Did you review Dr. Houh's declaration in this

·4· ·case?

·5· · · ·A· · Not really.· I was -- you know, I focused on

·6· ·a couple of clauses in there, and that's what this is

·7· ·referring to.

·8· · · ·Q· · The portions of Dr. Houh's declaration that

·9· ·you reviewed, were those directed to you by counsel?

10· · · ·A· · Yes.

11· · · ·Q· · And is there a reason why you did not review

12· ·other or the entirety of Dr. Houh's declaration?

13· · · ·A· · Yes.

14· · · ·Q· · What is that reason?

15· · · ·A· · Because it's a technical declaration and I'm

16· ·not opining on any of the technical aspects of his

17· ·declaration.· I'm just opining that his use of the

18· ·word "broadcast" does not apply to a movie theater.

19· ·It's that simple.

20· · · · · · (Document published on the screen.)

21· · · ·Q· · I want to bring up another document.· You

22· ·might not have it printed out in front of you, so I'm

23· ·just going to show it to you on the screen.

24· · · · · · This is the patent owner's response to the

25· ·petition.· And so this is a document that sets out
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·1· ·patent owner's arguments for why -- that contradict

·2· ·Dr. Houh's opinions and the other arguments of the

·3· ·petitioner.

·4· · · · · · And so I want to direct you to a particular

·5· ·portion of this document, which recites the level of

·6· ·ordinary skill in the art, Page 11 of the patent owner

·7· ·response.· And I'll bring it up on the screen as I get

·8· ·there.

·9· · · · · · And at Page 11 of the patent owner response,

10· ·there is a Heading IV "Level of Ordinary Skill in the

11· ·Art," and there's a paragraph there.· And I'll let you

12· ·read that paragraph.

13· · · · · · And the question that I have for you is,

14· ·based on your educational background, do you believe

15· ·that you have the level of ordinary skill in the art

16· ·that is recited here on Page 11 of the patent owner

17· ·response?

18· · · · · · MR. HANDAL:· Objection; beyond the scope.

19· · · · · · THE DEPONENT:· Well, first I got to try and

20· ·read it.

21· · · · · · MR. HANDAL:· It's compound.· Compound.

22· ·That's the other objection.

23· · · · · · Okay.· That completes the objection.

24· · · · · · THE DEPONENT:· Give me a chance to read this

25· ·thing, because it's moving around on the screen.
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·1· ·BY MR. HABER:

·2· · · ·Q· · Trying to make it a little bigger for you.

·3· · · · · · MR. HANDAL:· Calls for a conclusion of law.

·4· · · · · · THE DEPONENT:· I don't really understand the

·5· ·question.

·6· ·BY MR. HABER:

·7· · · ·Q· · So the question that I have for you is, do

·8· ·you believe that you satisfy the level of ordinary

·9· ·skill in the art as recited here on Page 11 of the

10· ·patent owner response?

11· · · · · · MR. HANDAL:· Objection; calls for a

12· ·conclusion of law, compound, beyond the scope.

13· · · · · · THE DEPONENT:· Look, I didn't write this

14· ·thing, but I consider myself an expert in this area of

15· ·defining customary at the time -- at the relevant

16· ·time, terms related to marketing and distributing of

17· ·films.

18· ·BY MR. HABER:

19· · · ·Q· · Fair.· I think that's fair.

20· · · · · · And so if the level of ordinary skill in the

21· ·art is defined as what's recited here, including, for

22· ·example, a bachelor of science degree in electrical

23· ·engineering, engineering physics, computer

24· ·engineering, computer science, you would agree that

25· ·you don't have those specific qualifications; right?
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·1· · · · · · MR. HANDAL:· Objection; hypothetical,

·2· ·compound, beyond the scope, objection to form.

·3· · · · · · THE DEPONENT:· And I do have experience

·4· ·related to marketing, distribution, multimedia

·5· ·material.· So I certainly qualify as an expert in that

·6· ·area.

·7· · · · · · I have made it clear that I am not an

·8· ·engineer.· I don't know anything about engineering

·9· ·physics.· I don't know anything about computer

10· ·engineering.

11· · · · · · But I am an expert on the terms and

12· ·conditions of marketing and distribution at the

13· ·relevant time, 2000, 2001, when the patent was filed.

14· · · · · · MR. HANDAL:· Belated objection; calls for a

15· ·conclusion of law with respect to the prior question.

16· ·BY MR. HABER:

17· · · ·Q· · All right.· At this time I don't think I have

18· ·any further questions, and so I think we can wrap up.

19· · · ·A· · Okay.· Any final statements of anyone or can

20· ·I just jump off?

21· · · · · · MR. HANDAL:· Well, I don't have any questions

22· ·on cross, so I think the witness can head out to that

23· ·doctor's appointment, but maybe -- you have quite a

24· ·bit of time, so it shouldn't be a problem.

25· · · · · · THE DEPONENT:· Okay.· Well, thank you very
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·1· ·much, gentlemen and ladies.· Appreciate it.

·2· · · · · · (Discussion held off the record.)

·3· · · · · · MR. HABER:· Going back on the record for a

·4· ·moment to explain that the last document that I

·5· ·referred to, the patent owner response, was previously

·6· ·filed by the patent owner as Paper 18 in the record.

·7· · · · · · THE STENOGRAPHER:· Mr. Handal, do you need a

·8· ·rough draft?

·9· · · · · · MR. HANDAL:· No, I don't think so.

10· · · · · · MR. HABER:· I'd like a rough.

11· · · · · · MR. HANDAL:· We'll take it in the normal

12· ·course.

13· · · · · · (The deposition concluded at 11:24 a.m.)
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1 
 


I. SUMMARY 


The Invention in United States Patent No. 7,574,725 (the “Patent”), at its 


essence, is of a different genre from the technology of Garfinkle and Kosten 


(Ground 1), and, for that matter, that in the patents underlying the other grounds in 


the Petition.  


Not Even the Most Basic Limitations of Claim 1 Have Been Met 


Neither Kosten nor Garfinkle, nor even Allen or Budow disclose structure or 


methods with a first-tier middleman enabled to implement marketing actions 


toward second-tier exhibition customers.  


The cited art also fails to disclose advertising shown at a different time or 


place from the feature film, something made possible by storage of advertising. 


Claim 1. 


The three patents relied upon do not even involve exhibition.  


Likewise, none of the references relied upon show collection of data from 


exhibitors and provision of sales and marketing information to other exhibitors. 


Claim 11. Indeed, only Kosten shows an exhibitor, but no structure or 


methodology involving the above distinguishing features. 
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Moreover, the three patents relied upon don't involve either exhibition or 


distribution, merely showing display of feature film multimedia and transport of 


files. While Kosten shows file transport, the same is in the bare context of straight 


through satellite channel transmission. While the satellite transmission channel 


carries advertising, the same is in the limited context of a freestanding billboard 


advertising network, and fails to teach claim limitations relating to storage of 


advertising, and allowing the use of that advertising for marketing. Indeed, none of 


these patents deal with the distribution business which encompasses not only 


transport of feature films but also transport of advertising materials and 


implementation of marketing activities. 


Furthermore, Kosten’s disclosure is jumbled and unclear. His figure shows a 


“CyberStar video server” module with “[c]ontent storage and scheduling,” which 


clearly means on the server in the cloud, and not at the theater, but confusingly 


puts this text outside the CyberStar module. Clearly, the scheduling is located at 


and done by the CyberStar “scheduling server” (which does not allow for exhibitor 


marketing as claimed in Claim 1. Ex-2121 ¶11. Rather marketing is controlled by 


the cloud per Kosten’s “[l]ive broadcast capability”). 


Garfinkle Is a Simple Video-On-Demand (“VOD”) System 
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While Petitioner would like to equate the Invention with multimedia film 


and advertising  transport directly or indirectly to the general public, as 


unremarkable as that is, any similarities to the Invention end there.  


In Garfinkle, the VOD customer receives advertising directly from the 


central server. Ex-1005, 2:1-8. In Kosten, the central server operates the 


advertising network. Indeed, Kosten explicitly states that “the satellite distribution 


company takes care of content transport and management,” and refers to “live 


broadcast capability.” Ex-1007, 54. 


In Allen, the disclosure appears to be volatile real-time recording of a feature 


film stream on a cassette being manufactured for the customer. This manufacture 


of a cassette for a consumer end-user viewer is obviously very different from the 


recited download of the feature film, download and storage of advertising material, 


and enablement of the recipient exhibitor to market the feature film. While the 


kiosk receives advertising directly from the central server, Allen does not allow 


marketing.  


All four references, individually and in combination, thus fail to meet the 


recitations of claim 1f of “purchasers storing the downloaded correlated 


information in a digital format corresponding to said advertising material” and 


“providing said correlated information in a digital format corresponding to said 
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advertising material… to said purchasers…, allowing purchasers to locally market 


and sell said multimedia material.” 


Allen Doesn’t Remedy Kosten and Garfinkle Failure to Meet Claim 11 Limitations 


Addressing Claim 11, Petitioner argues (Petition 40-42) a POSITA would be 


motivated to combine Garfinkle, Kosten and Allen, citing features which they 


allegedly share, including, “an accounting and transaction engine for monitoring 


and reporting marketing and sales data of multimedia and advertising materials 


(Ex-1006, 3:48-51).” Petition, 41. The position, that common features are a 


rational basis for motivating combination, is not reasonable. Something more 


needs to be shown. For example, one could hardly argue that sewing machines and 


cancer ablation devices may be reasonably combined because they share needles 


and computer controls. 


However, putting aside the fact that sharing features is not a rational basis 


for making a combination, the statement is untrue.  


The cited section in Allen speaks only of sales, but says nothing about 


marketing (i.e. actions taken to make sales). Ex-2131, ¶18. The relied-upon section 


states only that “accounting and tracking of rentals and sales or viewing of movies 


on-demand are tracked at the central site through accounting and transaction 
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computers.” On this, Petitioner also cites Ex-1006, 6:50-57, 11:15-20, Table 3 


(25:25-42)), but these add nothing. Petition, 42. 


Allen shows an accounting engine, but this has nothing to do with 


marketing, a point confirmed by the reference to “accounting and transaction 


computers.” Rather than dealing with marketing, the accounting engine functions 


merely to collect credit card information (as detailed below) to charge a kiosk 


customer for a videocassette manufactured by the kiosk. Ex-2121, ¶17.   


Allen Doesn’t Provide Sales and Marketing Data to Exhibitors 


While the kiosk does perform a marketing function, it’s merely a physically 


attached billboard. No “marketing data” is provided by the kiosk. Thus, Allen does 


not meet the recitations of Claim 11 which recites collecting information from 


exhibitors and providing sales and marketing data to exhibitors. In the Patent this 


takes the form of keeping track of the specific advertising materials used by the 


exhibitors, as the exhibitors place orders for the same. In Allen, there are no 


exhibitors and there is no provision of sales and marketing data to the non-


exhibitor users, or for that matter, to anyone. Moreover, the data involved in Allen 


is sales data (credit card numbers, addresses, etc.), and not information about 


marketing actions taken by the exhibitors. Of course, the importance of the claimed 
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dissemination of collected information is its enabling perfection of marketing 


actions. Ex-2121, ¶15  


While Petitioner argues a POSITA would have been motivated to implement 


methods described by Kosten and Allen into Garfinkle to provide “additional 


improvements… such as access to a large number of video products and 


advertising material” and other features irrelevant to the limitations of Claim 11, 


such alleged motivation is irrelevant. Petition, 41.  


Budow Shows Only Conventional Insertion of Advertising into Programming 


Petitioner also proposes the combination of Allen and Budow for Budow’s 


disclosure of inserting advertising into VOD play. However, Budow's insertion of 


conventional television commercials into VOD showing of multimedia is 


completely irrelevant to the claimed provision of sending advertising material to 


exhibitors for the purpose of marketing the feature film through future use of the 


same. The enablement of feature film marketing, use of advertising materials by 


the customer to locally market the film, isn't involved. Of course, claim 11's 


collection of information from customers and providing them with marketing 


information is also not in Budow. 
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In seeking to justify its cobbling together of various items of digital 


architecture, Petitioner claims that a POSITA would be motivated to make the 


combinations upon the general allegation that the invention provides cost savings: 


“A POSITA would have been motivated to combine the teachings of 


Garfinkle and Kosten and would have a reasonable expectation of success in doing 


so because they are from the same field and address the same well-known 


issues…,” more particularly urging that: “[a] POSITA seeking to decrease the cost 


and effort of distributing multimedia and associated advertising materials would 


have known of and consulted these proposed solutions.” Petition, page 13. The rule 


urged by Petitioner would blindly integrate any structure, addressing issues not 


even recognized by (or even relevant to) a general reference, into that general 


reference, if financial factors were an issue and the expert’s proposed addition 


resulted in cost savings.  Such hindsight addition clearly fails under 35USC103.  


Two Tiers, Flexible Marketing, Information Dissemination to Other Exhibitors 


 In any case, none of the references relied upon by Petitioner show basic 


aspects of the invention, including second-tier marketing to third parties, or storage 


of associated advertising to enable marketing by the exhibitor to third parties, or 


display at a different time or place from that at which the associated feature film is 
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exhibited, or collection of information from exhibitors with dissemination of 


marketing information to other exhibitors.  


 


II. Legal Standard 


To support a finding of obviousness, there must be an “apparent” reason to 


combine known elements as recited in the claim at issue. KSR Int’l Co. v. Teleflex 


Inc., 550 U.S. 398, 418 (2007). 


Existence of motivation to combine is a factor, but “[w]hether there is a 


known reason a skilled artisan would have been motivated to combine elements to 


arrive at a claim combination… is not the ultimate legal determination of whether 


the claimed combination would have been obvious to the ordinary artisan – 


meaning that it is possible that a reason or motivation may exist, but nonetheless 


the ordinary artisan would not have found the combination obvious.” Arctic Cat v. 


Bombardier, 876 F.3d 1350 (Fed. Cir. 2017), citing Intercontinental Great Brands, 


869 F.3d at 1346–47. 


Cost Saving Not Rationally Connected to Obviousness of Technology 


Combination 
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Moreover, Petitioner’s contentions, for example that there was a motivation 


to combine Kosten and Garfinkle, as well as the other combinations urged in the 


Petition, fail for two reasons. First, Petitioner has not provided the required valid 


evidentiary basis for any such PTAB finding of motivation. In re Lee, 277 F.3d 


1338, 1344  (Fed. Cir. 2002). Second, the Petitioner has failed to articulate a 


“rational connection” [emphasis added] between the facts of record and the 


contentions of motivation. In re Nuvasive, Inc., 842 F.3d 1376 (Fed. Cir. 2016) 


(“conclusory statements” alone are insufficient and, instead, the finding must be 


supported by a “reasoned explanation”), citing Motor Vehicle Mfrs. Ass'n v. State 


Farm Mut. Auto. Ins. Co., 463 U.S. 29, 43 (1983). See also, Lee 277 F.3d at 1342, 


1345. 


Indeed, no problem, technological or otherwise, has been identified in any of 


the prior art references which could be rationally argued to have motivated the 


combination. 


Mere general allegations of cost savings are not rationally connected to the 


obviousness of proposed combinations of technology or identification of technical 


problems. As noted in the declaration of Nick Stiliadis, despite digital film 


distribution cost savings, professionals in the film distribution business expected 


release film printing to remain the industry standard for at least 25 years. About the 


time the patent was filed, Deluxe, one of the two major printers of film for use in 
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movie theaters (along with Technicolor), explicitly rejected the Invention, instead 


electing to invest $30 million in conventional optical printing. Ex-2109, ¶ 13-15. 


This transparently revealed the prejudice in the art against the Internet-based 


distribution of the Invention. 


Given that prejudice, POSITAs did not even seriously entertain the 


possibility of electronic high informational content feature film transport over 


necessarily bandwidth limited public networks, and thus certainly never would 


have considered refinements, such as those of claims 1 and 11, which could only 


be enabled by such publicly accessible networks. 


 


III. Claim Construction  


A. “Exhibition” – a public showing. 


B. “Exhibitor” – one in the exhibition business. 


C. “Broadcast Exhibitor” – one in the business of over-the-air broadcasting 


D. “Distribution” – the business of marketing films and providing copies to venues 


E. “Marketing” – actions taken to interest individuals in seeing a film. 


F. “Storing” – electronically saving on a non-volatile storage element. 
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IV.  LEVEL OF ORDINARY SKILL IN THE ART 


Patent Owner proposes the following level of skill for a POSITA: Bachelor 


of Science in electrical engineering, engineering physics, computer engineering, 


computer science, or a related field plus one year of experience related to 


marketing and distribution of multimedia material over a computer network, or the 


equivalent, which is believed to be substantially the same as that previously 


adopted by the Board. 


 


V. THE CLAIMS 


The invention in the Patent (the “Invention”) provides for the transmission 


(Ex-1001, 2:60-65) of multimedia film and related advertising material (such as 


trailers, radio and television promotional spots, coming attractions, and magazine 


advertisements (Ex-1001, 5:27-34, 4:64-5, 6:21)) to purchaser-theaters who exhibit 


the film and use the advertising to locally market the film (Ex-1001, 2:60-65). 


After download, stored materials are available to be used by the local theater 


owner in the customary fashion. Ex-1001, 14:47-50. As is well understood, trailers 


are exhibited prior (e.g., weeks prior) to the exhibition of the feature film (for 


example in the theater), television promotional spots are broadcast by television 


stations, magazine advertisements are published in magazines, and radio spots are 
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broadcast over the radio in order to bring moviegoers into the theater. In 


accordance with the Invention, advertising is presented to potential future theater-


goers at a time or place different from that at which the theater-goer attends an 


exhibition of the film. Ex-2131, ¶¶27-29. 


In other words, advertising converts a potential theatergoer into a customer, 


and gets him or her into (or back into) the theater . Unlike Garfield and Kosten, 


and the other art of record, the Invention, as recited in Claim 1, provides a 


backbone for file transfer, exhibition and marketing functions. 


 


A. Ground 1 - Garfinkle and Kosten 


Garfinkle discloses a video-on-demand system that provides his end-user 


viewer with catalog data for video products available from a central station. Ex. 


1005 at 1:54–57 (Garfinkle). Catalog data is periodically transferred to the user 


sites, where it is stored. Id. at 2:1–3. Catalog data includes listings of available 


video products, trailers or previews for certain of the video products, and lead-ins 


for the initial portions of certain products to provide a seamless lead-in to program 


material ordered from the central station, by displaying the lead-in to fill the initial 


time during which the film is downloaded. Id. at 2:4–8. 
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But Garfinkle is not a marketing and distribution system and, unsurprisingly, 


meets little more than the recitations of the claims dealing with transfer of the 


multimedia film and advertisements to a remote end-user. None of the claim 


limitations relating to exhibition of the multimedia to third-party filmgoers and 


display of advertising to third-party viewers are disclosed by Garfinkle.  


Kosten shows little more than a straight through transmission of a digital 


multimedia film file to an exhibitor “which is received on their network server, 


stored, and routed to individual screens.” This straight-through transmission 


system exists beside a separate standalone advertising network, with lobby displays 


displaying revenue generating content, such as “[a]dvertising” and “trailers.” Ex-


1007 (illustration, p.54).  


Petitioner might just as well have cited a simple billboard and argued that it 


could be located anywhere, even in a theater lobby. Kosten has no disclosure of 


storage of advertising material at the exhibitor site. Rather, display is disclosed as 


being in real-time with “[l]ive broadcast capability, apparently only implementing 


display of advertising and trailers while being transmitted over the satellite link. 


Kosten merely discloses an “online ‘film management system,’ selecting the time 


and locations to which each movie should be sent,” and consistent with this Kosten 


explicitly discloses only the “satellite distribution company tak[ing] care of content 


transport and management.” 
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For the Petitioner to contend that the exhibitor in Kosten is allowed to 


control use of the advertising material (and is thus allowed to market as recited in 


Claim 1) is completely unsupported and unsupportable. Moreover, Kosten simply 


doesn’t disclose structure for enabling this to happen.  


No Structure or Method Steps Allowing Exhibitor to Locally Market 


Kosten explicitly discloses marketing done by the cloud server with his live 


broadcast capability. While Kosten states that “no longer will [exhibitors] be stuck 


with standard trailers attached to each celluloid print,” this does not imply that 


there are no trailers attached to the multimedia, and, importantly, it says nothing 


about who does marketing in Kosten’s scheme. Rather, it is a reference to the  


broad capability of the satellite network. Indeed, the first part of the sentence 


mentions “smart advertising networks, displaying “digital trailers and ad spots” on 


lobby-based “smart advertising network[]” billboards.  


The disclosure certainly does not state that advertising material is locally 


stored, nor under the control of the local theater, nor allowing use as the local 


theater owner wishes. 


From a Practical Standpoint Kosten’s System Is Incapable of Functioning 


Importantly, Kosten’s system is unworkable. He variously proposes system 


control by the studios or the satellite distribution company. System control by the 
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studios is impractical if not impossible, given they are all competitors and cannot 


be expected to function as a cogent whole, unlike the free marketplace which 


existed for decades prior to Kosten’s proposal and continued after it. Similarly, 


given the likelihood of multiple satellite companies, even more complex logistics 


would be presented. 


Kosten Chose the Unworkable, Falling Victim to the Prejudice in the Art 


While Kosten’s scheme is impractical, implementing a public network with 


access to all (Claim 4), creates the coherency and stability of a free market. A 


publicly accessible network, such as the Internet, was not even considered by 


Kosten. That idea was rejected on account of the prejudice in the art. Ex-2109 ¶¶7-


14.  Kosten was so affected by the prejudice in the art that he, instead, specified 


what would be viewed as robust bandwidth capable and highly reliable – a satellite 


network. Indeed, Kosten mentions many possibilities and alternatives – studio 


control, satellite company control, open systems, gateways among the studios, live 


events, corporate events, etc. But despite a proclivity for considering and 


suggesting alternatives, Kosten discloses a satellite network, albeit unworkable and 


expensive. Unsurprisingly, the record does not indicate that such a system was ever 


implemented. 
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To be sure, Kosten, perhaps recognizing the unworkability of the diagram he 


proposes in his article, does mention the possibility of “service-level agreements” 


with the studios directing all details, while the satellite distribution company does 


content transport and management. However, how the above problems would be 


managed is not disclosed, if it were even possible.  


The use of a publicly accessible network (albeit not even considered by 


Kosten in view of prejudice in the art) solves these problems, and opens up the 


possibility of inventing more advanced functionalities, for example as described 


and claimed in the Patent. Most importantly, nothing in Kosten either alone or in 


combination with the other references provides the advantages and workability of 


the claimed downloading of multimedia and advertising in a manner which allows 


exhibitors to market locally, as recited in Claim 1. Certainly, nothing in the cited 


art teaches the information collection from exhibitors and dissemination of 


marketing information to exhibitors of Claim 11. 


While Kosten touts the low cost of electronic file transport, and says that this 


“is only one of the many benefits” of his satellite multimedia distribution process, 


suggesting the possibility of “smart advertising networks, ‘virtual chat sessions’ 


between a film’s audience and stars… corporate videoconferencing sessions… 


training seminars… concert events… [and] sports matches,” the same are not 


defined with any degree of precision. Nor is any structure associated with these 
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possibilities disclosed by Kosten, who even appears to concede that the same is yet 


to be invented, stating that “[n]one of this will happen, however, unless the 


satellite distribution company positions its service to meet the needs of everyone in 


the process,” whatever that might turn out to be.  


 


 


 


 


 


 


 


2. Analysis of claim 1 


1[pre]: “A method of marketing and distributing multimedia…” 


The preamble of Claim 1 is a clear reference to the film distribution business 


that connects film producers to, in the words of the Patent, “exhibitors and 


broadcasters.” Ex-1001, 0013. “Marketing and distributing,” while it is compound 
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in form, is used in the Patent to designate the process of getting a film from the 


studio to the movie houses. Ex-2131, ¶11-12.  


Claim 1 recites file transport of feature films, and advertising, downloading, 


storage and use of the same to empower exhibitors to market the film locally. 


Dependent claims specify use of a publicly accessible network and the collection 


dissemination of information on marketing. The cited art shows little more than 


conventional VOD advertising, conventional public billboard advertising and 


conventional kiosk billboard advertising The standard industry term “distribution” 


could have been used to designate the inventive process, and a fair reading of the 


claim as a whole unquestionably supports this interpretation.  


Private VOD in Contrast to Public Exhibition in Theater or Broadcast 


The Patent’s field of film distribution, with its recited exhibition steps, is a 


world apart from Garfinkle’s video-on-demand system servicing end-user viewers. 


The plain and ordinary meaning of “exhibition” relates to public showing. Ex-


2131, ¶14. Webster’s New World Dictionary, Exhibit 2132. This is also consistent 


with the opinion of expert Harris Tulchin, who explains that ”exhibition”, as it 


relates to film and feature films in particular, refers to the public showing of a film 


in a publicly accessible performance venue, such as a movie theater. Ex-2131¶14. 
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This definition is also consistent with the limitation in Claim 1 that exhibition 


occurs in “a public theater” or through “a broadcast exhibitor.” Ex-2131, ¶13-17.  


Petitioner’s expert Houh noting (Exhibit 1002, ¶ 96) that running an optical 


projector in a movie theater is a type of broadcast is inaccurate per the plain 


meaning of the word “broadcast.” Ex-2131, ¶30. The term “broadcast” is not used 


to refer to optical projectors in a movie theater. Ex-2131, ¶33. Broadcast instead 


refers to the transmission of radiofrequency signals from a transmitter to a receiver 


such as a TV. Ex-2131, ¶31. The Petitioner and its expert are not using the term 


broadcast correctly, and seek to redefine it, outside of industry standards at the 


time the patent was filed. Ex-2131, ¶¶32-35. 


Cited Art Does Not Enable Marketing Actions by Exhibitors 


Numerous failures of Garfinkle to meet the recitations of the claims 


naturally flow from the basic disconnect between the Patent’s distribution to 


exhibitors who need a system giving them tools for marketing activities, on the 


one hand, and Garfinkle’s video-on-demand system playing video to a viewer who 


does no marketing or selling. 


Garfinkle: A Viewer, Not Exhibitor, Provided with Lead-In to Mask Download  


Moreover, the plain interpretation of the words of the preamble of Claim 1, 


“a method of marketing and distributing multimedia,” is reinforced by the body of 
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Claim 1 which recites “g. wherein said purchaser is an exhibitor exhibiting said 


multimedia material… in a public theater.” In contrast to the Patent’s exhibitor-


purchaser, Garfinkle is a video-on-demand system for privately playing a video to 


an end-user viewerpurchaser. Garfinkle even uses a lead-in to fill download time to 


give the impression of instant playing of the movie, something which is irrelevant 


to the distribution business where the movie is stored locally for replay in, for 


example, a public theater. Accordingly, Garfinkle is not in the same field as the 


invention, and, unsurprisingly, doesn't disclose numerous claim elements. 


Equating Distribution for Exhibition to File Transfer for Viewing Is Unsound 


Defendant’s expert’s assertion that “a POSITA would have understood that 


Garfinkle discloses a method of marketing and distributing multimedia” is 


argumentative, conclusory, and incorrect as ignoring the plain meaning of 


marketing and distribution, and as detailed in the specification of the Patent.  


This contention is based only on a conclusory expert’s statement that 


“previewing and transferring video products and related advertising materials 


constitutes marketing and distribution, respectively.” Ex-1002 ¶70. Distribution is 


the overall process of moving a film from the producer to the public. Ex-2131, ¶11. 


“Distribution” at the time of filing, was not understood in the film business as file 


downloading. Ex-2131, ¶11-12. 
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The Patent consistently refers to “Marketing and Distribution,” as recited in 


the title of the Patent, a clear reference to “distribution” as understood in the film 


business, i.e. the process by which feature films move from the movie producer to, 


for example, movie theater exhibitors. This was also referred to as the 


“distribution” process. Ex-2131, ¶11. Moreover, numerous joint references to 


“distribution” and “marketing” clearly show that these two words define the 


overall function of the inventive method, namely film “distribution  


Explicit, Intrinsic Term Definition 


This is also consistent with what is effectively a definition of distribution in 


the Patent which speaks of “distributors through film markets, catalogue sales and 


long established relationships between purchasers and sellers, sell[ing] films.” 


Ex.1001, 1:51-53.     


Petitioner’s seeking to equate distribution to file transfer is an untenable 


position for a Patent dealing with structure and methodology to be deployed in the 


film distribution business. Accordingly, Garfinkle, being drawn to a VOD system, 


even for this reason alone, fails as a primary reference. 


 


  1[e] “e. downloading to said purchasers, upon request of said purchasers, 


over said communication network, said correlated information in a digital format 
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corresponding to said multimedia material from said server system, said purchasers 


storing downloaded correlated information in a digital format corresponding to 


said multimedia material”          


While Garfinkle’s system can stream a multimedia film, the structure of 


Garfinkle does not enable the recipient to later playback the same to an exhibition 


audience.  


 1[f] - “providing said correlated information in a digital format 


corresponding to said advertising material that is associated with said multimedia 


material to said purchasers from said server system over said communication 


network, allowing purchasers to locally market and sell said multimedia material, 


said purchasers downloading said correlated information in a digital format 


corresponding to said advertising material that is associated with said multimedia 


material, said purchasers storing the downloaded correlated information in a digital 


format corresponding to said advertising material”       


As noted above, Garfinkle, while disclosing the bare transfer of multimedia 


film and related advertising files, fails to disclose anything relating to structure or 


methodology enabling purchasers to locally market film using the advertising 


material, for example storage. Moreover, there is no disclosure of any use of 


advertising material other than its initial display to the VOD customer. Likewise, 
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there is no disclosure relating to the storage of multimedia film to enable later 


exhibition. Indeed, exhibition is not even involved in Garfinkle, who only displays 


the film to an individual in a video-on-demand system. Clearly, the recitations of 


paragraph 1f of Claim 1 are not met by Garfinkle. 


Kosten Does Not Enable or Teach Marketing by Theater Owner  


Turning to Kosten, this article does not remedy the failure of Garfinkle to 


meet the recitations of, inter alia, paragraph 1f of Claim 1. There is no structure, 


software, or methodology disclosed in Kosten relating to allowing purchasers to 


locally market or sell the multimedia film. 


Recited Allowing Purchasers to Locally Market Is Absent from Kosten 


While it appears that trailers and apparently unrelated advertising are sent 


from Kosten's “Network Operations Center” with a “live broadcast capability” 


(emphasis added) through a video server to “lobby displays,” there is no disclosure 


of control of the lobby displays by the theater owner for marketing feature film. 


Kosten’s disclosed live broadcast capability, managed by the satellite company 


thus fails to meet the limitation “allowing purchasers to locally market and sell said 


multimedia material.” Claim 1f.  


Kosten’s Advertising Discloses Only Live Broadcast, Not Claimed Storage 
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In addition, while advertising appears to pass through a cylindrical block, it 


is not disclosed whether the block is a router or a storage device. Accordingly, it 


does not meet the recitations of claim 1f of “purchasers storing the downloaded 


correlated information in a digital format corresponding to said advertising 


material.” Moreover, this device is explicitly disclosed as being located in the 


cloud with the satellite company. This compares with the storage implemented by 


the Patent, which allows later marketing use of the same. Ex-1001, 14:13-15, 64-


67. 


Even if the cylindrical block is a storage device and it is located in the movie 


theater, there is no disclosure respecting the nature of storage, and, accordingly, it 


fails to meet the recitations of Claim 1f. Kosten does not disclose whether any 


storage of advertising (if it might even possibly be interpreted to exist in the movie 


theater) is volatile, and thus not available for repeated use, or follows a different 


protocol. Accordingly, Kosten clearly fails to show the claim limitations of 


“purchasers storing the downloaded correlated information in a digital format 


corresponding to said advertising material,” thus “allowing purchasers to locally 


market and sell said multimedia material.” 


Use of Storage by Kosten Is Only Disclosed Relating to Multimedia Film 
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In contrast to the above-noted apparently only live broadcast of advertising, 


Kosten discloses that the digital film file is sent to “theaters,” which “store it on 


their servers for later digital projection.” Clearly, Kosten did not anticipate and 


does not teach the storage of advertising by the theaters for later use. 


Rather, Kosten is focused on the transfer of multimedia film files to theaters. 


As a second thought, perhaps troubled by the cost of satellite distribution, Kosten 


seeks to further utilize the expensive satellite system in order to drive down costs, 


speculating about possible uses for what is effectively a standalone billboard 


advertising system located in theater lobbies, “theaters… host[ing] ‘virtual chat 


sessions’ between a film’s audience and it stars,” filling “[theater] seats during off-


peak movie hours (sic) by hosting events like corporate videoconferencing sessions 


or training seminars,” “live concert events,” and “sports matches.” 


Kosten Does Not Disclose Structure Enabling Marketing by Theater Owner 


But Kosten mentions nothing relating to advertising being stored for later 


use by the theaters to market the film. Notably, in contrast to Kosten’s silence on 


film marketing under the control of the theater owner, the specification of the 


Patent discloses numerous examples of the marketing items enabled by the 


inventive system, including trailers, radio and television promotional spots, coming 


attractions, magazine advertisements (Ex-1001, 5:27-34, 4:64-5, 6:21) for the film. 
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Moreover, Claim 1(f) explicitly recites “purchasers storing the downloaded 


correlated information in a digital format corresponding to said advertising 


material” and, explicitly, limiting the structure to one “allowing purchasers to 


locally market and sell said multimedia.” 


Garfinkle Not Relevant to Marketing 


While Garfinkle’s video-on-demand system accesses advertising (Ex. 1005 


at 1:54–57), the material may only be viewed by the end-user VOD customer. No 


provision is provided for use of the same to “locally market and sell said 


multimedia” to third parties. Accordingly, the limitations of ¶1(f) are not met. 


Moreover, there is no motivation to combine Garfinkle’s display of 


advertising to the end-user because Garfinkle, being a VOD system, is not even 


concerned with the problem of marketing to third parties. Ex-2121, ¶9. Not 


surprisingly, there is no teaching or suggestion of further marketing of the product 


by the VOD end-user. Accordingly, the combination of Garfinkle and Kosten is 


nothing more than hindsight. 


While Petitioner argues that “[b]ecause Kosten discloses that distribution is 


‘a key component of the revenue stream and the business model,’ and identifies 


advertising as ‘[a]dditional revenue generation,’ it would be obvious to use 


Kosten’s system to market a film” (Pet. 30), the resulting system would not allow 
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locally marketing and selling the film. Petitioner mixes two different business 


models. As noted above, the combination would be limited to use of a standalone 


advertising network under the control of the satellite company, not the theater 


owner, who benefits with “additional revenue generation” by making his lobby 


space available to the billboards. This clearly does not meet the recitation in ¶1(f) 


of “allowing purchasers [theater owners] to locally market and sell said 


multimedia,” using the “associated advertising.” The impropriety of the 


combination is underscored by the fact that Garfinkle’s end-user is not concerned 


with marketing, but only watching a film on a VOD system. 


 1[g] (1) “said purchaser is an exhibitor exhibiting said multimedia material . 


. .  in a public theater to a number of individuals in exchange for a paid admission 


or a broadcast exhibitor”; and (2) “said advertising material . . .  being shown to the 


public at a time or in a place different from the time or place at which said 


associated multimedia material is displayed.” Ex. 1001 at 16:58–17:2. 


Garfinkle Does Not Relate to Exhibition 


It is uncontested that Garfinkle does not relate to a system where multimedia 


or advertising material is downloaded for either marketing purposes or later 


exhibition. This naturally follows from Garfinkle’s failure to disclose either 


structure or software or method steps involving or enabling exhibition. Moreover, 
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neither structure, nor software nor method steps are disclosed which relate to 


marketing for exhibition. Accordingly, Garfinkle clearly does not meet the 


recitation of a purchaser being an exhibitor exhibiting the multimedia material in a 


public theater to a number of individuals or a broadcast exhibitor. 


The failure of Garfinkle follows from the nature of Garfinkle’s technology. 


Exhibition necessarily involves a publicly accessible space, something which is the 


opposite of video-on-demand. Ex-2131, ¶14.  


Rather, Garfinkle relates to playing of multimedia not exhibition. While 


exhibition of multimedia, in and of itself, is known, there is nothing in Garfinkle 


either alone or in combination with Kosten which shows or suggests a two-tier 


exhibitor/end-user system with storage and file transport structures enabling 


marketing through the provision of advertising materials to the theater owner. 


At a Different Time or in a Different Place  


 The meaning of the language Claim 1 relating to the time or place for the 


display of advertising relative to the feature film is not met by Garfinkle’s VOD 


system or the billboards of Kosten. Ex-2131, ¶¶27-29. 


 As attested to in the declaration of Harris Tulchin (¶28), an industry 


professional working in the film business would understand that a trailer is shown 
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a period of time before exhibition of the movie to the public in order to build 


interest in potential customers.  


Accordingly, “trailers” would be understood to be shown at a time different 


from the time when the movie is being exhibited to customers. This is what the 


language “said advertising material…being shown to the public at a time… 


different from the time… at which said associated multimedia material is 


displayed,” in Claim 1g is clearly referring to. Ex-2131, ¶28. 


On the other hand, other advertising materials, such as a radio or television 


promotional spots might be shown while the movie is being screened, but they 


would be shown at a different place, for example on television or in a newspaper. 


This is what the language “said advertising material…being shown to the public 


at… a place different from the… place at which said associated multimedia 


material is displayed,” in Claim 1g is referring to. Ex-2131, ¶29. 


 Accordingly, those recitations of claim 1g are clearly not met by Kosten’s 


billboards alone or in combination with anything disclosed by Garfinkle in his 


VOD system.  


 


 Claim 4: “The method of marketing and distributing multimedia of claim 1, 


wherein said server system is accessed over a public communications system. 
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 The use of a public communication system, such as the Internet, in 


combination with the recitations of Claim 1 relating to the downloading and 


storage of advertising material, synergistically enables communication of 


advertising material to any person on the public communication system, thus 


turbocharging the efforts of purchaser-exhibitors “to locally market and sell said 


multimedia material,” and also enables the claimed collection and dissemination of 


data. In addition, the use of a publicly accessible network, without extra costs, 


enables purchaser-exhibitors to quickly, easily and inexpensively send advertising 


materials to third parties, for example, as may be understood from the 


specification, to television stations, radio stations, etc. 


 Petitioner’s contention that Garfinkle discloses this element because a 


POSITA would understand that telephone company copper wire or a cellular 


wireless network is a public communication system because such systems are 


designed and regulated as public utilities, is without merit.  


Intrinsic Definition  


 The meaning of “a public communication system” is explicitly defined in the 


patent which states that the inventive “server system 15 [may be] accessible over a 


public communication system, such as the Internet.” Patent, 3:14-17. Neither 


cellular nor copper telephone systems, per se, are “such” a type of communication 
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system as the Internet, which has universal, well-defined and flexible 


communications protocols, and connectivity with vast numbers of computers. 


Importantly, prejudice in the art would have counseled against a public 


communication system such as the Internet, and would have discouraged POSITAs 


from even beginning to consider the possibilities in terms of further system 


development which such a network would make possible. 


 Claim 5: “The method of claim 1, wherein the exhibition of multimedia 


material is the public showing of a motion picture.”     


 Garfinkle does not involve the exhibition of motion picture, but rather is in 


the field of video-on-demand delivering products to sites of end-users. When the 


movie is selected, a lead-in is used to give the impression that the download was 


instant. While the lead-in is playing, the actual download is occurring. Clearly, this 


is not a situation such as that in a public theater where the audience passively sits 


in their seats waiting for the movie to play and is unaware of and does not care 


about any steps taken to show the movie.  


 In such a public context, delay would not be perceived because the actuation 


of the download would occur without the audience being aware and thus without 


the audience being aware of the delay. In contrast, in a home, the individual would 


trigger the download by selection of the movie and would be wondering whether 
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the download was occurring, or worse, annoyed by the delay. Thus, it is clear that 


Garfinkle displays the movie to a private user in his living room, a hotel room, or 


other private space, and it does not meet the recitation of “exhibition” (Ex-2131, 


¶15) or “the public showing of a motion picture.”  


 


No Motivation to Combine Garfinkle and Kosten-Ground 1 


As noted above, the prior art Kosten and Garfinkle patents fail to even 


provide the building blocks of the invention claimed in Claim 1. Moreover, even 


putting this aside, the supposed motivation to combine argued by Petitioner does 


not exist. Petitioner advances no cogent rationale for a motivation to combine. 


Accordingly, the Petitioner’s expert declarations, in this respect, are conclusory. 


More particularly, Petitioner merely contends that one of ordinary skill in 


the art would have been motivated to combine the teachings of Garfinkle and 


Kosten because “Kosten discloses a business application for Garfinkle’s technical 


implementation.” Pet. 14. Petitioner’s contention makes no sense. 


Garfinkle’s “technical implementation” is a VOD system sending a 


multimedia file to an end-user viewer without a perceived delay by local storage of 


a lead-in, and the playing of the lead-in to mask download delay while the bulk of 


the multimedia film is being downloaded. Even with a simple accounting engine 
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for charging the individual consumer-VOD viewer the retail price of the viewing, 


Garfinkle doesn’t meet Claim 1. Garfinkle already has a business application, 


VOD sales. Moreover, Garfinkle has nothing to do with exhibition or marketing, 


and certainly has no disclosure of the same. In other words, Garfinkle’s accounting 


and transaction engine deals only with charging for sales, but has nothing to do 


with marketing actions of customers, the recording of marketing actions, or the 


furnishing of reports of marketing actions to other customers. Ex-2121, ¶10.  


If Kosten’s supposed “business application” is a satellite-fed theater with a 


screen for showing multimedia to an audience, far from Kosten’s being a business 


application, Garfinkle’s lead-in technology is irrelevant. Likewise, Kosten’s 


business application does not require charging individual moviegoers, because they 


paid before going into the theater, and so Garfinkle’s consumer accounting engine, 


as it is disclosed, is also irrelevant. 


No Problem Identified in Kosten or Garfinkle 


More importantly, both Kosten and Garfinkle are complete solutions to 


different file transport modes, Kosten involving simple file transmission to a 


theater and billboards, and Garfinkle involving file transmission to a VOD user. 


Neither has a problem which is addressed by the other, and Petitioner’s experts 


point to no problem. 
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Neither Kosten nor Garfinkle Are Two-Tier Systems 


The invention of the Patent discloses provision of advertising and 


multimedia to an exhibitor, with the exhibitor enabled to use the advertising 


material to market the multimedia. Neither Kosten nor Garfinkle disclose methods, 


software or structure which enables a first-tier customer to market the multimedia, 


and a second-tier where sales are made and marketing actions are enabled. 


 


No Teaching Suggestion or Motivation to Combine Kosten and Garfinkle 


 Likewise, there is no teaching, suggestion or motivation to modify 


Kosten to provide storage of advertising (Claim 1f) at the exhibitor site, after 


deriving the advertising material from the correlated information (Claim 1g). 


Marketing in Kosten Is Done Directly by the Central Server, Not the Exhibitor 


Petitioner argues, incorrectly, that “Kosten discloses a centralized server that 


aggregates films and related advertising materials and digitally distributes the 


content to movie theaters for marketing and exhibition. See Ex-1007, 54.” Petition 


14. However, while the movie theaters do exhibition in Kosten, Kosten’s movie 


theaters are not involved in marketing. The disclosure of Kosten clearly appears to 


be limited to a video server with content storage and scheduling, for real-time 
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transmission to the theater screen and the lobby displays, or local storage of only 


the film.   


Kosten Doesn’t Teach Local Advertising Storage for Later Use 


Kosten does not teach local storage of advertising material for uses to be 


implemented by the exhibitor. Accordingly, use by the exhibitor for local 


marketing is not enabled. Accordingly, the combination of Kosten and Garfinkle, 


even if it were motivated still falls short of allowing exhibitors to locally market 


and sell the multimedia material as recited in Claim 1f. 


Kosten Discloses Storage of Multimedia, but Not Advertising 


In addition, there is no disclosure in Kosten that the exhibitors perform 


marketing functions. In contrast, storage of the multimedia films by sending the 


same to “theaters,” which “store it on their servers for later digital projection” is 


explicitly taught by Kosten. 


Kosten’s Not Mentioning Advertising Cost Savings Shows Advertising Isn't Stored 


Kosten states the “[e]xhibitors could turn theater lobbies into smart 


advertising networks.” Those “smart advertising networks, target[] digital trailers 


and ad spots based on the demographic of their [(the theater’s)] community and the 


film itself – no longer… stuck with standard trailers attached to each celluloid 
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print.” Ex-1007, 54. However, while Kosten, to be sure, is concerned with cost 


savings, he never mentions cost savings associated with marketing activities, such 


as television commercials, radio spots, posters, and so forth, which, by implication 


shows he completely fails to disclose the claimed downloading and storage of such 


materials at the theater, allowing for locally marketing the multimedia film. 


Finally, considering whether an undisclosed wholesale accounting engine is 


a “technical implementation” which Petitioner may be suggesting can be utilized in 


a theater, it is clear that the same is not taught or suggested by Garfinkle in 


combination with Kosten. Nor would there be any motivation for a distributor to 


modify and implement Garfinkle’s credit card based charge system to make a 


single charge to a theatrical exhibitor. Accordingly, there is no teaching, 


suggestion or motivation to modify Kosten to store advertising (Claim 1f) 


consistent with the recitation of allowing the purchasers to locally market and sell 


the multimedia. 


No rationale is given by Petitioner as to either 1) how, despite these issues, a 


combination would be taught, suggested or motivated, or 2) why the particular 


modifications required would be obvious, given that they are not taught or 


suggested by Kosten or Garfinkle, alone or in combination. 


Petitioner’s Assertion of Improvement in Number of Videos Factually Incorrect 
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The improvements which Petitioner argues to supposedly provide 


motivation are vacuous. For example, Petitioner states that a “POSITA would have 


been motivated to use Garfinkle’s video distribution system to implement Kosten’s 


distribution method to achieve the improvements described therein, such as access 


to a large number of video products and advertising materials available at a 


centralized location (Ex-1007, 54; Ex-1005, 1:42-49, 1:54-2:12).” Petition, 14. It is 


not seen how either cited system might suffer from a limited number of products or 


advertising. The statement is quizzical, but no matter how you interpret it, the 


statement suffers from factual inaccuracies and fails to provide any rationale for a 


motivation to combine.  


No Motivation to Combine Because Both References Show Large Number of 


Videos 


Both Garfinkle and Kosten show access to a large number of video products 


and advertising materials. See, for example, Garfinkle which discloses “a central 


station… which includes an inventory of video products stored…, in compressed 


digital data form,” with “a digital data bank 14 in which is stored… materials 


related to these products.” Ex-1005, 2:39-47 


Likewise, Kosten discloses “satellite distribution compan[ies]” which are 


“choos[ing] to insert themselves between the studios and the theater owners.” This 
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disclosure of multiple “studios” and multiple “theater owners” clearly means that a 


large number of multimedia films are involved in Kosten’s system. Moreover, 


because Kosten also deals with trailers (presumably associated with films stored by 


the satellite distribution company), it follows that numerous advertising materials 


are also stored. 


The claim terms at issue deal with storage, download, collection and 


dissemination of data, implementation of structure allowing local marketing, etc. as 


detailed above, and have nothing to do with the number of products involved in 


either of the cited references. 


Because both Kosten and Garfinkle both show systems with a central server 


storing and implementing file transfer for a number of multimedia products and 


advertising, the Petitioner’s contention that combination is motivated by this 


feature is nonsensical. 


Petitioner’s Contentions Respecting Improved Advertising Are Factually Incorrect 


Here again, both Garfinkle and Kosten show similar advertising capabilities. 


Relying on that (Petition 14) as a motivation to combine is unsound.. More 


particularly, Garfinkle and Kosten keep advertising on a central server for 


transmission. The cited motivation to combine is factually unsupported. 


Substantially Same Distribution Process Present in Garfinkle and Kosten 
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 Petitioner’s statement that a “POSITA would have been motivated to use 


Garfinkle’s video distribution system to implement Kosten’s distribution method to 


achieve the improvements described therein is unsupported and conclusory. More 


particularly, the allegation of an “improved distribution processes” (Petition, 14) is 


factually incorrect as the distribution processes in the two references are both 


electronic file transfer, with Garfinkle even alluding to the possibility of satellite 


transmission employed by Kosten. 


No Motivation to Combine 


In short, in addition to relying upon references which fail, even in the aggregate, to 


disclose the elements of the invention, Petitioner has specified no apparent reason 


to combine the albeit limited number of disclosed elements.  


Certainly, simple substitution of one element for another is not involved. 


Moreover, the cited art does not show local storage of two classes of correlated 


materials, which allows the local marketing of the feature film, claimed in Claim 1. 


thus, there is no teaching, suggestion, or motivation to cobble together the elements 


of prior art systems to arrive at the claimed invention without the benefit of 


hindsight. 
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B. Ground 2: Claim 11 Is Not Obvious Under 35 U.S.C. § 103(a) Over Garfinkle 


in View of Kosten and Allen 


Claim 11. “The method of marketing and distributing multimedia of claim 1, 


further comprising automatically collecting sales information from exhibitor 


recipients of various items of said multimedia material and providing sales and 


marketing data, specific to said items of multimedia material, to exhibitors based 


upon information from said exhibitors.” 


Two Separate Providing Elements in Claim 11: Sales Data and Marketing Data 


Petitioner asserts Claim 11 of the ’725 patent is unpatentable under 35 


U.S.C. § 103(a) over Garfinkle and Kosten in view of Allen (Ex. 1006). Allen has 


been cited by the Petitioner for the  clearly incorrect assertion that Allen discloses 


the provision of marketing data. As detailed  respecting Claim 11, below, this 


position is fatally defective, and the position of Petitioner is nothing less than 


sleight-of-hand, blurring two separate claim elements into one, namely blurring 


provision of sales data (generally alluded to in Allen) into the provision of 


marketing data (which is not remotely suggested by Allen). Moreover, Allen’s 


provision of sales data is in a different context from the Invention.  


The very different meaning of the terms “marketing” and “sales” is plain. 


“Marketing” refers to promotional activities which have as their object the 
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generation of sales. “Sales” in turn, relates to executed commercial transactions. In 


the film distribution business, "sales" ("box office sales" or simply "box office") 


are executed commercial transactions that result in a consumer paying to view a 


film. Tulchin Declaration, Ex-2131, ¶¶18-20. 


Different Plain and Ordinary Meanings 


The concept of sales and the concept of marketing are quite separate, and 


have different plain and ordinary meanings. “Sales” involve transfer of 


consideration for money. Information on such "sales" can generate “sales” data.  


Marketing, on the other hand, refers to actions taken with the object of 


interesting individuals in acquiring services, namely viewing a film. In accordance 


with the invention, such efforts are recorded in the form of “marketing data.” 


Nothing respecting marketing actions, or anything analogous, is found in Allen. 


Claim 11 Recites and the Specification Describes Marketing Data 


The specification of the Patent explicitly teaches the downloading of 


“marketing materials” (Ex-1001, 13:34), e.g. “advertising,” by exhibitors. Ex-


1001, 13: 27-31. The system “allows the user to select from a list of available 


material,” or an “advertising package.” Ex-1001 13:27-40. The data respecting the 


selection and downloading of selected advertising material is “recorded… along 


with identification… [of] the exhibitor.” This “enables a record to be kept of each 
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user’s requests, along with selected data such as the date and time of request… 


[and] also enables the collection of some of the statistical data to be used by the 


system.”  Ex-1007, column 13: 42-48. Such data comprise the “marketing data” of 


Claim 11 and relates to the advertising used by the exhibitor. Such marketing data 


is collected specific to items of multimedia material and then is provided to 


exhibitors, as recited in Claim 11, and that a declaration is utilized in the local 


marketing of Claim 1.  


The Invention's central server retains data regarding requests for various 


materials and this information is used to help in marketing efforts. Ex-1001, 


Abstract, 15:18-27. The transfer of this marketing data empowers the theater-


owner’s local marketing, which is enabled by the claimed invention, as recited in 


Claim 1(f). At the time of the invention, information on marketing actions taken by 


exhibitors were in the hands of individuals exhibitors. Ex-2131, ¶18. The 


collection and transfer of data as recited in Claim 11 empowers marketing by 


exhibitors. See, Tulchin Declaration, Ex-2131, ¶21,  


Petitioner Unsoundly Calls Allen’s Sales Data Marketing Information 


Petitioner’s characterization of Allen as providing “marketing data (Ex-


1006, 6:50-57, 11:15-20, Table 3 (25:25-42)),” depends on the characterization of 


credit card information as marketing data (Houh Declaration, ¶108), something 
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which is at odds with the plain meaning of the words, that is, data respecting 


actions taken to market. Ex-2131, ¶¶18-19.  


Sales Data Collected and Provided to Exhibitors 


The specification of the Patent in addition to marketing data discloses the 


collection of sales data for the purpose of billing, both going into its statistical 


database. Ex-1001, 15:4-11. 


Petitioner acknowledges the recitation of providing sales information in 


Claim 11, but ignores the recitation of providing of marketing information, seeking 


to blur it into sales information. 


Of course, there is a difference between sales and marketing information. 


Sales information is used to collect money from exhibitors. Marketing information 


is information with respect to the marketing of the product by the exhibitors, such 


as which advertising materials (e.g. “trailers”) they selected. Ex-2131, ¶¶18-21. As 


noted above, the inventive system, unlike the prior art, automatically collects, 


stores and distributes this statistical data. 


Allen’s Customers Are Uninterested in and Don't Receive Marketing Data 


Petitioner seeks to bridge this deficiency arguing that Allen discloses that 


with the “accounting and transaction engine 109 [,]… studios can monitor their 
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individual financial data, sales results and promotion results.” Petitioner then tries, 


ignoring the plain meaning of the words, to characterize “promotional results” as 


sales and marketing data. Petition, 45. Clearly, “financial data, sales results and 


promotional results,” in the context of Allen, is nothing more than sales. This is not 


“marketing data” on the marketing efforts. Moreover, such information is not 


communicated to the customers, who, of course, as end-user purchasers are 


uninterested in the same. Likewise, no information respecting marketing is 


collected from or sent to the retail kiosk location. 


Likewise, Petitioner’s argument based on the disclosure that that “the retail 


outlets shall be able to monitor their own financials on a real-time basis,” is the 


communication of only sales information and is not information about marketing. 


Billboard Marketing Information in Allen Isn’t Provided to Kiosk  


Allen discloses a system where video files are sent to either a head end of a 


cable system for decompression and provision to a VOD viewer, or to a retail kiosk 


for manufacture of a videocassette. In the case of kiosk sales, previews, movie 


labels and the like are also transmitted by the system. Allen’s head end/VOD 


system has no relevant features which are not already in Garfinkle’s VOD system. 


Allen’s kiosk system, while it does have accounting capability involving 


data processing, does not deal with a two-tiered system involving transmission to 
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an exhibitor of multimedia and advertising, and enablement of the exhibitor to 


market. It only involves the manufacture and dispensing of a videocassette and 


associated labeling for which the customer already exists and the sale or rental has 


already been made. More importantly, manufacturing of a videocassette does not 


involve exhibition. Accordingly, there are no exhibitors and any  alleged third-


party local marketing is a non sequitur.  


Petitioner's reliance on Allen with respect to the recitation of providing sales 


and marketing data to exhibitors based upon information from the exhibitors, is 


nonsensical, because there are no exhibitors, and further because marketing data is 


not collected. In the invention of the Patent, the provision of specific marketing 


materials is recorded by the system, as well as the sales results from such 


marketing, as detailed above. That information is received from the exhibitors and 


recorded by the system. That sales and marketing data is then provided to 


exhibitors in accordance with the recitations of Claim 11. Allen neither teaches nor 


suggests anything of this. 


Analysis of Claim 11 


Claim 11: “The method of marketing and distributing multimedia of claim 1, 


further comprising automatically collecting sales information from exhibitor 


recipients of various items of said multimedia material and providing sales and 
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marketing data, specific to said items of multimedia material, to exhibitors based 


upon information from said exhibitors        


In accordance with the invention, such “data is collected for the purpose of 


billing and also for the purpose of generating a database of information useful as a 


sales tool.” Ex 1001, 15:6-11. Notably, claim 11 recites, in addition to the 


collection of sales information, the provision of marketing data to exhibitors based 


upon information from exhibitors. 


 Petitioner Fails to Advance a Position Respecting Recitation of “Marketing Data” 


 In accordance with the Patent, information respecting both sales and 


marketing is collected from the theater owners. “Sales” data clearly refers to ticket 


sales made by the theater owners, and Petitioner does not contest this. Respecting 


“marketing data,” Petitioner fails to directly address the issue, except, perhaps, for 


obliquely suggesting it is related to “demographic” information (identified as credit 


card information, name, address, telephone, preferred contact procedure, and 


historical use profile), which, in Allen, is obtained from customers buying movies 


at Allen’s manufacturing kiosk. Ex-1006, 10:36-48. Petition 44-45. 


Invention Collects Data on Exhibitor Marketing Furnishing It to Other Exhibitors 


 In contrast to Allen, the Patent clearly discloses the collection of marketing 


data including the identity of advertising material used by exhibitors and the sales 
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following such marketing. As shown in Figure 7 of the Patent, “at the select action 


step” 140, theater owners can obtain a wide variety of “marketing materials,” 


including “previews,” “trailers,” and “audio segments.” Ex-1001, 13:15-19, 27-36.  


“After the selection is made at step 140, that selection is recorded… along with an 


identification… [of] the exhibitor… [to] enable[] a record to be kept” of the 


marketing materials used by the exhibitor. Ex-1001, 13:41-47. This marketing 


data, received from exhibitors is stored by the system in a “statistics” database. Ex-


1001, 15:34-39. It is then available to be provided to exhibitors. This marketing 


data is provided to exhibitors by the actuation of a “sales history and related 


information button 166” as illustrated in Figure 7. Ex 1001, 13:34-40.  


In accordance with the invention, and in contrast to all three of the 


references relied upon, such marketing “data is collected for the purpose of billing 


and also for the purpose of generating a database of information useful as a sales 


tool” in marketing efforts (Ex 1001, 15:6-11). Ex-2131, ¶24-26. Such marketing 


data provided to exhibitors at button 166 also includes “other products combined 


with the subject product [e.g. which advertising was combined with multimedia] 


… [and] is sent to a statistics database 438.” Ex-1001, 15:32-39, bracketed material 


added. Such other products may be “marketing materials,” including “previews,” 


“trailers,” and “audio segments.” Ex-1001, 13:15-19, 27-36. Such statistics are 


made available to persons using the inventive system. Ex-1001, 15:60-64. 
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Allen Does Not Provide Marketing Data to Exhibitors  


In contrast to the Patent’s provision of items of marketing data to exhibitors, 


Allen does not even have exhibitors, only customers for cassettes which its kiosks 


manufacture. While the operator of Allen’s system does collect sales information, 


it is not provided to anyone. Accordingly, Allen does not meet the limitation of 


Claim 11 of “providing… marketing data, specific to said items of multimedia 


material, to exhibitors based upon information from said exhibitors.” 


Allen’s Customers Are Unconcerned with Marketing 


Allen cannot even be argued to provide “marketing data” to anyone because 


its customers (who are end-user retail customers) do no marketing. Accordingly, 


there is no marketing data to be collected. Claim 11 requires collection of such 


information from exhibitors, a limitation not met by Allen, which discloses neither 


collection nor providing, nor even exhibitors. There isn’t even the remotest 


suggestion of such information associated with activities of Allen’s customers. 


Allen Provides No Data to Exhibitors, Because There Are No Exhibitors. 


While Allen collects sales information, he does not provide that sales 


information to any “exhibitor” (as required by the recitations of Claim 11) because, 


again, in Allen there are no exhibitors, only purchasers or renters of videocassettes 
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manufactured by the kiosk.  Petitioner’s contentions with respect to Allen are 


nonsensical. 


Allen’s Cassette Manufacturing and Sales System Does Not Collect Marketing 


Data 


 The Petitioner’s position thus fails. First, because Allen does not involve 


exhibition, but only the sale or rental of videocassettes. The collected information 


has nothing to do with the marketing disclosed by Allen, which is the placement, at 


retail sites, of kiosks which cycle through advertisements (essentially in billboard 


fashion), presumably when not being used to implement a sale. Ex-1006, Abstract, 


21:10-24. No data is collected respecting the marketing disclosed by Allen, namely 


kiosk billboard advertising. 


Customer Marketing Limited to Central Station Playing Trailers at Kiosk 


 The basic problem is Allen’s failure to disclose a two-tier system with 


advertising moving through a middleman (such as the Patent’s theater owner who 


performs marketing). Accordingly, collection of marketing information is not only 


absent in Allen, but it is nonsensical because there is only transmission, in the case 


of a trailer or other advertising, to the kiosk for real-time display.  


 In contrast, in accordance with the Patent, the theater owner markets the film 


using the advertising material selected by the theater owner. The specification of 
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the Patent explicitly teaches the downloading of advertising to be used in 


marketing by exhibitors. “That selection is recorded… [to] enable[] a record to be 


kept of each user's requests. It also enables the collection of… statistical data to be 


used by the system.” Ex-1001, column 13:27-47.  


Allen Fails to Provide Marketing Information to Customers 


Unlike Allen, such collected information is provided in the Invention to 


other exhibitors, as recited in Claim 11 to allow the theater-owner’s local 


marketing, as recited in Claim 1(f). 


Claim 11: No Motivation to Combine Garfinkle and Kosten with Allen- 


Ground 2 


Petitioner argues (Petition, 42) a POSITA would be motivated to combine 


Garfinkle, Kosten and Allen, citing Petitioner's contention of common features 


between them, including, with respect to Claim 11, “an accounting and transaction 


engine for monitoring and reporting marketing and sales data of multimedia and 


advertising materials (Ex-1006, 3:48-51).” However, this is not true. The cited 


section in Allen says nothing about marketing, speaking only about sales, stating 


only that “[a]ll accounting and tracking of rentals and sales or viewing of movies 


on-demand are tracked at the central site through accounting and transaction 


computers.” 
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Petitioner also cites Ex-1006, 6:50-57, but the quoted section adds nothing to 


the above: “Also included at the host data center is the transaction engine 109 


which communicates with the plurality of remote manufacturing sites to monitor 


the number of sales and rentals… distributed through the remote manufacturing 


outlets. The accounting and transaction engine 109 can communicate with the 


other components of the host data center to keep a current accounting of all 


transactions.” 


Petitioner then goes on to cite Ex-1006, 11:15-20, again with no disclosure 


relating to marketing activities: “The accounting and transaction engine 109 also 


monitors all accounts and can provide account summary and reports. With this 


facility, studios can monitor… financial data, sales results and promotion results 


from the retail level…. In addition, the retail outlets shall be able to monitor their 


own financials….” 


Finally, Petitioner cites Ex-1006 Table 3 (25:25-42), again with nothing 


relating to marketing data of exhibitors (or any customer): 


 


 


C. Ground 3: Claims 1, 4, 6-7, 9, 11 Are Not Obvious Over Allen in View 


of Budow 
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 As noted in the Institution Decision (page 31), Petitioner relies on Budow, 


alleging that it teaches the methods and processes of marketing and distributing 


multimedia materials recited in Claim 1. Such reliance is not sound. 


 More particularly, Petitioner urges that Budow teaches “[t]he uplink facility 


and satellite can transmit… compressed video signals for storage and subsequent 


retrieval and viewing by  customers, and other types of digitized data, such as 


advertisements and barker 


screens.” Id. 3:3-8. However, the contention does not support obviousness, as 


appears more fully below. 


1[pre]: “A method of marketing and distributing multimedia…” 


The preamble of Claim 1 recites a method of “marketing and distributing 


multimedia,” specifying the field of the invention as “distribution” as that term is 


understood in the multimedia film business, namely the business of marketing of 


film and providing venues with copies for exhibition, providing marketing 


materials and other activities. Ex-2131, ¶18. The relied upon embodiment of Allen 


does not involve “distribution,” but rather retail sales of product, more particularly 


sales made at a retail manufacturing kiosk, or VOD from a cable headend.  
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While Allen discloses electronic file transfer to the kiosk, this is not 


marketing (as conceded by Petitioner) and it is not “distribution” as understood in 


the entertainment field. Ex-2131, ¶¶11-12.  


Data on Marketing Not Disclosed by Allen 


Moreover, while Petitioner urges that Allen “discloses tracking… marketing 


data such as ‘customer demographic information,’” the cited section does not relate 


to data on marketing activities, but merely to an accounting and transaction engine 


keeping track of sales, customer names, customer addresses, telephone numbers, 


contact procedure credit card information and historical use profile of formation.”  


In other words, only sales information.  


This compares to the plain meaning of “marketing” in the Patent which is 


clearly defined as the details of marketing activities by the exhibitors. See the 


Patent at, for example, 1:24 (“marketing materials”), 1:59-62 (“requests for 


previews, marketing materials, contract negotiations,”  4:62-65 (“material 


associated with the title may include… a newspaper advertisement, a radio spot, a 


poster…”), 6:23-4 (“audio and visual materials are easily accessible by business-


to-business customers around the globe”), 13:33-48 (“Other marketing materials… 


having their own buttons… may include previews and trailers button 156, audio 


segments button 158,… After the selection is made… [it] is recorded… [and] 
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enables the collection of… statistical data to be used by the system”), and 14:13-15 


(The selected material is downloaded… [and] stored on the user's local storage 


media”). 


Clearly the marketing referred to in the specification of the Patent relates to 


activities involving “advertising materials” used by exhibitors to market the film 


and has nothing to do with credit card charge information. Accordingly, Allen does 


not relate to marketing by the exhibitors as defined by the specification. Likewise, 


Allen does not meet the recitations of the claims relating to marketing as that term 


is understood in the film industry. Ex-2131,  ¶¶18-22. 


1[f] - “providing said correlated information in a digital format 


corresponding to said advertising material…, allowing purchasers to locally market 


and sell … downloading… said advertising material… storing… said advertising 


material” 


Petitioner Does Not Genuinely Contend Advertising Is Stored 


Petitioner does not appear to contend that advertising is stored at the 


purchaser’s site in Allen or that purchasers are able to locally market and sell the 


multimedia film with Alan’s system. 


While Petitioner’s expert Dr. Houh, referring to Allen’s manufacturing 


kiosk, does seem to contend (¶139) that the manufacturing kiosk of “Allen’s 







55 
 


‘movie storage facility 105 [(i.e., server system)] will also store movie previews, 


sell-through artwork, label data and database header information in a digital format 


for downloading with the movie to the retail level.’ Ex-1006, 10:13-19” [emphasis 


in original], there is a basic disconnect, because the customer at the kiosk does no 


marketing to third parties. In any case, there is clearly no disclosure of 


downloading v4 advertising materials which allows for later use in local marketing 


of the film. 


Allen’s Customer Doesn't Market, Getting Only Package and Labeling 


Elements 


The cited section merely states: “[a]lso captured by the video capture center 


are materials… movie previews, movie labels, movie sell-through artwork in 


digital, analog and photographic forms.” “Captured” is not well defined, but, 


certainly, given that the recited materials are all part of the videocassette being 


manufactured or billboard content, they have nothing to do with “storing… said 


advertising material” and thus, as recited in Claim 1 “allowing purchasers to 


locally market and sell said multimedia material,”  because that is impossible with 


Allen. 
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Dr. Houh’s Implying That Allen’s Customers Engage in Marketing Is False 


Nevertheless, Dr. Houh asserts (¶140) that Allen “further provides uses for 


those advertising materials. Ex-1006, 9:16-21.” The assertion is unsupportable.  


Keeping in mind that “[t]he video capture facility 103 receives the movies 


from the studio content provider” (9:7-10), Allen in the cited language (9:16-26) 


makes it clear that this has nothing to do with uses of those advertising materials in 


marketing allegedly meeting recitations of Claim 1f: “Also captured by the video 


capture center are materials… such as movie previews, movie labels, movie sell-


through artwork in digital, analog and photographic forms. All this additional 


material is also transferred to a digital format and stored in files associated with the 


movie. The artwork can be transferred from the central site 10 to the remote 


manufacturing site 20 for use in reproducing the artwork for the jackets or covers 


on the videotape shells and cases.”  


See highlighted Figure 1 for the relationship between central video capture 


facility 103 and retail outlet 20, which are completely separate facilities (with 


storage at the server data center 10, not the retail outlet). Additionally, both are 


unconnected to a second-tier customer base (because it doesn’t exist): 
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Despite Dr. Houh’s assertion (¶140) that Allen “further provides uses for 


those advertising materials. Ex-1006, 9:16-21,” apparently suggesting that the 


materials are used, in the words of Claim 1 ¶f, to “allow[] purchasers to locally 


market and sell said multimedia material,” the assertion is incorrect. 


The recitations of claim 1 are not met by Allen. The only thing that Allen 


does with advertising is to play it at the retail kiosk billboard. 


Likewise, the suggestion by Dr. Houh (¶117) that Budow, a trunk and 


branch system sending video to hotel guests, makes obvious the recitation of 


downloading and storing advertising material, thus “allowing purchasers to locally 


market and sell said multimedia material” with “said advertising material” as 
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recited in Claim 1f is unsound. The cited sections merely detail irrelevant file 


transport or VOD customer controls, and actions, possibly taken at the hotel, but 


controlled by the “systems control computer” at the centrally located uplink site. 


Ex-1008, 4:2-5. Moreover, advertisements are not correlated to the feature films. 


Nor are advertisements controlled by the hotel. Ex-1008 11:7-17, 13:1-5. 


 1[g] (1) “said purchaser is an exhibitor exhibiting said multimedia material . 


. . in a public theater… or a broadcast exhibitor”; and (2) “said advertising material 


. . . being shown to the public at a time or in a place different from the time or 


place at which said associated multimedia material is displayed.”  


Petitioner’s assertions with respect to claim 1g are even further off the mark. 


Neither Allen’s point-of-sale manufacturing kiosk, nor Budow’s trunk and 


branch hotel VOD system have anything to do with exhibition, which necessarily 


must involve public showing to an audience. Allen’s videocassette is obviously not 


a public showing to an audience. Thus, the field of the invention is different and 


the references are non-analogous art. Additionally, Budow’s VOD system for hotel 


guests is private not public. 


Recitation of display of advertising at a time or in a place different from that 


at which the multimedia film is displayed clearly refers to the industry practice of 


displaying trailers in movie theaters at a time well in advance of the screening of 
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the movie in the regular course of business. Ex-2131, ¶28. Similarly, newspaper 


advertisements, radio spots, television commercials and the like are produced in 


places other than the movie theater, and this is the clear meaning of the reference 


to in a place different from that at which the movie is exhibited to the audience. 


Ex-2131, ¶29. 


 Accordingly, any argument that Claim 1g is met by Allen or Budow, either 


alone or in combination, is unsupportable. 


 


Claim 4: “wherein said server system is accessed over a public communications 


system.” 


 The use of a public communication system, in combination with the 


downloading and storage of advertising material recited in Claim 1 synergistically 


empowers purchaser-exhibitors “to locally market and sell said multimedia 


material.” The use of a publicly accessible network, such as the Internet, 


seamlessly enables purchaser-exhibitors to send out television commercials, radio 


spots, and the like. 


 Petitioner’s contention that the prior art discloses optical fiber, and that a 


disclosure of optical fiber means a public communication system is not 


supportable. Networks may be made of numerous materials, such as optical fiber, 
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but just because optical fiber is disclosed, this is not the equivalent of a disclosure 


of every detail of every network that includes optical fiber. Petitioner’s expert’s 


declaration that alternate links including “satellite links and high-speed wire” is 


irrelevant. Such systems can also function privately. Ex-2121, ¶18. 


Intrinsic Definition of Public Communications System 


 On the other hand, the specification of the Patent specifies that the inventive 


“server system 15 [may be] accessible over a public communication system, such 


as the Internet.” Patent, 3:14-17.  


 


Claim 11. “automatically collecting sales information from exhibitor recipients of 


various items of said multimedia material and providing sales and marketing data, 


specific to said items of multimedia material, to exhibitors based upon information 


from said exhibitors.”           


Once again, Petitioner relies upon Allen’s accounting and transaction 


engine, contending, incorrectly, that the engine ”collects and provides sales and 


marketing data… to exhibitors based on information collected from exhibitors.” As 


noted above, sales is different from marketing, and while the same words are often 


used together, they are no more the same than “bread and butter” or “rise and 


shine.” Marketing activities are used to generate sales. 
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Patent Defines Marketing As Activities Associated with Advertising Materials 


 Moreover, marketing is clearly associated with the distribution of 


advertising materials in the specification of the patent and is properly limited to the 


activities associated with the same. Ex-2131, ¶19. 


 In accordance with the Patent, data on theater marketing activities, such as 


the particular trailers, advertising and other items used by the exhibitor movie 


theaters is collected by the inventive system as these materials are provided to the 


exhibitors. See Patent, 15: 8-11, 34-37.  


In accordance with the Patent, in addition to “automatically collecting sales 


information from exhibitor recipients of various items of said multimedia 


material,” the inventive system provides “marketing data, specific to said items of 


multimedia material, to exhibitors based upon information from said exhibitors” 


(Patent, 3: 22-25), and enables the ”[exhibitor-]purchasers to locally market and 


sell said multimedia material” as recited in claim 1f.“ Tulchin Declaration, Ex-


2131, ¶21. 
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Motivation to Combine Unsoundly Posited on Fictitious Marketing Data Reporting 


Petitioner, in Ground 3, proposes motivation to combine Allen with Budow, 


alleging they both are video-on-demand systems and Budow provides improved 


distribution of media and advertising (although unrelated to claim recitations). 


Once again, Petitioner unsoundly relies upon Allen supposedly showing an 


"accounting and transaction engine for monitoring and reporting marketing and 


sales data of multimedia and advertising materials (Ex-1006, 3:48-51)." Pet. 47 


(emphasis added). The cited section reads “[a]ll accounting and tracking of rentals 


and sales or viewing of movies on-demand are tracked at the central site through 


accounting and transaction computers.” Again, Allen is limited to the processing of 


sales data and not marketing activities. Ex-2121, ¶16. 


The motivation to combine is further unsoundly posited as incorrectly 


relying upon the supposed disclosure of "distribut[ing]… advertising materials to 


be locally marketed and sold by the hospitality establishments. Ex-1008... 13:22-


35." Pet. 47. However, the cited section deals with the insertion of apparently 


unrelated commercial advertisements during the viewing of the multimedia by the 


guest, and has nothing to do with activities marketing the multimedia by 


advertising the future screening of the film at the exhibitor's theater. For this reason 


also, the combination of Allen and Budow fails to anticipate or render obvious the 


claims in the Patent. 
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The Petition then goes on to state that a POSITA would have been motivated 


to combine Allen and Budow because of a long laundry list of supposed 


advantages. Petition 48. However, none of those advantages relate to the 


limitations of the claims concerning the provision of advertising material to be 


used by the exhibitors to locally market the film. Budow's insertion of conventional 


television commercials into the showing of the multimedia is irrelevant to 


marketing, as described in the Patent and claims, making Budow completely 


irrelevant to the invention of the Patent. 


D. Ground 4: Claim 5 Is Not Obvious Over Allen in View of Budow and 


Kosten 


 Claim 5: “exhibition of multimedia material is the public showing of a 


motion picture” 


 While Allen does disclose displaying a movie, this is of no import as it is a 


VOD system which Allen describes at the cited section 27:20-39. Kosten shows 


only a straight through satellite transmission from the server data center to a movie 


theater, and Allen adds little to this, certainly nothing of substance. Adding video-


on-demand to homes, businesses, offices, libraries and the like, allegedly disclosed 


by Allen, and pointing to the possibility a “high school” could be an exhibition 


space in Allen is unremarkable. 
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 Most importantly, , nothing is taught with respect to providing for the 


download and storage of advertising, the enablement of marketing by the 


exhibitors through later use of these materials, or the use of advertising material by 


showing it to the public at a time or in a place different from that of the 


corresponding feature film. This limitation cannot read upon provision of 


advertising on a kiosk, billboard advertising, interjection of television commercials 


into a VOD system, or anything of the sort, as discussed above.  


 Likewise, just because Allen talks about supplying video to a library, there is 


no indication whether the supplying of the video is private, public, or an 


exhibition, i.e. the screening of a film to an audience. Indeed, the cited section of 


Allen (27:31-39) speaks of the same as video-on-demand, and in the same context 


as delivery in response to a “request [] from a home…, a business… or a school 


library.” Even if a request comes from a school library, it could be a private request 


of one library patron, and to contend it is a public exhibition is to add something 


that is not in the reference. 


There Is No Teaching, Suggestion or Motivation to Combine Allen, Budow and 


Kosten 


 In addition to the fact that these three patents, taken together, do not show 


important parts of the recited invention, as discussed above, there is no cogent 
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explanation for combining them. Petitioner repeats its senseless mantra in all of its 


arguments with respect to motivation,  “Allen, Budow, and Kosten… would have a 


reasonable expectation of success” states the Petitioner. “They are from the same 


field and address the same well-known issues.” But the field is file transport and 


the alleged combination is nothing less than cobbling together of different modules 


based on the disclosure of the Patent. Ex-2121, ¶8. The formulaic allegations 


continue with the conclusory, vague and substantially meaningless statement that 


“Allen, Budow, and Kosten provide complementary solutions for distributing 


digital multimedia and associated advertising materials,” but outside that generality 


are the facts that storage enaling third party marketing, data dissemination, etc. is 


not shown or suggested. 


 VI. DISCUSSION 


 Petitioner fails to present any evidence that problems even existed that 


would have provided a motivation to combine. Petitioner can only point to the 


advantages of the claimed invention as disclosed in the Patent. But advantages of 


the invention in the Patent do not prove that there was a problem known to the 


prior art which would have motivated the combination. 


Indeed, all of the prior art references disclose systems and methods which 


are complete in and of themselves and not problematic. Ex-2121, ¶13. 
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No Known Problem or Need Has Been Identified 


Petitioner’s attempt to characterize the advantageous system of the Patent as 


an obvious solution to a “known problem” is fundamentally unsound because not 


one of the prior art references cited by the Petitioner makes any reference to such a 


problem. Rather, as noted above, the cited references are complete and not 


problematic in and of themselves. The Patent’s enabling the exhibitor to market the 


product through the collection of data from exhibitors and subsequent providing of 


such information to exhibitors is not a solution to a known problem.  


Stripping away embellishments, Petitioner states the “problem” as the need 


to save money. Accordingly, anything in the art which, when combined with a 


general teaching such as a general VOD system, that saves money becomes a 


motivated combination, and, according to Petitioner’s contentions, obvious. Such a 


view of the law is, of course, incorrect. 


Even if one could characterize the need to make money as a problem, even 


the discovery of a problem can be an active invention. As the court explained in In 


re Sponnoble, 405 F.2d 578, 585: “a patentable invention may lie in the discovery 


of the source of a problem even though the remedy may be obvious once the 


source of the problem is identified. This is part of the ‘subject matter as a whole’ 


which should always be considered in determining the obviousness of an invention 
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under 35 USC 103” (emphasis in original).  Application of Peehs, 612 F.2d 1287, 


1290 (C.C.P.A. 1980).  See also Eibel Process Co. v. Minnesota & Ontario Paper 


Co., 261 U.S. 45, 67 ([T]he inventive act which entitles an applicant to a patent 


resides as well in the discovery of the source of trouble as in the application of the 


remedy” ) . See, Cardiac Pacemakers, Inc. v. St. Jude Med., Inc., 381 F.3d 1371, 


1377 (Fed.Cir.2004). “[W]here a problem was not known in the art, the solution to 


that problem may not be obvious, because ordinary artisans would not have 


thought to try at all because they would not have recognized the problem.” Forest 


Lab'ys, LLC v. Sigmapharm Lab'ys, LLC, 918 F.3d 928, 935 (Fed. Cir. 2019) 


(quoting Leo Pharm. Prods., 726 F.3d at 1357). 


 


VII. CONCLUSION 


 At its essence, Petitioner’s position fails because it relies upon references 


limited to the file transport art and shows nothing of the distribution structure and 


method of the Patent. Garfinkle is a simple VOD system providing videos to end-


users. While it does have download-masking lead-ins and trailers, the same are not 


accessible to the customer, and so do not allow local marketing (albeit irrelevant to 


VOD end-users).  
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Kosten, the only reference which deals with exhibition, is also a one-tier 


system. Even ignoring that, the standalone billboard system does not allow 


marketing activities by the theater. Moreover, the disclosure is confused on the 


location of actions and advertisements. Location of advertisements at the theater is 


central to marketing and use at a different time or place. Notwithstanding, nothing 


in Kosten even suggests that the theater has any control over marketing activities 


on the billboard. 


While Petitioner argues a motivation to combine, based on improvements 


which don’t relate to the claim terms at issue and general alleged financial factors, 


besides not being rationally connected to motivation, the contention also fails as 


attempting to wishfully transform file transport systems into distribution systems. 


Allen’s headend VOD/manufacturing kiosk, without access to to allow 


advertising in second-tier marketing (which is not even disclosed), adds nothing to 


the above. Likewise, Budow’s advertisements are not accessible by the hotel, and 


so do not allow marketing. 


Thus, the only real commonality with the alleged art is file transfer. This 


leaves out claim limitations respecting downloading and storage which allows 


local use in marketing of the feature film. Kosten and Budow don’t show 


correlation. None of the art shows a two-tier marketing system. None of the art 
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shows the collection of data from exhibitors and dissemination of marketing data 


back to exhibitors. Display of advertising at a time or place different from the 


showing of the film to get the moviegoer into the theater is nowhere to be found 


but for Petitioner’s stretching to point to a freestanding billboard system present in 


the theater lobby. Petitioner’s position is based on hindsight, and even for that, 


numerous claim elements are missing. 


Indeed, there is no collection (let alone dissemination) of data on marketing 


efforts. Petitioner’s attempt to blur this clear deficiency in its position by 


redefining sales as marketing is meritless.  


Likewise, Petitioner’s ignoring the recitations of exhibition steps and 


structure in the claims makes Petitioner’s arguments unsupportable.  


Compared to baseless arguments on motivation to combine, the experience 


of the inventor when he tried to interest Townsend and Drabinsky (of industry 


leader Deluxe) in implementing the Invention, followed by their making a doomed 


(by the Invention) $30 million investment because of prejudice against an 


electronic-based system, bears testament to the non-obviousness of the Invention.  


Importantly, that prejudice stopped persons of ordinary skill in the art from 


even thinking about the possibilities that could grow from such systems. The 


Patent’s inventors saw beyond that prejudice and invented a system that 
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empowered movie theaters with a structure enabling flexible and rapid selection 


and use of marketing materials, collection of information, dissemination of 


information to promote improved marketing activities, and lower costs. 


Respectfully, the Petition is properly denied in all respects. 
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MULTIMEDIA MARKETING AND 
DISTRIBUTION SYSTEM 


CROSS-REFERENCE TO RELATED 
APPLICATIONS 


This patent application claims the benefit of U.S. Provi­
sional Patent Application Ser. No. 60/201,118, filed on May 
2, 2000, the disclosure of which is hereby incorporated herein 
by reference thereto. 


STATEMENT REGARDING FEDERALLY 
SPONSORED RESEARCH OR DEVELOPMENT 


Not Applicable. 


BACKGROUND OF THE INVENTION 


1. Field of the Invention 
The present invention relates to the marketing and distri­


bution of multimedia material, including digitally generated 
film, video, graphics and audio, and analogues traditional 
media converted into digital movie and television programs, 
and associated marketing materials for distribution over a 
computer network to exhibitors and broadcasters. 


2. Description of Related Art Including Information Dis­
closed under 37 CFR 1.97 and 37 CFR 1.98 


The explosive growth of computer networks, like the Inter­
net, has provided a convenient way for computer users to 
obtain from remote sites information in the form of text, 
graphics and audio, as well as video. A computer connected to 
the Internet or other computer network can also be utilized to 
interact in real-time with other computers connected to the 
computer network. 


The film and television industries have evolved over the 
years with the audiovisual image becoming onmipresent. Yet 
despite the incursion of the new technologies into many fields 


2 
taken to introduce and distribute a multimedia product the 
higher the financing costs become since revenues take longer 
to be returned. 


Yet another problem with the present distribution system is 
5 that the producers and owners must market the products 


through several different channels requiring similar expendi­
tures in each of those market areas. Each purchase usually 
involves multiple charges for each item sent, such as trailers, 
sample materials, duplicates and masters. These costs, espe-


10 cially when incurred across continents can double a buyer's 
cost, thereby significantly cutting into operating margins. In 
addition, obtaining prospective purchaser lists, and the pur­
chase history of those purchasers, in locations around the 


15 


globe is difficult and thus very costly. 
Many elements are generated during the production of a 


typical feature film. The storage, handling and administration 
of these elements are time consuming, labor intensive and 
thus costly. The delivery process necessitates working with a 
variety of suppliers to successfully assemble the required 


20 elements, including thirty five millimeter release prints, audio 
and music tracks, foreign language tracks and transcripts, still 
pictures, video masters in a variety of formats, such as NTSC, 
PAL, Beta, one inch, D 1 and D2. Scripts, legal documents and 
a variety of other documents must be stored and shipped. 


25 Multiple versions of films are often required to comply with 
foreign rating regulations. Each time a new purchase is made 
for a new market the process must be repeated. The elimina­
tion of physically handling all of these elements significantly 
reduces labor costs. Therefore, the present invention is 


30 designed to reduce or nearly eliminate such handling. 
The market for many films is now worldwide, yet commu­


nication between smaller markets around the world remains 
challenging. Many movies continue to produce revenue long 
after their first release by being re-released in these smaller 


35 markets. In addition, television prograniming for major mar­
kets can continue producing revenue when local television 
stations around the world seek programming. Nevertheless, 
servicing the smallest markets remains grossly inefficient. 
The problems and costs associated with marketing and dis-of business with the microchip and digital technology chang­


ing many aspects of modem life including marketing and 
distribution systems: the movie and television business 
remains largely unchanged still the motion picture and tele­
vision industry today can benefit greatly by reducing over­
head costs with the attendant improvement in profit margins. 
These overhead costs include the replication and distribution 45 
of hundreds of celluloid prints, of movies, videotapes, adver­
tising materials and so forth. 


40 tributing to these markets are currently not cost effective. The 
present invention addresses and minimizes these problems by 
substantially reducing the costs making the marketing and 
distribution of movies and television programming to these 
markets economically feasible. 


BRIEF SUMMARY OF THE INVENTION 


Today, these costs remain substantially of the same char­
acter and nature as when the industry was relatively young 
because the sale of audiovisual materials has undergone little 50 
change in decades. Typically, distributors through film mar­
kets, catalogue sales and long established relationships 
between purchasers and sellers, sell films. 


Another problem facing producers and distributors is the 
high cost of transportation and shipping of the films them- 55 


selves and marketing and advertising materials associated 
therewith. Part of this problem includes delayed and damaged 
shipments adding to the costs involved. Another high-cost 
component involves responding to requests for previews, 
marketing materials, contract negotiations, and collecting 60 


and tracking sales data for royalties and further marketing 
programs. Finally, with regard to promotional materials, there 
is little opportunity to select the same, and wasteful produc­
tion and transport often occurs. 


Another problem addressed by the present invention is the 65 


time involved in marketing and distributing multimedia prod­
ucts, especially motion picture films. The longer the time 


The inventive method of marketing and distributing mul­
timedia such as motion picture films, television prograniming 
and the like comprises receiving multimedia material from a 
producer or owner of the material. If necessary, the material is 
converted to digital format. The digital material is then stored 
on a computer readable storage medium. A server system is 
provided that is accessible over a communication network. 
The server system accesses data from the computer readable 
storage medium for transfer over the communication network 
to exhibitors. The server can provide samples of the multime­
dia material to potential purchasers depending upon the mar­
keting strategy employed by the producer or owner. 


The inventive system provides for the download, upon 
request, from the server system over a public or private net­
work of multimedia material and then advertising material to 
exhibitors purchasing rights over the inventive communica­
tions network. This allows exhibitors and broadcasters to 
locally use the multimedia material. 


The method of marketing and distributing multimedia is 
dependant upon the format in which the media is embodied. 
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One method of receiving multimedia material is by down­
loading via the communication network. If the media is not in 


4 
DETAILED DESCRIPTION OF THE INVENTION 


an electronic format, the producer or owner must convert the 
media to such a format or physically transport the media to the 
server for conversion to an electronic format. The preceding 5 


arrangement is employed in accordance with the invention for 
motion picture movies that are commonly produced only in a 
film format, or in a lower quality on magnetic videotape. The 
inventive method of marketing and distributing multimedia 
also includes the capacity to digitize any non-digital media 10 


for storage on the computer readable storage medium. 


Referring now to FIG. 1, a computer or communications 
network 10 implementing the method of the present invention 
is illustrated. In the illustrated embodiment, the system 
exchanges information through the use of cyberspace 12, 
which may be either a private computer-based communica­
tions system or a public system, such as that known under the 
alleged trademark the Internet. In accordance with the inven­
tion, an owner of rights in a particular work, such as a multi­
media producer 14, is linked through network 10 to a central 


The inventive system may be employed to deliver films, 
advertising, coming attraction strips, etc. In conventional 
form, the inventive method of marketing and distributing 
multimedia includes the option of providing a server system 15 


accessible over a public communication system, such as the 
Internet. The distribution of the multimedia includes down­
loading digital material from the server system for digital 
display to an audience. 


server 16 which functions as a distribution web site in accor­
dance with the invention. Multimedia producer 14 may also 
be connected to central server 16 via a private network link 
20, thus providing either a faster data link, a more secure link, 
or both. In addition, in accordance with the invention, it is 
contemplated that communications between the owners of 
rights may also take traditional forms, such as the transfer of 
print masters, or the like. 


In addition to the base media, advertising materials can be 20 


downloaded from the server system. 


Similarly, a plurality of exhibitors, including a movie the-
ater 18a, a television station 18b, a satellite television opera­
tor 18c, a cable television operator 18d and a high school 18e, 
are also connected through cyberspace 12 to central server 16. 
It is noted that in accordance with the invention, the servicing 


In addition to providing multimedia to users, the server 
system collects data about the users and information respect­
ing the economics and sales success of exhibitors and broad­
casters. 


BRIEF DESCRIPTION OF THE SEVERAL 
VIEWS OF THE DRAWING 


These and other features and advantages of the present 
invention will be readily apparent from the following detailed 
description of the invention, the scope of the invention being 
set out in the appended claims. The detailed description will 
be better understood in conjunction with the accompanying 
drawings, wherein like reference characters represent like 
elements throughout the various views of the drawings and 
wherein: 


FIG. 1 is a block diagram generally illustrating the inven­
tive system for marketing and distributing multimedia prod­
ucts; 


FIG. 2 is a block diagram showing a method for loading 
multimedia of various formats on a computer readable stor­
age medium in accordance with the invention; 


FIG. 3 is an illustration of a computer screen suitable for 
serving as a home page in accordance with the method and 
apparatus of the present invention; 


FIG. 4 is a web page screen for the selection of material; 
FIG. 5 is a flow chart illustrating the inventive method for 


obtaining product over the Internet; 
FIG. 6 is an illustration of a secondary web page for the 


entry of financial data in a web site constructed in accordance 
with present invention; 


FIG. 7 is an illustration of a web page for selecting down­
load of various products; 


FIG. 8 is an illustration of a web page for selecting delivery 
options for multimedia material selected in accordance with 
the present invention; 


FIG. 9 is a block diagram showing the structure of input 
and output systems at the central server and at an exhibitor's 
facility utilizing a communications link which may be a pub­
licly accessible network such as the Internet; and 


FIG. 10 is a flow chart, similar to a flow chart in FIG. 5, 
illustrating an alternative inventive method for obtaining 
product over the Internet while generating and providing 
statistical data. 


25 of smaller facilities, such as high school 18e is particularly 
cost-effective as compared to conventional methods for trans­
porting film and associated promotional materials. 


Multimedia producer 14, central server 16, and each of the 
exhibitors l8a-e obtain and/or send product and associated 


30 information through facilities which comprise computers 
with various peripheral devices, such as a communications 
modem, display screen, keyboard, various printers, scanners, 
and the like, as will be discussed in greater detail below. In the 
case of central server 16, relatively robust commercial sys-


35 terns may be employed. However, sufficient functionality can 
be achieved by exhibitors l8a-e using high-end personal 
computers with enhanced RAM and hard drives. 


Referring now to FIG. 2, a flow chart is presented that 
generally shows how various multimedia formats can be 


40 loaded into a computer readable storage media 28 by produc­
ers and other persons who own rights in various cinemato­
graphic properties. In accordance with the invention the same 
are loaded into a computer readable storage media 28, which 
is located at central server 16. Media 28 may take any one of 


45 a number of different forms, but in accordance with the pre­
ferred embodiment comprises a hard drive with high-speed 
access and large capacity. Alternatively, the same may be a 
combination of a large hard drive for materials other than 
feature-length or program-length movies, while such movies 


50 and programs are made available via a jukebox arrangement 
involving access to multiple disks and mechanical systems 
for moving those disks to one or a plurality of player heads. 


In accordance with present invention, there are a plurality 
of input paths over which films and associated materials can 


55 be transported for storage in media 28. In the simplest case, all 
such media material is physically delivered to central server 
16. An operator at central server 16 logs onto a central pro­
cessor unit located at the premises of the website operator at 
step 30 in FIG. 2. After logging on, the operator of the system 


60 inputs an identifier, such as a title of a movie, associated with 
the material to be entered, converted, and stored on storage 
media 28. Such material associated with the title may include 
the actual film, in the case of a feature length film, graphics for 
a newspaper advertisement, a radio spot, a poster, a coming 


65 attractions film segment, handbills or the like. 
In accordance with the invention, it is also contemplated 


that producers may log onto the website from a remote loca-
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tion. Likewise, the official operator of the website can also log 
onto the system from a remote location. 


Input of Materials into the System 


If we first consider the case of a remote official operator 
logging onto the system at step 30, such operator gives his 
name and password, thus identifying himself. The system 
thus knows the identity of the person using the system from 
the name and password of the individual logging onto the 
system, in this case the official operator. The official operator 
is treated as the equivalent of an owner because he acts for 
owners to input materials into the system. When the operator 


6 
object of this additional entry of data is to allow the identifi­
cation of products in ways other than the title. 


This allows additional flexibility when it comes time to 
output product from the system. For example, if one wanted 


5 to search the work of Stanley Kubrick, or dramatizations of 
Mario Puzo novels, such additional information provides for 
this facility. In addition, more than one piece may have the 
same title. Accordingly, such additional information allows 
positive identification of the particular item to be furnished to 


10 an exhibitor or broadcaster. In accordance with the invention 
it is contemplated that after a title has been entered into the 
system and given an identifier, the title may be retrieved at 
step 33 from storage media 28 and presented to the operator at is identified, at step 31 the system makes the determination 


that the operator is acting for owners of product. At this point 
the system presents the operator with a list of titles at step 32 15 


and gives the operator access to implement the system whose 
operation is illustrated in FIG. 2. 


step 40, where additional materials can be added if desired. 
Returning to description of the inventive method for input-


ting materials into the system, the operator indicates the type 
of media at step 42 that is to be converted into digital format, 
if necessary, and stored on storage media 28. For example, the 
material may be identified as a feature film on celluloid, an 


If, on the other hand the system determines that the person 
logging onto the system is an exhibitor, it proceeds along path 
29 through the inventive method steps toward implementa­
tion of distribution of product over the Internet to the exhibi­
tor, the charging of the account of the exhibitor, and to various 
other steps, as will be described in detail below. 


One embodiment of the invention will now be described in 


20 hour-long television program on video, a radio spot for a 
movie, the magazine advertisement for a television show, or 
the like. Once rendered and stored digitally on central server 
16, audio and visual materials are easily accessible by busi-
ness-to-business customers around the globe. 


The invention may be applied, for example, to the various 
types of media illustrated in FIG. 2, namely celluloid, video, 
audio, text, and graphics. At step 46, visual media, such as 
film or videotape is input into the system for conversion. 
Movie film can come in several formats of its own, such as 


connection with the input of a movie entitled "ABC". Ini- 25 


tially, this movie is received on seventy-millimeter film ( cel­
luloid). The producer or owner of the movie also provides the 
operator of the inventive web site with advertising posters, 
newspaper advertisements, radio promotional spots on audio­
cassette or compact disc, television promotional spots on 
video cassette or videodisc, trailers on celluloid or video 
cassette, a film strip comprising a coming events announce­
ment, and text, such as all or portions of the script and critic's 
reviews. All of these materials and other types of materials 
that are normally transported physically from the owner, such 


30 seventy millimeter, thirty-five millimeter, and sixteen milli­
meter, each of which can be in such formats as interpositive, 
duplicate negative, original negative, low contrast print, or 
release print. 


In the case of such film inputs into the system, it is neces-
35 sary for the film to be scanned at step 48 and turned into an 


analog RGB video signal. The video signal resulting from the 
scanning of the celluloid film can then be digitized using an 
analog to digital converter and stored in RAM at step 50. 
Because of the high bandwidth of the resulting video signals 


as the producer or other owner of rights, to the person licens­
ing the movie, are digitized and stored in storage media 28 in 
accordance with the invention. 


40 and the very large information content associated with a video 
signal, it has relatively large storage requirements. However, 
video signals are also highly redundant. Accordingly, com­
pression of video signals is highly effective and desirable. 
Accordingly, after the signal has been digitized in RAM at 


When these materials are in-house, the operator, who is to 
enter the material into the information storage media 28 for 
availability over the Internet from central server 16, enters the 
title, ABC, at step 32. In accordance with the invention, a 
screen for the entry of the title is provided. The screen has a 
line into which the title is to be entered which may be high­
lighted, whereby the title of the movie may be typed in. The 
system, in this respect behaves like other systems where the 
beginning of the typing of the name results in the system 
following the keystrokes to come to the title, if that title is in 
storage. In this respect, the system operates much like help 
topics in many programs. Likewise, it is possible to cursor 
through the list of titles, again as in the case of the help topics 
screen. If no material associated with the title is in storage, the 
title will not be found. It then becomes necessary that, in 
accordance with the invention, the title must be entered into 


55 
the system at step 33. 


45 step 50, the signal is compressed at step 52, given an address 
at step 54 and stored in media 28. At step 54, the type of the 
particular product, which has been stored, will be indicated in 
storage, in this case, film, and details respecting the nature of 
that film will also be indicated in storage. For example, the 


50 product may be designated as seventy millimeter, feature 
length, documentary footage shot for television in 1984. 
Other details respecting the particular product, such as the 
producer, director, actors cover and other information may 
also be sent to storage for later retrieval. 


In accordance with the present invention, in order to avoid 
a need for excessive storage space in media 28, the video 
signal, whether it was generated by scanning conventional 
celluloid film or originated as a video signal on videotape, is 
not put into RAM for compression in one large operation, but 


In this respect, the central processor 22 at step 34 checks 
computer readable storage media 28 to see if the title has 
previously been entered into the system. If the title is already 
in the system, the operator will be given the opportunity to 
enter or select various versions of the media and select mate­
rials, such as a television version, director's cut, poster, Euro­
pean version and the like, as appears more fully below. 


Ifit is a new title, the system, at step 36, assigns an identifier 
to the title ABC and, at step 38, stores that information in 
storage media 28. The operator can then input any additional 
data at step 40, such as the producer or owner of the title. The 


60 is, instead, digitally compressed portion by portion to reduce 
bandwidth and file size, and then stored at step 54. However, 
after one video portion has been stored in media 28 at step 54, 
the system returns to step 46, where additional video is input 
into the system and processed as described above, and the 


65 entire process repeated until the entire video has been trans­
formed into RAM. It is noted that the redundancy in a video 
signal resides largely in corresponding pixel to corresponding 
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pixel redundancy from one frame to the next. Accordingly, it 
is highly desirable that portions to be compressed be more 
than one frame in size, and that each frame of each such 
portion is compared to the prior frame, corresponding pixel 
by corresponding pixel. This will effectively remove redun­
dancy and maximize the reduction of file size. 


In accordance with the invention, it is also contemplated 
that electronic video recordings may also be input into the 
system, digitized and stored in media 28. For example, pos­
sible video formats include VHS, 12


, digital Betacam, Dl, 
D2, BetacamSP, and the new high-resolution formats. When 


8 
consist generally letter size or smaller graphics and text (typi­
cal of magazines and smaller newspaper advertising, hand­
bills and the like). Over the system also contemplates appli­
cation to oversize graphics with and without text (such as 


5 posters of the type commonly seen at movie theaters). After 
the performance of scanning at step 74, the output of the 
scanner is digitized at step 76. The file containing the graphics 
entered into the system is then compressed at step 78, 
although this is optional. The final version of the material is 


10 then stored in memory at step 80. Such storage at step 80 in 
disk storage 28 is done under the selected identifier that 
associates it with the particular feature film or to like. Such 
storage also includes the description of the media type 


a video signal is to be digitized, scanning is not necessary and 
after input of the footage at step 56, the system proceeds 
directly to digitize the signal and store it in RAM at step 58. 
The digitized movie is then compressed at step 60, and stored 15 


in RAM together with its associated other information, as 
described above the connection with film input at step 46, 
under its identifier address at step 62 in computer readable 
storage 28. Here again, because of the high information con­
tent of video, digitizing and compression is done in portions 


(graphics) so that the same is available from storage media 28. 
There has been described above a process for moving 


graphics of a conventional nature into the system. This is 
particularly important in the case of the overwhelming major­
ity of existing feature films and other productions. However, 
this will become increasingly unimportant in the future as 


20 virtually all production of such materials migrates into the 
digital world. at steps 58 and 60, the information is stored at step 62, and the 


system proceeds back to step 56 to repeat the process for the 
next portion of input video. 


As alluded to above, the objective of the system is to store 
not only feature films, but also associated promotional and 
other materials. For example, marketing materials may be 
stored along with a feature film. This allows such materials to 
be sent in digital form directly from producer 14 to central 
server 16 via either cyberspace 12 or private link 20, as shown 
in FIG. 1. With the advent of motion pictures being "filmed" 
digitally, this transfer will be relatively easy. However, since 
almost all existing feature films are on celluloid, they must be 
converted by scanning and digitizing, and then compressed 
and stored, or converted and compressed through the use of 
equivalent techniques. 


Accordingly, as multimedia producer 14 in digital form 
may produce some or all of the media materials in this cat­
egory, this material may also be transferred electronically 


25 over cyberspace 12 or private network 20 to central server 16. 
Downloads to central server 16 may be done directly into 
storage media 28 under a selected identifier. Alternatively, 
more control may be exercised by the operator of the web site 
at central server 16 by having the download stored tempo-


30 rarily in a "mail box" file assigned to the producer for such 
purposes, or the like, until an operator located at the central 
server reviews material and transfers it to its proper place in 
storage media 28 under its associated feature film or the like 
identifier and type. 


35 In similar fashion, and it is possible, in accordance with the 
present invention, to input alphanumeric materials into the 
system for retrieval over the Internet. Such alphanumeric 
materials may include scripts, foreign subtitles, and closed 
caption data for the hearing-impaired. Where such alphanu-


40 meric data has been selected for input at step 42, the system 
proceeds to look up the film's identification address, which is 
then associated with the material at step 44. The system then 
receives such alphanumeric data at step 82, and stores that 


Referring back to the objective of storing associated mate­
rials, if, for example, a radio spot is to be input into the system, 
the system proceeds to step 64, where audio material can be 
entered. This is done by the system activating a soundcard or 
similar device in the computer associated with the storage of 
information on disk storage 28. In accordance with the inven­
tion, analog audio may simply be coupled to the soundcard. 
The same can be generated using any playback device, or, 
alternatively, or may arrive from a remote location by wire, 
for example, over the telephone system. Audio may input into 45 


the system by a producer 14 in any format such as DA-88, 
DAT, thirty-five millimeter magnetic tape, sixteen millimeter 
magnetic tape, 1/42 audio tape, thirty-five millimeter optical 
tack, computer session, compact disc, audio from video for­
mats noted above, or any other source, including live perfor­
mance. If audio is input at step 64 in an analog format, it is 
converted to digital at analog/digital conversion step 58. Digi-


material at step 84. 
Inasmuch as such alphanumeric material is generally avail-


able in digital form, it is contemplated that the same will be 
downloaded to disk storage 28 through the use of the Internet 
or conventional magnetic disk storage, such as floppy disks, 
or the like. However, in the event that such information is only 


50 available in hardcopy, the same may be scanned using optical 
character recognition software, with an OCR reader and the 
optical character recognition software being activated at step 
42 upon the identification of the type of material. tal audio may then optionally be compressed in memory at 


step 68. The audio spot is then stored at step seventy under a 
selected identifier which associates it was the particular fea­
ture film or other product for later retrieval from readable 
storage 28 via the Internet, private link, or the like. 


It is also contemplated that the inventive system will be 
used to make graphics, such as movie posters, handbills, 
newspaper advertisements, and the like inexpensively and 
quickly available at remote locations. In the event that the 
operator wishes to input such materials into the system, the 
system proceeds to step 72 in response to the selection of the 
media type at step 42. The operator activates the input graph­
ics at step 72, after the system activates a scanner at step 74. 


In accordance with the invention, it is contemplated that the 
input of graphics at step 72 and scanning at step 74 will 


In accordance with the invention, it is also contemplated 
55 that other materials not specifically identified above, may also 


be input into the system for later retrieval from disk storage 28 
via the Internet or other means. It is also noted that, in accor­
dance with the invention, it is preferred that material be input 
into the system through the use of existing digital materials, 


60 through the use of remote transport over the Internet or other 
communications network. 


In accordance with the method of the present invention, the 
presentation of the program illustrated by the flowchart of 
FIG. 2 is done on the monitor of a computer in conjunction 


65 with the number of screens which form the graphical user 
interface between the inventive system and the person imple­
menting the storage of film and materials in disk storage 28. 
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More particularly, FIG. 3 is an example ofa display screen for 
implementation of steps 30 and 32 in FIG. 2. 


Graphical User Interface 
Referring now to FIG. 3, a screen 100 is shown that is a 


simplified web site home page to be viewed by a producer or 
an exhibitor looking to transact business or communicate 
with the operatorof the inventive web site. A log-on block 102 
for implementation of step 30 is provided. A person working 
on behalf of any owner of rights which participates in the 
system ( such as a producer 14 as illustrated FIG. 1) or any one 
of the exhibitors l8a-e can enter his organization's name and 
password in order to gain access to the rest of the web site. If 
a valid password is entered the user can then make a selection 
or enter a desired title. Once logged on, a user can enter a title 
or click on search button 104 to locate a particular type of 
movie. 


Searching is done by way of a secondary group of screens 
allowing searching according to any of various search crite­
ria, such as producer, director, lead actor, supporting actors, 
subject matter, etc. Once the searching has been completed, 
the title of the product, which the user is interested in obtain­
ing, appears after "Movie Title:" in screen 100. 


Screen 100 has two sets of functions associated with it. The 
first set of functions is implemented when the system recog­
nizes that it is dealing with a producer or other order of rights. 
On the other hand, a second set of functions is active and 
implemented when the system recognizes that it is dealing 
with an exhibitor. 


10 
Clicking on button 114 will bring the users to a secondary 
page or pages giving information on the web site (not illus­
trated). 


It is also contemplated that various advertisements 116 
5 may also appear on the home page. In accordance of the 


invention it is contemplated that such advertisements will be 
specific to particular users, their geography and the like and 
will be based on information held in the system with respect 
to prior exhibition of various titles, their popularity and the 


10 like. The objective of the system is to use data inside the 
database of the web site to predict successful products and to 
make such products available to users by way of advertise­
ments, and to further include in said advertisements informa­
tion with respect to the fact that such product is expected to be 


15 successful and why such success is to be expected. Such 
information may include information on previous box office, 
Nielsen ratings, or the like in other cities. 


Such information may also include the fact that the product 
is generally popular, but has not been seen in the area for 


20 years. This is of particular interest to television operators who 
are sometimes not well staffed and thus not able to do the 
research, which would make their stations successful. As is 
alluded to above, it is the objective of this invention to store in 
its database all information respecting licensing of films and 


25 other products, their location, the time at which licensing of 
the same occurred, box office, and so forth for later use in 
targeted advertising and in checking the accuracy of reported 
box office (in order to prevent fraud), and for other uses 
known to those in the industry. 


In the case where the system recognizes the person logging 30 


onto the web site as an owner of rights, it implements the first 


Returning to the description of the function of screen 100 
as a portal for exhibitors or the official web site operator to 
enter products into storage media 28, once the title is entered 
data entry logon block 102 and button 118 is click on, the 
system proceeds to screen 120 in FIG. 4. Screen 120 provides 


set of functions. Accordingly, if the user is a producer or other 
owner of rights and wishes to view the conditions for use of 
the web site to distribute his product for various types of 
products, he clicks on an enter sales data button 106. Upon the 
clicking of button 106, if the user is unknown to the system, 
the user is instructed in subsequent screens to enter such data 


35 for the input of three types of material, namely, text and 
graphics, they feature film, and audio. The user would then 
click the button associated with the particular type of material 
in the general categories noted above, which he wishes to 
input. Each selection may have sub-screens for making addi-


as the type of product which he licenses, the performers 
associated with the product, the content (i.e. dramatic, musi­
cal, news, etc.), and historical income data. If the user is 
already known to the system, much information is already 
known to the system, such as the location of the exhibitor, the 
nature of his business, his existing contractual relationships 
with exhibitors and with the operator of the web site, and the 
like. This allows the system to give the exhibitor cost factors 45 


in accordance with his contracts and other information. N atu­
rally, these figures are a function of agreements between the 
web site operator and the owner of rights. 


40 tional distinctions between the formats set forth above. 


In addition to using the home page 100 as an entry point to 
50 


subsequent screens for providing information, and providing 
for the input of product into the system, the home page also 
provides a portal for a client, such as an exhibitor or an owner 
of rights, to view his account status, as will be described more 
fully below. 


55 


Alternatively, screen 120 could be replaced by a screen, 
which lists such things as feature films, television specials, 
news programs, and so forth. Selection of one of these types 
of material to be downloaded to the web site results in the 
generation of inappropriate sub screen. For example, if fea­
ture film is selected, the sub screen would list feature film, 
radio promotion spot, magazine advertisements, posters and 
the like. Some screens coming off of each of these selections 
would differentiate between the various types of formats. For 
example, feature film would bring up a screen showing cel­
luloid format, video format, and digital format. 


Either of these two alternatives provides for the generation 
of descriptive and indexing information in the process of 
downloading product into the web site. 


In addition, an exhibitor, for example, may click on an 
email button 110 to be added to an email list to receive 
announcements for such things as newly added titles on a 
regular basis. In the case of owners of rights, other subject 
matter will be implemented in regular e-mail communication. 
In addition, a "send e-mail" button 112 may be provided on 
home page 100 to allow messages to be sent to the web site 
operator. 


A button 114 for requesting additional information about 
the web site may also be placed on the home page illustrated 65 


in FIG. 3. This information may be on the home page to give 
unregistered visitors an idea of what the web site is all about. 


In the event that the decision has been made to make certain 
functions of central server 16 directly available to producers 
14 over a computer network 10, screen 44 becomes a gener­
ally available web page and functions for numerous produc­
ers 16 as it does for an operator at central server 16 to enter 


60 new multimedia material, such as a new version for a movie, 
or simply to update a critics comments on a poster or press 
release. Even different departments with an individual pro­
ducer 16 may have access to such a web site of central server 
16. 


Remote Access to Product and Transfer of Same over the 
Internet 
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If the user is an exhibitor and wishes to view the conditions 
for sale of the particular product selected, the exhibitor clicks 
on an enter sales data button 106 in FIG. 3. Upon the clicking 


12 
automatic charging of the accounts of television exhibitors 
after a particular product has been transported to the exhibitor 
and exhibited on television, provided that the Nielsen system 
has monitored the subject exhibition. 


Referring back to FIG. 5, central server 16 examines the 
log on entry at step 31 to determine whether the individual is 
an exhibitor who is going to transport material to the data­
base, or an exhibitor who Will have product downloaded to 
his site for exhibition, posting, advertising for the like. If the 


of button 106, the user is instructed in subsequent screens to 
enter such data as his expected box office figures. Other 5 


information is already known to the system, such as the loca­
tion of the exhibitor, the nature of his business, his existing 
contractual relationships with producers or owners and with 
the operator of the web site, and the like. This allows the 
system to give the exhibitor cost factors in accordance with 
his contracts and other information. Naturally, these figures 
are a function of agreements between the web site operator 
and the owner of rights in the particular title sought by the 
user. 


10 system determines that the individual is an owner or other 
person wishing to download information into the web site at 
step 31, it will proceed along path 128 and through the 
method steps illustrated in FIG. 2. 


If, on the other hand, the system detects at step 31 that the 
In addition to using the home page 100 as an entry point to 


subsequent screens for searching and purchasing rights in 
product and arranging for the transport of the same via the 
Internet or otherwise, including conventional means, the 
home page also provides a portal for an exhibitor as well as an 
owner of rights, to view his account status. 


If the exhibitor wishes to obtain media, the exhibitor clicks 
on button 118, and this brings up screen 120 illustrated in 
FIG. 4. As illustrated in FIG. 4, the select media type screen 
120 presents the operator with several choices with respect to 
media type and format. The exhibitor is thus invited to click 
on various buttons to obtain various products. It is noted that 
this screen is greatly simplified or purposes of illustration and 
may include any products that the operator of the web site 
wishes to make available, such as posters, radio advertise­
ments, and so forth, and that screen 120 may have specific 
entries of it which show the availability of such products, their 
length, their size, and so forth. 


15 person who has logged on is an exhibitor 18, it implements the 
method steps illustrated FIG. 5. In particular, it moves along 
path 29 to step 130, where it determines whether the user is 
already signed as a subscriber to the product transport service 
provided by the operatorof the inventive web site. In the event 


20 that the individual is not a subscriber, certain limited func­
tions will be allowed to function. The purpose of this is to 
interest the individual visiting the web site into becoming a 
member of the service. 


Referring back to FIG. 5, if the user does not have a valid 
25 password, or is a new user, the user can enter and sign-up by 


giving certain data at step 132. After the data entry screen has 
been populated with all necessary data by the person visiting 
the web site, the system proceeds to step 134 where a financial 
data information screen 126, as illustrated FIG. 6, is presented 


30 to enable the visitor to enter either credit card and/or financial 
institution information. 


Once a title and its associated marketing material has been 
stored on computer readable storage media 28 of central 
server 16 as described above, it can be accessed by an exhibi- 35 


tor l8a-l8d from anywhere in the world through a connection 


It is contemplated that many different types of transactions 
will be available. For example, a user does not purchase a 
major motion picture with a credit card, since payment is 
usually based on revenues, such as a royalty payment, often 
keyed to box office receipts. However, a credit card makes 
sense for the purchase ofa poster, radio spot, or the like. Older 
films and "B" movies may be available to some users, such as 


to cyberspace 12, in this example, the Internet. The steps of 
inventive method 122 for implementing the transport of prod­
uct already in storage at the central server are illustrated in 
FIG. 5. 


In particular, an exhibitor 18, after reaching the central 
server's web site, can log on at step 30 by entering a name 
known to the system and confirming the same with a pass­
word. This is done on the site's home page as illustrated FIG. 
3. Alternatively, the exhibitor may click on a become a mem­
ber button 124 and be sent to a data entry step 98. Such a data 
entry step is associated with a screen with basic information 
about interests and the nature of the user. Later, the system 
sends the visitor to a financial data entry screen 126, as 
illustrated FIG. 6, and as will be more fully described below. 
In accordance with the invention, it is anticipated that the 
ability of small facilities, such as high schools, colleges and 
the like to obtain first quality product will be enhanced. This 
is because of the cost savings associated with the automated 
transfer of product over the 


Internet. Accordingly, such users will be paying relatively 
small amounts of money and a credit card financing arrange­
ment may become the rule rather than the exception. Such an 
arrangement is easily implemented using screen 126. 


40 
schools, libraries, and other non-profit organizations, and 
these may be purchased by use of a credit card. Indeed, even 
feature films being distributed to a relatively small venue for 
a single showing, such as a high school, they use the services 
of a credit card company. It is also noted that if the credit card 


45 
is being used in connection with an exhibition at a small 
venue and the product is being offered on the basis of the box 
office as opposed to a fixed fee, an estimate of the charge 
associated with the transaction may be made in charge to the 
credit card account, with any excess being credited or short-


50 fall charged after exhibition. 
Alternatively, users may make deposits and obtain credits, 


which may be charged against, in the case of greater charges. 
It is also contemplated in accordance with the present inven­
tion that direct charges against the bank account of an exhibi-


55 tor may be made, and that the same may be implemented 
electronically at the time that the order for, for example, a 
feature films is placed. Once the order has been placed and the 
account debited instantly and electronically, product may be 


However, in the case of "trade" users, more sophisticated 60 


arrangements may become necessary with correspondingly 
different input screens. Such arrangements may involve auto­
matic debiting of bank accounts, 30 days credit, or other 
arrangements typically used in the entertainment industry. It 


delivered to the exhibitor. In the case of exhibition by license 
keyed to the box office, historical data in the system may be 
used to estimate the box office and the royalty. 


After user 18 completes the entry of financial data at step 
134, the system proceeds to a credit approval step 136. In the 
case of a credit card, this is simply the verification that the 
account has the amount of money needed to consummate the 
transaction. In the case of more substantial accounts, such as 


is also contemplated that charges may be key to Nielsen 65 


ratings in the case of television exhibitors, and that the output 
of the Nielsen ratings system may be input into the system for a theater in a major city, the system may log itself off after 
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receiving data necessary for credit check, and the credit check 
implemented in a conventional way. 


14 


After the credit check has resulted in a determination, the 
system sends the user an e-mail telling him to contact the web 
site. The user then logs onto the web site and continues the 5 


process. If the credit of the user has been disapproved, he is 
told us at step 136 and the system proceeds to log off at step 
138. 


to decide whether to select another title and be sent to select 
action step 140 or decide to proceed with purchasing or leas­
ing the movie. 


Where the exhibitor has decided to purchase the product 
after being presented with an alphanumeric invitation to do 
so, screen at the web site, the exhibitor is then presented with 
a contract for the particular material for the selected title and 
accepts or refuses the contract at contract acceptance function 
174. User 18 then selects type of material that is desired at the After the credit of the user, now a prospective exhibitor has 


been approved at step 136, the system proceeds to the select 
action step 140. Likewise, in the system had determined at 
step 13 0 that the individual was already an exhibitor known to 
the system after checking the name and password, the system 
also proceeds to the select action step 140. 


10 select format step 176. For example, if a poster is desired, the 
resolution must be selected to fit the size that the poster will 
be, for example, handbill-size, or marquee-size. This selec­
tion is also recorded at step 168 for later analysis. The selected 


At the select action step, a select action menu is presented 15 


to the exhibitor in the form of a select action screen 142 which 


material is then downloaded at step 180 and the download is 
stored on the user's local storage media at step 182. Step 180 
is implemented in a separate screen illustrated in FIG. 8, 
which will be described in detail below. The exhibitor's 
account or credit card is charged at 184. The user is then 
permitted to either select another title or leave the web site at 
step 128. 


gives the exhibitor the opportunity to take various actions 
with respect to the title previously selected, as illustrated FIG. 
7. An example of such a secondary web page 142 shows the 
various choices that a verified user may make. By way of 20 


example, and not by way of limitation, a user may click on a 
change language button 144 to view the web site in a different 
language. A user may click on a preview movie button 146 to 
preview a selected movie title or click on a preview other 
programming button 148 to view television programming or 25 


the like. A user may click on a download movie or program 
button 150 to download a selected title or program. A down­
load advertising button 152 may be provided that either 
downloads an advertising package containing preselected 
material or allows the user to select from a list of available 30 


As alluded to above, FIG. 8 illustrates a web site page for 
enabling an exhibitor to select delivery options including 
download (via Internet) indicated by a selector box 186, over­
night delivery indicated by a selector box 188, regular surface 
indicated by a selector box 190, fax indicated by a selector 
box 192 (if appropriate media requested), and a telephone 
confirmation of request option indicated by a selector box 
194. The exhibitor clicks on any one of the above selector 
boxes 186 through 192, and, if desired, telephone confirma­
tion selector box 194 executing their marked request(s) by 
clicking on send request button 180. After the appropriate material. Since there may be advertising supplements avail­


able a download advertising supplements button 154 may be 
present. Other marketing materials that may be made avail­
able for the title selected in the previous screen, and having 
their own buttons in screen 142, may include previews and 
trailers button 156, audio segments button 158, ownership 
verification button 160, contract information button 162, a 
terms button 164, and a sales history and related information 
button 166, all for the previously selected feature film, pro­
gram or other product. 


After the selection is made at step 140, that selection is 
recorded at step 168 along with an identification designation 
associated with the exhibitor who has made that selection. 
This enables a record to be kept of each user's requests, along 
with selected data such as date and time of request. It also 
enables the collection of some of the statistical data to be used 
by the system. 


If at the select action step a selection was made which 
indicates that the user is interested in exhibiting a particular 
product, such as buttons 146, 150, 152, or 166, the system 
proceeds to step 170. A title availability function is performed 


boxes have been selected by the exhibitor, the exhibitor then 
clicks on button 196 to send this information to the system. 


Referring now to FIG. 9, the relationship between central 
35 server 16 and exhibitor 18 is shown in greater detail in block 


diagram form along with certain functions occurring at each 
location. As previously discussed, media having different 
formats is loaded or stored onto computer readable data stor­
age media 28 using peripherals connected to central server 


40 16. Examples of peripheral equipment include film scanner 
198, which scans visual material in the form of celluloid film 
to be digitized and turns it into a digital signal, which is 
compressed, and stored on data storage media 28. Sound 
board 200 is utilized in conjunction with devices capable of 


45 playing audio material in various formats as discussed above 
to digitize the material for later compression and storage on 
data storage media 28. Scarmer 202 is a letter size scanner for 
digitizing text, small graphical material and the like of mar­
keting materials, such as newspaper and radio advertisements 


50 to be used by a local theater or television station owner. A 
large format scanner 204 is used to digitize media such as the 
posters that are common in theaters for hyping patrons with 
respect to coming attractions. at step 170 to determine whether the particular title is avail­


able. If the title is not available, the screen receives and 
presents an indication that the title is not available and pro- 55 
vides a button for the user to make another selection. If the 


The computer readable data storage media 28 is made 
available to exhibitors 18 using their own central processor 
units 206 and its associated memory, communicating with the 
central server 16 over a communication network such as the 
Internet. In the case of using the Internet for a connection, 
user's computer 206 acts through the web site computer, 


title is not available, the exhibitor is returned to select action 
step 140 to select another action, or change the title, either 
manually or through activation of the search button in screen 
142 illustrated in FIG. 7. 


Once a title that is in the system has been selected its 
identifier is noted in memory and the exhibitor is able then to 
make appropriate selections. Several functions may be avail­
able on a single screen as described above. A user may call up 
a review movie function at step 172. At step 172 the exhibitor 
is given the opportunity to either review an entire movie or 
portions thereof. After that, the exhibitor has the opportunity 


60 which serves as the central server 16, to access data storage 
media 28. Once digitized media materials may be down­
loaded to user's computer 206 using an appropriate data 
storage media depending upon the size of the media to be 
downloaded. In particular, any selected material can be 


65 printed out on a poster size printer doorway, printed on a letter 
size printer 210, recorded on an audio connection or system 
212, or a digital projector 214 in the case of a theater. How-
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ever, in the case of a television transmitter associated with a 
television station, the material may be downloaded to video­
tape or any other format for playback by the television station. 


16 
customer has already inquired about) at any point or points in 
the ordering cycle for multimedia product. 


While the foregoing description and drawings represents 
the preferred embodiments of the present invention, it will be A particularly advantageous embodiment of the system 


especially adapted to sales of audiovisual productions to tele­
vision stations and theaters is illustrated in FIG. 10. In accor­
dance with the embodiment of the system illustrated in FIG. 
10, data is collected for the purpose ofbilling and also for the 
purpose of generating a database of information useful as a 
sales tool and as a device for assuring a high likelihood of 
exhibitor satisfaction with the delivered product. 


5 understood that various additions, modifications and substi­
tutions may be made without departing from the spirit and 
scope of the present invention as defined in the accompanying 
claims. In particular, it will be clear that the present invention 
may be embodied in other specific forms, structures, arrange-


In the system illustrated in FIG. 10, operation of system 
422 is similar to the operation of the system illustrated in FIG. 


10 ments, proportions, and with other elements, materials, and 
components, without departing from the spirit or essential 
characteristics thereof. 


5, and parts performing the same function have been given the 
same reference numerals. The description that follows is lim- 15 


ited to those aspects of the system, which are different from 
the embodiment of FIG. 5. 


The presently disclosed embodiments are therefore to be 
considered in all respects as illustrative and not restrictive. 
The metes and bounds of the invention are defined by the 
appended claims, and not limited to the foregoing descrip-
tion. 


The invention claimed is: In particular, in system 422 after a movie has been viewed 
at step 172 contract terms for commercial licensing of a 
production are presented at step 424. This is followed at step 
426 with the presentation of statistics respecting the particu-


1. A method of marketing and distributing multimedia, the 
20 method comprising: 


lar system at step 428. Such statistics may include past box 
office in cities of various sizes, with various language use 
characteristics, and so forth, such data being collected by the 
system during the course of a customer's signing up for the 25 


inventive service, and the customers using the inventive ser-
vice. 


After acceptance and format selection at steps 174 and 176, 
the system proceeds to log a follow-up at step 430 by sending 


30 
information respecting the format selected to the database 
432. This information is sent at step 434. At step 174, the 
system also proceeds to send information respecting the con­
tract acceptance to database 432 at step 436. This includes the 
storage of statistics on such things as format, customer, cus-


35 
tamer location, other products combined with the subject 
product in the same order, title, nature of exhibitor, and so 
forth. This information is sent to a statistics database 438 at 
step 436. The system then proceeds to download the selected 
material at step 180, as illustrated in FIG. 5, and the material 


40 
stored and the account of the client charged, or the transaction 
financially implemented by other means. 


Follow-up database 432 is periodically queried for ripe 
follow-up data. Ripeness may be determined by any suitable 
means, including fixed periods, inquiries from the customer, 45 
detection of a problem, or the like. In response to a determi­
nation that a particular sale, previously made as described 
above, is right for inquiry, this information comes from data­
base 432 and, in the caseofa theater triggers the sending ofan 
e-mail at step 440 or other communication to the theater 50 
requiring respecting the box office receipts. When this infor­
mation is received, the system proceeds at step 442 to record 
the box office receipts and so this information to statistics 
database 438. In addition, the system also triggers the charg­
ing of the customers account in a second implementation of 55 
step 184. 


In similar fashion, in the case of a customer that is a 
television station, the most applicable ratings at the time of 
the airing of the product are checked by the system at step 
442. The statistics are then stored at step 436 and sent to 60 


statistics database 438. Such information can be made avail­
able on demand (for example by clicking on an appropriately 
labeled screen button) to any person using the automated 
ordering system as outlined above of the present invention, or 
it may be "pushed" without a customer demand (for example 65 


as a marketing tool to advertise or promote a particularly 
attractive product, or get a sale on a product about which the 


a. receiving, by a server, multimedia material and advertis­
ing material from a producer or owner of said multime­
dia material, said advertising material being associated 
with said multimedia material, said advertising material 
comprising audio and video components; 


b. storing said multimedia material and associated adver­
tising material on a computer readable storage medium 
as correlated information in digital format; 


c. providing a server system accessible over a communi­
cation network, said server system accessing said corre­
lated information in a digital format from said computer 
readable storage medium for transfer of said correlated 
information in a digital format over said communication 
network to potential purchasers; 


d. providing samples of said correlated information in a 
digital format from said server system over said com­
munication network to said potential purchasers, said 
purchasers being linked to the server system through 
said communication network; 


e. downloading to said purchasers, upon request of said 
purchasers, over said communication network, said cor­
related information in a digital format corresponding to 
said multimedia material from said server system, said 
purchasers storing downloaded correlated information 
in a digital format corresponding to said multimedia 
material; and 


f. providing said correlated information in a digital format 
corresponding to said advertising material that is asso­
ciated with said multimedia material to said purchasers 
from said server system over said communication net­
work, allowing purchasers to locally market and sell said 
multimedia material, said purchasers downloading said 
correlated information in a digital format corresponding 
to said advertising material that is associated with said 
multimedia material, said purchasers storing the down­
loaded correlated information in a digital format corre-
sponding to said advertising material; and 


g. wherein said purchaser is an exhibitor exhibiting said 
multimedia material, after deriving said multimedia 
material from said stored correlated information in a 
digital format corresponding to said multimedia mate-
rial, in a public theater to a number of individuals in 
exchange for a paid admission or a broadcast exhibitor, 
said advertising material, after deriving of said advertis­
ing material from said correlated information in a digital 
format corresponding to said stored associated advertis-
ing material, being shown to the public at a time or in a 
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place different from the time or place at which said 
associated multimedia material is displayed. 


2. The method of marketing and distributing multimedia of 
claim 1, wherein receiving multimedia material includes 
receiving non-digital media selected from the group consist- 5 


ing of celluloid media, printed media, video cassettes, and 
audio tape. 


3. The method of marketing and distributing multimedia of 
claim 2, comprising digitizing said non-digital media for 
storage on said computer readable storage medium. 10 


4. The method of marketing and distributing multimedia of 
claim 1, wherein said server system is accessed over a public 
communications system. 


5. The method of claim 1, wherein the exhibition of mul­
timedia material is the public showing of a motion picture. 15 


6. The method of claim 1, further comprising providing a 
search function for said multimedia material and said associ­
ated advertising material. 


7. The method of claim 1, wherein said advertising material 
comprises a motion picture with accompanying synchronized 20 


sound. 
8. The method of claim 1, wherein said advertising material 


comprises a motion picture with accompanying synchronized 
sound and a radio commercial. 


9. Themethodofclaiml, whereinsaidadvertisingmaterial 25 


comprises a motion picture trailer or coming attraction 
motion picture segment with accompanying sound. 


10. The method of claim 9, wherein said advertising mate­
rial further comprises at least one element of advertising 
material selected from the group consisting of graphics for a 30 


newspaper advertisement, a radio spot, a poster, a coming 
attractions film segment, and handbills. 


11. The method of marketing and distributing multimedia 
of claim 1, further comprising automatically collecting sales 
information from exhibitor recipients of various items of said 35 


multimedia material and providing sales and marketing data, 
specific to said items of multimedia material, to exhibitors 
based upon information from said exhibitors. 


12. The method of marketing and distributing multimedia 
of claim 11, further comprising providing marketing data 40 


based upon actual uses of said multimedia material. 
13. A method of distributing movies received from a movie 


owner, comprising: 
a. receiving, by a server, a movie on celluloid and associ­


ated advertising material from said movie owner, said 45 


advertising material comprising a video component and 
an audio component synchronized to said video compo­
nent; 


b. scanning said movie and converting it into a digital 
format, storing said movie in digital format and said 50 


associated advertising material in digital format in a 
computer readable memory, such that said advertising 
material and said movie are linked; 


c. inputting licensing information about said movie; 
d. transferring said digital formats of said movie and said 55 


associated advertising material to a theater via a com­
munications network; 


e. storing said digital formats of said movie and said asso­
ciated advertising material on a computer readable 
memory located at said theater; 60 


f. transmitting said licensing information to a potential 
exhibitor which operates a theater; and 


g. projecting said movie in said digital format using a 
digital projector onto a screen for display to an audience. 


14. A distribution system for distributing multimedia com- 65 


prising: 
a. a first central processing unit; 


18 
b. a first memory associated with said first central process­


ing unit; 
c. a communications network accessible by said first cen­


tral processing unit for transferring data into and out of 
said first memory; 


d. an input device connected for data transfer to said first 
central processing unit, said input device receiving mul­
timedia material and associated advertising material, 
and transferring said materials into said first memory in 
a digital format via said central processing unit, said 
advertising material comprising an audiovisual work; 


e. a second central processing unit; 
f. a second memory, said second memory associated with 


said second central processing unit, said communica­
tions network being accessible by said second central 
processing unit for transferring said digital format of 
said multimedia material into and out of said second 
memory; 


g. a digital feature film projector in data communication 
with said second central processing unit for displaying 
said digital format as a feature film onto a screen for 
presentation to an audience at a particular time and 
place, said feature film being stored in said digital format 
in said second memory after being transferred via said 
communications network from said first memory; 


h. a third memory, said third memory associated with said 
second central processing unit, said communications 
network being accessible by said second central pro­
cessing unit for transferring said digital format of said 
associated advertising material into and out of said sec­
ond memory; and 


i. displaying said associated advertising material at a time 
or place different from said particular time or place. 


15. A method of advertising and distributing multimedia, 
comprising: 


a. receiving, by a server, multimedia material from a pro­
ducer or owner of said multimedia material together 
with associated advertising material, said advertising 
material comprising audio and video components; 


b. storing said advertising material associated with said 
multimedia material on a computer readable storage 
medium; 


c. providing a server system accessible over a communi­
cations network, said server system accessing said mul­
timedia material and said advertising material from 
computer readable storage medium for transfer of said 
advertising material in a digital format from said server 
system over said communication network; 


d. establishing an account for a broadcast or live theater 
exhibitor; 


e. providing said multimedia material to said exhibitor for 
storage on a computer system, said multimedia material 
being later played back and exhibited at a particular time 
and place, and providing said linked advertising material 
to said exhibitor for storage on a computer system, and 
said advertising material being exhibited at a time or 
place different from said particular time or place, said 
exhibitor downloading said advertising material and 
said multimedia material over said server system; 


f. communicating with said exhibitor over said communi­
cations network to determine information necessary to 
calculate an amount owed by said exhibitor for said 
multimedia material; and 


g. charging the account of said exhibitor with the amount 
owed. 


16. The method of advertising and distributing multimedia 
of claim 15, wherein receiving multimedia material includes 
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receiving non-digital media selected from the group consist­
ing of celluloid media, printed media, video cassettes, and 
audio tape, and wherein said multimedia material is provided 
to said exhibitor using an electronic communications net­
work. 


17. The method of advertising and distributing multimedia 
of claim 15, wherein said communicating is implemented by 
the automatic sending of an e-mail to said exhibitor. 


18. The method of advertising and distributing multimedia 
of claim 15, further comprising consulting publicly reported 10 


data respecting said exhibitor. 
19. The method of advertising and distributing multimedia 


of claim 15, further comprising querying said exhibitor to 
stimulate the sending of data from said exhibitor and record­
ing said data into a database. 


20. The method of marketing and distributing multimedia 
of claim 19, comprising providing marketing data recorded in 
said database to customers in response to a query from a 
exhibitor. 


15 


21. The method of claim 15, wherein said information 20 


comprises box office information and further comprising 
transmitting box office information to other exhibitors and/or 
potential exhibitors. 


22. A method of marketing and distributing multimedia, 
comprising: 25 


20 
c. providing a server system accessible over a communi­


cation network, said producer or owner being linked 
with the server system, said server system accessing said 
motion picture and associated advertising material 
stored in a digital format from said computer readable 
storage medium for transfer over said communication 
network; 


d. providing samples of said motion picture from said 
server system over said communication network to 
exhibitors, said exhibitors being linked to the server 
system; 


e. downloading, upon request of said exhibitors, over said 
communication network, said motion picture and asso­
ciated advertising material stored in a digital format 
from said server system; 


f. storing said downloaded motion picture and displaying 
said motion picture at a particular time and place; 


g. storing said downloaded associated advertising material 
and displaying said advertising material at a time or in a 
place different from the place or time of exhibition of 
said motion picture; 


h. querying said exhibitor to stimulate the sending of ticket 
sales data from said exhibitor; 


i. recording said ticket sales data into a database for billing 
purposes; and 


a. receiving, by a server, a motion picture and associated 
advertising material from a producer or owner of said 
multimedia material, said advertising material compris­
ing a motion picture sequence with associated sound; 


b. storing said motion picture and associated advertising 
material on a computer readable storage medium in a 
digital format; 


j. reporting recorded ticket sales data to other exhibitors. 
23. The method of marketing and distributing multimedia 


of claim 22, comprising providing marketing data recorded in 
said database to an exhibitor in response to a query from said 


30 exhibitor. 


* * * * * 
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1. My name is Harris E. Tulchin and I make this declaration as an independent 


expert in support of the response of Petitioner in the above-captioned matter 


pending before the Patent Trial and Appeal Board of the United States Patent and 


Trademark Office, and dealing with United States Patent No. 7,574,725 (the 


“Patent”). Exhibit 1001. 


2. I am being compensated at my usual and customary expert witness rate of 


$750.00 per hour. No part of my compensation depends on the outcome of this 


proceeding, and I have no other interest in this proceeding. 


3.  At the time of the filings associated with the Patent in 2000 and 2001 (the 


“Relevant Period”), I had a clear understanding of various industry terms which I 


used in my daily work, which included the writing of legal documents and 


communications with industry executives. I have worked in the entertainment field 


since 1978. During the Relevant Period, I worked as an entertainment lawyer, 


producer, author, and producer’s representative, as detailed in my resume, and 


annexed as Exhibit 2130. 


4. I have served as counsel to major studios, world-wide film and television sales 


agents,  distributors, film production companies, and television business entities, 


and as Chairman of Tulchin Entertainment have produced or executive produced 


more than 20 films, and have worked and contracted with many major Hollywood 







stars, writers, and directors. Accordingly, I am quite familiar with the marketing 


and distribution of multimedia material, such as feature films. My business 


experience includes the sale of multimedia feature films using electronic 


technology, including videocassettes, digital video discs (“DVDs”), video-on-


demand (“VOD”), and the like during the Relevant Period. 


The Patent and the Invention Defined in Claim 1 


5. I understand that the Patent deals with technology comprising a central server of 


a computer for receiving multimedia feature films and other entertainment and 


multimedia content as well as  associated advertising, such as trailers and other 


materials, from producers.  


6. The receipt of the material enables the central computer to transfer the feature 


film and, for example, a related trailer, poster or other advertising material, to a 


storage device of a computer located at an exhibition space such as an exhibitor’s 


movie theater.  


7. This allows the exhibitor to later screen the feature film.  


8. It also allows the exhibitor to use the stored advertising material at will, for 


example by playing a trailer, printing a poster, sending a television advertisement 


to a TV station, or the like. 







9. The general process is recited in Claim 1 of the Patent (Exhibit A), which I have 


read and which I understand from the standpoint of an industry executive and 


entertainment lawyer. 


Meaning of Terms in the Film Industry  


10. While I have no specialized computer science training, I have an understanding 


of the use of various business terms in the entertainment industry during the 


Relevant Period, and I base my understanding of Claim 1 on that understanding 


and my review of those portions of the Patent relating to business matters.  My 


testimony herein relates to the Relevant Period, except where stated otherwise. 


Distribution 


11.  During the Relevant Period, “distribution” was an industry term, still in use 


today, which was used to describe the process of marketing a film and supplying 


copies to exhibition venues and performing other marketing functions.  


12. The recitation in Claim 1 of a ”method of marketing and distributing 


multimedia” is a clear specification of “distribution” as the term was used in the 


industry during the Relevant Period, and would not have been understood to refer 


to file downloading. 


“Exhibitor” and Related Terms 


13. Claim 1 of the Patent at ¶ 1(g) also uses the words “exhibitor” and 


“exhibiting.” During the Relevant Period, “exhibitor” referred to a person who puts 







on an exhibition of a film such as a theater owner. Similarly, the term “exhibiting” 


referred during the Relevant Period to the conducting of an exhibition. 


“Exhibition,” in turn, meant a public showing to an audience, and in the case of the 


film industry during the Relevant Period, the screening of a feature film or other 


multimedia product. These were the meanings of those terms during the Relevant 


Period. 


14. In the film industry during the Relevant Period, it would have been understood 


that the term “exhibiting” meant screening a film to the public. Similarly, 


“exhibition” referred to the process of showing a finished film to audiences. 


15. I understand that, in this proceeding, it has been contended that the words 


“exhibitor” may refer to the operator of a video-on-demand (“VOD”) system or a 


hotel featuring the services of a VOD system. The term “exhibitor,” as it was used 


during the Relevant Period, cannot refer to a VOD operator or a hotel or other 


establishment featuring the services of a VOD system. VOD showings are, at their 


essence private.   


"Broadcast Exhibitor" 


16. The meaning of “broadcast exhibitor” in the claims is illustrated in the Patent 


specification at column 15, lines 57-60, which refers to “a customer that is a 


television station,” a clear reference to a “broadcast exhibitor”. Television stations 


are broadcasters. They are also exhibitors, because of the public nature of their 







exhibition of, for example, a feature multimedia film or other entertainment 


content. 


17. Because of the common understanding of the terms “broadcast” and 


“exhibitor” in the film industry during the Relevant Period, the phrase “broadcast 


exhibitor” would be clearly understood as a broadcast television station operating 


over the air. This is consistent with the description in the Patent at column 15, lines 


57-60, noted above. 


“Marketing” 


18. In the film industry, the term “marketing” refers to the promotional activities 


taken to interest buyers in a multimedia film or other entertainment content. These 


actions may include various communications, telephone calls, letters, emails, 


advertising, and so forth. 


19. Marketing efforts occur at different stages in the feature film distribution 


process, including between the studios/producers and the exhibitors, as well as 


between the exhibitors and moviegoers. Patent at column 3, lines 22-25. The 


provision of data respecting the collection of marketing activities, such as which 


trailers, television advertisements and the like were furnished to exhibitors, is of 


value in accordance with the invention and the Patent. 


Sales  







20. I understand that in this matter, there is some contention that sales and 


marketing are the same thing. That is absolutely not the case. In the film 


distribution business, "sales" (also referred to as "box office sales" or simply "box 


office") are executed commercial transactions that result in a consumer paying to 


view a film. 


21. The references to "sales" in Claim 11 of the Patent refer to box office sales to 


customers of the movie theater. This is seen from the language of Claim 11, of 


“providing sales and marketing data… to exhibitors based upon information from 


said exhibitor.” I note that in the Relevant Period, the individual exhibitors were 


the custodians of data relating to the actions which they took in attempting to 


maximize box office sales. The collection of data from exhibitors and transfer of 


data as recited in claim 11 acted to empower the marketing of the exhibitors. 


Collection and Dissemination of Marketing Data 


22. In contrast to this, and in accordance with the invention of the Patent, data on 


theater marketing activities, such as the particular trailers, advertising and other 


items used by the exhibitor movie theaters is collected by the inventive system as 


these materials are provided to the exhibitors. See Patent, column 15, lines 8-11 


and 34-37. This collection and dissemination of data is embodied in Claim 11.  


23. The collection and dissemination of marketing data recited in Claim 11 


(“automatically collecting sales information from exhibitor recipients of various 







items of said multimedia material and providing sales and marketing data, 


specific to said items of multimedia material, to exhibitors based upon information 


from said exhibitors”) (Patent, column 3, lines 22-25), empowers the purchasers 


[i.e., exhibitor-movie houses] to locally market and sell said multimedia material” 


recited in claim 1¶f. “In addition to providing multimedia materials to users, the 


server system collects data about the users and information respecting the 


economics and sales success of exhibitors and broadcasters.”  


24. More particularly, the concern of the Patent with marketing of the film, also 


within the meaning of “distribution,” as that term is used in the film industry, is 


shown by the Patent teaching that the inventive system, “after a movie has been 


viewed” by the exhibitor customer, proceeds with “storage of statistics on such 


things as… other products [e.g. advertising] combined with the subject product 


[the movie].” Patent, column 15, lines 34-39.  


25. As stated in the Patent, those “statistics are then stored at step 436 and sent to 


statistics database 438. Such information can be made available on demand… to 


any person [e.g. a movie theater exhibitor or broadcast exhibitor] using the 


automated ordering system.” See the Patent, column 15, lines 60-64.  See also, 


Claim 1g (“wherein said purchaser is an exhibitor exhibiting said multimedia 


material… in a public theater”).  







26. The Patent at column 15, line 66, also refers to features of the system as a 


“marketing tool” for pushing information to exhibitor customers. I agree with the 


correctness of this characterization. 


At a Time or Place Different 


27. An industry professional working in the film business would understand, 


during the Relevant Period, that a trailer for a future movie is typically shown at 


period of time before exhibition of the movie to the public in order to build interest 


in potential customers.  


28. Accordingly, “trailers” would be understood to be shown at a time different 


from the time when the movie is being exhibited to customers. This is what the 


language “said advertising material…being shown to the public at a time… 


different from the time… at which said associated multimedia material is 


displayed,” in Claim 1 ¶g is referring to. 


29. On the other hand, other advertising materials, such as a radio or television 


promotional spots might be shown while the movie is being screened, but they 


would be shown at a different place, for example on television or in a newspaper. 


This is what the language “said advertising material…being shown to the public 


at… a place different from the… place at which said associated multimedia 


material is displayed,” in Claim 1 ¶g is referring to. 







30. The assertion by Petitioner’s designated Expert Houh in his declaration that the 


running of an optical projector in a movie theater is a type of "broadcast" is 


completely at odds with the common, plain and ordinary meeting of the word 


"broadcast." 


31. In the entertainment business, during the Relevant Period, the word "broadcast" 


refers to the transmission of a radiofrequency signal modulated to carry an 


entertainment product from a transmitter antenna to the antenna of a receiver, such 


as a television set at a remote location. 


32. The above was the state of broadcast radio and television during the Relevant 


Period, namely at the time of the filings associated with United States Patent No. 


7,574,725 of Nick Stiliadis, both provisionally on May 2, 2000 and non-


provisionally on April 23, 2001. My testimony in this declaration respecting the 


meaning of various terms is true and correct as of both of these dates. 


33. During the Relevant Period, the term "broadcast" was not used to refer to 


optical projection in a movie theater, which at that time was done with a light 


source, film and a lens.    


34. While the term “broadcast” may occasionally be used in a general sense to 


describe other types of transmissions, I can say that after over 40 years working in 


the film industry, I have not seen or heard a single instance of the term "broadcast" 







being used in connection with optical projection of images in a movie theater, or, 


for that matter, anywhere. 


35. That Dr. Houh seeks to redefine the word "broadcast" to include optical 


projection of the movie in a movie theater, in my opinion, casts doubt on the 


credibility of the testimony of that witness.  


The undersigned hereby declares that the above statements are true except as to 


statements made upon information and belief, which are believed to be true and 


with the knowledge that willful false statements and the like so made are 


punishable under the penalties for perjury under the laws of the United States. 


 


Further declarant sayeth not. 


Dated: February 24, 2025 


 


Respectfully submitted,  


 


_/s/_______________  


 


 


       Harris E. Tulchin 


 


 


 


 


       











