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system for marketing and distributing multimedia content
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The present mmvention relates to the marketing and distn-
bution of multimedia material. including digitally generated
film, video, graphics and audio, and analogues traditional
media converted into digital movie and television programs,
and associated marketing materials for distribution over a
computer network to exhibitors and broadcasters.
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725 patent’s system:

system for marketing and distributing multimedia content

The invention claimed is:

1. A method of marketing and distributing multimedia, the

method comprising:

a. receiving, by a server, multimedia material and advertis-
ing material from a producer or owner of said multime-
dia material, said advertising material being associated
with said multimedia material, said advertising material
comprising audio and video components;

c. providing a server system accessible over a communi-
cation network, said server system accessing said corre-
lated information in a digital format from said computer
readable storage medium for transfer of said correlated
information in a digital format over said communication
network to potential purchasers:

2. wherein said purchaser is an exhibitor exhibiting said
mulimedia matenal, afier derving said multimedia
material from said stored correlated information in a
digital format corresponding to said multimedia mate-
rial, in a public theater to a number of individuals in
exchange for a paid admission or a broadcast exhibitor,
said advertising material, after deriving of said advertis-
ing material from said correlated information in a digital
format corresponding to said stored associated advertis-
ing material, being shown to the public at a time or in a

Figure 1
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725 patent’s system:

system for marketing and distributing multimedia content

b. storing said multimedia material and associated adver-
tising material on a computer readable storage medium
as correlated information in digital format;

d. providing samples of said correlated information in a
digital format from bald server s stem aver sald conl-
munication network o said pote purchasers, said
purchasers being ]mked to the server system through
said communication network:

e. downloading to said purchasers, upon request of said
purchasers, over said communication network, said cor-
related information in a digital format corresponding to

said multimedia material from said server system, said

f. providing said correlated information in a digital format
corresponding to said advertising material that is asso-
ciated with said multimedia material to said purchasers
from smd server system over said communication net-

said purchasers storing the down-
loaded correlated information in a digital format corre-
sponding to said advertising material: and
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@ QOverview of the Prior Art
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Instituted Grounds

Institution decision:

Claim(s) Challenged 3SUS.C. § Reference(s)/Basis
1.4-7.9 103(a) Garfinkle and Kosten
11 103(a) Garfinkle. Kosten. and Allen
1.4,6-7.9.11 103(a) Allen and Budow
4* 103(a) Allen, Budow. and Kosten

*There is a typo in the DI table — Ground 4 challenges claim 5, not claim 4

Institution Decision at 6

8

Demonstrative Exhibit Not Evidence

Petitioner DMED Ex-1030, 0008



Garfinkle — Ex-1005

The invention claimed is:

1. A method of marketing and distributing multimedia, the

method comprising:

a. receiving, by a server, multimedia material and advertis-
ing material from a producer or owner of said multime-
dia material, said advertising material being associated
with said multimedia material, said advertising material
comprising audio and video components;

c. providing a server system accessible over a communi-
cation network, said server system accessing said corre-
lated information in a digital format from said computer
readable storage medium for transfer of said correlated
information in a digital format over said communication
network to potential purchasers:

2. wherein said purchaser is an exhibitar exhibiting said
multimedia matenal, atter deriving said multimedia
material from said stored correlated information in a
digital format corresponding 1o said multimedia mate-
rial, in a public theater to a number of individuals in
exchange for a paid admission or a broadcast exhibitor,
said advertising material, after deriving of said advertis-
ing material from said correlated information in a digital
format corresponding to said stored associated advertis-
ing material, being shown to the public ata time or in a

Demonstrative Exhibit Not Evidence
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—

storing said multimedia material and associated adver-
tising material on a computer readable storage medium
as correlated information in digital format;

. providing samples of said correlated information in a

digital format from said server system over said com-
munication network 1o said potential purchasers, said
purchasers being linked to the server system through
said communication network;

. downloading to said purchasers, upon request of said

purchasers, over said communication network, said cor-
related information in a digital format corresponding to
said multimedia material from said server system, said
purchasers storing downloaded correlated information
in a digital lormal corresponding, (o said multimedia
material: and

. providing said correlated information in a digital format

corresponding to said advertising material that is asso-
ciated with said multimedia material to said purchasers
from said server system over said communication net-
work. allowing purchasers to locally market and sell said
multimedia material, said purchasers downloading said
correlated information in a digital format corresponding
to said advertising material that 15 associated with said
multimedia material, said purchasers storing the down-
loaded correlated information in a digital format corre-
spondine to said advertising material: and

Ex-1005, Figure 1; Pet. at 7
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Kosten — Ex-1007

The invention claimed is:

1. A method of marketing and distributing multimey

method comprising:

a. receiving, by a server, multimedia material and 4
ing material from a producer or owner of said my
dia material, said advertising material being as
with said multimedia material, said advertising
comprising audio and video components;

c. providing a server system accessible over a ¢
calion network, said server system accessing s:
lated information in a digital format from said ¢
readable storage medium for transfer of said ¢
information in a digital format over said comm
network to potential purchasers:

2. wherein said purchaser is an exhibitar exhibi
multimedia material, afier deriving said mu
material from said stored correlated informati
digital format corresponding to said multimedi
rial, in a public theater to a number of indivi
exchange for a paid admission or a broadcast
said advertising material, after deriving of said
ing material from said correlated information in
format correspending to said stored associated
ing material, being shown to the public at a tim

Tl
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FROM STUDIO TO SATELLITE TO A THEATRE NEAR YOU.

ing said multimedia material and associated adver-
material on a computer readable storage medium
elated information in digital format;

iding samples of said correlated information in a
| format from said server system over said com-
ation network o smd potential purchasers, said
asers being linked to the server system through
ommunication network;

loading to said purchasers, upon request of said
asers, over said communication network, said cor-
d information in a digital format corresponding to
wiltimedia material from said server system, said
asers storing downloaded correlated information
ligital lonmat corresponding, o said multimedia
ial: and

ding said correlated information in a digital format
sponding to said advertising material that is asso-
with said multimedia material to said purchasers
said server system over said communication net-
allowing purchasers to locally market and sell said
edia material, said purchasers downloading said
ated information in a digital format corresponding
advertising material that 1s associated with said
pedia material, said purchasers storing the down-
d correlated information in a digital format corre-
dine to said advertising material: and

I
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Ex-1007 at 54; Pet. at 16
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Allen — Ex-1006

The invention claimed is: b. storing said multimedia material and associated adver-
1. A method of marketing and distributing multimedia, th| - = — = = - = e e — e m e - ling material on a computer readable storage medium

method comprising: ! i _§ RS-232 1 [eorrelated information in digital format:
a. receiving, by a server, multimedia material and advertis | I T T T T e e T e T e e 1 I 1
1 el i & e 21 j | — ! I . g . . . .
:jﬂ.g ma:uqa} T{Q‘g aé’fﬂr([i}“f"r or 01"' l}'v;‘ gflba‘dm“lf,m: i S"FUDItO MANUFACTURING ACCOUNTING | _ _ jRS 252 | i Foviding samples of said correlated information in a
14 matenal, said advertisig materia’ being assoclatel » CONTENT | |MOVIE SERVERS CONTROLLER WITH AND | 1 lgital format from said server system over said com-
with said multimedia material, said advertising materid | PROVIDER DASD, OPTICAL, MOVIE AND TRANSACTION i ' Bnication network RIS <aid
comprising audio and video components; I . TAPE STORAGE | |CUSTOMER DATABASE ENGINE e H3pl1 | R r p :
| ‘IDE 1 : I - * I " + * 111 1 firchasers being linked to the server system through
I 4 m oo
105 107 = 109 1d communication network,
s . . : = : VIDEO WATM_0C-3 ATM OC=3  ATM 0c-3, MVS E-MONEY : ! . o . ot o
¢. providing a server system accessible over a commul | 103 =—l - BANKING ! bwnloading to said purchasers, upon request of said
calion network, said server system accessing said corf) 7 C(?EJPERRE o ___AMOC-3__ ATM SWITCHL113 | firchasers, over said communication network, said cor-
lated information in a digital format from said compu e "~ 7 HosT Pﬂf\_ CENTER 2 Mated information in a digital format corresponding to
readable storage medium for transfer of said correla 127 AATM SONET 10 id multimedia material from said server system, said
information in a digital format over said communicati@ __ ______________________ 0c-3/12 | 20y _______ - firchasers storing downloaded correlated information
network to/potential purchasers: I' 125 O%CT-'ié;EzR | Fa digital Tormat corresponding, o said mullimedia
I ATM 0C-3/12 ATM 0G=3+ | faterial; and
a. wherein said purchaser is an exhibitar exhibiting s | ATM 0C-3+ / | pviding said correlated information in a digital format
inultimedia material, after deriving said multimed) | ATM_SWITCH ! brresponding to said advertising material that is asso-
material from said stored correlated information i | 2101 RElé?Ochﬂ-L CSF[:E{’ - CA;IT_"I; iggg:w ATMRSSV(':TCH | fated with said multimedia material to said purchasers
jeital format ¢ ; ing 1o sai i ia matd | 21024 2103+ ' ai ai icati -
. i puble theer 0.3 mumber of indvicuclod || ANDMASS STORAGE Rl L | Eri o ing et oty ket and sl
exchange for a paid admission or a broadcast exhibital | | Bitimedia material, said purchasers downloading said
said advertising material, after deriving of said adverti{ | | prrelated information in a digital format corresponding
]fl.;i ]111;:1::1‘;3:2;);: Jlx(gl tc;);;ei;lgﬁfgafﬁr;;ﬂ;;;gl q:j il::g;h ! 2104 2105 2106 2107 2108 : ]a_id a:iiyerﬁsiug_ I]llale_l;a] th:i: 15 associ.ftted l';vit:ll said
. : : as 4 B L T e - hmedia material, said purchasers storing the down-
ing material, being shown to the public at a time or i FIG. 21 aded correlated information in a digital format corre-

yonding to said advertising material; and

Ex-1006, Figure 21; Pet. at 9
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@ Claim Construction Issues
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Claim construction issues — terms identified by PO

@ “marketing”

@ “distribution”

@ “storing”

@ “exhibitor”

@ “broadcast exhibitor”

@ “exhibition”

Demonstrative Exhibit Not Evidence
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PO did not provide support for its claim constructions

Institution Decision:

> While we adopt Petitioner’s proposed construction for the purposes of our
Decision on Institution. we caution the parties that. as always. our
conclusion 1s not dispositive and may change 1n response to further
development of the record. Future briefing should contain detailed support.
both mtrinsic and. to the extent necessary. extrinsic. for any claim
construction proposed. Any party proposing to construe a term according to
its “plain and ordinary meaning™ should specify what that meaning 1s.

PO has not provided sufficient, let alone detailed, intrinsic or extrinsic support
for its proposed constructions in its papers.

] . . Institution Decision at 12, n. 2
Demonstrative Exhibit Not Evidence ”

Petitioner DMED Ex-1030, 0014



PO’s position appears based on an erroneously

narrow definition of skill in the art

Petitioner Reply:

In 1ts Response, PO claims 1t 1s applying a level of skill that 1s “substantially
the same as that previously adopted by the Board.” POR at 11; Paper 15 (*DI”) at 9.
However, there appears to be a dispute regarding the level of skill because PO
repeatedly strays from its proposal, instead viewing the prior art and *725 Patent “as
understood 1n the entertainment field,” “field of tilm distribution,” “tilm industry,”
“multimedia film business,” or the “film business.” See POR at 52-54, 18, 20-21.
PO appears to argue, in fact, for the level of skill it proposed in its Preliminary
Response, which the Board rejected for failing to account for the technical aspects

of the patent. DI at 8-9 (quoting Paper 8 (“POPR”) at 13; Ex-1001, 1:20-25).

A POSITA is not limited to one “in the film industry.”

Reply at 1-2
Demonstrative Exhibit Not Evidence s
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The Board’s applied level of skill

from the institution decision is correct

Institution decision:

experimentation. We disagree with Patent Owner that one of ordinary skill
in the art need not have a technical degree.

Accordingly, for purposes of this Decision, we adopt the following
definition of the level of skill for one of ordinary skill in the art: a Bachelor
of Science degree 1n electrical engineering, computer engineering, computer
science, or a related field plus one year of experience related to marketing
and distribution of multimedia material over a computer network, or the
equivalent. We view this definition as consistent with the *725 patent and the

asserted prior art, and we apply it in our analysis below.

A POSITA is not limited to one “in the film industry.”

. o ) Institution Decision at 9
Demonstrative Exhibit Not Evidence 1
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“Marketing”

The invention claimed is:
1. A method of marketing and distributing multimedia, the .. . ..
method comprising; * Not limited to “film” — PO position, POR at 10
a. receiving, by a server, multimedia material and advertis-
ing material from a producer or owner of said multime-

. e 1 e . The present invention relates to the marketing and distri-
dia material, said advertising material being associated

with said multimedia material, said advertising material bution of multimedia material, including digitally generated
comprising audio and video components; ﬁlm, Vidﬂﬂ, grﬂph] cs Hﬂd Ellldi 0, Elﬂd ﬂﬂﬂ]ﬂgﬂﬂﬂ tra d]T] ('II]EI]
f. providing said correlated information in a digital format media converted mto digital movie and television programs,
corresponding to said advertising material that is asso-
ciated with said multimedia material to said purchasers .. “ . »” ..
from said server system over said communication net- * Not limited to generation of sales” — PO position, POR
work. allowing purchasers to locally market and sell said
‘media material, sai asors downloading sai at 40-41

multimedia material, said purchasers downloading said N . )
correlated information in a digital format corresponding sense for the purchase of a poster. radio spot, or the like. Older
to said advertising material that is associated with said films and “B” movies m ay be available to some usets. such as
multimedia material, said purchasers storing the down- . . N o
loaded correlated information in a digital format corre- scholols. libraries, and other non-profit organizations, and

sponding to said advertising material: and

“Marketing” : broad enough to encompass generally creating interest in a
showing or broadcast of some multimedia content.

_ o _ Reply at 3-4 (citing Ex-1001 at 1:20-25)
Demonstrative Exhibit Not Evidence
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“Distribution”

The invention claimed is: ° imi i “ i n_ iti
1. A method of marketing and distributing multimedia, the Not limited to a partICUIar business PO pOSItIOﬂ,
method comprising: PORat 10

a. receiving, by a server, multimedia material and advertis-
ing material from a producer or owner of said multime-

dia material, said advertising material being associated Slml]ﬂr]}'r, d ]J]UI'EIHT}’ of ﬂxhibitDrS. includi nga movie the-
with said multimedia material, said advertising material ater 1 8 a.a tElEE*‘ iS il’.}ﬂ Stﬂti on 1 8 b: a SBIEI] iT o IE‘:]EVi g 1 on (}PEI‘H _

comprising audio and video components;

tor 18¢, a cable television operator 184 and a high school 18e,

e. downloading 1o smd purchasers, upon request of said

Purchascre, over sard communication network, said cor- * Claim does not include a negative limitation excluding
related information in a digital format corresponding to ol ) eas

said mulimedia material from said server systen. said file downloadlng -PO position, POR at 20

purchasers storing downloaded correlated information e The claim specifica"y recites “downloading”

in a digital format corresponding to said multimedia
material: and

“Distribution” : broad enough to encompass the technical steps required
for distribution recited in the claims and specification, including file “downloading”.

) o ] Reply at 4-6; Ex-1001 at 4:20-24
Demonstrative Exhibit Not Evidence s
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“Storing”

S L _ _ * Not limited to “a non-volatile storage element” — PO
b. storing said multimedia material and associated adver-

tising material on a computer readable storage medium pOSition, PORat 10
as correlated information in digital format;

e. downloading to smd purchasers, upon request of said
purchasers, over said communication network, said cor-
related information in a digital format corresponding to
said multimedia material from said server system, said
purchasers storing downloaded correlated information
in a digital format corresponding to said multimedia
material; and media 28. Once digitized media materials may be down-

loaded to user’s computer 206 using an appropriate data
storage media dupu.ndlm_, upon the size of the media 10 be
[_I.U'm’i'nll.}dded P It 11ar, aIy =4 e material can be

“Storing” : broad enough to encompass appropriate data storage media
regardless of whether it is volatile or nonvolatile.

_ o _ Reply at 5-6 (citing Ex-1001, Figure 9, 14:54-15:3)
Demonstrative Exhibit Not Evidence "
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* Not limited to a particular “business” — PO position,

2. wherein said purchaser is an exhibitor exhibiting said POR at 10
mulimedia material, afier deriving said multimedia
material from said stored correlated information in a Figure 1

digital format corresponding to said multimedia mate-
rial, in a public theater to a number of individuals in
exchange lor a paid admission or a broadcast exhibitor,
said advertising material, after deriving of said advertis-

Cyberspace High

School  [™1ge

ing material from said correlated information in a digital Moo Satellite Cable
format corresponding to said stored associated advertis- Theater Tg:fgr';lg? ngz/ri::g?
ing material, being shown to the public at a time or in a tha Television ., Niag
Station
J

18b

Similarly, a plurality of exhibitors, including a movie the-
ater 18g. a television station 185, a satellite television opera-
tor 18¢, a cable television operator 184 and a high school 18e,

films and “B” movies may be available to some users, such as
schools. libraries. and other non-profit organizations. and

“Exhibitor” : broad enough to encompass all the exhibitors described in the specification.

_ o _ Reply at 7 (citing Ex-1001, Figure 1, 4:20-27, 12:38-44)
Demonstrative Exhibit Not Evidence 2
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“Broadcast Exhibitor”

g. wherein said purchaser is an exhibitor exhibiting said
multimedia material, afier deriving said multimedia
material from said stored correlated information in a
digital format corresponding to said multimedia mate-
rial, in a public theater to a number of individuals in
exchange lor a paid admission or a broadcast exhibitor,
said advertising material, after deriving of said advertis-
ing material from said correlated information in a digital
format corresponding to said stored associated advertis-
ing material, being shown to the public at a time or in a

position, POR at 10

Figure 1

18a

Movie
Theater

Not limited to “over-the-air broadcasting” — PO

Cyberspace

High
School  [™18e

Satellite Cable
Television Television
Operator Operator |~
L 18d
Telew.smn 18¢c )
Station
18b J

Demonstrative Exhibit Not Evidence

“Broadcast exhibitor” : broad enough to encompass various exhibitors that conduct
broadcasting regardless of whether it is “over-the-air.”

Reply at 3-4 (citing Ex-1001 at 1:20-25)

21
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* An actual “exhibition” is not required by claim 1, only
claim5

* Claim 5 narrows the types of exhibitions that would
otherwise be enabled by claim 1 (but not the types of

«“ ol e »”
exhibitors”)
5. The method of claim 1, wherein the exhibition of mul-
timedia material is the public showing of a motion picture. F|g ure 1
Cyberspace High
School ™ 18e
Movie Satellite Cable
Theater Television Television
— Operator Operator |~
18a Television J 18d

18c
Station

P

18b

“Exhibition” : Claim 1’s “exhibitor” or “broadcast exhibitor” allows for
both public showings (e.g., in a school or library) and private showings (e.g., in a home or hotel room),
whereas Claim 5’s exhibition is specific to a “public showing.”

Reply at 3-4 (citing Ex-1001 at 1:20-25)

22
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Overview

o
@ Grounds 1 and 2 — Garfinkle, Kosten, Allen
o
o

Demonstrative Exhibit Not Evidence
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Combination: Garfinkle + Kosten (Ground 1)

PRODUCT
SIORE [~—12

Kosten's “Studio” providing digital
or traditional celluloid films

CATALOG |~ 14
STORE
/15
USER SITE
20 CATALOS

STORE

. AR

i i

UISER VIDEQ
B~ NPUT DEVICE DIEELAY 26
FIG.1
Kosten's “Thealer” as a user site 18
Pet. at 16

Demonstrative Exhibit Not Evidence 2
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Claim element 1[pre]

PO Position:
I[pre]: “A method of marketing and distributing multimedia...”

The preamble of Claim 1 1s a clear reference to the film distribution business

’725 Patent:

Figure 1

) Similarly, a plurality of exhibitors, including a movie the-
ater 18a. a television station 185, a satellite television opeta-
tor 18¢, a cable television operator 184 and a high school 18e,

Cyberspace High

School ™ 1ge

Movie Satellite Cable
Theater Television Television
— Operator Operator | —
18a Television 18¢ D) 18d
Station
18b )

PO’s argument is based on its improper claim construction, which fails for that reason alone.

) o ] POR at 17; Reply at 9-11; Ex-1001, Figure 1, 4:20-24
Demonstrative Exhibit Not Evidence »s
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Claim element 1[pre]

PO Position: Private VOD 1n Contrast to Public Exhibition in Theater or Broadcast

The Patent’s field of film distribution, with its recited exhibition steps, 1s a

world apart from Garfinkle’s video-on-demand system servicing end-user viewers.

Kosten: :?}zqh Loral Telstar 5 satellite
Distributing =

small footprint, Q;‘ { ¢ “(-:,‘_ : &| Exhibiting
CyberStar NS O
:‘zmlp - el 1 |

and scheduling ﬁm i Digital audio

Eng:ry:;nauv " aceounting

1 | To other .
S Marketing

Theater mmlmnm generation

{Advertising, trailers)

PO’s argument focuses on Garfinkle, but ignores Kosten’s teachings, which plainly include

distribution to, marketing by, and exhibition in a public theater.
POR at 18; Reply at 9-11; Ex-1007 at 54

26

Demonstrative Exhibit Not Evidence
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Claim element 1[e]

PO Position:

Gartinkle does not enable the recipient to later playback the same to an exhibition

audience.

While Garfinkle’s system can stream a multimedia film, the structure of

Kosten:

Downloading

.j}_&_ h Loral Telstar § satellite

Theater

= Additional revenue generation
{Advertising, trailers)

Playback

PO’s argument focuses on Garfinkle, but ignores Kosten’s teachings, which plainly include

Demonstrative Exhibit Not Evidence

digital downloading and storage for later playback.

POR at 18; Reply at 9-11; Ex-1007 at 54
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Claim element 1[e]

PO attempts to distinguish Kosten based on features he did not invent

PO inventor, Q It's fair to say that you didn't invent| digital

Mr. Stiliadis: S .
distribution of movies; correct?

A I never said I did. Did you invent electronic delivery of movies to
theaters?
A No.
Q And it[b fair to say that you didn't invent the Q Did you invent dlgltal projection?

idea of digitizing analecg film into a digital format; 2 No

correct?
MR. HANDAL: Objection; beyond the scope, calls
for a legal conclusion, vague, objecticn to form.

THE WITNESS: No.

PO’s inventor admits that he did not invent digital movie distribution and playback

) o ] Ex-1027, 67:22-23, 68:3-8, 84:11-4, 89:11-13, 90:1-2
Demonstrative Exhibit Not Evidence 2
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Claim element 1[f]

PO Position: meet the recitations of, inter alia, paragraph 1f of Claim 1. There is no structure,

software, or methodology disclosed in Kosten relating to allowing purchasers to

locally market or sell the multimedia film.

Kosten: B gyt et 3 sttt
>
\ | e Improved feature film distribution is only one of the many benefits
Japol e -l L‘ ushered in by this distribution process. Exhibitors could turn theatre
low-cont dsh % oL SN [J lobbies into smart advertising networks, targeting dlgltd] trailers and
st T ln ad spots based on the demographic of their community and the film
B itself—no longcr will they be stuck with standard trailers attached to
.::gr,:'mm Y accounting each celluloid print. The film experience itself could evolve into inter-
e active channels, where theatres could host “virtual chat sessions”
v between a film’s audience and its stars. Theatres could also fill their
Lobby displays
¥ s 77| Local Marketing

PO’s argument ignores Kosten’s teachings for local marketing.

) o ] POR at 23; Reply at 15; Ex-1007 at 54
Demonstrative Exhibit Not Evidence 2
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Claim element 1[f]

PO Position: || fails to meet the recitations of Claun 1. Kosten does not disclose whether any
storage of advertising (if it might even possibly be interpreted to exist in the movie

theater) 1s volatile. and thus not available for repeated use. or follows a different

Kosten: I gy v e 3 st
>

\ e all points of distribution. Exhibitors then simply
e & i <y :! project the file, which is received on their network
o L g server, stored, and routed to individual screens of
e = their choice (within the boundaries of distribution
i Tl agreements already set up between the studios and

== theatre owners).

Theater 5 o A

Content Stored """~

PO’s argument is both based on an erroneously narrow view of “storing” and ignores Kosten'’s teachings.

) o ] POR at 24; Reply at 10, 12; Ex-1007 at 54
Demonstrative Exhibit Not Evidence s
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Claim element 1[g],

PO Position:

Kosten:

PO essentially admits that Kosten discloses it

Accordingly, “trailers” would be understood to be shown at a time different

from the time when the movie 1s being exhibited to customers. [ his 15 what the

Improved feature film distribution is only one of the many benefits

Different ushered in by this distribution process. Exhibitors could turn theatre
lobbies into smart advertising networks, targeting digital_trailers and

Place —'d spots based on the demographic.oftrern uullnllllm:\?’dl]d the film
Time M will the_\: be stuck_ with.standard trailers ;l.tt'.lch.cd to
each celluloid print. The film experience itself could evolve into inter-

Lobby m active chan‘nclf, whgrc thcatrc_s could host “virtual chat s?ssi(m:f”
« Additional revenus neration between a film’s audience and its stars. Theatres could also fill their

{Advertising, trailers

Demonstrative Exhibit Not Evidence

PO’s argument ignores Kosten’s teachings related to trailers and lobby displays.

POR at 29; Reply at 17; Ex-1007 at 54
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Dependent claim 4

osition: ¢ meaning of “"a public communication system™ 1s explicit elined 1n the
PO Positi Th ing of “a publi ication system” is explicitly defined in th
patent which states that the inventive “server system 15 [may be] accessible over a
public communication system, such as the Internet.” Patent, 3:14-17. Neither
Kosten: o1 — i . ) _ . :
s provang agra O A [l e In this specific embodiment of the invention, a suitable
rchional catuokdfive = [ o " data link indicated by the dash line 16 connects the central
P \ station 10 to a plurality of user sites 18. The link 16 may be
_____________________ f wiils copper wire of the type used by the telephone company, a
----- ---“._ 0 CATALOG - - . - -
* ﬁ L‘m radio frequency wireless communications link of the type
ol |-~ ta LT “ used in satellite-to-earth communications, a coaxial cable, a
T =, fiber optic cable, cellular wireless or other suitable link, such
=n o] o | [ @, 1.  asalocal area network interconnecting personal computers
G - and work stations at the user sites and the processor at the
: - ' central station. Preferably, data is downloaded from the
e Kosten's “Theater" as a user site 18
PO appears to use the claim term “public communications system”
to exclude any form of communication network other than the Internet.
. o . POR at 30; Reply at 16-17; Ex-1005 at 2:58-66
Demonstrative Exhibit Not Evidence 2
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Dependent claim 5

PO Position: material i1s the public showing of a motion picture.”

Garfinkle does not involve the exhibition of motion picture. but rather 1s

the field of video-on-demand delivering products to sites of end-users. When the

KOSte n . ‘E}i.h Loral Telstar 5 satellite
r \
&
Small foo )
low-cost :l‘-m 4— -
CyberStar
video server
«» Content storage -
and scheduling | ==
server i Modem for
« Encrypted A/V o accounting
signal
T ; To other
screens
Theater

FTO A THEREATRE NEFAR VNI

-l

Video projector

with integrated decryption

Lobby displays
= Additional revenue generation
(Advertising, trailers)

A digital film file 1s 5im}'31y transferred to and stored in the secure
server system of a satellite distribution company, which then “beams”
the film to theatres across the U.S. or around the world, who then store
it on their servers for later digital projection. By some estimates, this
system can reduce film distribution costs by as much as 75 percent. The
distribution process itself becomes flexible in ways never imagined. \

Demonstrative Exhibit Not Evidence

PO’s argument ignores Kosten’s teachings for public showings of a motion picture.

POR at 31; Reply at 17; Ex-1007 at 54
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Combination: Garfinkle + Kosten + Allen (Ground 2)

EMUHHM | Allan's “Accounting Added from
D and Tra_nsactmn
Engind Allen
10
1 PRODUCT
Kosten's “Studic” proviging digital e — CEWTRAL
or traditional celluloid films \ STATION
| || CATALOG |~ 14
: STORE
i
16 18
Studio :-f /
_______________________________________ 2 [ USER SITE
{ { % WA
USER SITE | | USER SME CONTROL Ty
g Fivee J’ T PROCESSOR
b 18 L1a PRODUCT
STORE
| x it
LSER YIDED:
28— NPUT DEVICE DEPLyY (26
FIG.1
B ; Kosten's “Theater” as a user site 18
) o ] Pet. at 43
Demonstrative Exhibit Not Evidence _,,4
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Combinations: Garfinkle + Kosten + Allen (Ground 2)

Added from Allen

Accounting and Transaction Engine

The accounting and transaction engine 109 of FIG. 1 is
also connected to the retail outlet and to the other compo-
nents of the host status center 10 through an ATM OC-3 fiber

’725 Claim 11 through ATM switch 113. All accounting and transaction
information is recorded by the accounting and transaction
11. The method of marketing and dlsmbmmg mummedla engine 109 which also has external connections to_allow
n:]n:ctmmc mone bankjn . The a g an 1

- = o Tl T inc umg revenue an::coummg, ¢ " € i
based upon ]nfor[natlon from said exhibitors. 141107 alabase, Sllppﬂl'[ mnventories Pll'ld [hﬂ I'Etall Clllﬂﬂ[
ﬁnan-::lal accountmg Thc S},-’SIEIT.I also ccn]ln:cts and maintains
1d¢nt111ca110n and 16 ' T

1nf0rmatmn and payment schedules A volce l(|LI]ll]1Lc111f_‘lﬂ

) o ] Ex-1001, Cl. 11; Ex-1006 at 10:30-50
Demonstrative Exhibit Not Evidence -
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Dependent claim 11

PO Position: Petitioner's reliance on Allen with respect to the recitation of providing sales
and marketing data to exhibitors based upon information from the exhibitors. is

nonsensical. because there are no exhibitors. and further becanse marketing data 15

Kosten:

Improved feature film distribution is only one of the many benefits
ushered in by this distribution process. Exhibitors could turn theatre
lobbies into smart advertising networks, targeting digital trailers and
ad spots based on the demographic of their community and the film
itself—no longer will they be stuck with standard trailers attached to
cach celluloid print. The film experience itself could evolve into mtcr-
active channels, where theatres could bost “virtual chat sessions”
between a film’s audience and its stars. | 'heatres could also fll their

PO’s argument mischaracterizes Allen and ignores Kosten.

POR at 45; Reply at 18, 21; Ex-1007 at 54
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PO’s “two-tier” marketing arguments

are not grounded in the claims and ignore the prior art

PO Position: This marketing fo the middleman/purchaser/exhibitor 1s recited as
“providing samples of the correlated information... to... [exhibitor-]purchasers™

(claim 1(d)). In response to this first-tier marketing, the

Element 1[d]:
d. providing samples of said correlated information in a

digital format from said server system over said com-
munication network to said potential purchasers, said
purchasers being linked to the server system through
said communication network;

Element 1[d] says nothing about “marketing.”

_ o _ Sur-reply at 18; Ex-1001 — Element 1[d]
Demonstrative Exhibit Not Evidence .
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PO’s “two-tier” marketing arguments

are not grounded in the claims and ignore the prior art

PO Position:

Garfinkle:

This marketing fo the middleman/purchaser/exhibitor 1s recited as
“providing samples of the correlated information... to... [exhibitor-]purchasers™

(claim 1(d)). In response to this first-tier marketing, the

10 —\
CENTRAL
STATION

USER SITE

l18

PRODUCT
STORE~ [~—12
CATALOG |~_14
STORE
18
USER SITE
20\ CATALOG
CONTROL SI0RE
PROCESSOR \n
PRODUCT
STORE
e Lo

box 60, For each of the video products in product store 12,
catalog data is prepared and stored in central station catalog
store 14. This catalog data includes, for example, the product
name, its address in the product store 12, its price, and for
certain video products related material such as a trailer to
allow the user to preview the product] a header to allow

and hardware to perform a decompression| function. A user
input device 28 interacts with the catalog data and a menu
presented on the video display to allow the user to use the
catalog data stored in catalog store 22 to, in some cases,
preview video products available from the central station 190,
and to order any available video product in the catalog store.

Demonstrative Exhibit Not Evidence

PO ignores Garfinkle’s express teachings to provide samples, trailers, and other materials to
purchasers from its “catalog store.”

Sur-reply at 18; Pet. at 26-27; Ex-1005, Fig. 1, 4:35-45, 3:20-30
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Overview

Grounds 3 and 4 — Allen, Budow, Kosten

Demonstrative Exhibit Not Evidence
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Combination: Allen + Budow (Ground 3)

Fig. 1
i e o e e IR P PSR s T e e R | :
; § o e e e e o A A S R R R A B - , : ki,
.' S!rUD?O MANUFACTURING ACCOUNTING |_ _ /®5-2%2 | I
i ERVE WITH AND ' |
: CONTENT 'S%E %pmff MOVIE AND TRANSACTION : :
. PROVIDER | | T4pE’ STORAGE | | CUSTOMER DATABASE ENGINE  [=ps o357 |
| 7 11 '
| 101 ¢ | ; T £ :
105 107 i 9
: VIDEO (ATM_0C-3 I‘m" 0c-3 A oc-3; 1° MVS E-MONEY | | 4
: 103+ %AENTPE%E ATV 00_3“‘ ~=-— o 2 BANKING : tg
- = - e  R e = ATM SWITCHh113
R B T T s o e o B S A e N oL 3 WOTEL g1
127 A ATM SONET 10
B oc-3/12 | 2.,
i 125.] 0c-3/12 E
| AS'E 1
: ATM Oc—ﬁf 12 L6 8 i ATM OC-3+ ) 50 I,.’
i ATM oc-3+/ : 5 J
: ATM SWITCH '
' 2101 _ LOCAL CITY/ ATM_SWITCH ATM_SWITCH ! RN CISTRIBUTION
. REGIONAL SERVER 21024 CABLE COMPANY 2103 RBOC ! ! CENTER
: AND MASS STORAGE INFRASTRUCTURE INFRASTRUCTURE : /
| |
: : 5
l 2104 2105 2106 2107 2108 ! 2
et . HOTEL N
FIG. 21
Pet. at 49
Demonstrative Exhibit Not Evidence 0
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PO’s arguments for grounds 3 and 4 fail for substantially the same reasons

PO Position: V. GROUNDS 3-4: ALLEN IN VIEW OF BUDOW AND KOSTEN

Budow 1s nothing to the combination of Kosten Allen which 1is not already
shown in the combination of Garfinkle. Kosten and Allen. Accordingly.

Petitioner’s contentions are properly rejected.

Petitioner reply: V. GROUNDS 3-4: ALLEN IN VIEW OF BUDOW AND KOSTEN

PO does not dispute that Allen, Budow, and Kosten disclose the limitations
1[a]-1[e] nor Claims 6-7 or 9 in its Response. See POR at 51-65.

A. PO’s Arguments Are Unsupported

PO’s arguments regarding limitations 1[pre] and 1[f]-[g] and Claims 4-5. and
11 depend on its incorrect understanding of the references and Petition|'s arguments.
its blurring of lines between limitations. its unsupported constructions. and its view

of these references in isolation rather than as proposed combinations.

_ o _ Sur-reply at 25; Reply at 22-24
Demonstrative Exhibit Not Evidence “
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Combination: Allen + Budow + Kosten (Ground 4)

7 S ey g i i g 2 s et ot < ) k
: L1 [ ewiERcume | [Accommie | _ %2 .
: CONTENT | |HOVE SERVERS Hm: AND TR&@EHDH :
- PROVIDER uﬁ% gafgnmngg. CUSTOMER DATABASE | ENGINE P ' ]
] 'E“ | - L T ¥ 111
: "_'_“m e :Ig]y_m-s 7 wocs W-.if "% WS E-woney
| 103~ cAPTURE T S ey g | BANKING
- L2 N i s, - XL T
S -7 - [ N
i 1254 ©C-=3/12 |
: ATM 0C-3/12 R FSTER ATW OC=-3+ :
{ ATM OC-3+ |
i AT SWITCH s |
[ LOCAL CITY, ATM SWITCH ATM SWITCH :
! 7| REGIOMAL 2102 CABLE COMPANY 2103 REDC !
, AND MASS STORAGE INFRASTRUCTLIRE INFRASTRUCTURE ;
i zé zﬁg zﬁ{ zé 2‘1%:;
FIG. 21
{Annotated)
) .
Kosten’s movie
theater exhibitor
Kostan's Theater as a retail outlet 20 meets cIaim 5
Pet. at 74
Demonstrative Exhibit Not Evidence "
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Overview

No Secondary Considerations

Demonstrative Exhibit Not Evidence "

Petitioner DMED Ex-1030, 0043



To the extent that PO presents “secondary considerations” evidence,

_it fails |

PO appears to sprinkle arguments that may be tangential to secondary

considerations of non-obviousness throughout its Response. PO also submits a
declaration from the named inventor (Ex-2109) attesting that his personal friends,
who happened to be executives at a single film production laboratory, thought that
the *725 Patent was impractical. POR at 9-10. 15-16. 31, 69-70. However, this is not
evidence of skepticism by experts—or evidence of any other secondary
consideration. Rather, the inventor’s declaration merely states that two executives,
(not technical experts) told him (in a friendly conversation) that they did not believe
his patent was practical or would be commercially successful.” Ex-2109, 5. 7-8:
Ex-1027. 86:14-87:1. 87:11-21 (“They didn’t have confidence in 1t.””). Meanwhile,
other industry leaders were investing in digital cinema and having success. See, e.g..
Ex-1021: Ex-1024: Ex-1025: Ex-1026. But even to the extent that others had success
with digital projection and electronic delivery of movies. Mr. Stiliadis conceded that
he did not invent such technology. Ex-1027. 90:1-2, 84:11-13. And neither Mr.
Stiliadis nor PO has offered any evidence to tie the alleged “skepticism” of these
two personal friends of the inventor and later success of digital film distribution,
such as the movie “Avatar,” to the claims of the *725 Patent. The inventor has never
even asserted that any of the companies or entities in his declaration practiced his

alleged invention.

Demonstrative Exhibit Not Evidence

Reply at 26-27
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Motion to Exclude

Demonstrative Exhibit Not Evidence
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Neither Mr. Tulchin nor Mr. Daniels are POSITAs

Accordingly. for purposes of this Decision, we adopt the following
Board Position: definition of the level of skill for one of ordinary skill in the art: a Bachelor
of Science degree in electrical engineering. computer engineering. computer
science. or a related field plus one year of experience related to marketing
and distribution of multimedia material over a computer network. or the

equivalent. We view this definition as consistent with the "7235 patent and the

asserted prior art. and we apply it in our analysis below.

Patent Owner proposes the following level of skill for a POSITA: Bachelor
PO Position:
of Science in electrical engineering, engineering physics, computer engineering,

computer science, or a related field plus one year of experience related to
marketing and distribution of multimedia material over a computer network, or the
equivalent, which 1s believed to be substantially the same as that previously

adopted by the Board.

) o . Institution Decision at 9; POR at 11
Demonstrative Exhibit Not Evidence "
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Mr. Tulchin is not a POSITA because he lacks the requisite technical training

o8]

LF=T = B N - T

10
11
12
13
14
15
16
17
18
19
20
21
22

Q Ckay. Can you tell me what your educational
background is.

A So I went to the Cornell School of Industrial
Labor Relations as an undergrad and received a BS in
industrial labor relations, and then I went to law
school at Hastings, which i1s now called the University
of California San Francisco, and received my law

degree in 1578.

Q Do you have any other advanced degrees?

A No.

Q Do you have any other professional
certifications?

A No.

Q Do you have -- do you have a technical
degree?

A No.

Q Tt's fair to say you don't have, for example,

a degree in electrical engineering, engineering
physics, computer engineering, computer science, or a
similar field?

A Absolutely not.

Demonstrative Exhibit Not Evidence

PO does not contest that Mr. Tulchin lacks a technical
degree. PO even conceded that Mr. Tulchin’s
“declaration does not relate to any analysis through
the lens of an ordinary skilled artisan.”

Yet, PO ignores Phillips in contending that Mr. Tulchin’s
testimony is relevant to “the meaning of various terms
in the movie business.”

Ex-1028 at 10:2-22; PO Opp. to Motion to Exclude at 3, 5, 10
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Phillips claim construction based on POSITA understanding

“We have made clear, moreover, that the ordinary and customary meaning of
a claim term is the meaning that the term would have to a person of
ordinary skill in the art in question at the time of the invention, i.e., as of
the effective filing date of the patent application.”

“I'T]he person of ordinary skill in the art is deemed to read the claim term
not only in the context of the particular claim in which the disputed term
appears, but in the context of the entire patent, including the
specification.”

Phillips v. AWH Corp., 415 F.3d 1303, 1313 (Fed. Cir. 2005)

Demonstrative Exhibit Not Evidence a8
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Mr. Daniels is not a POSITA because he lacks relevant experience

4 4 Have you ever been actively involved in the
Q. Understood.
marketing and the distribution of multimedia material

Can you tell me about some of the inventions? .
over a communication network?

A. Yeah, everything from a fogless shower mirror; A. On the invention side, certainly. That was the
an anti-backlashing fishing reel; a radiation shield for suite of patents that were sold.
cell phones; a suite of interactive television Q. What was your role in -- in that -- I guess was
innovations, which I actually spent quite a bit of time it a company?
A, I did have a company. I can't even recall the

on. I created the first working pause button,

: name -- Intelisync, we called it. Tried to raise funds,
demonstrated that around 1988, and then ultimately sold

but wasn't able to raise enough funds, so I ended up

that to one of the largest global companies.
finding an outlet for the IP.

0. And what company was that?

Q. Can you point me to that in your resum ?
A. I can't disclose the company. A. If it's not there, I didn't include it,
probably. It was just too distant and not relevant to
PO contends Only that Mr. Daniels’s “work has included this resum that I have. One of the reasons would be I
being actively involved in 1998 ... in the invention of video was restricted by contract to not disclose the sale of
pausing technology” but has not shown how this is “one year those inventions.

of experience related to marketing and distribution of
multimedia over a computer network.”

_ o _ Ex-1023 at 99:5-15, 102:3-19; PO Opp. to Motion to Exclude at 4
Demonstrative Exhibit Not Evidence o
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Non-POSITA opinions are irrelevant to claim construction and technical

analyses of prior art

“I'T]o be qualified to offer expert testimony on issues from the vantage point
of an ordinarily skilled artisan 1n a patent case, an expert must at a minimum

possess ordinary skill in the art.”

Kyocera Senco Indus. Tools Inc. v. Int’l Trade Comm ’n, 22 F.4th 1369, 1377-
78 (Fed. Cir. 2022)
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Mr. Tulchin’s and Mr. Daniels’s clear personal biases

12 Did you have a relationship with
. 13 Mr. Stiliadis before he reached out to you in December

Mr. Tulchin: Y
14 of last year?
15 A Yes. 7 Q Can you estimate how much you were
16 Q Can you describe for me what that ] . .

a compensated over the 20-or-so period during which you
17 relationship is.
i1i ig?
18 A one second. Let me just... 9 represented Mr. Stiliadis:
19 Yes. I -- T was -- Nic Stiliadis’ 10 A Hundreds of thousands of dollars.
20 entertainment lawyer for many years, starting, I
21 believe, in the late "80s all the way up through, I
22 don't know, mid-2000s.
9 Q. And what was your relationship with Mr. Handal? 7 Q. Did you review any documents in preparing for

10 A. I would call him my first mentor. 8  your depcsition today?

Mr. Daniels: 11 Q. So fair to say that you kept in touch since 9 A, Sure, all the references. The '725 patent. I

Y y p
12 leaving the firm? 10 scanned through it. I _didn't really review it too
13 A. Yeah, off and on. We would reconnect every now 11 closely, the declaration of Dr. Houh. I may have
14 and then. And as Tony alluded to at the beginning of the 12 gotten -- but I didn't -- I don't remember going through
15 deposition, sort of grew old together and stayed in 13 the -- the -- I don't know what the document is called,
16 contact. Not very frequently, but every now and then, we 14 but from your side, the pleading or whatever that
17 would drop each other a line or a phone call. 15  document is.
Ex-1028 at 14:12-22, 16:7-10; Ex-1023 at 101:9-17, 104:7-15
Demonstrative Exhibit Not Evidence -
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Mr. Tulchin’s and Mr. Daniels’s biases risk

confusing and misleading the Board’s analysis

Mr. Tulchin

O No technical degree

d Unfamiliar with '725 Patent

[ Unfamiliar with prior art references

L Disagreement with plain text of ‘725 Patent

[ Made “[h]Jundreds of thousands of dollars” as the inventor’s personal entertainment
lawyer over “20 years or more”

Mr. Daniels

1 Some technical training but no evidence meeting the technical requirement set by the Board'’s
level of skill

 Unfamiliar with '725 Patent

O Unfamiliar with Petition (Paper 1)

O Unfamiliar with embodiments of prior art applied in the Petition

L Unfamiliar with Declaration of Dr. Houh (Ex-1002)

[ Unfamiliar with field of technology at the time of the invention

Demonstrative Exhibit Not Evidence
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Disney Media and Entertainment Distribution, LLC

V.
Digital Media Technology Holdings, LLC

Petitioner’s Presentation For IPR2024-00736
U.S. Patent No. 7,574,725
July 9, 2025

Demonstrative Exhibit Not Evidence
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