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I. INTRODUCTION

Patent Owner’s (“PO”) entire Motion to Exclude (Paper 35 (“MTE”)) is
premised on its claim that the Petition does not allege Wang-Dissertation is prior art
under both §§ 102(a) and 102(b). But PO’s own arguments—advanced in its
Preliminary Response—confirm this is untrue. Indeed, PO directly addressed the
availability of Wang-Dissertation under § 102(a), inviting a response from Petitioner.
Rather than continue to litigate the issue of public availability on the merits, PO now
seeks to exclude evidence highly relevant to a key issue in this IPR: the public
availability of Wang-Dissertation. The Board should deny PO’s Motion.

II. PROCEDURAL HISTORY

The Petition identifies Ground 1 as “§ 102 — Wang-Dissertation (Ex-1005).”
Paper 1 (“Pet.””) at 3. The Petition goes on to state that each of the cited references
“are prior art under at least pre-AlIA 35 U.S.C. §102(b) ...” (id. at 4, emphasis added)
and that “Wang-Dissertation is prior art af least under §102(b) (id. at 13, emphasis
added).

PO’s Preliminary Response states that “[i]f 102(a) were to be implicated,
earlier invention could be shown in ‘Glass-Modified Stress Waves For Adhesion
Measurement Of Ultra Thin Films For Device Applications,” authored by Gupta et
al.” Paper 7 (“POPR”) at 3. However, PO abandoned this argument, as its Response

does not address § 102(a) at all. See generally Paper 19 (“POR”).



Petitioner’s Reply (Paper 26) includes a section entitled “The Undisputed
Facts Confirm that Wang-Dissertation is Prior Art,” which addresses § 102(b)
(Reply at 4-12) and also addresses § 102(a). /d. at 12-13. The Reply directly rebuts
and even cites to PO’s earlier statement about § 102(a). Id. at 12 (“PO is also
incorrect that Wang-Dissertation is not available as § 102(a) prior art. See PO
Preliminary Response (‘POPR,’ Paper 7), 3.”).

III. ARGUMENT

A.  There is No Dispute the Petition Advances Arguments Under §
102(a)

Though PO concedes that Petitioner relies on Exs. 1041-1051 to support its
argument that Wang-Dissertation (Ex. 1005) qualifies as prior art under § 102(a)
(MTE at 1-4), PO erroneously claims that public availability of Wang-Dissertation
under §102(a) is “an improper new theory raised by Petitioner in its Reply,” such
that these exhibits allegedly lack relevance to “any ground of invalidity Petitioner
raised in the Petition.” Id. at 3 (“Each of these new references, including each
paragraph of the Supplemental Hsieh-Yee Declaration (Ex.1041)... relate only to
Petitioner’s new theory that the Wang-Dissertation (Ex.1005) qualifies as [] prior art
under § 102(a).”); see also id. at 6 (“these identified paragraphs and references are
only relevant to whether the Wang-Dissertation (Ex.1005) qualifies as prior art under

35U.S.C. § 102(a)").



As noted above in Section II, the Petition broadly identified Ground 1 as a “§
102” ground. Supra Section II; Pet. at 3. The Petition states that the references
(including Wang-Dissertation) are prior art under “at least” § 102(b)—which is non-
limiting.! If Wang-Dissertation was described in a printed publication in this or a
foreign country more than one year prior to the date of application for patent in the
United States (i.e., qualifies as prior art under § 102(b)), then it necessarily was also
described in a printed publication in this or a foreign country before the invention
thereof by the applicant for a patent (i.e., qualifies as prior art under § 102(a)), given
that PO has not sworn behind the reference and given that Dr. Wang (author of
Wang-Dissertation) is clearly a different person than Dr. Gupta (named inventor of
the *684 patent challenged in this IPR).

There can be no dispute PO was on notice that Wang-Dissertation qualifies as
prior art under § 102(a) because in its very first brief PO explicitly mentioned §
102(a). Supra Section II; POPR at 3 (“If 102(a) were to be implicated, earlier

invention could be shown in ... ”); Genzyme Therapeutic Prod. Ltd. P’ship v.

1'§ 102(a) and § 102(b) as discussed herein are pre-AIA 35 U.S.C. §§ 102(a), (b).
2 As noted in Petitioner’s Reply, “[w]hile PO previously alleged Ex-2001 could
demonstrate invention prior to [March 5, 2004] (see POPR at 3), PO waived this

argument by failing to raise it after institution.” Reply at 13.



Biomarin Pharm. Inc., 825 F.3d 1360, 1366 (Fed. Cir. 2016) (“The critical question
for compliance with the APA and due process is whether [the appellant] received
‘adequate notice of the issues that would be considered, and ultimately resolved, at

299

that hearing.’””). There would have been no reason for PO to mention § 102(a) if §
102(a) were not within the scope of this IPR and the Petition. At the very least, PO
was on notice about the § 102 ground (supra Section II; Pet. at 3), and PO invited
further argument regarding qualification as prior art under § 102(a) specifically
through its POPR. And there can be no doubt PO was on notice about the issue of
public availability (accessibility) of Wang-Dissertation, which is the touchstone in
determining whether a reference constitutes a “printed publication” for both § 102(a)
and § 102(b). See In re Hall, 781 F.2d 897, 898-99 (Fed. Cir. 1986) (“‘[PJublic
accessibility’ has been called the touchstone in determining whether a reference
constitutes a ‘printed publication’ bar under 35 U.S.C. § 102(b)”); B/E Aerospace,
Inc. v. C & D Zodiac, Inc., 709 F. App’x 687, 697 (Fed. Cir. 2017) (non-
precedential); see also Lynk Labs, Inc. v. Samsung Elecs. Co., 125 F.4th 1120, 1130
(Fed. Cir. 2025).

Therefore, there is not any unfair surprise to PO or any APA violation here.

See MTE at 5; see also Genzyme, 825 F.3d at 1366.



B.  Exhibits 1041-1051 and Petitioner’s Associated Arguments Are
Not Improper New Evidence/Arguments

While PO cites cases for the proposition that “Petitioners cannot raise new
arguments or present new evidence in its Reply” (MTE at 5-6), PO ignores that the
Federal Circuit has held (more recently than any of the Federal Circuit cases cited in
Section III of the MTE) that a petitioner does not improperly offer new
arguments/theories by merely expanding on previously raised arguments/theories
and responding to a patent owner’s assertions without advancing a “meaningfully
distinct [invalidity] contention.” Rembrandt Diagnostics, LP v. Alere, Inc., 76 F.4th
1376, 1383 (Fed. Cir. 2023) (citing Ariosa Diagnostics v. Verinata Health, Inc., 805
F.3d 1359, 1367 (Fed. Cir. 2015)). As noted above (supra Section II), PO understood
that the Petition alleged anticipation by Wang-Dissertation under § 102 and public
availability of Wang-Dissertation (the same public availability issue applicable to
both § 102(a) and § 102(b)). Supra Section II; Pet. at 13-14 (discussion about public
availability of Wang-Dissertation). Petitioner expanded on these same theories and
directly responded to PO’s related arguments in its Reply. See POPR at 3 (PO
discussing § 102(a)); Reply at 12 (“PO is also incorrect that Wang-Dissertation is
not available as § 102(a) prior art.”).

Moreover, Exhibits 1041-1051 and Petitioner’s arguments regarding these

exhibits are directly responsive to the Institution Decision’s suggestion to “further



develop the record regarding these publication issues during the course of the trial.”
Paper 8 (“ID”) at 18.

Therefore, Exhibits 1041-1051 and Petitioner’s arguments regarding those
exhibits are not improper new evidence/arguments and should not be excluded.

C.  Exhibits 1041-1051 are Relevant to Public Availability of Wang-
Dissertation

The MTE states that “[e]Jach of Petitioner’s Exs. 1041-1051 should be
excluded in their entirety for lack of relevance.” MTE at 6-9 (e.g., section headings
for Sections IV.A and IV.B, mentioning only “Irrelevant”). PO offers no other
justification for their exclusion. As an initial matter, the bar for relevance is low. See
0ddzOn Prods., Inc. v. Just Toys, Inc., 122 F.3d 1396, 1407 (Fed. Cir. 1997) (noting
the “low threshold for relevancy”). Particularly given that the Board has specifically
invited the parties to further develop the record regarding public availability of
Wang-Dissertation (ID at 18) and that Exs. 1041-1051 pertain to public availability
of Wang-Dissertation, PO’s allegation that these exhibits lack relevance is bizarre
and incorrect. PO narrowly frames the issue as one of relevance to only § 102(a)—
erroneously calling qualification of Wang-Dissertation as prior art under § 102(a) an
improper new theory—and misses or ignores that the issue is more broadly one of
public availability of Wang-Dissertation.

All of Exhibits 1041-1051 pertain to, and are relied upon by Petitioner to

establish, public availability of Wang-Dissertation. Exhibit 1041 is the Supplemental



Declaration of Dr. Hsieh-Yee, who offers opinions regarding the public availability
of Wang-Dissertation, a central issue in this [PR. Dr. Hsieh-Yee relies on each of
Exhibits 1042-1051, which corroborate her testimony. See generally Ex. 1041. In
particularly, Dr. Hsieh-Yee relies on Exhibits 1042-1043 to confirm that “interested
users could reach out to the library system of UIUC or ProQuest to access the Wang
dissertation” as of March 10, 2003. Ex-1041, q96-12. Exhibit 1042 is the
bibliographic and MARC records for Wang-Dissertation obtained from the online
catalog of the University of Illinois, Urbana-Champaign (“UIUC”) library system
and Exhibit 1043 is the OCLC FirstSearch record for Wang-Dissertation and
evidences the record creation date and library location. Dr. Hsieh-Yee separately
relies on Exhibits 1044-1051 to confirm that Wang-Dissertation was publicly
available via ProQuest by March 4, 2003, and to rebut PO’s arguments regarding
public availability of Wang-Dissertation. Ex-1041, q413-23. Exhibits 1044-1047
include ProQuest Digital Dissertations policies at or near the time of Wang-
Dissertation’s publication. Exhibit 1048 includes copyright information for Wang-
Dissertation, and Exhibit 1049 include the Library of Congress’s indexing and
copyright records for the same. Finally, Exhibits 1050 and 1051 evidence and
analyze ProQuest’s Dissertation Abstracts policy, an issue PO put directly at issue
in its POR. See POR at 16-17. Thus, Exhibits 1042-1051 are directly relevant to

public availability of Wang-Dissertation.



Public availability of Wang-Dissertation is the touchstone of the printed
publication inquiry and is highly relevant to Grounds 1-3 as each of these grounds
relies—in whole or in part—on Wang-Dissertation and thus on the availability of
Wang-Dissertation as prior art. See Pet. at 3. Thus, Exhibits 1041-1051 are clearly
relevant to an issue in this case, and should not be excluded.

IV. CONCLUSION

For at least the reasons above, the Board should deny PO’s Motion to Exclude,

as PO has not carried its burden under 37 C.F.R. § 42.20(c¢).
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