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I. INTRODUCTION

Pursuant to 35 U.S.C. § 313 and 37 C.FR. § 42.107, Patent Owner Proxense LLC
(“Proxense”) submits the following Preliminary Response to the Petition for Infer Partes Review
of claims 1-6, 8-15, and 17-20 of U.S. Patent No. 8,646,042 B1 (“the 042 Patent”) filed by
Petitioner Google LLC (“Petitioner” or “Google”).

The patent at issue is currently being asserted against Petitioner in Proxense v. Google LLC,
No. 6:23-cv-00320-ADA (W.D. Tex. May 2, 2003) (“Proxense v. Google”). Petitioner and Patent
Owner have exchanged Markman briefs, and the Court has issued a Claim Construction Order
(Exhibit 2004). Pursuant to Rule 42.100(b), Patent Owner requests the Board consider and adopt
the District Court’s construction, which construed the claims consistently with other proceedings
involving the family members. In the previous proceedings, the same District Court has construed
the challenged claims contrary to the specific grounds asserted in the Petition. Accordingly, it is
unlikely that Petitioner could credibly pursue the specific grounds asserted in the Petition. Inter
partes review, consequently, should not be instituted.

IL. CLAIM CONSTRUCTION
A. 37 C.F.R. § 42.100(b) Statement

Terms appearing within the claims of the 042 Patent have been construed three times by a
district court in Proxense, LLC v. Samsung Electronics, Co., Ltd. et al., No. 6.21-CV-00210 (W.D.
Tex. March 5, 2021) (“Proxense v. Samsung”), Proxense, LLC v., Microsoft Corporation, No. 6:23-
cv-00319-ADA (W.D. Tex. May 2, 2023) (“Proxense v. Microsoft”), and Proxense v. Google. The
Claim Construction Order and Memorandum in Support of Claim Construction Order issued in
Proxense v. Samsung, along with a Transcript of the Markman hearing, are provided herewith as

Exhibits 2001, 2002, and 2003, respectively. Likewise, the Claim Construction Orders issued in



Proxense v. Google and Proxense v. Microsoft is provided herewith as Exhibits 2004 and 2008,
respectively.

B. Previously Construed Terms

Pursuant to Rule 42.100(b), Patent Owner requests the Board to consider and adopt the
relevant constructions previously given the following terms in Proxense v. Samsung, Proxense v.
Google, and Proxense v. Microsoft. See Loper Bright Enterprises v. Raimondo, 144 S. Ct. 2244,
2273 (2024). Though Proxense v. Samsung deals with different patents, the 042 Patent is part of
the same family and is thus a related patent. This Board must “presume, unless otherwise
compelled, that the same claim term in the same patent or related patents carries the same construed
meaning.” Omega Engineering, Inc. v. Raytek Corp., 334 F.3d 1314, 1334 (Fed. Cir. 2003).

1. Hybrid Device

The term “hybrid device” appears in claims 1-11 and 15. In claims 1-9, the term appears
in the preamble. However, in claims 1, 5, 6, 10, 11 and 15 it appears in the body of the claims.

Claim 1 recites:

“the integrated RDC coupled to at least one other component of the hybrid device
by a second signal line, one or more of the integrated RDC and integrated PDK
enabling one or more of an application, a function, and a service on one or more of
the hybrid device and a device associated with the external RDC.”

Claim 5 recites:

“wherein the one or more of the hybrid device and the device associated with the
external RDC are enabled subsequent to the external PDK entering the proximity
zone of the integrated RDC and based on the information stored by one or more of
the external PDK and the integrated PDK.”

Claim 6 recites:



“wherein the hybrid device is a cellphone and the hybrid device is enabled to
provide cell phone service subsequent to the external PDK entering the proximity
zone of the integrated RDC and based on the information stored by one or more of
the external PDK and the integrated PDK.”

Claim 10 recites:
“creating a first wireless link between an integrated receiver decoder circuit (RDC)
of a hybrid device and an external personal digital key (PDK), the hybrid device
including an integrated PDK and the integrated RDC:;...
generating an enablement signal enabling one or more of an application, a function
and a service on one or more of the hybrid device and a device associated with an
external RDC; and
sending the enablement signal to one or more of the hybrid device and the device
associated with an external RDC.”

Claim 11 recites:
“wherein the hybrid device is a cellphone and the enablement signal is sent to the
cellphone enabling one or more of a service, a feature and a functionality of the cell
phone.”

Claim 15 recites:
“creating a second wireless link between the hybrid device and an external RDC;
and
receiving a second signal at the hybrid device via the sec ond wireless link from the

external RDC.”



In Proxense v. Samsung, the District Court construed the term “hybrid device” appearing
in the claims of related U.S. Patents Nos. 9,049,188 and 9,235,700 (the “188 Patent” and the “700
Patent,” respectively), which are both from the same patent family as the 042 Patent, as “a device
comprising an integrated personal digital key (PDK) and an integrated receiver decoder circuit.”
Exhibit 2001 at 3. Petitioner has not challenged this construction in Proxense v. Google and in
fact agreed to it. Exhibit 2005 at 3. As the District Court’s construction finds support in the
specification of the 042 Patent, and as it was proper for the court to construe the term, there is no
compelling reason for this Board to disregard the District Court’s construction.

In both the 188 and 700 Patents, and in the related 042 Patent, the term “hybrid device”
appears in the preamble of claim 1 and the body of two claims directly dependent thereon,
specifically claims 2 and 3. Additionally, the term also appears in the body of claim 1 of the 042
Patent and dependent claims 5 and 6. Accordingly, the term “hybrid device” appearing in the
preamble of claim 1 provides antecedent basis for the term appearing in dependent claims 2 and 3.
“[D]ependence on a particular disputed preamble phrase for antecedent basis may limit claim
scope because it indicates a reliance on both the preamble and claim body to define the claimed
invention.” Catalina Marketing Intern. v. Coolsavings.com, 289 F.3d 801, 808 (Fed. Cir. 2002).
It was, therefore, proper for the District Court to construe the term “hybrid device” as limiting the
scope of the claims and, by the same logic, it is also proper for this Board to find the same with
respect to the current claims at issue.

The District Court’s construction finds support in the Abstract of the 188, 700, and 042
Patents. Each begins by stating, “A hybrid device includes a personal digital key (PDK) and a
receiver-decoder circuit (RDC).” Likewise, the Summary of each of the 188, 700, and 042 Patents

begin with the statement that “various drawbacks of the prior art are overcome by providing a



hybrid device including a personal digital key (PDK) and a receiver-decoder circuit (RDC).” 188
Patent, 1:66-2:1; 700 Patent, 2:18-20; and 042 Patent, 1:65-67. At the beginning of both the
Abstract and the Summary, the term “hybrid device” is explicitly defined as “a device comprising
an integrated personal digital key (PDK) and an integrated receiver decoder circuit.” The District
Court’s construction of “hybrid device” was consistent with the specification and therefore proper.

As the District Court’s construction finds support in the specification of the 042 Patent and
is consistent with the patent’s claims, a construction which Petitioner even agrees with in that
proceeding, there is no compelling reason for this Board to disregard the District Court’s
construction of “hybrid device.”

2. Receiver-Decoder Circuit (RDC)

The term “receiver-decoder circuit (RDC)” appears in claims 1-8, 10, 11, 13-16, and 20.
Claim 1 recites — in pertinent part:
“an integrated personal digital key (PDK) for storing information and capable of
communicating wirelessly with at least one external receiver-decoder circuit
(RDC); and
an integrated reader-decoder circuit (RDC) for communicating wirelessly with at
least one external PDK within a proximity zone, the integrated RDC coupled to the
integrated PDK by a first signal line for communication, the integrated RDC
coupled to at least one other component of the hybrid device by a second signal
line, one or more of the integrated RDC and integrated PDK enabling one or more
of an application, a function, and a service on one or more of the hybrid device and

a device associated with the external RDC.”

Claim 2 recites:



“one or more of another integrated PDK and another integrated RDC.”

Claim 3 recites:
“wherein the integrated PDK is capable of communicating with the at least one
external RDC at the same time the integrated RDC communicates with the at least
one external PDK.”

Claim 4 recites:
“wherein the integrated RDC communicates an enable signal to the device using
the second signal line.”

Claim 5 recites:
“wherein the one or more of the hybrid device and the device associated with the
external RDC are enabled subsequent to the external PDK entering the proximity
zone of the integrated RDC and based on the information stored by one or more of
the external PDK and the integrated PDK.”

Claim 6 recites:
“wherein the hybrid device is a cellphone and the hybrid device is enabled to
provide cell phone service subsequent to the external PDK entering the proximity
zone of the integrated RDC and based on the information stored by one or more of
the external PDK and the integrated PDK.”

Claim 7 recites:
“wherein the integrated PDK and integrated RDC are integrated into a form factor
of a subscriber identity module (SIM) card.”

Claim 8 recites:



“wherein the integrated PDK communicates with the external RDC subsequent to
the external PDK entering the proximity zone of the integrated RDC.”
Claim 10 recites:
“creating a first wireless link between an integrated receiver decoder circuit (RDC)
of a hybrid device and an external personal digital key (PDK), the hybrid device
including an integrated PDK and the integrated RDC;
receiving a first signal at the integrated RDC via the first wireless link from the
external PDK;
generating an enablement signal enabling one or more of an application, a function
and a service on one or more of the hybrid device and a device associated with an
external RDC; and
sending the enablement signal to one or more of the hybrid device and the device
associated with an external RDC.”
Claim 13, recites:
“wherein the integrated PDK is electrically coupled to the integrated RDC, and the
method comprises:
sending the enablement signal from the integrated RDC to the integrated
PDK;
creating a second wireless link between the integrated PDK and an external
RDC; and
sending the enablement signal from the integrated PDK to the external
RDC using the second wireless link.”

Claim 14 recites:



“wherein the integrated PDK modifies the enablement signal to produce a modified
enablement signal, and the modified enablement signal is sent from the integrated
PDK to the external RDC.”
Claim 15 recites — in pertinent part:
“wherein the integrated PDK is electrically coupled to the integrated RDC, and the
method comprises:
creating a second wireless link between the hybrid device and an external
RDC; and
receiving a second signal at the hybrid device via the second wireless link
from the external RDC”.
Claim 16 recites:
“creating a second wireless link between the integrated RDC and a second external
PDK;
receiving a second authorization signal at the integrated RDC via the second
wireless link from the second external PDK; and
wherein the enablement signal is generated responsive to receiving the first and
second authorization signals at the integrated RDC.”
Claim 20 recites — in pertinent part:
“creating a second wireless link between the integrated RDC and the second
external PDK.”
In each of Proxense v. Samsung, Proxense v. Google, and Proxense v. Microsoft, the District
Court construed the term “receiver-decoder circuit” as “a component or collection of components,

capable of wirelessly receiving data in an encrypted format and decoding the encrypted data for



processing.” Exhibit 2001 at 4; Exhibit 2004 at 4; and Exhibit 2008 at 3. The District Court’s
construction finds support in the specifications of the 188 Patent, 700 Patent, and 042 Patent, which
all state that “[g]enerally, the RDC 304 wirelessly receives data from the PDK 102 in an encrypted
format and decodes the encrypted data for processing by the processor 306.” 188 Patent, 7:11-13;
700 Patent, 7:32-34; and 042 Patent, 7:11-13. The District Court’s construction of “receiver-
decoder circuit” was consistent with the specification and, therefore, proper and there is no
compelling reason for this Board to disregard it.

3. Personal Digital Key (PDK)

The term “personal digital key (PDK)” appears in claims 1-3, 5-8, 10, 12-16, and 20 of the
042 Patent.

Claim 1 recites — in pertinent part:
“an integrated personal digital key (PDK) for storing information and capable of
communicating wirelessly with at least one external receiver-decoder circuit
(RDC); and
an integrated reader-decoder circuit (RDC) for communicating wirelessly with at
least one external PDK within a proximity zone, the integrated RDC coupled to the
integrated PDK by a first signal line for communication, the integrated RDC
coupled to at least one other component of the hybrid device by a second signal
line, one or more of the integrated RDC and integrated PDK enabling one or more
of an application, a function, and a service on one or more of the hybrid device and
a device associated with the external RDC.”

Claim 2 recites:
“one or more of another integrated PDK and another integrated RDC.”

Claim 3 recites:



“wherein the integrated PDK is capable of communicating with the at least one
external RDC at the same time the integrated RDC communicates with the at least
one external PDK.”’

Claim 5 recites:
“wherein the one or more of the hybrid device and the device associated with the
external RDC are enabled subsequent to the external PDK entering the proximity
zone of the integrated RDC and based on the information stored by one or more of
the external PDK and the integrated PDK.”

Claim 6 recites:
“wherein the hybrid device is a cellphone and the hybrid device is enabled to
provide cell phone service subsequent to the external PDK entering the proximity
zone of the integrated RDC and based on the information stored by one or more of
the external PDK and the integrated PDK.”

Claim 7 recites:
“wherein the integrated PDK and integrated RDC are integrated into a form factor
of a subscriber identity module (SIM) card.”

Claim 8 recites:
“wherein the integrated PDK communicates with the external RDC subsequent to
the external PDK entering the proximity zone of the integrated RDC.”

Claim 10 recites:
“creating a first wireless link between an integrated receiver decoder circuit (RDC)
of a hybrid device and an external personal digital key (PDK), the hybrid device

including an integrated PDK and the integrated RDC;
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receiving a first signal at the integrated RDC via the first wireless link from the
external PDK;
generating an enablement signal enabling one or more of an application, a function
and a service on one or more of the hybrid device and a device associated with an
external RDC; and
sending the enablement signal to one or more of the hybrid device and the device
associated with an external RDC.”
Claim 12 recites:
“wherein the external PDK is adapted to receive and couple with a subscriber
identity mod ule (SIM) card.”
Claim 13, in pertinent part, recites:
“wherein the integrated PDK is electrically coupled to the integrated RDC, and the
method comprises:
sending the enablement signal from the integrated RDC to the integrated
PDK;
creating a second wireless link between the integrated PDK and an external
RDC; and
sending the enablement signal from the integrated PDK to the external
RDC using the second wireless link.”
Claim 14 recites:
“wherein the integrated PDK modifies the enablement signal to produce a modified
enablement signal, and the modified enablement signal is sent from the integrated

PDK to the external RDC.”

11



Claim 15 recites — in pertinent part:
“wherein the integrated PDK is electrically coupled to the integrated RDC”
Claim 16 recites — in pertinent part:
“creating a second wireless link between the integrated RDC and a second external
PDK;
receiving a second authorization signal at the integrated RDC via the second
wireless link from the second external PDK”.
Claim 20 recites — in pertinent part:
“receiving a signal from the external PDK that a second external PDK includes
inheritance information;
creating a second wireless link between the integrated RDC and the second
external PDK; and
receiving the inheritance information from the second external PDK.”

In each of Proxense v. Samsung, Proxense v. Google, and Proxense v. Microsoft, the District

Court construed the term “Personal Digital Key” as “an operably connected collection of elements

including an antenna and a transceiver for communicating with a RDC and a controller and

memory for storing information particular to a user.” Exhibit 2001 at 3-4; Exhibit 2004 at 4; and

Exhibit 2008 at 3. The District Court’s construction finds support in the specifications of the 188

Patent, 700 Patent, and 042 Patent, which all state that “[i]n a minimal embodiment, the PDK102a

includes an antenna and a transceiver for communicating with a RDC (not shown) and a controller

and memory for storing information particular to the user.” 188 Patent, 13:46-49; 700 Patent,

14:4-7; and 042 Patent, 13:46-49. The District Court’s construction of “Personal Digital Key” was

therefore proper and should be adopted by this Board.
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4. Enabling One or More of an Application, a Function, and a Service

The term “enabling one or more of an application, a function, and a service” appears in

claims 1 and 10 of the 042 Patent.

Claim 1, in pertinent part, recites:
“an integrated RDC for communicating wirelessly with at least one external PDK
within a proximity zone, the integrated RDC coupled to the integrated PDK by a
first signal line for communication, the integrated RDC coupled to at least one
other component of the hybrid device by a second signal line, one or more of the
integrated RDC and integrated PDK enabling one or more of an application, a
Sfunction, and a service on one or more of the hybrid device and a device
associated with the external RDC”

Claim 10, in pertinent part, recites:
“generating an enablement signal enabling one or more of an application, a
Sfunction and a service on one or more of the hybrid device and a device
associated with an external RDC...”

(a) Term was Already Construed in District Court

In response to arguments asserted in Proxense v. Samsung that the term “hybrid device”
was indefinite, the District Court found it necessary to construe the term “enabled” such that:

An application, function, or service is ‘enabled’ by a PDK when it receives

information from a PDK in exchange for an access key.
Exhibit 2002 at 26.

Petitioner has not challenged this construction in Proxense v. Google. This Board must

“presume ... that the same claim term in the same patent or related patents carries the same
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construed meaning.” Omega Engineering, Inc., 334 F.3d at 1334 (Fed. Cir. 2003). The
construction of “‘enabled” provided by the District Court is consistent with the algorithm disclosed
in the specification, and the implicit definition of “enabling” provided in the specification.
Accordingly, there is no compelling reason for this Board not to presume the claim term carries
the same meaning as previously construed by the District Court.

In the Proxense v. Samsung case, the District Court’s consideration of Samsung’s
arguments and its resulting opinion and construction of “enables” are instructive. Samsung argued
that the specifications, and claims 1-3 of the 188 Patent, and claims 1-3 of the 700 Patent shared
internal inconsistencies, which allegedly made it impossible to determine “the precise boundaries
of what is ‘on the hybrid device’ and what is ‘external to the hybrid device”. Exhibit 2007 at 12.
Samsung further argued the specification was allegedly “unclear if the hybrid device needs to
consist of both RDC and PDK, or can consist of only one of RDC and PDK”. Exhibit 2006 at 16.
But as noted above, the Abstract of the 188 Patent, 700 Patent, and 042 Patent all begin by stating,
“[a] hybrid device includes a personal digital key (PDK) and a receiver-decoder circuit (RDC).”
Likewise, the Summary of each of the 188 Patent, 700 Patent, and 042 Patent describe that “various
drawbacks of the prior art are overcome by providing a hybrid device including a personal digital
key (PDK) and a receiver-decoder circuit (RDC).” 188 Patent, 1:66-2:1; 700 Patent, 2:18-20; and
042 Patent, 1:65-67.

Samsung attempted to disregard these clear disclosures and asserted that the subsequent
statement in the shared Abstract that “[t]he hybrid device operates in one of several modes
including, PDK only, RDC only, or PDK and RDC” contradicted the beginning of the Abstract.
Exhibit 2006 at 16. Samsung similarly argued that the statement in the specification of each patent

that “for purposes of explanation below, each device is enabled with either or both RDC and PDK
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functionality” and that “[t]hose skilled in the art will recognize that in other embodiments, the
hybrid device 1102 has multiple instances of PDK functionality or multiple instances of the RDC
functionality or multiple instances of both” created ambiguity by “suggest[ing] just one of RDC
or PDK functionality is sufficient”. Exhibit 2006 at 16-17.

In subsequent briefing, Samsung argued that some alleged inconsistency from the
specification extended into claims 1-3 of the 188 Patent and claims 1-3 of the 700 Patent.
According to Samsung, the recitation in claim 2 in each of the 188 and 700 Patents that “one or
more of the application, the function, and the service are enabled at least in part on the hybrid
device” and the recitation in claim 3 in each of the 188 and 700 Patents that the same be enabled
“external to the hybrid device” failed to provide certainty as what is “on the hybrid device” and
what is “external to the hybrid device”. Exhibit 2007 at 12-13. (Similar statements are found in
claims 1 and 10 of the 042 Patent.)

During the Markman hearing, Samsung stated they “intend[ed] to spend most of [their]
time talking about the ‘hybrid device’ term” because it represents “a critical issue in the case with
respect to this family.” Exhibit 2003 at 32:13-15. Regarding the Patent Owner’s construction of
“hybrid device,” Samsung argued that the “construction of a hybrid device is inconsistent and
wrong, given the disclosure in the specification, because the hybrid device is described in the
patent as having only RDC functionality.” Exhibit 2003 at 39:19-22. Samsung alleged that this
was “the rare case, Your Honor, that we submit where the patent itself provides the contradiction
which the Federal Circuit says is a basis for invalidating these claims.” Exhibit 2003 at 39:19-22.

Samsung’s arguments failed, however, and the District Court found the term “hybrid
device” to be definite and provided a construction for the term “enables” as used in claim 1 of the

188 and 700 Patents consistent with the entirety of the shared specification of the 188, 700, and
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042 Patents. Claims are definite when “viewed in light of the specification and prosecution history,
inform those skilled in the art about the scope of the invention with reasonable certainty.” Nautilus,
Inc. v. Biosig Instruments, Inc., 134 S.Ct. 2120, 2129 (2014). “[A]n indefiniteness analysis under
35 U.S.C. § 112, 9 2 is inextricably intertwined with claim construction.” Cox Communications v.
Sprint Communication Co. LP., 838 F.3d 1224, 1232 (Fed. Cir. 2016). “Accordingly, the common
practice of training questions of indefiniteness on individual claim terms is a helpful tool. Indeed,
if a person of ordinary skill in the art cannot discern the scope of a claim with reasonable certainty,
it may be because one or several claim terms cannot be reliably construed.” /d. The District Court,
therefore, resolved the issue of indefiniteness by construing the claim term “enables.”

“Enables” was the most logical claim term upon which to “train” the issue of indefiniteness.
The thrust of Samsung’s argument was that it is contradictory for a “hybrid device” to include both
an integrated RDC and an integrated PDK — as the District Court construed the term — yet operate
in one of (1) a PDK only mode, (2) an RDC only mode, or (3) PDK and RDC mode. Claim 1 of
the 188 Patent and claim 1 of the 700 Patent themselves recite alternative modes of operations,
with each reciting “one or more of the integrated RDC and integrated PDK enabling one or more
of an application, a function, and a service.” The plain construction of this shared limitation is that
the RDC only “enabl[es] one or more of an application, a function, and a service,” the PDK only
“enabl[es] one or more of an application, a function, and a service,” or both the RDC and PDK
“enabl[e] one or more of an application, a function, and a service.” Claims 2 and 3 of both the 188
and 700 Patents further limit one of the alternative modes of operation presented in claim 1.
Accordingly, if “enables” could be construed then the claims are not indefinite. Samsung’s effort

attempting to establish otherwise has failed.
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As the District Court construed the term, “[a]n application, function, or service is ‘enabled’
by a PDK when it receives information from a PDK in exchange for an access key.” Exhibit 2002
at 26. That is, when the PDK only “enabl[es] one or more of an application, a function, and a
service” it does so by providing information in exchange for an access key. This construction is
consistent with the algorithm disclosed in the specification for “enabling” applications, functions,
and/or services.

(b) Means-Plus-Function Construction Analysis

“[E]nabling” may further be defined by way of a means-plus-function analysis. The
independent claims of the 042 Patent, like those of the 188 and 700 Patents, each recite the PDK,
RDC, or enablement signal “enabl[es] one or more of an application, a function, and a service.”
The PDK, RDC, and enablement signal are thus defined in the claims as performing a function of
“enabling.” As such, 35 U.S.C. § 112, paragraph 6, may be considered. “When a claim term lacks
the words ‘means’ ... § 112, para 6 will apply if the challenger demonstrates that the claim term
fails to ‘recite sufficiently definite structure’ or else recites ‘function without reciting a sufficient
structure for performing that function.” Williamson v. Citrix Online, LLC, 792 F.3d 1339, 1349
(Fed. Cir. 2015) (citing Watts v. XL Sys, Inc., 232 F.3d 877, 880 (Fed. Cir. 2000)).

First, if a “PDK”, “RDC”, or “enablement signal” are not a sufficiently definite structure,
then § 112, 9 6 applies because it recites the function of “enabling.” As detailed supra, the District
Court construed a “PDK” consistent with the explicit definition provided in the specification as
“including an antenna and a transceiver for communicating with a RDC and a controller and
memory for storing information particular to a user.” Exhibit 2001 at 3-4; and Exhibit 2004 at 4.
The District Court’s construction finds supports in the specifications of the 188 Patent, 700 Patent,
and 042 Patent, which all state that “[i1]n a minimal embodiment, the PDK 102a includes an antenna

and a transceiver for communicating with a RDC (not shown) and a controller and memory for
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storing information particular to the user.” 188 Patent, 13:46-49; 700 Patent, 14:4-7; and 042
Patent, 13:46-49. A “PDK” thus comprises two subassemblies. Under the relevant case law,
neither assembly could suffice as the definite structure for “enabling one or more of an application,
a function, and a service.”

The first subassembly comprising “an antenna and a transceiver” would not be a definite
structure for “enabling one or more of an application, a function, and a service.” Even adding a
“controller” (i.e., a processor), the requisite definite structure is not provided. See HTC Corp. v.
IPCom GmbH & Co., KG, 667 F.3d 1270, 1280 (Fed. Cir. 2012) (citing Aristocrat Techs. Austl.
Pty LTD. v. Int’l Game Tech, 521 F.3d 1328,1333 (Fed. Cir. 2008)) (“The processor and transceiver
amount to nothing more than a general-purpose computer. We have ‘consistently required that the
structure disclosed in the specification be more than simply a general purpose computer or
microprocessor.””).  What is required is “an algorithm that the [controller] and transceiver
execute.” Id. The first subassembly thus fails to disclose a sufficiently definite structure, absent
an algorithm (which is provided in the specification).

The second subassembly comprising “a controller and memory” is similar. “[CJomputer-
readable medial or storage devices amount to nothing more than a general-purpose computer.”
Rain Computing v. Samsung Electronics America, 989 F.3d 1002, 1007 (Fed. Cir. 2021). “Enabling
one or more of an application, a function, and a service” requires more “than merely plugging in a
general purpose computer.” Ergo Licensing, LLC v. CareFusion, 303 F.3d 1361,1365 (Fed. Cir.
2012). “Rather, some special programming, i.e., an algorithm, would be required to [enable] the
software application packages.” Rain Computing, 989 F.3d at 1007. The second subassembly thus
also fails to disclose a sufficiently definite structure, absent an algorithm (which is also provided

in the specification).
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As with the PDK, the RDC lacks a sufficient definite structure for the function of “enabling.
Consistent with the explicit definition provided in the specification, which states “[g]enerally, the
RDC 304 wirelessly receives data from the PDK 102 in an encrypted format and decodes the
encrypted data for processing by the processor 306.” 188 Patent, 7:11-13; 700 Patent, 7:32-34;
and 042 Patent, 7:11-13. The specification thus defines an RDC completely in terms of performing
the function of receiving and decoding encrypted data for processing, without defining any
structure aside from the PDK sending the data and the processor processing the data. Neither of
these structures are components of the RDC. Consequently, the RDC is not a definite structure for
“enabling one more of an application, a function, and service”, absent an algorithm (which is also
provided in the specification).

Finally, the “enablement signal” is nothing more than the encrypted data sent from the PDK
to the RDC. If neither the RDC nor PDK is a sufficiently definite structure for “enabling one more
of an application, a function, and service”, then the signal sent between them also cannot be a
sufficiently structure, absent an algorithm (which is also provided in the specification).

Because neither “PDK”, “RDC”, nor “enablement signal” provide a sufficiently definite
structure, absent an algorithm, “enabling” must be construed consistent with the only algorithm
disclosed in the specification. The 188, 700 and 042 Patents each disclose the same algorithm:
control logic 250:

“Regardless of how created, once created, external applications (such as
applications 120 in FIG. 1) can gain access to a specific service block 112 by
proving the corresponding access key 118. In FIG. 2, this is shown conceptually by
control logic 250. The wireless application 260 on the PDK 102 communicates to
the sensor (not shown in FIG. 2) via transceiver 270. The wireless application
provides a service block select 226 and a service block access key 118 in order to

store, retrieve and/or modify data in a service block 112.”
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188 Patent, 6:23-31; 700 Patent, 6:43-51; and 042 Patent, 6:23-31.

Prior to disclosing control logic 250, each of the 188, 700, and 042 Patents detail that
memory 210 of a “PDK” “stores various service blocks 112A-N.” 188 Patent, 6:8-9; 700 Patent,
6:28-29; and 042 Patent, 6:8-9. Control logic 250 is thus an algorithm for accessing a service
block (i.e., memory) of a “PDK” by providing the corresponding “access key.”

In addition to providing an algorithm for accessing a service block of a “PDK” by providing
a corresponding “access key,” the specification of each of the 188, 700, and 042 Patents states that
applications are “enabled” from a service block by providing the corresponding access key. This
would provide the sufficiently definite structure.

(©) District Court Claim Construction Standards Should be
Applied

Claim construction during IPR follows the Phillips standard. Under Phillips, “[t]he claims
... do not stand alone. Rather they are part of a fully integrated written instrument, consisting
principally of a specification that concludes with the claims.” Phillips v. AWH Corp., 415 F.3d
1303, 1315 (Fed. Cir. 2005) (en banc). Thus, when applying the Phillips standard, “[t]he
specification is always highly relevant to the claim construction analysis. Usually, it is dispositive;
it is the single best guide to the meaning of a disputed term.” Id.

A claim term may be redefined without any explicit definitional format. To the
extent Petitioner cites Thorner v. Sony Computer Entertainment America, LLC, 669
F.3d 1362 (Fed. Cir. 2012) for the proposition that there is a heavy presumption that
claim terms carry their accustomed meaning in the relevant community at the
relevant time, which presumption can only be overcome in only two specific
circumstances, this is a common misapplication of Phillips: “[Columbia] argues
that “there is a heavy presumption that claim terms carry their accustomed meaning
in the relevant community at the relevant time” which can only be “overcome in

only two circumstances: the patentee has expressly defined a term or has expressly
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disavowed the full scope of the claim.” Appellant's Br. 26 (emphasis added)
(citation and quotation marks omitted). For this proposition, it cites to several recent
cases including Thorner v. Sony Computer Entertainment America LLC, 669 F.3d
1362 (Fed.Cir.2012). ... Our case law does not require explicit redefinition or
disavowal. See, e.g., Aventis Pharma S.A. v. Hospira, Inc., 675 F.3d 1324, 1330
(Fed.Cir.2012) ("This clear expression need not be in haec verba but may be
inferred from clear limiting descriptions of the invention in the specification or
prosecution history."). Indeed, our en banc Phillips opinion rejected this very

approach.”

Trustees of Columbia Univ. v. Symantec, 811 F.3d 1359, 1363 (Fed. Cir. 2016).

Even when a claim term’s meaning in the specification differs from its meaning in the
relevant community at the relevant time, “Phillips made clear, a claim term may be clearly
redefined without an explicit statement of redefinition and even when guidance is not provided in
explicit definitional format, the specification may define claim terms by implication such that the
meaning may be found in or ascertained by a reading of the patent documents.” Trustees of
Columbia Univ., 811 F.3d at 1363-64 (Fed. Cir. 2016).

One manner of defining a claim term by implication is by consistent usage in the
specification. “[W]hen a patentee uses a claim term throughout the entire patent specification, in
a manner consistent with only a single meaning, he has defined that term ‘by implication.”” Bell
Atlantic Network Serv. v. Covad Communications, 262 F.3d 1258, 1271 (Fed. Cir. 2001).
Moreover, “[w]hether a claim must, in any particular case, be limited to the specific embodiment
presented in the specification, depends in each case on the specificity of the description of the
invention and on the prosecution history.” Liebel-Flarsheim Company v. Medrad, Inc., 358, F.3d
898, 907 (Fed. Cir. 2004). Accordingly, Liebel-Flarsheim forecloses construing a claim term

consistent with its usage in all disclosed embodiments, when “[t]he prosecution history []
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affirmatively preclude[s] a narrow reading of the claim language.” Irdeto Access, Inc. v. Echostar
Satellite Corp., 383 F.3d 1295, 1302 (Fed. Cir. 2004). Absent such disclaimer, a consistent usage
throughout the embodiments in the specification defines a claim term by implication.

When the specification does not contemplate an alternative, even permissive language does
not negate an implied definition. See [rdeto Access, 383 F.3d at 1301 (“All examples in the
specification, [rdeto argues, are permissive rather than mandatory, illustrative rather than
exhaustive, and do not necessarily or explicitly exclude a group made up of all subscribers... Yet
Irdeto cannot explain every example in the specification, all of which consistently point to an
implicit definition of group as a subset of all subscribers in the system.).

Under these guiding principles of Phillips, the specification of the 188, 700 and 042 Patents
implicitly define that “an application, function, or service is ‘enabled’ by a PDK when it receives
information from a PDK in exchange for an access key.” Exhibit 2002 at 26. With reference to
common FIG. 6 (reproduced below), each Patent states:

“In some cases, the first application 120Y1 is enabled from a first service block
112C, thus allowing a second application 120Y2 to operate using a second service
block 112F (although the two applications need not be on the same device 510).
For example, the first application 120Y1 might be the autologin/logoff, where a
user logs into a personal computer via a service block 112C that provides a

username and password.”

188 Patent, 9:4-13; 700 Patent, 26-35; and 042 Patent, 9:6-13. (emphasis added.).

22



510Y

510X
App App 51021
120Y1 120Y2
App 120X 108Y
" —Wj L| - o 1202
Key 118C | | Key 118F
Key 118C Key 118A
510W 51022
Aob 120W PDK 102
P 108W Sorice | Aop 12022
Blk 112A
Key 118C 112B
Key 11
T12C ey 1188
510V -
e
App 120V -
PP 108V App 12023
Key 118C Key 1188

FIG. 6

As shown in FIG. 6, service block 112C is part of PDK 102 and application 120Y1 has
access key 118C permitting access to the username and password held within service block 112C.
Accordingly, Application 120Y1 is “enabled” from service block 112C when it receives the
username and password held within service block 112C in exchange for access key 118C.

It would be erroneous under Phillips to disregard the above passage simply because it starts
with the permissive language “in some cases.” This language is not directed to the use of an access
key to retrieve information from a service block to enable an application. Rather, it is directed to
the number of applications on a device 510. As can be seen from FIG 6, device 510Y has two
applications (App 120Y'1 and App 120Y2), while the remaining six devices (510W, 510X, 510V,
510Z1, 51072, 510Z3) each only have a single application. Accordingly, device 510Y is a unique
instance in FIG. 6 in which a device has two applications, each with unique access key, that are
enabled from distinct service blocks. “In some cases,” therefore, references the ability of a device

to have more than one application enabled by a service block within the memory of a “PDK.”
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Furthermore, definition by implication is not negated by the inclusion of permissive language
when the specification does not contemplate an alternative. See Irdeto Access, 383 F.3d at 1301
The remainder of the above passage consistently describes an application, a function, or a service
being enabled by a PDK when it receives information from a service block of the PDK in exchange
for an access key, as do the remaining examples presented in the specification.

After “application 120Y1 is enabled from a first service block 112C” to permit logging
into a PC, the process continues by enabling a biometric verification application 120Y2 with
biometrics stored in a second service block 112F.

“Now that the user is logged in, the user wishes to attach to his credit card company.
The user types in the web address of the credit card provider, where the credit card
provider requests the user's credentials. First, the user may have to provide some
live biometric information. Application 120Y2 compares this against a biometric
stored in a second service block 112F on the PDK. After the sensor 108Y verifies
the correct biometrics, the sensor indicates to the PDK that external services may

now access their service blocks.”
188 Patent, 9:13-21; 700 Patent, 35-44; and 042 Patent, 9:13-21.

As shown in FIG. 6, service block 112F is part of PDK 102 and application 120Y2 has
access key 118F permitting access to the biometric held within service block 112F. Accordingly,
biometric verification application 120Y2 is enabled by exchanging its access key 118F for the
biometric held within service block 112F to compare against the live biometric information.

After enabling biometric verification application 120Y2 with the biometrics from service
block 112F, a credit card service 120Z1 is enabled from service block 112A by providing access
key 118A.

“The credit card provider 120Z1 then sends its service block access key 118A to
the PDK where this third service block 112A is retrieved and sent back to the credit
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card issuer. The credit card issuer then verifies the data and authorizes the user's

transaction.”
188 Patent, 9:21-26; 700 Patent, 9:44-49; and 042 Patent, 9:21-26.

As shown in FIG. 6, service block 112A is part of PDK 102 and credit card provider 120Z1
has access key 118A permitting access to the data held within service block 112A. Accordingly,
the credit card service 120Z1 is enabled by exchanging its access key 118A for the account data
held within service block 112A to authorize a transaction.

The remaining examples of “enabling an application, a function, or a service” presented in
the specification also detail receiving information from a PDK in exchange for an access key. The
example presented in FIG. 1 details use of a biometric verification function being enabled by stored
biometric received from a service block on a “PDK” in exchange for an access key.

In one example, a biometric is required in order to access specific service blocks
112 in the PDK102. Verification of the biometric is achieved by using service block
112A. The sensor 108 stores the corresponding service block access key 1184 and
uses this key to unlock the biometric service block 112A, which stores a valid
biometric. A current biometric is received using biometric input 104. The sensor
108 then verifies the stored biometric (from service block 112A) against the
recently acquired biometric (from input 104). Upon proper verification, various
applications 120 are permitted to connect to the PDK102 via the sensor 108 and/or

to gain access to other service blocks 112.

188 Patent, 3:22-33; 700 Patent, 3:42-53; and 042 Patent, 3:21-32 (emphasis added).
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Here again, an access key (118A) is provided to a “PDK” to obtain data held within a
service block (118A) of the “PDK. ” The valid biometric obtained is compared against a current
biometric as to enable biometric verification. Accordingly, a biometric verification function is
enabled by exchanging its access key 118A for the biometric data held within service block 112A.

While the above may conclude with the statement that “[u]pon proper verification, various
applications 120 are permitted to connect to the PDK102 via the sensor 108 and/or to gain access
to other service blocks 112,” the specification makes clear that biometric verification alone is not
sufficient. “Regardless of how created, once created, external applications (such as applications
120 in FIG. 1) can gain access to a specific service block 112 by proving the corresponding access
key 118.” 188 patent, 6:23-26; 700 Patent, 6:43-46; and 042 Patent, 6:23-26 (emphasis added).
Thus, biometric verification and exchanging an access key for information held within a service
block may both be needed, but biometric verification alone will not be sufficient to enable
applications 120.

Consistent with the requirement that an application, function, or service is “enabled” by a
PDK when it receives information from a PDK in exchange for an access key, the specification

presents another example referencing FIG. 4:
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“An example of a local application (FIG. 4) is an auto login/logoff of a personal
computer. When a PDK 102 is within the proximity of the personal computer 510,
the PDK 102 is detected and the Sensor 108 attaches to the PDK 102 (using service
block112A). The login/logoff application 120 then sends the service block access
key 118B along with a request for the contents of the service block 112B to the
PDK 102 via the sensor 108. For example, a standard may specify that particular
service block 112B contains username and password. These are returned to the

application 120, allowing automatic login to the personal computer 510.”

188 Patent, 8:19-29; 700 Patent, 8:40-50; and 042 Patent, 8:19-29.
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FIG. 4

As with the others, the login/logoft application 120 sends an access key (118B) to obtain
the contents of a service block (112B) within a “PDK,” which is returned to allow login.
Accordingly, the login/logoff application 120 is enabled by exchanging its access key 118B for the
username and password data held within service block 112B.

Again, with reference to FIG. 5, the specification presents a final example of how an
application, function, or service is “enabled” by a PDK when it receives information from a PDK
in exchange for an access key:

“An example of a remote application (FIG.5) is a credit card transaction. The sensor

108 in this case could be a credit card terminal. When the PDK 102 is brought in
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close proximity, the credit card terminal 108 attaches to the PDK 102 (using service
block112A). The terminal 108 then sends the PDKID 212 to the credit card issuer
(the external service) for identification. The credit card issuer may then send a
service block access key 118B back to the sensor 108, where it is passed on to the
PDK102 to unlock a specific service block 112B. The contents of the service block
112B could then be sent back to the credit card issuer where further decryption
could occur and the credit cardholder could be verified. Once verified, the credit

card terminal displays that the transaction is approved.”

188 Patent, 8:30-42; 700 Patent, 8:51-63; and 042 Patent, 8:30-42.
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Immediately following the above two examples, the specification of each patent states that
“[t]hese two examples illustrate basic concepts of the capabilities of the service blocks and how
an application (service) may use them.” 188 Patent, 8:43-45; 700 Patent, 8:64-66; and 042 Patent,
8:43-45. lllustrating the “basic concepts of the capabilities of service blocks,” the referenced
examples make a statement describing the invention as a whole with respect to the operation of
service blocks to enable one or more of an application, a function, and a service. This further
evidences that “enabling one or more of an application, function and service” is implicitly defined
as exchanging an access key for information held within a service block of a PDK. Modine Mfg.
Co. v. US Intern. Trade Com’n, 75 F.3d 1545, 1551 (Fed. Cir. 1996) (“[A]lthough Modine stresses

the rule that the description of the preferred embodiment in the specification does not limit the
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claims to that embodiment, when the preferred embodiment is described in the specification as the
invention itself, the claims are not necessarily entitled to a scope broader than that embodiment.”).

By consistently describing “enabling one or more of an application, a function, and a
service” as receiving information from a PDK in exchange for an access key, the specifications of
the 188, 700, and 042 Patents implicitly define “enabled” as construed by the District Court. While
the above examples may primarily deal with “PDKs,” a “PDK” is defined in the Patent, and
construed by the District Court as comprising “antenna and a transceiver for communicating with
a RDC.” Consequently, “an RDC ‘enable[es] one or more of an application, a function, and a
service’ when it forwards such a message to the application, function, or service,” as the District
Court construed the term. The construction of “enabled” provided by the District Court is thus not
only consistent with the algorithm disclosed in the specification of each Patent, but also the implicit
definition of “enabling” provided in the specification of each Patent. Accordingly, there is no
compelling reason for this Board not to presume the claim term carries the same meaning as
previously construed by the District Court.

III.  RESPONSE TO GROUNDS FOR INVALIDITY RAISED

A. [GROUNDS 1 AND 2] — Claim 10 is Not Rendered Obvious by Dua Alone, or
in the Alternative, in View of Kotola

The Petition fails to demonstrate that Dua (U.S. Publication No. 2006/0258289) alone, or
in combination with Kotola (U.S. Publication No. 2004/0176032), discloses “enabling one or more
of an application, a function, and a service.” These references thus cannot render the challenged
claims invalid and unpatentable.

Independent claim 10 recites “enabling one or more of an application, a function, and a

service.” The Petition fails to establish Dua or Kotola “enables an application, a function, and a
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service” as that term has been construed by the District Court. Consequently, the Petition fails to
establish claim 10, and the claims dependent thereon, are invalid and unpatentable.

As detailed supra, in response to arguments asserted in Proxense v. Samsung that the term
“hybrid device” was indefinite, the District Court found it necessary to construe the term “enabled”
such that:

An application, function, or service is ‘enabled’ by a PDK when it receives

information from a PDK in exchange for an access key.
Exhibit 2002 at 26.

As further detailed supra, such a construction of “enable” confirms with a means-plus-
function analysis and the Phillips Standard.

The Petitioner alleges that this element is taught by Dua in its use of a “Bluetooth paging
message.” Petition at 28-31. However, Dua does not contemplate that information is received in
exchange for an access key provided to the PDK. At most, Dua discloses the use of RFID
technology to establish wireless communication between a media player and a diverse set of
devices. Dua, 9 [0051-52]. As taught by Dua, a media player sends a “Bluetooth paging message”
to a headphone unit or target media player. Dua, 9 [0123, 0128]. In response to the page, the
headphone unit/target media player performs a “connection setup” with media player. Id. Upon
completion, media player can stream all audio output wirelessly to the headphone unit/target media
player. Id. However, nowhere does Dua teach or describe that this “connection setup” is
accomplished by providing an access key in exchange for information held locally in the PDK’s
service blocks as required by the challenged claims.

As Dua fails to disclose “enabling one or more of an application, a function, and a service”

as the term has been construed by the District Court, and given that the Petition fails to assert
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Kotola discloses this element, the Petition fails to establish the combination of Dua and Kotola
invalidates claim 10.
B. [GROUNDS 3-6] — Claims 1-6, 8-15, and 17-20 Are Not Rendered Obvious

By Buer Alone, or in the Alternative, in View of Lee, Nishikawa, and/or
Hoffmann

The Petition fails to demonstrate that Buer (EP 1536306) discloses or renders obvious the
claim limitation “enabling one or more of an application, a function, and a service.”

Independent claims 1 and 10 recite “enabling one or more of an application, a function,
and a service.” The Petition fails to establish Buer “enables an application, a function, and a
service” as that term has been construed by the District Court. Consequently, the Petition fails to
establish claims 1 and 10, and the claims dependent thereon, are invalid and unpatentable.

As detailed supra, in response to arguments asserted in Proxense v. Samsung that the term
“hybrid device” was indefinite, the District Court found it necessary to construe the term “enabled”
such that:

An application, function, or service is ‘enabled’ by a PDK when it receives

information from a PDK in exchange for an access key.
Exhibit 2002 at 26.

As further detailed supra, such a construction of “enable” confirms with a means-plus-
function analysis and the Phillips Standard.

Buer discloses accessing services by way of an RFID token freely broadcasting credentials
when activated by reader, which are subsequently passed onto a service provider for access.
Accordingly, Buer at most teaches sending messages containing credential information from a
token activated by proximity, which is distinct from the invention claimed in the 042 Patent, as

explained below.
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“When a token 316 is relatively close to the RFID reader 306, an RF signal . . . may be
received by an antenna 334 and processed by an RF interface 336 in the token 316.” Buer,
[0146]. “[TThe received RF signal may be used to power and activate the token 316.” Id., 9 [0147].
“[A]uthentication information such as network authentication credentials, passwords and/or
certificates may be stored in a data memory . . . on the token 316.” Id., 9[0148]. “When the token
316 is activated the RF interface may generate an RFID signal that is broadcasted by the antenna
334. Circuitry in the token 316 may be configured to modulate the RFID signal so that it includes
some or all of the information stored on the token 316.” Id., § [0149]. Buer’s method of providing
access to a service, accordingly, begins with a token sending a message containing authentication
information. However, as the message is the result of the token being powered by an RF signal,
the first message lacks information received from a token in exchange for an access key provided
to the token.

Notably, no key is provided in exchange for the information. “[TThe RFID reader 306 that
extracts the information from the RFID signal 330 may be located within an integrated circuit. . .

[T]he integrated circuit 312 may include a cryptographic processor 308 that encrypts the
information.” Id., §[0150]. “[A]fter the information is signed by a cryptographic processor 308,
the service access processor 310 sends the signed information to the service processor 324.” Id.,
9 [0150]. “The service processor 324 then sends the received information to the cryptographic
processor 322 for decryption. . . . The service processor then verifies that the received information
indicates that the user is authorized to access the requested service.” Id., § [0153]. “[T]he service
processor 324 may then provide access to the requested service.” Id., § [0154]. After receiving
the information, the reader encrypts it and forwards it along to a service provider. While decrypting

the information may entail the use of a key, the service provider’s key is used after the information
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has been received. Consequently, the information is not received in exchange for a key provided
to the token, as required by the claims of the 042 Patent, but rather the key is used to read
information that has already been received. Furthermore, the key is provided to the service
provider to be enabled rather than by the service provider to be enabled. The message between
the reader and the service provider, therefore, lacks information from the token received in
exchange for an access key provided to the token by the application, function or service to be
enabled, as required by the challenged claims. As a result, the Buer messages between token and
reader and reader and service provider are not “enabling one or more of an application, a function,
and a service” as construed by the District Court.

As Buer fails to disclose “enabling one or more of an application, a function, and a service”
as the term has been construed by the District Court, the Petition fails to establish that Buer
invalidates independent claims 1 and 10. Lee, Nishikawa, and Hoffmann each fail to cure the
deficiencies of Buer and therefore the Petition fails to establish that Buer in combination with Lee,
Nishikawa, and/or Hoffmann invalidate claims 1-6, 8-15, and 17-20.

IV.  CONCLUSION

The Petition fails to demonstrate a reasonable likelihood that the Petitioner will prevail as

to any of the challenged claims. Inter partes review of the 042 Patent should therefore be denied.
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