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I, Dr. Andrew Wolfe, declare as follows:
L. Introduction

1. My name is Andrew Wolfe, and I have been retained by Duane Motris
LLP, counsel for Apple Inc. (“Apple”), as an expert witness in the proceeding Apple
Inc. v. Proxense LLC, Case No. IPR2024-00783 with respect to U.S. Patent No.
9,679,289 (“the *289 patent™), Ex-1001.2

II.  Assignment

2. Counsel for Apple have asked me to provide an independent expert
opinion in this proceeding.

3. [ previously submitted a declaration in this proceeding—i.e.,
Declaration of Andrew Wolfe in Support of Petition for Inter Partes Review of U.S.
Patent No. 9,679,289, Ex-1003. Unless otherwise indicated, my opinions and
conclusions remain the same as presented in my prior declaration.

4, I have additionally been asked to supplement my previous declaration
and testimony with my interpretation or understanding of the meaning of certain

claim terms of the 289 patent, as set forth below. Specifically, I have been asked

2 All references to “Ex” in this declaration refer to the exhibits filed in IPR2024-

00783.
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to provide my interpretation of these terms, and whether they should be construed
as “means-plus-function” elements.

5. The opinions contained in this declaration are based on my knowledge,
education, and experience, and on information and facts provided to me by Apple’s
counsel regarding, for example, the applicable legal standards, as well as my
investigation and study of relevant materials.

6. I have reviewed and considered various materials in these efforts,
including the following: (1) my own knowledge and experience, including my work
experience, (2) the 289 patent, (3) the prosecution history of the *289 patent, (4)
the claim construction briefs and claim construction orders in various cases and
proceedings involving the 289 patent and related patents, (5) Patent Owner
Response (“POR”), (6) the declarations, opinions, and testimony of various experts
or other people regarding the claim construction of the *289 patent, including the
Declaration of Markus Jakobsson, Ph.D. (the “Jakobsson Declaration”), Ex-2014,
(7) various dictionary definitions, (8) other material identified in the table of
exhibits, and (9) the materials and information identified and cited in my prior
declaration submitted in this proceeding. I have also reviewed the second
declaration of Dr. Patrick Traynor in [PR2024-00407 and adopted positions that are

consistent with my opinions as stated in this declaration. Additional material and
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information that I reviewed and considered may be cited or referenced in this
declaration.

7. I may rely upon these materials, my knowledge and experience, and/or
additional materials to rebut arguments raised by Proxense, LLC (“Proxense” or
“Patent Owner”) or its expert Markus Jakobsson, Ph.D. Further, I may also consider
additional documents and information in forming any necessary opinions, including
documents that may not yet have been provided to me.

8. My analysis of the materials produced in this investigation is ongoing,
and I will continue to review any new material as it is provided. This declaration,
along with my prior declaration, represent only those opinions I have formed to
date. I reserve the right to revise, supplement, and/or amend my opinions stated
herein based on new information and my continuing analysis of the materials
already provided.

III. Education and Work Experience

0. I have previously described my education and work experience in my
prior Declaration in Support of Petition for /nter Partes Review of U.S. Patent No.
9,679,289 in IPR2024-00783, Ex-1003.

IV. Compensation

10. Tam being compensated at my usual and customary hourly rate of $750

for my expert services in connection with this proceeding. My compensation does
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not depend in any way upon the outcome of this proceeding, the opinions I express,
or the content of my testimony.

V.  Legal Principles

11. Iam not a lawyer, and I do not intend to offer any opinions directed
specifically to the correct application of the law. However, I have discussed legal
issues regarding claim construction with Apple’s counsel, and I have been provided
with, among other things, the instructions contained within this section.

12. Ihave previously described certain aspects of the law that I have been
informed about as it relates to my opinions. Ex-1003, at 99 21-37.

13.  For purposes of this declaration, I have been informed about certain
additional aspects of the law as it relates to my opinions.

14. 1 understand that a patent must include one or more claims that
distinctly claim the subject matter that the applicant(s) regard as the invention.

15. T understand that the relevant inquiry in claim construction is how a
person of ordinary skill in the art (“POSITA”) would have understood the claim
terms at the alleged time of the invention, in light of the patent specification, the
prosecution history, and any other relevant evidence. [ understand that a POSITA i1s
assumed to have read the claim terms in the context of the entire patent, including

the specification, and its prosecution history. I understand that the claims, the
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specification, and the prosecution history are considered “intrinsic evidence” for
claim construction.

16. I understand that first step in claim construction is to look to the
language of the claims themselves. I have been informed that it is a “bedrock
principle” of patent law that the claims of a patent define the invention to which the
patentee is entitled the right to exclude. I understand that a claim term should be
construed in a manner consistent with its “ordinary and customary meaning,” which
is the meaning that the term would have to a POSITA. I understand that the ordinary
and customary meaning of a claim term must consider the context of the claim’s
overall language.

17. I understand that a court, in determining the meaning of claim terms,
may also consider extrinsic evidence, such as expert testimony, dictionaries, or
technical treatises. I understand that while extrinsic evidence may aid the claim
construction analysis, it cannot be used to contradict the plain and ordinary meaning
of a claim term as defined within the intrinsic record.

18. I understand that in some situations an element in a patent claim may
be expressed as a means or step for performing a specified function without reciting
the structure, material, or acts in support of that function. I understand that such a
claim element may be referred to as a “means-plus-function” element, and that the
applicable U.S. Patent Law is Section 112, paragraph 6 (“§112, 96).
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19. I further understand that for such a means-plus-function element, the
element is to be construed to cover the corresponding structure, material, or acts
described in the patent specification for performing that function and equivalents.
Thus, I understand that in the case of a means-plus-function element, the scope of
the claim element is limited to only structure that is both actually disclosed in the
patent specification and clearly linked to the claimed function(s).

20. I understand that if a claim term does not include the words “means”
or “step for,” there is a rebuttable presumption that such claim term is not a means-
plus-function element.

21. T understand that even if a claim term does not use the words “means”
or “step for,” the presumption against interpreting such claim term as a means-plus-
function element can be overcome if a POSITA would understand that the claim
term fails to recite sufficiently definite structure or else recites function without
reciting sufficient structure for performing that function. I understand that a “nonce
term” (a structureless term) may take the place of “means” or “step for” in a means-
plus-function claim term. I understand that when evaluating whether a claim term
is a means-plus-function element, the essential inquiry is whether the words of the
claim are understood by a POSITA to have a sufficiently definite meaning as the

name for structure. I understand that such determination must be made on an
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element-by-element basis, and in light of evidence intrinsic and extrinsic to the
patent.

22. 1 understand that if a claim element is found to be a means-plus-
function claim element, there is a two-part analysis that involves: (1) identifying the
function(s); and (2) identifying the corresponding structure from the specification
that performs the function.

23. I understand that for patents involving a computer-implemented
invention in which the inventor has used means-plus-function claiming, the courts
have consistently required that the structure disclosed in the specification be more
than simply a general purpose computer or microprocessor. I understand that for a
means-plus-function element directed to a computer-implemented function, the
patent specification must disclose an algorithm for performing the claimed
function(s) in order to disclose sufficiently definite structure. [ understand that such
an algorithm may be expressed as a mathematical formula, in prose, or as a flow
chart, or in any other manner that describes with reasonable certainty the way that
such algorithm specifically performs the claimed function(s). I understand that any
such algorithm must be clearly linked in the specification to the function recited in
the claim to qualify as a corresponding structure. I further understand that when
there are multiple claimed functions, the corresponding structure must be clearly
linked to and be sufficiently definite for performing all such claimed functions.
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VI. Level of Ordinary Skill

24.  In my opinion a POSITA at the time of the purported invention would
have had a bachelor’s degree in computer or electrical engineering or an equivalent
degree, and at least three years of experience in the field of encryption and security
or equivalent experience. It is my further opinion that additional education could
substitute for professional experience, and significant work experience could
substitute for formal education.

VII. Claim Terms at Issue and Patent Owner’s Construction

25. Counsel for Apple has informed me that Patent Owner asserts that
certain claim terms of the *289 patent should be construed as means-plus-function
elements.

26. In particular, I have been informed that Patent Owner argues that
claims 1 and 14 recite the function of “enabling one or more of an application, a
function and a service,” and that such function is attributable to “local, secured

information stored by the integrated, secure memory” or an “integrated RDC?

3 Claim 1 recites “integrated reader-decoder circuit (RDC),” whereas claim 14
recites “integrated receiver-decoder circuit (RDC).” Ex-1001, claims 1, 14.

Throughout its briefing, Proxense uses the terms interchangeably. See e.g., POPR,
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communicating wirelessly with the at least one external device within the proximity
zone” in claim 1 and is attributable to an “enablement signal” in claim 14. POR, 8.

27. 1 have further been informed that Patent Owner argues that the claim
terms “local, secured information stored by the integrated, secure memory,”
“integrated RDC communicating wirelessly with the at least one external device
within the proximity zone,” and “enablement signal” are not “recognized by those
skilled in the art as sufficiently definite structures for performing the function,” and
thus should be narrowly construed to cover a particular algorithm in the *289 patent
specification. POR, 8-9, 21-22, 24,

28. I understand that Patent Owner submitted the Jakobsson Declaration
in support of its arguments for claim construction.

VIII. Opinions Regarding Claim Construction

29. Based on my knowledge and experience, the materials that I reviewed,
and my analysis, I believe that a POSITA would have understood the claim terms
“local, secured information stored by the integrated, secure memory,” “integrated

RDC communicating wirelessly with the at least one external device within the

proximity zone,” and “enablement signal” to have sufficiently definite structure as

6-7. Indeed, Proxense states “there is agreement that an RDC is nothing more than

a receiver.” POR, 23.
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used in the context of the *289 patent to perform the function of “enabling one or
more of an application, a function and a service,” such that these terms should not
be construed as means-plus-function elements.

A. “Local, secured information stored by the integrated, secure
memory”’

30. The term “local, secured information stored by the integrated, secure
memory” appears in independent claim 1.

31. In my prior declaration, I stated that it was my understanding that the
district court in the Western District of Texas construed certain claim terms of the
’289 patent. Ex-1003, 9 94. As I understand, the term “local, secured information
stored by the integrated, secure memory” was not a claim term expressly construed
by that court.

32. In my prior declaration, I also noted counsel had informed me that, in
pending district court litigation, Proxense has contended that no other terms
“beyond what the Court had previously construed in the Samsung case” need to be
construed. Ex-1003, 9 97. Thus, it is my understanding that Proxense has not
contended that the term “local, secured information stored by the integrated, secure
memory” needed to be construed by the district court.

33. I also understood that Google, LLC, as the original petitioner to this

inter partes review, submitted that express interpretations of the challenged claims

10
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are not required to resolve this petition, and that at that time I saw no reason to
disagree with such position. Ex-1003, 9 100.

34. Inthe POR, Patent Owner now takes the position that the term “local,
secured information stored by the integrated, secure memory” is not a structure
recognized by those of ordinary skill in the art to provide a sufficiently definite
structure for performing the function of “enabling on or more of an application, a
function and a service,” and thus “claim 1 invokes § 112, 4 6.” POR, 9. In support
of this position, Patent Owner relies on the testimony of its expert, Dr. Markus
Jakobsson, as submitted in the Jakobsson Declaration. /d.

35. I have further reviewed the intrinsic evidence for the *289 patent, as
well as the extrinsic evidence including: the POR; the Jakobbson Declaration; the
claim construction briefs and claim construction orders in various cases and
proceedings involving the ’289 patent and related patents; the declarations,
opinions, and testimony of various experts or other people regarding the claim
construction of the ’289 patent and related patents; and various dictionary
definitions.

36. A POSITA would not have understood the term “local, secured
information stored by the integrated, secure memory” to be a structureless nonce
term. To the contrary, a POSITA would have understood that the term “memory”

alone is a definite structure in the context of these claims and this specification.

11
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37. Regarding the intrinsic evidence, within the claim itself, the “memory”
stores “local, secured information.” Ex-1001, claim 1. The *289 patent specification
describes that the memory can be part of a PDK 102, and “can be a read-only
memory, a once programmable memory, a read/write memory or any combination
of memory types, including physical access secured and tamperproof memories.”

Ex-1001, 6:8-27. An example of the memory is shown in FIG. 2 of the *289 patent,

reproduced below:
P I
/ [
— p” PDK 102
Service [ ]
Blk 112A
. SB Select 326
112C o & |Datq22d  Wireless Transceiver Y
& = Application 270
5| | E 260
3| |2
w S| Keyl118
S
L
SB Select
112N
PDK D —
212
-~ )
% /
Ex-1001, FIG. 2.
12
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With respect to the extrinsic evidence, the use of memory among other

components in a PDK is also found in the references and prior art asserted against

the *289 patent. For example, Giobbi-139 and Giobbi-157 both mention a PDK

having a memory and example use cases. Ex-1006, 99 [0026]-[0029], [0035]-

[0048], [0063]; Ex-1007, 49[0010], [0071]-[0078]. Giobbi-157 shows a memory in

a PDK in FIG. 2 (reproduced below):

PDK

Ex-1006, FIG. 2.

39.

2 MEMORY (210)
PROFILE N
PROFILE(s)
220
w PROFILE 2
PROFILE 1
PROFILE HISTORY (222) PROFILE DATA {230)
PROGRAMMER ID FIELD 1 .
224 232 .
PDKID ATN 1D FIELD 2
212 226 232
SITEID
228
FIELD N
232
[
| 270 | |
PROGRAMMER I/O CONTROL LOGIC TRANSCEIVER
240 250 260

The term “memory” has a definite structure. For example, memory is

defined as the “capacity of a computer or integrated computer system for short and

medium-term retention of digital data” and speaks to a broad class of structures used

13
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to retain data for various purposes. Ex-1034, 5. For example, “[m]emory integrated
circuit” is defined as “flash-memory chips. . . [a]lso called memory IC [integrated
circuit], IC memory, or chip memory.” Ex-1035, 6. Various kinds of memory,
including both integrated and non-integrated memory, are illustrated in the figure

below.

MEMORY
|
[r =]
READ/
READ-ONLY
WRITE
MEMORY NEMORY
' =1
ROM PROM RAM SEMI RAM SERIAL
CONVENTIONAL CORE DISC SHIFT
ROM SEMICONDUCTOR CCOs muz"ﬁ‘c"iliz
ORUM MEMORY PAPER TAPE
e ] BUBBLE MEMORY
FUSIBLE
- EROM EAROM
oV ELECTRICALLY
ERASABLE ALTERABLE
ROM ROM
Memory types.

Ex-1036, 6. Memory that is ordinarily integrated into an IC includes RAM (random
access memory) and ROM (read-only memory) as illustrated above. Memory that
is not integrated into an IC includes Disc and Drum memory.

40. A POSITA would have also recognized that memory can participate in

“enabling one or more of an application, a function, and a service” by simply storing

14
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information such as access information, necessary to access or otherwise invoke
that application, function, or service. The *289 patent specification describes an
example of RFID systems, where an RFID tag is a structure such as a microchip
that stores information in memory and responds through an antenna when probed.
Ex-1001, 1:63-2:11; Ex-1037, 3. Accordingly, the information of the RFID tag is
stored in memory and used to enable a function. /d. Thus, a POSITA would have
understood that the “the local, secured information” stored in memory is capable of
enabling functions similar to how the information stored in memory of an RFID tag
enables a function. /d.

41.  Furthermore, the claims here recite more than just a “memory.” The

claims recite an “integrated secured memory.” A POSITA would have understood

that an “integrated” memory is a subclass of memory structures that store
information locally on the device (“integrated”). Ex-1037. Second, a POSITA
would have understood that “secure” memory denotes a further subclass of memory
structures, including tamper-proof memory structures. These adjective qualifiers of
“integrated” and “secured” also indicate structure by narrowing the scope of the
claim feature to particular subsets of “memory.”

42. In the context of short-range communication devices used to enable a
function, application, or service, (e.g., RFID) as contemplated by the *289 patent, a

POSITA would have understood that a memory can, for example, enable a function,
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application, or service through a basic exchange of locally stored information
between the memory and another device seeking access to the stored information to
authorize the enabling, i.e., the activation of the application, function, or service.
Ex-1001, claims 1 and 14. For example, the definition of “activate” is “[t]o start an
operation, usually by application of an appropriate enabling signal” and this signal
would either be generated from memory or carry the information stored within the
memory.

43. For at least the reasons discussed above, a POSITA would have
understood that the claim term “local, secured information stored by the integrated,
secure memory”’ recites sufficiently definite structure for performing the function
of “enabling one or more of an application, a function and a service.”

B. “Integrated RDC communicating wirelessly with the at least one
external device within the proximity zone”

44.  The term “integrated RDC communicating wirelessly with the at least
one external device within the proximity zone” appears in independent claim 1.

45. In my prior declaration, I stated that it was my understanding that the
district court in the Western District of Texas construed the claim term “receiver-
decoder circuit” (RDC) to mean “A component or collection of components,
capable of wirelessly receiving data in an encrypted format and decoding the

encrypted data for processing.” Ex-1003, 9] 96.

16

APPLE EXHIBIT 1032
APPLE v. PROXENSE
IPR2024-00783



[PR2024-00783 Dr. Wolfe Declaration
U.S. Patent No. 9,679,289

46. In my prior declaration, I also noted counsel had informed me that, in
pending district court litigation, the original petitioner Google had proposed to
construe “receiver-decoder circuit” to mean “a collection of circuit components
capable of wirelessly receiving data in an encrypted format and decoding the
encrypted data for processing.” Ex-1003, 9] 99.

47. 1 further stated that it was my understanding that the district court in
the Google litigation adopted its own prior construction for “receiver-decoder
circuit.” Ex-1003, 9 96.

48. 1 also understood that Google, as the original petitioner to this infer
partes review, submitted that express interpretations of the challenged claims are
not required to resolve this petition, and that at that time I saw no reason to disagree
with such position. Ex-1003, 9 100.

49. In the POR, Patent Owner now takes the position that the term
“integrated RDC communicating wirelessly with the at least one external device
within the proximity zone” is not a structure recognized by those of ordinary skill
in the art to provide a sufficiently definite structure for performing the function of
“enabling on or more of an application, a function and a service,” and thus “claim
1 invokes § 112, 9 6.” POR, 21-22. In support of this position, Patent Owner relies
on the testimony of Dr. Markus Jakobsson, as submitted in the Jakobsson

Declaration. /d.
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50. I have further reviewed the intrinsic evidence for the 289 patent, as
well as the extrinsic evidence including: the POR; the Jakobbson Declaration; the
claim construction briefs and claim construction orders in various cases and
proceedings involving the ’289 patent and related patents; the declarations,
opinions, and testimony of various experts or other people regarding the claim
construction of the ’289 patent and related patents; and various dictionary
definitions.

51. A POSITA would not have understood the term “integrated RDC
communicating wirelessly with the at least one external device within the proximity
zone” to be a structureless nonce term. To the contrary, a POSITA would have
understood that the term “RDC” alone is a definite structure, and that such structure
encompasses at least “a component or collection of components, capable of
wirelessly receiving data in an encrypted format and decoding the encrypted data
for processing.”

52. Regarding the intrinsic evidence, claim 1 itself recites that the
“integrated RDC” 1s “for communicating wirelessly with at least one external device
within a proximity zone” and is “coupled to the integrated, secure memory for
communication with the integrated, secure memory.” Ex-1001, claim 1. A POSITA
would understand that this claimed arrangement for the “integrated RDC”—in

addition to the structure of the “RDC” alone—is sufficiently definite structure for

18

APPLE EXHIBIT 1032
APPLE v. PROXENSE
IPR2024-00783



[PR2024-00783 Dr. Wolfe Declaration
U.S. Patent No. 9,679,289

performing the function of “enabling one or more of an application, a function and
a service.”

53. In the context of the specification’s example use cases, and example
components, a POSITA would have understood that a “receiver-decoder circuit” or
“reader-decoder circuit” (“RDC”) speaks to a class of structures used to
communicate wirelessly. Ex-1001, 1:62-2:21, 7:39-57. As the ’289 patent
specification explains, for example: “The RDC 304 provides the wireless interface
to the PDK 102. Generally, the RDC 304 wirelessly receives data from the PDK
102 in an encrypted format and decodes the encrypted data for processing by the
processor 306.” Ex-1001, 7:45-48.

54. Regarding extrinsic evidence, a POSITA would have understood, for
example, that “wireless cards” were known before the earliest priority date of the
’289 patent and consisted of hardware enabling a computer to “connect [] to a
wireless network (local or long distance), which connect to digital RAM (e.g., from
digital cameras) or cards that drive several external monitors.” Ex-1037, 5. More
broadly, “transceivers” were well known examples of wireless communication
interfaces. For example, a transceiver is defined as: “[a] device that both transmits
and receives data . . .Jand] that connects a host interface to a network.” Ex-1038, 7.
In addition, a POSITA would have understood the “receiver/reader” and “decoder”

to denote definite structure. Ex-1035, 4 (““decoder 1. A circuit, device, or program
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which converts that which has been encoded back into its original form. . . . A circuit
which responds to a given coded signal, while rejecting all others™); Ex-1035, 8
(“RFID Reader[:] In an RFID system, a device which sends an interrogating signal

which is responded to by an RFID tag.”). Further, based on the definitions of

99 ¢¢ 99 ¢ 99 ¢

“wireless,” “wireless communication,” “transceiver,” ‘“‘communications interface
equipment,” “decoder,” “receiver,” and “RFID reader” a POSITA would have
recognized that an RDC or “a wireless communication interface” implicates a
variety of structures used for wireless communication. Ex-1059, 3-4; Ex-1035, 11-
12; Ex-1038, 5-7. In view of the above definitions alone, a POSITA would have
understood that a “RDC” denotes structure.

55.  Inthe context of the *289 Patent’s RFID background, a POSITA would

99 ¢¢

have understood one such “reader-decoder circuit,” “receiver-decoder circuit,” or
“interface” structure to be part of an RFID system. A POSITA would have had an
understanding of the components of an RFID system that existed prior to the earliest
priority date of the *289 patent. This is shown by various evidence. For example,
the Wiley Electrical and Electronics Engineering Dictionary defines an RFID tag
as “a transponder within an RFID system . . . usually in the form of an IC [integrated
circuit], [that] responds to interrogating signals arriving from an RFID reader.” Ex-

1035, 7-8. This definition uses an example of “a key chain wand which is waved

near a reader to effect payments,” which was a common form of structure in widely
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used systems prior to the earliest priority date of the *289 patent (e.g., SpeedPass).
Ex-1035, 8. A POSITA would have understood that at least one example of an RDC
would perform similarly to an RFID reader in order to communicate with a RFID
tag or PDK.

56. A POSITA also would have readily recognized or understood that the
RDC or “wireless communication interface” is often used to “enable one or more
of an application, a function, and a service” by enabling wireless communication of
information, such as access information, necessary to access or otherwise invoke
that application, function, or service. Ex-1001, 1:62-2:21, 7:39-57. The 289 patent
describes, for example: “The RDC 304 provides the wireless interface to the PDK
102. Generally, the RDC 304 wirelessly receives data from the PDK 102 in an
encrypted format and decodes the encrypted data for processing by the processor
306.” Ex-1001, 7:45-48. The use of a wireless communication interface for short
range communications between wireless devices was common for enabling an
application, a function, or a service, and the class of structures implicated by the
recited wireless communication interface would have been readily recognized by a
POSITA to include, in addition to the noted RFID tags, garage door openers,
television remotes, gate openers, Common Access Cards (CACs), and SpeedPass.

As discussed previously, each of these devices communicates wirelessly with at
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least one external device within range (e.g., a proximity zone) to enable an
application, function, or service. Ex-1060, 2.

57. For at least the reasons discussed above, a POSITA would have
understood that the claim term “integrated RDC communicating wirelessly with the
at least one external device within a proximity zone” recites sufficiently definite
structure for performing the function of “enabling one or more of an application, a
function and a service.”

C. “Enablement Signal”

58.  The term “enablement signal” appears in independent claim 14.

59. In my prior declaration, I stated that it was my understanding that the
district court in the Western District of Texas decided that the claim term
“enablement signal” requires no construction. Ex-1003, q 96.

60. I also understood that Google, as the original petitioner to this inter
partes review, submitted that express interpretations of the challenged claims are
not required to resolve this petition, and that at that time I saw no reason to disagree
with such position. Ex-1003, 9 100.

61. In the POR, Patent Owner now takes the position that the term
“enablement signal” is not a structure recognized by those of ordinary skill in the
art to provide a sufficiently definite structure for performing the function of

“enabling one or more of an application, a function and a service,” rather it is a
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meaningless nonce merely reciting the function it performs, and thus “claim 1
invokes § 112, 9 6.” POR, 23-24. In support of this position, Patent Owner relies on
the testimony of its expert, Dr. Markus Jakobsson, as submitted in the “Jakobsson
Declaration.” Id.

62. I have further reviewed the intrinsic evidence for the *289 patent, as
well as the extrinsic evidence including: the POR; the Jakobbson Declaration; the
claim construction briefs and claim construction orders in various cases and
proceedings involving the ’289 patent and related patents; the declarations,
opinions, and testimony of various experts or other people regarding the claim
construction of the ’289 patent and related patents; and various dictionary
definitions.

63. Contrary to Patent Owner’s position, a POSITA would not have
understood the term “enablement signal” to be a meaningless nonce term.

64. In the context of claim 14, “enablement signal” appears in the larger
term “generating an enablement signal enabling one or more of an application, a
function and a service.” Ex-1001, claim 14.

65. The term “enablement signal” derives its name from the function it
performs, which is “enabling one or more of an application, a function and a
service.” I understand that defining an element in functional terms is not sufficient

to convert a claim element containing that term into a means-plus-function term.
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66. Moreover, a POSITA would have understood the term “generating an
enablement signal” is a definite act or structure. Before the earliest priority date of
the *289 patent, the use of signals to enable functions was well known to a POSITA.

EX-1036, 3, (“activate - To start an operation, usually by application of an

appropriate enabling signal.” (emphasis added)). Further evidence establishing the
well-known nature and structure of the term “enablement signal” include:

1. “enabling signal” is defined as “noun a signal that starts a process or

allows one to take place.” EX-1039, 3.
2. “enable” is defined as “[t]o initiate the operation of a device or circuit
by applying a trigger signal or pulse.” EX-1040, 3.
3. “enable” 1s defined as “[t]o selectively activate a device or function. . .
selective operation can be achieved by an enabling action—such as a
signal . ..” EX-1041, 3.
EX-1032, 1XX.

67. Accordingly, a POSITA would have understood an ‘“enablement
signal” to be capable of enabling certain functions. The enablement signal does what
it says — it “enables” a function, and a POSITA would have been more than capable
of using her/his general knowledge and skill to design such a signal. As one
example, the SpeedPass system operating two years before the earliest priority date

of the 289 patent communicated wirelessly to provide a signal for enabling the
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function of paying for fuel. Ex-1060 (“SpeedPass enabled ExxonMobile’s
customers to pay at the pump with the wave of a key fob”’) (emphasis added).

68. For at least the reasons discussed above, the claim term “enablement
signal” recites sufficiently definite structure for performing the function of
“enabling one or more of an application, a function and a service.”

IX. CONCLUSION

69. Based on my further review of the 289 patent, its prosecution history,
the prior art, the claim construction briefs and claim construction orders in various
cases and proceedings involving the 289 patent and related patents, the declarations
and testimony of various experts or other people regarding the claim construction
of the ’289 patent, it is my opinion that a POSITA would have understood the claim
terms ‘“local, secured information stored by the integrated, secure memory,”
“integrated RDC communicating wirelessly with the at least one external device
within the proximity zone,” and “enablement signal” to have sufficiently definite
structure, such that these terms should not be construed as means-plus-function
elements.

70.  Ideclare under penalty of perjury that the foregoing is true and correct.
I declare that all statements made herein of my knowledge are true, and that all
statements made on information and belief are believed to be true, and that these

statements were made with the knowledge that willful false statements and the like
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so made are punishable by fine or imprisonment, or both, under Section 1001 of

Title 18 of the United States Code.

Executed May 5, 2025.

o L
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