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1 Apple Inc. is joined as Petitioner to these proceedings via joinders granted in IPR2024-01399 and IPR2025-00075
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Overview of Proceedings 
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• Asserted Grounds for ’042 claims:

IPR2024-00782: PET 1



Overview of Proceedings 
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• Asserted Grounds for ’289 claims:

IPR2024-00783: PET 1



Overview of Issues

BasisIssue
Whether the claims of the ‘042 and ‘289 patents should be 
interpreted under 35 U.S.C. §112(f).

1 

Applying the proper construction of the claims, whether 
the prior art invalidates the challenged claims of the ‘042 
and ‘289 patents.

2
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Overview of ’042 Patent 
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• Title: Hybrid Device Having a 
Personal Digital Key and 
Receiver-Decoder Circuit and 
Methods of Use

• Earliest Claimed Priority: Dec. 6, 
2007

• 20 Claims
– Independent: 1 (system), 10 

(method)



Overview of ’289 Patent 
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• Title: Hybrid Device Having a 
Personal Digital Key and 
Receiver-Decoder Circuit and 
Methods of Use

• Earliest Claimed Priority: Dec. 6, 
2007

• 20 Claims
– Independent: 1 (system), 14 

(method)
– Same specification as ’042 Patent



Overview of ’042 and ’289 Patents 
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Overview of ’042 and ’289 Patents 
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Claim Construction
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ClaimTerm
1“integrated PDK” (Personal Digital Key)

1“integrated RDC” (Receiver-Decoder Circuit)

10“enablement signal”

1, 10“enabling one or more of an application, a function, and a 
service” 

• Claim Terms in Dispute for ’042 Patent:
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ClaimTerm
1“local, secured information stored by the integrated, secure 

memory”

1“integrated RDC communicating wirelessly with the at 
least one external device within the proximity zone” 

14“enablement signal ” 

1, 14“enabling one or more of an application, a function and a 
service” 

• Claim Terms in Dispute for ’289 Patent:
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PositionParty
Claim terms invoke § 112, ¶ 6Patent Owner

Claim terms are not subject to § 112, ¶ 6Petitioner

• Positions of the Parties:



Claim Construction
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• § 112, ¶ 6 Is Presumed Not to Apply for ‘042 Patent:

IPR2024-00782: PET RP 2-3
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• Challenged Claims of the ’042 Patent do not use the word 
“means” or “step for”:

IPR2024-00782: Ex-1001



Claim Construction

DEMONSTRATIVE EXHIBIT -- NOT EVIDENCE 16

• § 112, ¶ 6 Is Presumed Not to Apply for ’289 Patent:

IPR2024-00783: PET RP 3 



Claim Construction
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• Challenged Claims of the ’289 Patent do not use the word 
“means” or “step for”:

IPR2024-00783, Ex-1001



Claim Construction

DEMONSTRATIVE EXHIBIT -- NOT EVIDENCE 18

• Overcoming the Presumption Against §112, ¶ 6 Claiming:

IPR2024-00782, -783: PET RP 3 



Claim Construction
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• Patent Owner’s Position for ’042 Patent:

IPR2024-00782: POR 4
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• Patent Owner’s Position for ’289 Patent:

IPR2024-00783: POR 4



Claim Construction

DEMONSTRATIVE EXHIBIT -- NOT EVIDENCE 21

• POSITA would have understood that “integrated personal 
digital key (PDK)” recites structure for ’042 Patent:
– Term “PDK” alone is a definite structure, and that such structure 

encompasses at least “a collection of circuit components that 
includes an antenna, a transceiver, and a controller and memory 
for storing information particular to a user.”

– Term “PDK,” as recited in the claims of the ’042 patent, can 
include any of multiple varieties of memory.

– Term “integrated personal digital key (PDK) for storing 
information and capable of communicating wirelessly” recites 
sufficiently definite structure for performing the function of 
“enabling one or more of an application, a function and a service.”

IPR2024-00782: Ex-1032 ¶ 30-45
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• POSITA would have understood that “integrated receiver-
decoder circuit (RDC)” recites structure for ’042 Patent:
– Term “RDC” alone is a definite structure, and that such structure 

encompasses at least “a component or collection of components, 
capable of wirelessly receiving data in an encrypted format and 
decoding the encrypted data for processing.”

– Term “integrated RDC communicating wirelessly with the at least 
one external device within a proximity zone” recites sufficiently 
definite structure for performing the function of “enabling one or 
more of an application, a function and a service.”

IPR2024-00782: Ex-1032 ¶ 46-59
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• POSITA would have understood that “enablement signal” 
recites structure for ’042 Patent:
– Contrary to Patent Owner’s position, POSITA would not have 

understood the term “enablement signal” to be a meaningless 
nonce term.”

– Term “generating an enablement signal” is a definite act or 
structure.

– An “enablement signal” is capable of enabling certain functions. 
The enablement signal does what it says — it “enables” a 
function.

– Term “enablement signal” recites sufficiently definite structure for 
performing the function of “enabling one or more of an 
application, a function and a service.”

IPR2024-00782: Ex-1032 ¶ 60-70 
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• POSITA would have understood that “local, secured 
information stored by the integrated, secure memory” 
recites structure for ’289 Patent:
– Term “memory” alone is a definite structure.
– An “integrated” memory is a subclass of memory structures that 

store information locally on the device (“integrated”).
– Term “local, secured information stored by the integrated, secure 

memory” recites sufficiently definite structure for performing the 
function of “enabling one or more of an application, a function 
and a service.”

IPR2024-00783: Ex-1032 ¶ 30-43
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• POSITA would have understood that “integrated reader-
decoder circuit (RDC)” recites structure for ’289 Patent:
– Term “RDC” alone is a definite structure, and that such structure 

encompasses at least “a component or collection of components, 
capable of wirelessly receiving data in an encrypted format and 
decoding the encrypted data for processing.”

– Term “integrated RDC communicating wirelessly with the at least 
one external device within a proximity zone” recites sufficiently 
definite structure for performing the function of “enabling one or 
more of an application, a function and a service.”

IPR2024-00783: Ex-1032 ¶ 44-57
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• POSITA would have understood that “enablement signal” 
recites structure for ’289 Patent:
– Contrary to Patent Owner’s position, POSITA would not have 

understood the term “enablement signal” to be a meaningless 
nonce term.”

– Term “generating an enablement signal” is a definite act or 
structure.

– An “enablement signal” is capable of enabling certain functions. 
The enablement signal does what it says — it “enables” a 
function.

– Term “enablement signal” recites sufficiently definite structure for 
performing the function of “enabling one or more of an 
application, a function and a service.”

IPR2024-00783: Ex-1032 ¶ 58-68
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• Board has rejected Patent Owner’s position with respect 
to ’042 patent in IPR2024-00573:

IPR2024-00573: FWD 18, 21, 25, 28



Claim Construction
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• Board previously rejected Patent Owner’s argument with 
respect to ’042 patent in this proceeding:

IPR2024-00782: DI 12 
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• Board has rejected Patent Owner’s position with respect 
to ’289 patent in IPR2024-00407:

IPR2024-00407: FWD 16, 18, 23, 25-26



Claim Construction
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• Board previously rejected Patent Owner’s argument with 
respect to ’289 patent in this proceeding:

IPR2024-00783: DI 14-15
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• Patent Owner’s proposed §112, ¶6 constructions are not 
supported by other decisions of Board:

IPR2024-00783, -783: Ex-1042 18-19



Claim Construction
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• Claims of the ’188 Patent (related to ’042 and ’289):

IPR2024-00782, -783: Ex-1054



Claim Construction
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• Patent Owner argues that its proposed constructions are 
consistent with District Court:

IPR2024-00782: POR 26; SUR 1
IPR2024-00783: POR 28; SUR 1
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• Patent Owner’s proposed §112, ¶6 constructions are 
inconsistent with Patent Owner’s positions in litigation:

IPR2024-00782, -783: PET RP 4 
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• Patent Owner’s proposed §112, ¶6 constructions are 
inconsistent with claim construction of District Court:

IPR2024-00782, -783: PET RP 4; 
Exs-1009, -1020, -1033



Claim Construction
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• Patent Owner’s proposed §112, ¶6 constructions are 
inconsistent with intrinsic evidence for ’042 patent:

IPR2024-00782: PET RP  7



Claim Construction
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• Patent Owner’s proposed §112, ¶6 constructions are 
inconsistent with intrinsic evidence for ’289 patent:

IPR2024-00783: PET RP 7-8 



Claim Construction
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• Patent Owner’s expert Dr. Jakobsson in ’042 IPR:

IPR2024-00782: Ex-2011 ¶



Claim Construction
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• Patent Owner’s expert Dr. Jakobsson in ’289 IPR:

IPR2024-00783: Ex-2014 ¶ 65
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• Patent Owner’s expert Dr. Jakobsson in ’289 IPR (cont.):

IPR2024-00783: Ex-2014 ¶ 65



Claim Construction
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• Dr. Jakobsson was not given complete information:

IPR2024-00782, -783: PET RP 11 



Claim Construction
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• Dr. Jakobsson’s analysis is flawed in ’042 IPR: 

IPR2024-00782,: PET RP 10 



Claim Construction
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• Challenged Claims of the ’042 Patent do not use the word 
“means” or “step for”:

IPR2024-00782: Ex-1001



Claim Construction
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• Dr. Jakobsson’s analysis is flawed in ’289 IPR: 

IPR2024-00783: PET RP 10-11  



Claim Construction
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• Challenged Claims of the ’289 Patent do not use the word 
“means” or “step for”:

IPR2024-00783, Ex-1001



Claim Construction
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• Dr. Jakobsson contradicted by Petitioner’s expert Dr. 
Wolfe in ’042 IPR:

IPR2024-00782: Ex-1032 ¶ 29
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• Dr. Jakobsson contradicted by Petitioner’s expert Dr. 
Wolfe in ’289 IPR:

IPR2024-00783: Ex-1032 ¶ 29
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• Dr. Jakobsson contradicted by Microsoft’s expert Dr. 
Traynor in ’042 IPR:

IPR2024-00782: Ex-1045 ¶ 7 
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• Dr. Jakobsson contradicted by Microsoft’s expert Dr. 
Traynor in ’289 IPR:

IPR2024-00783: Ex-1045 ¶ 7 
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• Dr. Jakobsson is not consistent with Patent Owner’s 
expert Dr. Eldering in ’188 IPR:

IPR2024-00782, -783,: Ex-1043 ¶ 34
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• Board rejected Patent Owner’s argument that “enabling 
one or more of an application, a function and a service” is 
required to be performed through the exchange of “an 
access key” even if not interpreted under §112, ¶6:

IPR2024-00782: DI 18 
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• Board rejected Patent Owner’s argument that “enabling 
one or more of an application, a function and a service” is 
required to be performed through the exchange of “an 
access key” even if not interpreted under §112, ¶6:

IPR2024-00783: DI 20
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• Asserted Grounds for ’042 claims:

IPR2024-00782: PET 1
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• Asserted Grounds for ’289 claims:

IPR2024-00783: PET 1
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Ground 3
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• Overview of Buer: 



Ground 3
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• Overview of Buer: 



Ground 3
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• Buer discloses “integrated PDK” (blue): 



Ground 3

DEMONSTRATIVE EXHIBIT -- NOT EVIDENCE 59IPR2024-00782: PET 11; Ex-1005, FIG. 1

• Buer discloses “integrated RDC” (yellow): 



Ground 3
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• Buer discloses “enablement signal”: 



Ground 3
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• Patent Owner’s argument to distinguish Buer is based on 
its construction: 



Ground 3
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• Patent Owner’s construction should be rejected: 
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Ground 1
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• Overview of Dua: 



Ground 1
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• Overview of Dua: 
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• Overview of Dua: 



Ground 1
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• Patent Owner’s argument to distinguish Dua is based on its 
claim construction: 



Ground 1

DEMONSTRATIVE EXHIBIT -- NOT EVIDENCE 68IPR2024-00782: PET RP 20 

• Patent Owner’s construction should be rejected: 
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• Overview of Buer: 
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• Overview of Buer: 
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• Patent Owner’s argument to distinguish Buer is based on 
its construction: 
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• Patent Owner’s construction should be rejected: 
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DEMONSTRATIVE EXHIBIT -- NOT EVIDENCE 75IPR2024-00783: Ex-1004, Cover

• Overview of Dua: 
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• Overview of Dua: 
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• Overview of Dua: 
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• Patent Owner’s argument to distinguish Dua is based on its 
claim construction: 
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• Patent Owner’s construction should be rejected: 




