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 This is a “shift from the current state of the art in which settings are 
vehicle-specific” to a system where “vehicle settings are user 
specific” and can be applied to “any vehicle”.

The ’268 Patent

The ’268 Patent fundamentally shifts the paradigm of vehicle settings: 
It enables the automatic transferability of user-specific settings to any 

vehicle based on a server performing a compatibility check between the 
user profile and the vehicle’s supportable settings. 
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Response at 2-4, 7, 33; EX1001, 12:31-40



The Transformative Innovation of the ’268 Patent
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Response at 2-4, 7, 10-12; EX1001, 33:1-26
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’268 Patent Independent Claim Elements 10[c] and 20[a]
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EX1001, Claim 10[c]

v

EX1001, Claim 20[a]

Response at 5-7, 9-10, 13-14, 33



All Grounds fail at least because neither Xiao nor Xiao/Hayashi can meet the 
required elements of independent claims 10[c] and 20[a]
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EX1001, Claim 10[c]

v

EX1001, Claim 20[a]

Response at 1, 33-47, 55-64; Sur-Reply 14-21, 26-27



Grounds 1, 3a, 3b, 4a, 4b all fail at least because neither Xiao nor Xiao/Hayashi 
can satisfy element 10[c]
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Both Xiao and Xiao/Hayashi fail on determining “Applicable Settings" by server 
(Claim 10[c]) 

Response at 5-6, 10, 17-18, 33-38, 42-47, 55-64; Sur-Reply at 18-19

10[c]: The server determines “applicable settings,” two sets of settings 
must be determined “compatible” with one another before being sent to 

the selected vehicle: 

(1) settings from the user profile (from 10[a])
and 

(2) the settable settings of the selected vehicle (from 10[b])



Ground 5 fails because neither Xiao nor Xiao/Hayashi can disclose the required 
compatibility check of 20[a] or “communicating … by the vehicle” of 20[b]
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EX1001, Claim 20[a]

Response at 1, 33-34, 63-67; Sur-Reply 1, 28-29

EX1001, Claim 20[b]
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Claim Construction Supports Patent Owner’s Position



The Compatibility Check is a Required Claim Limitation (Claims 10[c], 20[a]) 

 The District Court adopted Petitioner's Agreed-upon Construction: 
Toyota expressly agrees that the server/cloud-based system must perform a 
compatibility check for elements 10[c] and 20[a]. 
 The Court’s construction is not based on disclaimer from the IPR, but on the plain and 

ordinary meaning of the claims, supported by both parties’ citations to the intrinsic record

Definitive Claim Constructions Confirm Petitioner's Failures
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Response at 1-2, 8-9; Sur-Reply at 1-8



The Compatibility Check is a Required Claim Limitation (Claims 10[c], 20[a]) 

 The District Court adopted the parties’ agreed-upon plain and ordinary 
meaning, which requires a compatibility check for claims 10 and 20

Definitive Claim Constructions Confirm Petitioner's Failures
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Response at 1-2, 8-9; Sur-Reply at 1-8



Definitive Claim Constructions Confirm Petitioner's Failures

Response at 9-11; Sur-Reply at 2-4; EX1001, Claim 10[c], Claim 20[a]

The Compatibility Check is a Required Claim Limitation (Claims 10[c], 20[a])
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Claim Language Supports the Compatibility Check 



Definitive Claim Constructions Confirm Petitioner's Failures

Response at 9-12; Sur-Reply at 2-4; EX1001, Claim 10[c], Claim 20[a], 12:31-39

The Compatibility Check is a Required Claim Limitation (Claims 10[c], 20[a])
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Specification Supports the Compatibility Check 

The compatibility check of claims 10 and 20 enables the automatic 
transferability of user-specific settings to any vehicle, because the server 
ensures that vehicle’s receipt of user-specific settings that have been 
determined compatible for use in the vehicle.



Definitive Claim Constructions Confirm Petitioner's Failures

Response at 13-16; Sur-Reply at 4-5, 7-8

The Compatibility Check is a Required Claim Limitation (Claims 10[c], 20[a])

Prosecution History Supports the Compatibility Check 
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Definitive Claim Constructions Confirm Petitioner's Failures

Response at 13-16; Sur-Reply at 4-5, 7-8 

The Compatibility Check is a Required Claim Limitation (Claims 10[c], 20[a])

Prosecution History Supports the Compatibility Check 
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Definitive Claim Constructions Confirm Petitioner's Failures

Response at 13-16; Sur-Reply at 4-5, 7-8 

The Compatibility Check is a Required Claim Limitation (Claims 10[c], 20[a])

Prosecution History Supports the Compatibility Check 
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Definitive Claim Constructions Confirm Petitioner's Failures

Response at 13-16; Sur-Reply at 4-5, 7-8 

The Compatibility Check is a Required Claim Limitation (Claims 10[c], 20[a])

Prosecution History Supports the Compatibility Check 
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Definitive Claim Constructions Confirm Petitioner's Failures

Response at 13-16; Sur-Reply at 4-5, 7-8 

The Compatibility Check is a Required Claim Limitation (Claims 10[c], 20[a])

Prosecution History Supports the Compatibility Check 
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Definitive Claim Constructions Confirm Petitioner's Failures
Claim 10's Steps Demand a Sequential Order

Logic, Grammar, and Antecedent Basis Mandate Sequence: 

a user profile of a user defined in 10[a] serves as the antecedent basis 
for the operations requiring the user profile in 10[b] and 10[c].
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Response at 16-19; Sur-Reply at 8-14; EX1001, Claim 10[a]-[c]



Definitive Claim Constructions Confirm Petitioner's Failures
Claim 10's Steps Demand a Sequential Order

Logic, Grammar, and Antecedent Basis Mandate 
Sequence: 

 Claim language itself shows that 10[a] is a 
condition precedent to 10[b] and 10[c], and 10[b] 
is a condition precedent to 10[c]

 By “receiving information for a user profile of a 
user … the user profile defining one or more 
settings …” (step 10[a]), the operation of step 
10[b] can be performed: “identifying a selected 
vehicle for applying the user profile” (step 10[b])

 The user profile of 10[a] must be known before 
the operations of steps 10[b] and 10[c] can be 
performed
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EX1001, Claim 10[a]-10[c]

Response at 16-19; Sur-Reply at 8-14; EX1001, Claim 10[a]-[c]



Definitive Claim Constructions Confirm Petitioner's Failures
Claim 10's Steps Demand a Sequence as Written

Logic, Grammar, and Antecedent Basis 
Mandate Sequence: 

 identifying step of claim 10[b] and 
determining step of 10[c] each say the user 
profile when they could have said a user 
profile

 this reinforces the conclusion that step 10[b] 
and 10[c] are each meant to come after the 
receiving step 10[a]
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EX1001, Claim 10[a]-10[c]

Response at 16-19; Sur-Reply at 8-14; EX1001, Claim 10[a]-[c]
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Xiao’s operator profile preferences are only vehicle-specific



Xiao's system is static and vehicle-specific, directly contrasting with the ’268 
Patent's multi-vehicle transferability of user-specific settings

Xiao's Fundamental Flaw: Vehicle-Specificity

Response at 19-31; 34-37, 38-46

No "User Profile" as Claimed: Xiao lacks “the user profile 
defining one or more settings that are preferred to be set in 
vehicles" (plural) as defined by element 10[a], and required 
for steps 10[b] and 10[c]

 Instead, Xiao's operator configures settings individually 
for each automobile on the account at registration

 Xiao’s “operator profile information 614” stores “system 
preferences for the operator for each automobile 112 on 
the account”

 Xiao cannot perform the operations of claim 10 requiring 
“the user profile” defined by 10[a] and required by 
antecedent basis for steps 10[b] and 10[c]
 Identifying a selected vehicle for applying the user profile (10[b])

 Determining … applicable settings … identified from the user 
profile (10[c])
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EX1010 at [0069]-[0072]



 Xiao's server automatically 
selects a default automobile 
for which to provide the service 
– Xiao’s Page 900, the service 
app, displays to the operator 
vehicle-specific commands 
before any command request 
can be issued

 Command requests are specific 
to the already-displayed vehicle 
and contains (1) that displayed 
automobile’s automobile ID 
and (2) command ID for 
command that can be issued to 
that automobile  

Xiao's Fundamental Flaw: Vehicle-Specificity

Response at 22-31, 38-47; Sur-Reply at 14-20
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Xiao’s Operations are Always Vehicle-Specific



 Xiao's server automatically selects a default automobile for which to 
provide the service, such that any command request, e.g. apply 
operator profile settings, can only apply vehicle-specific system 
preferences that were preset for that specific vehicle

 Command requests always contain the automobile ID and command ID 
fixed to that specific vehicle

Xiao's Fundamental Flaw: Vehicle-Specificity

Response at 21-31, 38-47; Sur-Reply at 14-20
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Xiao’s Operations are Always Vehicle-Specific



Xiao fails to perform the required compatibility check

Xiao Fails to Disclose the Required "Compatibility Check" (Claims 10[c] & 20[a]) 
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Response at 25-37, 58-60

"Generate Command" is a Mere Relay: 
 Xiao's "generate command" or "look up" functions are simply relays 

of already vehicle-specific command codes

 When Xiao’s server generates a command, no “applicable settings” 
are determined and no compatibility determination made



Xiao lacks the two sets of settings needed to be determined compatible
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 Xiao lacks the two sets of settings that must be determined 
to be compatible: 

 In Xiao's static, vehicle-specific settings are pre-
configured for each automobile, meaning without the 
claims’ required two sets of settings, there is no need for 
a compatibility check

 Xiao discloses only one set possible set of settings: pre-
configured “system preferences for the operator for each 
automobile 112 on the account”

 Xiao’s server merely retrieves command codes that are 
already specifically linked to the vehicle and are thus 
compatible with that vehicle

Response at 33-38, 60-63; Sur-Reply at 14-21

In Xiao’s Static, Vehicle-Specific System, No Need for Any Compatibility check
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Xiao fails to disclose the claimed order of steps for elements 10[a], 10[b] 
and 10[c], resulting in failure of independent claim 10



Xiao cannot anticipate claim 10
Xiao fails to disclose every element and limitation, as arranged in the order claimed – 

aspects of Xiao relied on for 10[a] occur after those relied on for 10[b]

 10[a] is a condition precedent to: 

 Steps 10[b] and 10[c]

 Step 10[b] is a condition precedent to 10[c]

 Petitioner relies on Xiao’s command request for 
step 10[a]

 Petitioner relies on Xiao’s automobile name 
display 916 for step 10[b]

 Xiao’s command request cannot be made (let 
alone received by a server) until after Xiao’s 
system displays the automobile name display 916
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EX1001, Claim 10[a]-10[c]

Response at 47-51; Sur-Reply at 21-24; EX1001, Claim 10[a]-[c]



Response at 22-24, 47-51

Xiao Fails to Disclose the Required Order of Steps (Claim 10) 

 Xiao cannot disclose the order of steps: Xiao’s server cannot receive any 
command request until after the server retrieves “the automobile 112 currently 
selected,” “automobile name display 916”
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After server retrieves “default 
automobile 617 for automobile 112,” 
(id., (¶¶95-96) to display 916– “Mazda 
6” (id., ¶¶ 98-99)– operator can select 
elements 918, 920, 922 to issue a 
corresponding “command request,” i.e., 
“the start engine command request,” 
(id., ¶ 100) “lock/unlock door command 
request” (id., ¶ 101) and 
“corresponding apply operator profile 
command request” (id., ¶ 102). 



Xiao Fails to Disclose the Required Order of Steps (Claim 10) 

Xiao’s command request is unavailable until after the vehicle is displayed

 Petitioner cannot demonstrate that Xiao discloses elements 10[a] or 10[b] 
because 10[a] is a condition precedent to 10[b]: Toyota attempts to piece 
together Xiao's disclosures in a way that rearranges the claimed order, which is 
impermissible

 Xiao’s System Indicates the Name of the Automobile 112 Currently Selected 
Before Allowing Any Command Request: Xiao’s server's receipt of any 
command request (relied on for element 10[a]) occurs after the selected 
automobile is displayed (relied on for element 10[b])

 "Changed Theory" Still Fails: Petitioner's revised argument that the command 
request itself satisfies both 10[a] and 10[b] is also flawed, as Petitioner admits 
that command request is inherently vehicle-specific and therefore cannot meet 
10[b]’s requirement of identifying "one of a plurality of vehicles identified as 
available by the server“ (element 10[b])
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Response at 47-51; Sur-Reply at 21-24



Xiao’s vehicle-specific system cannot disclose claims 10 and 20
Xiao fails to disclose independent claim elements for claims 10 and 20

 Xiao teaches only vehicle-specific configuration of “system preferences for each 
automobile 112 on the account”

 Xiao does not disclose “the user-profile,” defined in 10[a] and required by 
antecedent basis for the operations of steps 10[b] and 10[c] 

 Xiao server doesn’t perform the required “compatibility check” (10[c] and 20[a]) 

 Xiao cannot “determine … applicable settings,” as Xiao lacks the two sets of 
settings from which to determine compatibility

 Xiao’s teachings are not-transferable in vehicles due to its lack of user specific 
settings (10[c])

 Xiao fails to disclose the requisite order of elements 10[a], 10[b], and 10[c]
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Response at 31-53, 63-64; Sur-Reply at 14-24
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Xiao fails to disclose “User Specific” aspect of ‘268 Patent



Xiao fails to disclose claim 10
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EX1001, Claim 10[c]

Xiao fails on determining “Applicable Settings" by server (Claim 10[c]) 

 A compatibility check by the server 
determines “applicable settings for the 
selected vehicle” 

 Applicable settings must be determined 
from “the user profile” and compatible 
with “settings that are settable in the 
selected vehicle”

Response at 33-38, 42-47, 58-63; Sur-Reply at 18-21



Xiao fails to disclose claim 10
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EX1001 at Fig. 7

Xiao fails on determining “Applicable Settings" by server (Claim 10[c]) 

10[c]: The server determines “applicable settings,” two 
sets of settings must be determined “compatible” with 
one another before being sent to the selected vehicle: 

(1) settings from the user profile (e.g., Bob’s user 
profile settings)

and 
(2) the settable settings of the selected vehicle (e.g., 

Auto Maker C, Model M7)

Response at 5-6, 33-37, 42-47, 59-63; Sur-Reply at 18-19



Petitioner’s Reply confirms Xiao’s vehicle-specific constraints

 Xiao is limited to applying any setting to one and 
only one vehicle

 Xiao lacks the required “settings … as identified 
from the user profile" (defined as settings 
preferred to be set in vehicles) from which to 
“determine, by the server, applicable settings," 
as required by claim 10[c]

 Xiao requires operator to manually select 
“change automobile” button on Page 900 service 
app, in order to see automobile selection menu 
and operator must then select new automobile 
before system can display command requests for 
that new automobile and apply preferences to 
the new automobile
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Response at 33-47; Sur-Reply at 14-21



Xiao’s deficiency for limitation 20[b] was apparent even without argument by PO

 The Petition relied solely on Xiao for alleged disclosure of limitation 
20[b], a deficiency so apparent the Board ‘questioned’ its veracity 
without any argument by Patent Owner.
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ID at 42

Response at 63-66; Sur-Reply at 28



Petitioner Misidentifies Xiao’s “terminal device” as a vehicle (Claim 20)

Xiao Fails on "Communicating... by the Vehicle, Changes to User Settings" (Claim 
20[b])

 Xiao’s "Terminal Device” is not a “Vehicle”: Xiao clearly distinguishes between 
an “automobile” and a “terminal device”; only the mobile device 110 or terminal 
device 122 can send changes.
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Response at 63-66; Sur-Reply at 28-29
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Xiao/Hayashi combination does not cure Xiao’s lack of compatibility check 
or vehicle specific functionality 



Proposed Combinations Cannot Cure Xiao's Deficiencies

Petition only argues obviousnesness modification for element 10[c]

 Hayashi cannot cure Xiao’s other failures as to 10[a], 10[b] and 10[c]

 Specifically, Xiao’s failure to disclose order of steps, as claimed, and Xiao’s failure to 
disclose “the user profile” required by antecedent basis in steps 10[b] and 10[c]
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Response 55-63; Sur-Reply at 26; Petition at 44



Proposed Combination with Hayashi Cannot Cure Xiao's Deficiencies

Adding Hayashi to Xiao – even if proper – cannot satisfy Claim 10[c] 
 No suggestion or motivation to include added 

functionality to Xiao’s already vehicle-specific 
system: An operator’s system preferences are 
always specific to and stored according to 
“each automobile 112 on the account” and 
are compatible with that vehicle. When Xiao’s 
server pulls command codes for applying 
settings, they are already specific to and 
compatible with that vehicle. 

 Nonsensical Result: Adding Hayashi’s 
comparison functionality with Xiao's vehicle-
specific system cannot satisfy 10[c]’s 
“determining … applicable settings”

 This outcome does nothing to determine 
compatibility between the claim’s two 
required sets of settings: from 10[a] and 
10[b]

EX1013 at [0002]

EX2021 - DEMONSTRATIVE EXHIBITS – NOT EVIDENCE                               40
Response at 35-36, 55-63; Sur-Reply at 26-27

Hayashi’s Irrelevance: 
- Hayashi compares: whether the operating method is the 

same or different
- If different, the system provides manual operating 

instructions (e.g. how to use the parking brake)
- Hayashi has nothing to do with programming a user’s 

preferred settings in a vehicle



Xiao + Hayashi fails to disclose claim 10[c]

EX2021 - DEMONSTRATIVE EXHIBITS – NOT EVIDENCE                            41

Response at 58-63; Sur-Reply 1, 26-27 

Claim 10[c]: The server determines “applicable 
settings,” two sets of settings must be 

determined “compatible” with one another 
before being sent to the selected vehicle: 

(1) settings from the user profile (10[a]) 
and 

(2) the settable settings of the selected vehicle 
(10[b]) 

Xiao fails on determining “Applicable Settings" by server, as Xiao is already vehicle-specific when the server looks up 
“appropriate command codes” – adding “none” does nothing to achieve “Applicable Settings” (Claim 10[c]) 

• Adding “none” to 
Xiao’s table 606 still  
cannot satisfy claim 
10[c]’s determining 
“Applicable Settings”



Hayashi fails to cure deficiencies of Xiao (Grounds 2, 3b and 4b)

 In Hayashi, the system compares the operating method of a vehicle function– how to engage a 
parking brake, how to adjust a mirror— to that of the user’s typical vehicle; is it the same or 
different?

 nothing to do with settings preferred to be set, nothing to do with whether preferred 
settings are compatible with settable settings in a vehicle

 Hayashi doesn’t address Xiao's vehicle-specific constraints or lack of transferrable user profile 
settings to vehicles– combination, even if proper, cannot meet the required determining 
applicable settings of Claim 10

 Xiao/Hayashi combination doesn’t disclose the compatibility check required by claims 10[c] and 
20[a]

 POSITA would know there is no need for a compatibility check in Xiao's system because the 
operator profile preferences are always specific to “each automobile 112.” Adding Hayashi’s 
ability to store “none” does nothing to cure Xiao’s vehicle-specific deficiencies.

 Even if combination were proper, the modified system cannot meet missing elements or proper 
order of 10[a], 10[b], and 10[c]
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Response at 55-63; Sur-Reply at 26-27
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Patenaude, relied on alone for disclosure of Claim 12[c]’s “sending the 
learned settings to the user profile,” is limited to “retrieving” data from the 

vehicle’s memory, resulting in failure of Claim 12



Proposed Combinations Cannot Cure Xiao's Deficiencies

Patenaude Fails on "Sending" vs. "Retrieving" (Claim 12[c])

 Crucial Distinction: Patenaude 
"retrieves" data from the vehicle’s in-
memory profile, which is 
fundamentally different from 
"sending" learned settings to the user 
profile

 Data Flow: "Sending" requires data 
being pushed, while "retrieving" is 
data being pulled. Patenaude's 
retrieval operations cannot achieve 
the additive result of "sending the 
learned settings to the user profile"
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Response at 54-55; Sur-Reply at 27-28

EX1011, at [0072]-[0073]



Patenaude fails to disclose the “sending” operation of element 12[c]

Ground 3a & 3b - claim 12

 Petition improperly relies on Patenaude's disclosure of "retrieval" operations 
despite the claim’s explicit requirement of "sending" learned settings to the user 
profile. 

 POSITA would understand the technical distinction between actively pushing 
data ("sending") and passively pulling data ("retrieving"). 

 Ground 3a and 3b obviousness challenges to claim 12 fail due to Petition’s sole 
reliance on Patenaude for 12[c].
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Response at 54-55; Sur-Reply at 27-28
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Xiao doesn’t disclose administrative control/privileges or the required one 
or more sub-user accounts, resulting in failure of Claims 17, 18 and 19



Dependent Claims Remain Valid
Claim 18 and Claim 19: Xiao lacks any "Administrator Account that can Enable/Disable 
Settable Settings”

 Xiao's "permissions" only identify 
which automobiles an operator can 
operate, not the ability to enable or 
disable settable settings of a vehicle 
using an "administrator account," as 
mandated by claim 18

 Claim 19 is dependent on claim 18

EX1001, Claim 18
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Response at 53-54; Sur-Reply at 25-26



Dependent Claims Remain Valid

Claims 17 & 19: Absence of “Any Sub-User Account"
 Xiao's disclosure of a "family account" with 

multiple operators on a single family account 
cannot meet the limitations of claims 17 and 19

 There is no disclosure of "child accounts" in Xiao

 Xiao fails to disclose the claimed "one or more 
sub-user accounts" to the user profile 

 Xiao fails to disclose any sub-user accounts having 
predefined privileges (claim 17), let alone disclose 
any sub-user accounts that enable access to 
specific information (claim 19)

 That Xiao can store different accounts, each 
merely an account with one or more operators, 
likewise fails to disclose the recited one or more 
sub-user accounts to the user profile

EX1001, Claim 17

EX1001, Claim 19
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Response at 51-52; Sur-Reply at 25-26



Chem. Separation Tech., Inc. v. United States, 51 Fed. Cl. 771 (2002) 

Applicable Law

“critically, such proof of combination in a single 
source, arranged as described in the claim, is deficient 
here”.
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Response at 48



NetMoneyIN, Inc. v. VeriSign, Inc., 545 F.3d 1359 (Fed. Cir. 2008)

Applicable Law

“[U]nless a reference discloses within the four corners of the document not 
only all of the limitations claimed but also all of the limitations arranged or 
combined in the same way as recited in the claim, it cannot be said to 
prove prior invention of the thing claimed and, thus, cannot anticipate 
under 35 U.S.C. § 102.”

“[O]ne seeking to invalidate a patent may not demonstrate invalidity of a 
claim simply by citing isolated steps in prior art that are not combined in 
the same fashion as the patent. . . . To the contrary, the Federal Circuit has 
repeatedly made clear that ‘to anticipate, every element and limitation of 
the claimed invention must be found in a single prior art reference, 
arranged as in the claim.”

EX2021 - DEMONSTRATIVE EXHIBITS – NOT EVIDENCE                                 50

Response at 48, 50



Therasense, Inc. v. Becton, Dickinson & Co., 593 F.3d 1325 (Fed. Cir. 2010)

Applicable Law

“The requirement that the prior art elements 
themselves be arranged as in the claim means that 
claims cannot be treated ... as mere catalogues of 
separate parts, in disregard of the part-to-part 
relationships set forth in the claims and that give the 
claims their meaning.”
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Response at 51



Tuna Processors, Inc. v. Hawaii Int’l. Seafood, Inc., 327 Fed. Appx. 204 (Fed. Cir. 2009)

Applicable Law

Where “the sequential nature of the claim steps is 
apparent from the plain meaning of the claim 
language and nothing in the written description 
suggests otherwise,” placing a temporal limitation on 
the steps of a method is appropriate
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Response at 17



Mantech Env't Corp. v. Hudson Env't Servs., Inc., 152 F.3d 1368, 1375–76 (Fed. Cir. 1998) 

Applicable Law

“According to Mantech, the steps of claim 1 of the '483 patent 
could be performed in any order, or simultaneously. We disagree. 
Step (a) provides the wells. No monitoring or injecting of the 
groundwater can occur until wells are provided; hence, step (a) 
must be performed first. … Hence, in order to accomplish step (b), 
the wells of step (a) must already have been provided. … We hold, 
therefore, that the sequential nature of the claim steps is apparent 
from the plain meaning of the claim language and nothing in the 
written description suggests otherwise.”
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Sur-Reply at 9, 14



Applicable Law
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Askeladden v. Hardison Holding Co., IPR2021-00278, Paper 7 at 11 (P.T.A.B. Apr. 15, 2021)

“the language at the end of element 1H—'when both the first and 
second thresholds are exceeded’—indicates, ‘as a matter of logic 
[and] grammar’ (id. at 1369), that the ‘determining’ steps of 
elements 1F and 1G must be performed prior to the ‘authorizing . . . 
of payment’ recited in element 1H.”

Response at 3, 8, 19, 51; Sur-Reply at 9-10



Applicable Law
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Medtronic, Inc. v. Teleflex Life Scis. Ltd., No. 2022-1605, 2024 WL 1208642, at *3-4 (Fed. Cir. 2024)

“[W]hen the current step of a method claim refers to a previous 
step using the definite article ‘the,’ the claim language indicates 
that the previous step occurs sequentially before the current 
step.”

Sur-Reply at 11



Applicable Law
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Wi-Lan, Inc. v. Apple, Inc., 811 F.3d 455, 462-63 (Fed. Cir. 2016)

“subsequent use of the definite articles ‘the’ or ‘said’ in a claim 
refers back to the same term recited earlier in the claim”

Sur-Reply at 11



Applicable Law
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Hytera Commc'ns Co. v. Motorola Sols., Inc., 841 F. App'x 210, 218 (Fed. Cir. 2021)

“the fact that the ‘determining’ step says ‘the’ when it could have 
said ‘a’ reinforces our conclusion that it is meant to come after the 
‘preparing’ step”

“Because we conclude that the claim language demonstrates the 
order of the steps, we need not look further into the 
specification.”

Sur-Reply at 11-12



Applicable Law
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Zillow Grp., Inc. v. IBM, IPR2020-01656, Paper 33 at 10, 5-6 (P.T.A.B. Mar. 3, 2022)

requiring a sequential order of steps where step 1[c] recited 
“receiving” “a search query,” while steps 1[d] and 1[e] recited 
“searching” and “returning” operations according to “the search 
query.” The Board held that “the sequential nature of the steps is 
apparent from the plain meaning of the claim language and 
appl[ied] the plain and ordinary meaning of the steps in claim 1 
considering the recited antecedent basis for steps 1[c] to 1[h].”

Sur-Reply at 12
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