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Instituted Grounds
– Claims 10-20 of the ’268 patent are challenged:

• Claims 10-19: A method, comprising
• Claim 20: A method for managing a user profile of a vehicle . . . , comprising

Institution Decision 8; Petition 3; Almeroth Decl. (Ex. 1009), ¶89. DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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6 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE6 DEMONSTRATIVE EXHIBIT – NOT EVIDENCEPetition, 12, 13, 21, 22, 44, 54, 56, 60, 63-65; POPR, 28; POR, 5, 14; Reply, 15

Xiao Provides the Same Solution as the ’268 Patent 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

(POPR, 21; POR, 5)

(POR, 14)

Purported Invention Xiao (Ex. 1010)

Xiao, [0023] (Pet., 12, 44, 54, 56, 60, 63)

Xiao, [0069] (Pet., 13, 21, 22, 64, 65; Reply, 15.)
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Xiao Anticipates Claim 10



8 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE8 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE’268 Patent, Claim 10

Overview of Claim 10

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

10[pre] A method, comprising,
10[a] receiving, at a server, information for a user profile of a user, the user profile defining one or more 
settings that are preferred to be set in vehicles if the vehicles support the settings;
10[b] identifying a selected vehicle for applying the user profile, the selected vehicle having a plurality of 
settable settings, the selected vehicle being one of a plurality of vehicles identified as available by the server;
10[c] determining, by the server, applicable settings for the selected vehicle, the applicable settings being 
settings that are preferred to be set as identified from the user profile and are compatible with settings that 
are settable in the selected vehicle; and
10[d] sending, by the server, the applicable settings for programming to the selected vehicle, wherein the 
applicable settings are programmed on the selected vehicle after receipt by the selected vehicle over a 
wireless connection, 
10[e] wherein the method is executed by the server, the server including a processor;
10[f] wherein the selected vehicle includes vehicle electronics for applying the programming to cause the 
applicable settings to be activated on the selected vehicle and communication circuitry for communicating via 
the wireless connection.



9 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE9 DEMONSTRATIVE EXHIBIT – NOT EVIDENCEPetition, 19-23; Almeroth Dec., ¶¶101-02

Claim 10[preamble] (Undisputed)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Almeroth Dec., ¶101 (Xiao, Fig. 11)

“A method, comprising,”



10 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE10 DEMONSTRATIVE EXHIBIT – NOT EVIDENCEPetition, 20-22; Almeroth Dec., ¶¶103-11

Claim 10[a] 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

“receiving, at a server, information for a user profile of a user, the user profile defining one or more settings that are 
preferred to be set in vehicles if the vehicles support the settings;”

Pet. 20 (Xiao, Fig. 11)
Pet. 22 (Xiao, Fig. 6)

Pet. 21 (Xiao, [0124])



11 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE11 DEMONSTRATIVE EXHIBIT – NOT EVIDENCEPetition, 14, 22, 24-25, 38; Almeroth Dec., ¶¶112-16

Claim 10[b]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

. . . 

10[b] identifying a selected vehicle for applying the user profile, the selected vehicle having a plurality of settable settings, 
the selected vehicle being one of a plurality of vehicles identified as available by the server;

Pet. 24 (citing Xiao, [0102])

Pet. 24 (citing Xiao, Fig. 9)

Pet. 24-25 (citing Xiao, Fig. 6)



12 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE12 DEMONSTRATIVE EXHIBIT – NOT EVIDENCEPetition, 25-27; Almeroth Dec., ¶¶117-26

Claim 10[c]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Pet., 25 (citing Xiao, Fig. 11)

10[c] determining, by the server, applicable settings for the selected vehicle, the applicable settings being settings that are 
preferred to be set as identified from the user profile and are compatible with settings that are settable in the selected vehicle; 
and

Pet., 25 (citing Xiao, [0103])
Pet., 25-26 (citing Xiao, [0126])



13 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE13 DEMONSTRATIVE EXHIBIT – NOT EVIDENCEPetition, 27-28; Almeroth Dec., ¶¶127-30 

Claim 10[d] (Undisputed) 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Pet., 28 (citing Xiao, Fig. 11)

10[d] sending, by the server, the applicable settings for programming to the selected vehicle, wherein the applicable settings are 
programmed on the selected vehicle after receipt by the selected vehicle over a wireless connection, 

Pet., 28 (citing Xiao, [0104]) Pet., 28 (citing Xiao, [0127])



14 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE14 DEMONSTRATIVE EXHIBIT – NOT EVIDENCEPetition, 28-30; Almeroth Dec., ¶¶131-33 

Claim 10[e] (Undisputed)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Pet., 29 (citing Xiao, Fig. 1)

10[e] wherein the method is executed by the server, the server including a processor;

Pet., 29 (citing Xiao, [0059])

Pet., 30 (citing Xiao, Fig. 5)



15 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE15 DEMONSTRATIVE EXHIBIT – NOT EVIDENCEPetition, 30-32; Almeroth Dec., ¶¶134-38

Claim 10[f] (Undisputed)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

10[f] wherein the selected vehicle includes vehicle electronics for applying the programming to cause the applicable settings to 
be activated on the selected vehicle and communication circuitry for communicating via the wireless connection.

Pet., 32 (citing Xiao, Fig. 4)

Pet., 30 (citing Xiao, [0038])

Pet., 31 (citing Xiao, [0088])
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Topics

• Instituted grounds
• Xiao
• Undisputed facts
• Disputed issues
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Undisputed Facts 

• Patent Owner has not disputed:
– The level of ordinary skill
– That Xiao discloses limitations 10[pre], 10[d], 10[e], and 10[f]
– That Xiao discloses the additional limitations of dependent claims 11, 13, 

15, and 16 
– That Xiao in view of Singh renders obvious the additional limitations of 

dependent claim 14
– That prior art discloses or renders obvious limitations 20[pre], 20[c], 

20[d], 20[e]
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Disputed Issues

– Claim 10’s Lack of Compatibility Check; Prior Art Disclosure of Same for 
Claims 10 and 20

– Claim 10’s Lack of Required Order; Prior Art Disclosure of Same
– Xiao’s “User Profile” (claim 10)
– Xiao’s “Sub-user Accounts” (claims 17-19)
– Petition’s Combination of Xiao and Patenaude (claim 12[c])
– Petition’s Combination of Xiao and Patenaude (claim 20[b])
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Disputed Issues
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– Claim 10’s Lack of Required Order; Prior Art Disclosure of Same
– Xiao’s “User Profile” (claim 10)
– Xiao’s “Sub-user Accounts” (claims 17-19)
– Petition’s Combination of Xiao and Patenaude (claim 12[c])
– Petition’s Combination of Xiao and Patenaude (claim 20[b])



21 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE21 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE’268 Patent, Claim 10 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Claim 10 does not require performance of a “compatibility check”

10[pre] A method, comprising,
10[a] receiving, at a server, information for a user profile of a user, the user profile defining one or more settings that are 
preferred to be set in vehicles if the vehicles support the settings;
10[b] identifying a selected vehicle for applying the user profile, the selected vehicle having a plurality of settable settings, the 
selected vehicle being one of a plurality of vehicles identified as available by the server;
10[c] determining, by the server, applicable settings for the selected vehicle, the applicable settings being settings that are 
preferred to be set as identified from the user profile and are compatible with settings that are settable in the selected vehicle; 
and
10[d] sending, by the server, the applicable settings for programming to the selected vehicle, wherein the applicable settings 
are programmed on the selected vehicle after receipt by the selected vehicle over a wireless connection, 
10[e] wherein the method is executed by the server, the server including a processor;
10[f] wherein the selected vehicle includes vehicle electronics for applying the programming to cause the applicable settings to
be activated on the selected vehicle and communication circuitry for communicating via the wireless connection.



22 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE22 DEMONSTRATIVE EXHIBIT – NOT EVIDENCEInstitution Decision, 28 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

The Board considered EA’s “compatibility check” argument 

I.D., 28



23 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE23 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE’268 Patent, Claims 10, 20. DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Claim 10 differs from claim 20

10[c] determining, by the 
server, applicable settings for 
the selected vehicle, the 
applicable settings being 
settings that are preferred to 
be set as identified from the 
user profile and are 
compatible with settings that 
are settable in the selected 
vehicle; and

20[a] accessing the cloud 
processing system by the vehicle, 
the user profile having user 
settings for the vehicle, wherein 
certain of the user settings are 
determined to be compatible for 
use with the vehicle



24 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE24 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

The prosecution history illustrates Applicant’s intention to 
capture different claim scope  

Pet. Reply, 4-5; ’268 Prosecution History, Ex. 1002, 203 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

. . . 

Ex. 1002, 203

Ex. 1002, 190



25 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE25 DEMONSTRATIVE EXHIBIT – NOT EVIDENCEPet. Reply, 3-4; Ex. 2017, 35-36 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Toyota addressed EA’s IPR “compatibility check” in district court

Defendants’ Responsive Claim Construction Brief, EX2017, 35-36



26 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE26 DEMONSTRATIVE EXHIBIT – NOT EVIDENCEPet. Reply, 2-4; POPR, 48; CUPP Computing AS v. Trend Micro Inc., 53 F.4th 1376, 
1383 (Fed. Cir. 2022).

Toyota’s positions are consistent with Federal Circuit precedent

Here, Patent Owner made a clear, unmistakable declaimer in the POPR: 

“A rule permitting a patentee to tailor its claims in an IPR through argument alone would substantially 
undermine the IPR process. . . . If patentees could shapeshift their claims through argument in an IPR, 
they would frustrate the Patent Office's power to ‘revisit’ the claims it granted, and require focus on 
claims the patentee now wishes it had secured. . . . To be clear, a disclaimer in an IPR proceeding is 
binding in later proceedings, whether before the PTO or in court.”

CUPP Computing AS v. Trend Micro Inc., 53 F.4th 1376, 1383 (Fed. Cir. 2022).

POPR, 48

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



27 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE27 DEMONSTRATIVE EXHIBIT – NOT EVIDENCESur-reply, 2-5 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

The district court addressed the parties’ positions

Claim Construction Order, EX2018, 29-30



28 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE28 DEMONSTRATIVE EXHIBIT – NOT EVIDENCEPet. Reply, 12-13 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Xiao discloses the claimed “compatibility”

Reply, 12 (Xiao, [0103])

Reply, 12 (Xiao, [0111])



29 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE29 DEMONSTRATIVE EXHIBIT – NOT EVIDENCEAlmeroth Dec., Ex. 1009, ¶96 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Xiao discloses the claimed “compatibility”

Declaration of Dr. Kevin Almeroth, EX1009, ¶96



30 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE30 DEMONSTRATIVE EXHIBIT – NOT EVIDENCEPetition, 25, 26; Declaration of Dr. Kevin Almeroth, EX1009, ¶¶ 122 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Xiao discloses the claimed “compatibility”

Almeroth Dec., ¶¶ 122



31 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE31 DEMONSTRATIVE EXHIBIT – NOT EVIDENCEPetition, 25, 26; Declaration of Dr. Kevin Almeroth, EX1009, ¶¶ 123-125 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Xiao discloses the claimed “compatibility”

Almeroth Dec., ¶¶ 123-125
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It would have been obvious to combine Hayashi’s tables with Xiao’s 
system of automatable commands

Petition, 44-50; Declaration of Dr. Kevin Almeroth, EX1009, ¶¶189-198 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
Almeroth Dec., ¶191



33 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE33 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Xiao and Hayashi render obvious EA’s “compatibility check”

Petition, 44-50; Declaration of Dr. Kevin Almeroth, EX1009, ¶¶189-198 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Pet., 47 (citing Hayashi, Fig. 6)

Pet., 46 (citing Hayashi, [0029])

Pet., 46 (citing Hayashi, [0120])
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Xiao and Hayashi render obvious Patent Owner’s  
“compatibility check”

Petition, 44-50; Declaration of Dr. Kevin Almeroth, EX1009, ¶¶189-198

Almeroth Dec., ¶195

Almeroth Dec., ¶195 (cont.)



35 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE35 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Xiao and Hayashi render obvious Patent Owner’s 
“compatibility check”

Petition, 44-50; Declaration of Dr. Kevin Almeroth, EX1009, ¶196 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Almeroth Dec., ¶196

Almeroth Dec., ¶196 (cont.)



36 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE36 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Xiao and Hayashi are analogous art 

Petition, 44-50; Declaration of Dr. Kevin Almeroth, EX1009, ¶¶189-198 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
Almeroth Dec., ¶192

Almeroth Dec., ¶192 (cont.)



37 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE37 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Disputed Issues

– Claim 10’s Lack of Compatibility Check; Prior Art Disclosure of Same for 
Claims 10 and 20

– Claim 10’s Lack of Required Order; Prior Art Disclosure of Same
– Xiao’s “User Profile” (claim 10)
– Xiao’s “Sub-user Accounts” (claims 17-19)
– Petition’s Combination of Xiao and Patenaude (claim 12[c])
– Petition’s Combination of Xiao and Patenaude (claim 20[b])
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Claim 10 does not require a sequential order of steps 

Sur-reply, 9; ’268 Patent, Claim 10 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

10[pre] A method, comprising,
10[a] receiving, at a server, information for a user profile of a user, the user profile defining one or more 
settings that are preferred to be set in vehicles if the vehicles support the settings;
10[b] identifying a selected vehicle for applying the user profile, the selected vehicle having a plurality of 
settable settings, the selected vehicle being one of a plurality of vehicles identified as available by the server;
10[c] determining, by the server, applicable settings for the selected vehicle, the applicable settings being 
settings that are preferred to be set as identified from the user profile and are compatible with settings that 
are settable in the selected vehicle; and
10[d] sending, by the server, the applicable settings for programming to the selected vehicle, wherein the 
applicable settings are programmed on the selected vehicle after receipt by the selected vehicle over a 
wireless connection, 
10[e] wherein the method is executed by the server, the server including a processor;
10[f] wherein the selected vehicle includes vehicle electronics for applying the programming to cause the 
applicable settings to be activated on the selected vehicle and communication circuitry for communicating via 
the wireless connection.



39 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE39 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Claim 10 does not require a sequential order of steps 
• In Interactive Gift: 

– First “step” of the claimed method: 
• “providing . . . information to be reproduced to the information manufacturing machine [IMM], each 

information being uniquely identified by a catalog code.” (US 4,528,643, Claim 1)

– Fourth “step” of the claimed method: 
• “receiving the request reproduction code and the authorization code at the [IMM] and reproducing in a 

material object the information identified by the catalog code . . . in response to the authorization code 
authorizing such reproduction.” (US 4,528,643, Claim 1)

Pet. Reply, 7-8; Interactive Gift Express Inc. v. Compuserve Inc., 256 F.3d 1323 
(Fed. Cir. 2001) 

“Unless the steps of a method actually recite an order, the steps are not ordinarily construed to require one.”

“Looking at the claim language, there is no reason why step one’s ‘providing’ of information to the IMM 
must occur before step four’s ‘receiving the request reproduction code.’ . . . Logically, information could be 
sent after a request is made.”

Interactive Gift Express Inc. v. Compuserve Inc., 256 F.3d 1323, 1342‐43 (Fed. Cir. 2001) (emphasis added) 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



40 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE40 DEMONSTRATIVE EXHIBIT – NOT EVIDENCEPet. Reply, 7-8; Interactive Gift Express Inc. v. Compuserve Inc., 256 F.3d 1323 
(Fed. Cir. 2001) 

Claim 10 does not require a sequential order of steps 
Claim Limitations Considered in Interactive Gift ’268 Patent Limitations, Claim 10

“providing . . . information to be reproduced to the 
information manufacturing machine [IMM], each 
information being uniquely identified by a catalog 
code.” (US 4,528,643, Claim 1)

10[a] receiving, at a server, information for 
a user profile of a user, the user profile 
defining one or more settings that are 
preferred to be set in vehicles if the vehicles 
support the settings;

First 
Limitation 

“receiving the request reproduction code and the 
authorization code at the [IMM] and reproducing in 
a material object the information identified by the 
catalog code . . . in response to the authorization 
code authorizing such reproduction.” 

10[b] identifying a selected vehicle for 
applying the user profile, the selected 
vehicle having a plurality of settable 
settings, the selected vehicle being one of a 
plurality of vehicles identified as available 
by the server;

Later 
Limitation 

“Thus, because the steps of claim 1 need not be performed in order, claim 1 does not require predelivery 
and/or prestorage of the information.”

Interactive Gift Express Inc. v. Compuserve Inc., 256 F.3d 1323, 1344 (Fed. Cir. 2001) (emphasis and annotation added) 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



41 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE41 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Claim 10 does not require a sequential order of steps 
• In Altiris: 

– First “step” of the claimed method: 
• “testing automatically for automation boot sequence data, said test including reading a boot selection flag

and comparing said boot selection flag with a known flag setting.” (US 5,764,593, Claim 1)

– Fifth “step” of the claimed method: 
• “setting said boot selection flag;” (US 5,764,593, Claim 1)

– Sixth “step” of the claimed method: 
• “booting normally, if said testing automatically step indicates a normal boot sequence.” (US 5,764,593, 

Claim 1)

Pet. Reply, 7, 10; Altiris, Inc. v. Symantec Corp., 318 F.3d 1363, 1369-70 (Fed. Cir. 2003)

“In the case before us, nothing in the intrinsic evidence indicates that the ‘setting’ step must be performed 
before the ‘booting normally’ step. Beginning with the claim language, it neither grammatically nor logically 
indicates that the ‘setting’ step must occur in a particular order compared to the other steps. The only order 
mandated by the claim language is the conditional language in several of the steps, indicating that they 
must be performed after the ‘testing’ step.”

Altiris, Inc. v. Symantec Corp., 318 F.3d 1363, 1369-70 (Fed. Cir. 2003) (emphasis added)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



42 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE42 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner never argued in the district court that claim 
10 requires a sequential order of steps 

Pet. Reply, 3; Email from J. Tice, Ex. 1021, 1; see also EA’s 4-2 Disclosures, Ex. 1020 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1021, 1



43 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE43 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner emphasized one embodiment before the 
district court 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCEPet. Reply, 9; Claim Construction Hearing Transcript, Ex. 1022, 79:13-16 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ex. 1022, 79:17-25 Ex. 1022, 80:5-18 



44 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE44 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s embodiment depicts receiving a “user profile” after 
identification of the selected vehicle

DEMONSTRATIVE EXHIBIT – NOT EVIDENCEPet. Reply, 9-10 (citing ’268 Patent, 16:57-17:11); POR, 5, 6, 12, 33, 34; 
Sur-reply, 4, 13 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

’268 Patent, 16:57-17:11 
’268 Patent, 16:34-66



45 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE45 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Even if Patent Owner’s embodiment supported its construction, a 
preferred embodiment cannot be read into the claims  

• In Altiris: 
– The sole embodiment from the specification encompassed the patent owner’s construction. 

But,

Pet. Reply, 7, 10; Altiris, Inc. v. Symantec Corp., 318 F.3d 1363, 1369-70 (Fed. Cir. 2003)

“Looking next to the written description, it clearly only discusses a single ‘preferred’ embodiment in which the 
‘setting’ step occurs after the ‘testing’ step and before the ‘booting normally’ step. Nowhere, however, is there any 
statement that this order is important, any disclaimer of any other order of steps, or any prosecution history 
indicating a surrender of any other order of steps.”

“[W]e construe the claims as allowing the “setting” step to occur at any time.”

Altiris, Inc. v. Symantec Corp., 318 F.3d 1363, 1371 (Fed. Cir. 2003) (emphasis added)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



46 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE46 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Xiao’s Disclosure

Pet., 14, 44 (Xiao, [0095])

Petition, 14, 24, 44; Sur-Reply, 13, 14 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Pet., 24 (Xiao, Fig. 9)



47 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE47 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Xiao’s Disclosure

Petition, 20-21; Pet. Reply, 16 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Reply, 16 (Xiao, Fig. 10)Pet. 20-21 (Xiao, Fig. 11)



48 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE48 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Xiao’s Disclosure

Petition, 2, 14, 21, 23, 24, 25, 28, 35, 72; Pet. Reply, 16-17 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Pet., 14 (Xiao, [0102])

Pet., 23 (Xiao, [0088])



49 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE49 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Disputed Issues

– Claim 10’s Lack of Compatibility Check; Prior Art Disclosure of Same for 
Claims 10 and 20

– Claim 10’s Lack of Required Order; Prior Art Disclosure of Same
– Xiao’s “User Profile” (claim 10)
– Xiao’s “Sub-user Accounts” (claims 17-19)
– Petition’s Combination of Xiao and Patenaude (claim 12[c])
– Petition’s Combination of Xiao and Patenaude (claim 20[b])



50 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE50 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Xiao discloses the limitations in as much detail as claimed

Petition, 24-25

. . . 

10[b] identifying a selected vehicle for applying the user profile, the selected vehicle having a plurality of settable settings, 
the selected vehicle being one of a plurality of vehicles identified as available by the server;

Pet. 24 (citing Xiao, [0102])

Pet. 24 (citing Xiao, Fig. 9)

Pet. 24-25 (citing Xiao, Fig. 6)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



51 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE51 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Xiao discloses the limitations in as much detail as claimed

Petition, 25-26; Pet. Reply, 12

10[c] determining, by the server, applicable settings for the selected vehicle, the applicable settings being settings that are 
preferred to be set as identified from the user profile and are compatible with settings that are settable in the selected 
vehicle; and

Pet., 25 (citing Xiao, [0103])

Pet., 25-26 (citing Xiao, [0126])

Reply, 12 (Xiao, [0111])

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



52 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE52 DEMONSTRATIVE EXHIBIT – NOT EVIDENCEPetition, 13, 21-25, 41-42, 61-62; Pet. Reply, 13-15 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Pet., 13 (Xiao, [0069])

Xiao’s operator profile information is broader than a single automobile

Pet., 41-42 (Xiao, [0031])



53 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE53 DEMONSTRATIVE EXHIBIT – NOT EVIDENCEPet. Reply, 12-13; see also Petition, 25. DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Reply, 12 (Xiao, [0103])
Reply, 12 (Xiao, [0111])

Xiao discloses “commands” that are “associated with the 
operator’s desired system settings” (i.e., are user-specific)



54 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE54 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Disputed Issues

– Claim 10’s Lack of Compatibility Check; Prior Art Disclosure of Same for 
Claims 10 and 20

– Claim 10’s Lack of Required Order; Prior Art Disclosure of Same
– Xiao’s “User Profile” (claim 10)
– Xiao’s “Sub-user Accounts” (claims 17-19)
– Petition’s Combination of Xiao and Patenaude (claim 12[c])
– Petition’s Combination of Xiao and Patenaude (claim 20[b])



55 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE55 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Claims 17-19

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

17. The method of claim 10, further comprising, associating one or more sub‐user accounts to the user profile, the sub‐user 
accounts having predefined privileges for the selected vehicle to enable or restrict settings or function of the selected vehicle.

18. The method of claim 10, wherein the selected vehicle is a private vehicle or a shared vehicle associated with a car sharing 
system, 
if the vehicle is associated with a car sharing system, the settable settings of the selected vehicle can be enabled or disabled
using an administrator account of the car sharing system, or 
if the vehicle is a private vehicle, the settable settings of the selected vehicle can be enabled or disabled using an administrator 
account that can define one or more sub‐user accounts with the same or varying privileges for use of the selected vehicle, 
the user profile being accessible via a computer having Internet access to the server.

19. The method of claim 18, wherein particular sub‐user accounts enable access to specific information concerning the 
selected vehicle, the information including one or more of vehicle sensors, vehicle electronics, vehicle mechanics, engine 
control, vehicle diagnostics, or combinations thereof, 
wherein said particular sub‐user accounts are accessible over the Internet for viewing or control using a password.

’268 Patent, Claims 17, 18, 19.



56 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE56 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Xiao discloses “sub-user accounts”

Petition, 39-44. DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Pet., 42 (citing Xiao, [0031])



57 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE57 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Xiao discloses “sub-user accounts”

Petition, 39-44; Declaration of Dr. Kevin Almeroth, EX1009, ¶¶162-165
Almeroth Dec. ¶164

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Pet., 40 (citing Xiao, [0076])



58 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE58 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Xiao discloses “same or varying privileges” for “sub-user accounts”

Petition, 39-44; Declaration of Dr. Kevin Almeroth, EX1009, ¶¶169-175

Almeroth Dec. ¶171

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Pet., 42 (citing Xiao, [0076])



59 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE59 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Xiao’s family member access parallels that in the ’268 Patent 

Petition, 42; Pet. Reply, 18

’268 Patent Xiao (Ex. 1010)

Pet., 42 (citing Xiao, [0076])

Reply, 18 (citing EX1001, 15:15-18)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



60 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE60 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Xiao discloses “same or varying privileges” for “sub-user accounts”

Petition, 39-44; Declaration of Dr. Kevin Almeroth, EX1009, ¶¶181-186; 
Sur-reply 25-26.

Pet., 44 (citing Xiao, [0023])

Pet., 44 (citing Xiao, [0095])

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



61 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE61 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Xiao discloses “same or varying privileges” for “sub-user accounts”

Petition, 43-44; Declaration of Dr. Kevin Almeroth, EX1009, ¶¶181-186

Almeroth Dec. ¶183

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



62 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE62 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Disputed Issues

– Claim 10’s Lack of Compatibility Check; Prior Art Disclosure of Same for 
Claims 10 and 20

– Claim 10’s Lack of Required Order; Prior Art Disclosure of Same
– Xiao’s “User Profile” (claim 10)
– Xiao’s “Sub-user Accounts” (claims 17-19)
– Petition’s Combination of Xiao and Patenaude (claim 12[c])
– Petition’s Combination of Xiao and Patenaude (claim 20[b])



63 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE63 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner does not dispute:

• Analogous Art
• Motivation to Combine 
• Limitation 12[pre]
• Limitation 12[a]
• Limitation 12[b]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



64 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE64 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Claim 12 does not distinguish between “pulling” and “pushing”

’268 Patent, Claim 12

12[pre] The method of claim 10, further comprising,

12[a] examining setting modifications over a period of time that defines a history use;

12[b] generating learned settings by analyzing the history of use; and

12[c] sending the learned settings to the user profile for use or transfer to the selected vehicle.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner: “Neither ‘retrieval’ disclosure of Patenaude is the recited ‘sending the 
learned settings to the user profile …’” because “there is a significant difference between 
data being pushed (i.e., sending), versus data being pulled (i.e., retrieving).” (POR, 54‐55) 

Claim 12: 



65 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE65 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s argument is purely semantics, and illustrates 
no technical difference between the claims and the prior art

Petition, 52-53; Pet. Reply, 21-22; Sur-reply, 27-28

12[c] sending the learned settings to the user profile for use or transfer to the selected vehicle.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Learned Setting

User Profile

Vehicle 

12[c]
Patenaude

Pet., 53 (citing Patenaude, Fig. 6)



66 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE66 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s emphasis on “retrieve” 
is irrelevant

Pet. Reply, 21-22; Almeroth Reply Dec., Ex. 1026, ¶¶ 14-23
Almeroth Reply Dec., ¶14



67 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE67 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s emphasis on “retrieve” is irrelevant

Pet. Reply, 21-22; Almeroth Reply Dec., Ex. 1026, ¶¶ 14-23

Almeroth Reply Dec., ¶19

Almeroth Reply Dec., ¶¶ 19-20



68 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE68 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s emphasis on “retrieve” is irrelevant

Pet. Reply, 21-22; Almeroth Reply Dec., Ex. 1026, ¶¶ 14-23

Almeroth Reply Dec., ¶ 21



69 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE69 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner’s emphasis on “retrieve” is irrelevant

Pet. Reply, 21-22; Almeroth Reply Dec., Ex. 1026, ¶¶ 14-23

Almeroth Reply Dec., ¶ 18



70 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE70 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Disputed Issues

– Claim 10’s Lack of Compatibility Check; Prior Art Disclosure of Same for 
Claims 10 and 20

– Claim 10’s Lack of Required Order; Prior Art Disclosure of Same
– Xiao’s “User Profile” (claim 10)
– Xiao’s “Sub-user Accounts” (claims 17-19)
– Petition’s Combination of Xiao and Patenaude (claim 12[c])
– Petition’s Combination of Xiao and Patenaude (claim 20[b])



71 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE71 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner does not dispute:

• Motivation to Combine Patenaude 
• Limitation 20[pre]
• Limitation 20[a] (other than compatibility check)
• Limitation 20[c]
• Limitation 20[d]
• Limitation 20[e]

Sur-reply, 28 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



72 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE72 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Claim 20

’268 Patent, Claim 20

20[pre] A method for managing a user profile of a vehicle via a cloud processing system being accessible over the Internet and 
wherein the vehicle is provided with wireless communication logic for connecting to the Internet for accessing the cloud 
processing system, comprising,
20[a] accessing the cloud processing system by the vehicle, the user profile having user settings for the vehicle, wherein certain 
of the user settings are determined to be compatible for use with the vehicle;
20[b] communicating to the cloud processing system by the vehicle, changes to user settings, the cloud processing system 
processing the changes and other changes to the user settings to learn behavior associated with the changes to the user 
settings; and
20[c] receiving by the vehicle, from time to time, automatic changes to the user settings of the vehicle, wherein a repeat 
pattern of the changes is qualified as learned behavior before the automatic changes are sent to the vehicle for programming 
on the vehicle, wherein the user profile is configured to be updated to account for the automatic changes made to the user 
settings of the vehicle,
20[d] wherein electronics of the vehicle enable connection of the vehicle to the Internet for enabling the accessing of the user
profile, the communicating of changes and the receiving of the automatic changes, to and from, the cloud processing system, 
wherein the cloud processing system is accessible by vehicles having predefined access credentials, the method being 
executable by a processor;
20[e] wherein user settings for the user profile include one or more of radio settings, . . . or combinations of two or more 
thereof.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



73 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE73 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
Institution Decision, 42

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

The Board invited the Parties to develop the record on certain arguments

I.D., 42



74 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE74 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patent Owner made other arguments

– “the Petition fails to identify any disclosure from Xiao to meet the recited 
limitation of “communicating … by the vehicle, changes to user 
settings,” as required by element 20[b].” (Response, 64)

– “Petitioner’s newfound reliance on Patenaude and Hayashi is of no avail, 
as the Petition relied solely on Xiao for the ‘communicating . . . by the 
vehicle’ limitation.” (Sur-reply, 28) (emphasis added)

POR, 64; Sur-reply, 28 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



75 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE75 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ground 5 is based 
on obviousness

Petition, 68 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Pet., 68



76 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE76 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Xiao discloses “a vehicle ‘communicating’ changes to user 
settings”

Petition, 65; Pet. Reply, 24-25

Pet., 65 (citing Xiao, [0079])

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



77 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE77 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner’s combination discloses “that changes to user settings are 
processed to learn behavior associated with the changes.”  

Petition, 68-70; Declaration of Dr. Kevin Almeroth, EX1009, ¶¶ 257-260; 
Pet. Reply, 22-25

Pet., 69 (citing Patenaude, [0052])

Pet., 69 (citing Patenaude, [0069])

Pet., 69 (citing Patenaude, Fig. 4)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



78 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE78 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

It would have been obvious to combine Xiao, Hayashi, and 
Patenaude

Petition, 68-70; Pet. Reply, 22-25; Declaration of Dr. Kevin Almeroth, EX1009, 
¶¶ 199‐206, 257-260. 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



79 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE79 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Patenaude discloses “a vehicle ‘communicating’ changes to user settings”

Petition, 70; Pet. Reply, 22-24

Patenaude, [0021]

Patenaude, Fig. 1
Patenaude, [0027]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE


