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Petitioners submit this Preliminary Reply as authorized by the Board in its 

email dated October 9, 2024.  The Board should not deny institution under Fintiv. 

Petitioners have substantially reduced or eliminated any risk of duplicative 

litigation by stipulating that they will not pursue invalidity challenges in this 

district court litigation on the grounds or the prior art references asserted in the 

Petition.  EX-1024, EX-1025, EX-1026. 

Petitioners’ stipulation addresses the concerns raised in the POPR analysis 

of Fintiv factor 4 (POPR at 17-20) that “Petitioners intend to rely heavily on their 

primary reference in this proceeding at the district court.”  POPR at 20.  Under the 

Petitioners’ stipulation, there will be no overlap between the evidence of invalidity 

presented in this IPR and any invalidity analysis in the district court.  The 

references considered in the IPR grounds would be considered only in the IPR and 

not in the district court.  Petitioners’ stipulation is particularly impactful given the 

lack of any prior art (much less the primary references asserted herein) during 

prosecution.  This Board will be the sole adjudicator addressing these references.  

For factor 4, as foreseen in the Petition (at 79-80), PO has now reduced its 

infringement assertions to only seven claims from the ‘042 patent.  EX-1027.  PO 

argues the backward position that “the Petition challenges all of the claims that are 

currently asserted in the litigation.”  POPR at 18.  The issue is not whether a 
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Petition challenges all asserted claims (which almost all Petitions will do), but the 

overlap in the district court and IPR proceedings.  The IPR challenges eleven 

claims that will not be a part of the district court proceedings (out of 18 claims 

overall).  This is not some minor mismatch between the claims in the two 

proceedings, but rather 60% of the overall claims in the patent simply will not be 

evaluated in the district court but would be evaluated in an instituted IPR.  While 

PO now asserts seven claims, PO is obligated to reduce to only 5 claims before 

trial.  E.g., Headwater v. AT&T, case no. 2:23-cv-00397-JRG-RSP, Dkt. 61 at ¶3 

(EDTX, June 6, 2024).  Thus, the Board will consider 100% of the claims whereas 

the district court will consider, at very most, 28% of those claims.   

Moreover, the district court proceedings are very fluid with respect to timing 

of any trial whereas this Board’s timing is statutorily prescribed.  For example, in 

PO’s case against Samsung on patents that claim priority to the same priority 

applications as the ‘042 claims, the district court trial was scheduled for August 

2024, but now has been indefinitely delayed with no trial date scheduled.  See 

Headwater v. Samsung, case no. 2:22-cv-00422-JRG-RSP (EDTX) (docket entry 

08/09/2024 noting that the trial date has been continued).  Thus, PO’s arguments 

that “district court trials are set to occur about five months before the deadline for 

a final written decision” (POPR at 14) are belied by the reality of the schedules.  

One adjudicative body (the district court) has complete discretion to delay its trial 
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dates, has multiple trials scheduled at the same time that, by law, cannot be 

combined, and has significant post-trial motions practice before a final judgment.  

The other adjudicative body (this Board) has a statutorily prescribed deadline for 

reaching its final written decision (“FWD”).  The relatively minor disparity 

between the current district court trial date and the FWD date should not result in 

discretionary denial because the district court date can, and does, readily change 

while the FWD date cannot.  

Thus, given the stipulation, there is 0% overlap in the prior art to be 

evaluated in the two proceedings and, at most, 28% overlap of the claims of the 

‘042 patent.  Given the lack of prior art applied during prosecution, and in light of 

the fluid district court schedule, the public interest benefits from the Board’s 

evaluation of these claims. 

  

Respectfully submitted, 
 
DUANE MORRIS LLP 
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CERTIFICATION OF SERVICE ON PATENT OWNER  
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certifies that on the October 11, 2024, a complete and entire copy of this filing and 

all supporting exhibits were served via filing with PTACTS on all counsel of 

record receiving notifications through PTACTS. 

 

 /Kevin P. Anderson/  
Kevin P. Anderson 
901 New York Avenue, N.W., 
Suite 700 East 
P: (202) 776-7800 
F: (202) 776-7801 
PDMcPherson@duanemorris.com 
 
ATTORNEY FOR PETITIONERs 

 


