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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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CHALLENGED PATENT

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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The 110 Patent

110 Patent (Ex. 1001).DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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ASSERTED GROUNDS

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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110 Patent Asserted Grounds

Petition (Paper No. 1) at 8.

Ground References Claim

1 Haan and Francois 1-6, 10-12, 16-17

2 Rosenberg and Park 1-6, 10-12

3 Geisner and Lizee 1-18

4 Haan, Francois, and Geisner 7-9, 13-15, 18

5 Rosenberg, Park, Geisner 3-4, 7-9, 11-8

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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CHALLENGED INDEPENDENT CLAIM

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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1 Preamble. A computerized method for operating a display system, the display system having a camera, a 

monitor, and a processor, the method comprising:

1a. operating the camera to generate a stream of images of the user;

1b. operating the processor to detect the presence of the user in the stream of images

1c. operating the processor to apply adaptive transformation mapping to the stream of images captured by the 

camera to generate modified images that appear to be captured from a different point of view of the camera's 

actual point of view; and,

1d. displaying the modified images on the monitor;

1e. wherein the different point of view corresponds to an image taken from a different angle and a different 

distance than the actual images captured by the camera; and

1f. wherein during mirror tracking mode the processor utilizes the angle of the images captured by the camera 

and applies parametric input for a mapping transformation that changes imaging perspective of the images 

captured by the camera.

U.S. Patent No. 8,982,110 Challenged Independent Claim 1

110 Patent (Ex. 1001). DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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110 Patent (Ex. 1001). DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Issues

• Whether the Board should adopt Petitioners’ district court construction 

of “mirror tracking mode”

• Whether the Asserted Grounds disclose or render obvious limitation 

1(f): “wherein during mirror tracking mode the processor utilizes 

the angle of the images captured by the camera. . .”

• Ground 1 (and 4):  Haan and Francois

• Ground 2 (and 5):  Rosenberg and Park

• Ground 3:  Geisner and Lizee

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



11

CLAIM CONSTRUCTION

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Petitioners’ IPR Claim Construction Position

Petition (Paper No. 1) at 13.

“mirror tracking mode”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Petitioners’ District Court Claim Construction Position

“mirror tracking mode”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EyesMatch v. Samsung, Samsung’s Responsive Claim Construction Br. (Ex. 2009) at 27 (29 of PDF) (cited: POR (Paper No. 27) at 10).
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District Court Claim Construction Order

“mirror tracking mode”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EyesMatch v. Samsung, Claim Construction Order (Ex. 2008) at 41 (cited: POR (Paper No. 27) at 11). 



15

Petitioners’ District Court Construction Should Be Adopted

Petitioners sought a narrow construction in district court.

“mirror tracking mode”

A POSA would understand “mirror tracking mode” to mean a mode of operation where 

the display “mimics the reflection of a mirror” as construed for the ’109 Patent. Thus, this 

term should be construed as “a mode of operation in which the user sees their reversed 

reflection appearing at approximately double the distance from the camera and the 

reflection maintains approximately the same size regardless of the user movement.”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EyesMatch v. Samsung, Samsung’s Responsive Claim Construction Br. (Ex. 2009) at 27 (cited: POR (Paper No. 27) at 10).
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Petitioners’ District Court Construction Should Be Adopted

Petitioners sought a narrow construction in district court.

“When a user looks at himself in the mirror, what he actually sees is the reflection of 

himself as if he was standing at a distance that is double the distance from him to the 

mirror. This is illustrated in FIG. 5A, wherein the user standing at distance D1 sees himself 

at a distance equal to twice D1. Similarly, as shown in FIG. 5B, a user standing at distance 

D2 will see himself at a distance 2×D2.”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

109 Patent (Ex. 1021) at 2:4-10, Fig. 5B (cited: Petition (Paper No. 1) at 9 and Karam 2nd Decl. (Ex. 1033) ¶ 8 (cited: Petitioners’ Reply (Paper 

No. 32) at 10)).
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Petitioners’ District Court Construction Should Be Adopted

Petitioners sought a narrow construction in district court.

“Consequently, as illustrated in FIG. 5B, when the user 

approaches the mirror, the FOV angle increases, which 

is why he continues to see the same size reflection 

(FOV1<FOV2), so that the user actually sees himself 

roughly at the same size, but closer.”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

109 Patent (Ex. 1021) at 2:19-23, Fig. 5B (cited: Petition (Paper No. 1) at 9 and Karam 2nd Decl. (Ex. 1033) ¶ 8 (cited: Petitioners’ Reply (Paper 

No. 32) at 10)). 
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Petitioners’ District Court Construction Should Be Adopted

Petitioner Samsung’s Responsive Claim Construction Brief (Ex. 2009) 

at 13-14 (PDF at 115-16) (cited: POR (Paper No. 27) at 14). 

Petitioners sought a narrow construction in district court.

The ’109 Patent emphasizes that prior art “techniques are not convincing and are not yet accepted as a 

reliable image of the individual as if he was looking at himself in a conventional mirror.” ’109 Patent at 

1:65-2:1. . . .First, the ’109 Patent explains that conventional mirror images are reversed. Id. at 14:40-41. 

However, the ’109 Patent makes clear that mimicking a mirror’s reflection requires more than simply 

displaying a reversed image/video of a user.  . . .

Second, the ’109 Patent describes that “when a user looks at himself in the mirror, what he actually sees is 

the reflection of himself as if he was standing at a distance that is double the distance from him to the 

mirror.” Id. at 2:4-6; see also id. at Figs. 5A and 5B, illustrating a user standing at a distance from a mirror 

(“D1” in Fig. 5A and “D2” in Fig. 5B) and seeing himself (i.e., his reflected “image”) at twice the distance 

from the mirror (2xD1 or 2xD2, respectively). Third, when describing conventional mirrors, the ’109 Patent 

provides that “the angle of the user’s Field of View (FOV) changes when the user changes the distance, e.g., 

gets closer, to the mirror.” Id. at 2:10-12. “Consequently, as illustrated in FIG. 5B, when the user approaches 

[a conventional] mirror . . . he continues to see the same size reflection . . . so that the user actually sees 

himself roughly at the same size, but closer.” Id. at 2:19-23; see also 14:25-5

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Petitioners’ District Court Construction Should Be Adopted

Petitioners’ Reply (Paper 32) at 4, 5.

• “Petitioners’ proposal that the Board need not construe this limitation because the 

prior art discloses each limitation under any reasonable construction still stands.” 

• “But the Board is not bound by a district court’s construction, much less a non-final 

one.”

• ”Moreover, Petitioners’ proposed constructions in the litigation are consistent with the 

mappings submitted in the Petition as intrinsic properties of a mirror.”

• “But Petitioners continue to believe that no construction is necessary to resolve the 

disputes before the Board.”

Petitioners never contend the district court’s construction was wrong.

Petitioners’ Reply (Paper 32) at 4, 5.

Petitioners’ Opp. to Mtn. to Strike (Paper 45) at 8.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioners’ Reply (Paper 32) at 2-3.
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Petitioners’ District Court Construction Should Be Adopted

Of Course Petitioners’ Positions Are Inconsistent, and A Construction Is 
Necessary

• In “traditional mirror emulation mode, the digital mirror is operative to replicate 

the performance of a standard household mirror, providing the user with a left-

right reversed frontal image of himself or herself when standing before the 

display.” Rosenberg (Ex. 1006), ¶ [0027]

Petitioner’s IPR Position (No Construction) Petitioner’s District Court Position (Double 

Distance, Same Size Requirement)

X?

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Petitioners’ Reply (Paper No. 32) at 21.
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Petitioners’ District Court Construction Should Be Adopted

Petitioners failed to explain their inconsistent positions.

“Keeping in mind that Petitioner has the burden to show a reasonable likelihood 

of prevailing in showing that at least one claim is unpatentable, it is incumbent 

upon Petitioner to address substantively the District Court’s claim construction of 

a limitation when construction of that limitation is likely to be a focal point of the 

inter partes review proceeding. By failing to reconcile its proffered claim 

construction here with its very different construction proffered in District Court—

which the District Court agreed with—Petitioner fails to satisfy this burden.”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

OrthoPediatrics Corp. v. K2M, Inc., No. IPR2018-01548, Paper 9 at 11 (P.T.A.B. Mar. 1, 2019) (cited: POR (Paper No. 27) at 13).
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Petitioners’ District Court Construction Should Be Adopted

The Markman standard was adopted for IPRs to end gamesmanship and 
provide consistency

If we were to adopt Petitioner’s claim construction as presented in the Petition, and if the district court were 

to adopt Petitioner’s claim constructions as proposed there, the subsequent decisions issued in reliance on 

these inconsistent claim constructions may lack “uniformity” between us and the district court and may 

undermine the “predictability” of the ’296 patent’s claim scope and the “integrity of the patent system”

overall. See Changes to the Claim Construction Standard for Interpreting Claims in Trial Proceedings Before 
the Patent Trial and Appeal Board, 83 Fed. Reg. at 51,342. Petitioner has not provided us with any 

arguments as to why such problems are not present here, much less provided any reason behind its 

inconsistent claim constructions in general.

“By maintaining consistency among the various proceedings, the integrity, predictability, and 

reliability of the patent system is thus enhanced.”

Changes to the Claim Construction Standard for Interpreting Claims in Trial Proceedings Before the Patent Trial 

and Appeal Board, 83 Fed. Reg. 51,340, 51,345 (Oct. 11, 2018) (cited: POR (Paper 27) at 13).

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Kiosoft Techs., LLC v. PayRange, Inc., No. IPR2021-00086, Paper 12 at 16 (P.T.A.B. Mar. 22, 2021) (cited: POR 

(Paper 27) at 13).
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Petitioners failed to explain why they took inconsistent claim construction 
positions in district court and in their Petition.

Petitioners Failed to Explain Their Inconsistent Positions

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
Cambridge Mobile Telematics, Inc. v. Sfara, Inc., No. IPR2024-00952, Paper 12 at 8, 8-9 (P.T.A.B. 

Dec, 13, 2024) (designated informative) (cited: Patent Owner’s Sur-Reply (Paper No. 37) at 1).
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Petitioners’ District Court Construction Should Be Adopted

Kiosoft Techs., LLC v. PayRange, Inc., No. IPR2021-00086, Paper 12 at 16 (Mar. 22, 2021) (cited: POR (Paper No. 27) at 13).

The Markman standard was adopted for IPRs to end gamesmanship and 
provide consistency

If we were to adopt Petitioner’s claim construction as presented in the Petition, and if the district court were 

to adopt Petitioner’s claim constructions as proposed there, the subsequent decisions issued in reliance on 

these inconsistent claim constructions may lack “uniformity” between us and the district court and may 

undermine the “predictability” of the ’296 patent’s claim scope and the “integrity of the patent system”

overall. See Changes to the Claim Construction Standard for Interpreting Claims in Trial Proceedings Before 
the Patent Trial and Appeal Board, 83 Fed. Reg. at 51,342. Petitioner has not provided us with any 

arguments as to why such problems are not present here, much less provided any reason behind its 

inconsistent claim constructions in general.

“By maintaining consistency among the various proceedings, the integrity, predictability, and 

reliability of the patent system is thus enhanced.”

Changes to the Claim Construction Standard for Interpreting Claims in Trial Proceedings Before the Patent Trial 

and Appeal Board, 83 Fed. Reg. 51,340, 51,345 (Oct. 11, 2018) (cited: POR (Paper No. 27) at 13). 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Issues

• Whether the Board should adopt Petitioners’ district court construction 

of “mirror tracking mode”

• Whether the Asserted Grounds disclose or render obvious limitation 

1(f): “wherein during mirror tracking mode the processor utilizes 

the angle of the images captured by the camera. . .”

• Ground 1 (and 4):  Haan and Francois

• Ground 2 (and 5):  Rosenberg and Park
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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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GROUND 1 DOES NOT DISCLOSE OR 
RENDER OBVIOUS LIMITATION 1(f) 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Haan discloses a mirror device operating contrary to a conventional mirror.

Ground 1 Asserted Art: Haan

• “Within embodiments of the invention the displayed image is magnified as 

a function of the distance to the mirror device.”  Haan (Ex. 1005), ¶ [0072]

• “FIG. 8 illustrates an exemplary relation between the magnification M of 

the image and the distance d in centimeter to the mirror.” Haan (Ex. 
1005), ¶ [0075]

• “In embodiment there can be a range of distances for which the 

magnification factor is less than 1.” Haan (Ex. 1005), ¶ [0076]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE (cited: Petition (Paper No. 1) at 38, 42).
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Francois discloses a handheld mirror simulation device.

Ground 1 Asserted Art: Francois

• “In order to simulate a real mirror on a computer screen, images of the 

observed world, consistent with the viewer’s position, must be synthesized 

and displayed in real-time. This is of course geometrically impossible, but 

with a few simplifying assumptions (e.g. planar world), the image transform 

required was made simple yet convincing enough to consider building an 
actual device.”  Francois (Ex. 1009), § 4.3

• “The current prototype system (see Figure 

12) is comprised of an LCD screen 

manipulated by the user, a single camera 

fixed on the screen, and a tracking device.” 

Francois (Ex. 1009), § 4.3

• “The synthesized video stream is a close 

approximation of what the user would see 

on the screen surface if it were a real 

mirror.” Francois (Ex. 1009), § 4.3

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE (cited: Petition (Paper No. 1) at 17).
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Ground 1: Petition Does Not Show Or Even Address How 
Haan/Francois Discloses Double Distance, Same Size Requirement

Petition (Paper 1) at 44.

Ground 1

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Ground 1: Petitioners’ Expert Did Not Show Or Even Address How Haan/Francois 
Disclosed Or Rendered Obvious  The Double Distance, Same Size Requirement

Karam First Decl. (Ex. 1003), ¶¶ 205, 207 (Ground 1) (cited: Petitioners’ Reply (Paper No. 32) at 15.DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

205. Haan in view of Francois renders obvious “during mirror tracking mode the processor utilizes the angle of the images 

captured by the camera and applies parametric input for a mapping transformation that changes imaging perspective of

the images captured by the camera.”

[…]

207. Similarly, Haan discloses a camera’s field of view changes depending on the user’s distance from the mirror device 

(i.e., the user’s position/orientation). Ex. 1005 (Haan) at [0097]. Haan describes that its mirror device may switch between

a display mode (or a transparent mode if a semi-transparent layer is used) and a reflective mode. Ex. 1005 (Haan) at 

[0080]-[0081], [0090]-[0092]. Haan explains that “x stands for the angle of orientation or the distance at which the mirror 

device changes from reflective mode to display mode.” Ex. 1005 (Haan) at [0082]. If a viewer is “within a range of angles 

and/or positions,” the mirror operates in a mirror mode wherein transformations are performed, as described above. Ex. 

1005 (Haan) at [0093]; see also supra §§XI.B.c, XI.B.d, XI.B.e (1[b], 1[c], 1[e]). For example, if the distance between the 

face of a viewer and the camera is within 35 cm, the system may operate in a mirror mode, applying resizing 

transformations. Ex. 1005 (Haan) at [0075]-[0076]. However, if a user is not within the range of angles or positions, the 

system is in idle mode, acting as an ordinary display and/or as a regular reflective mirror. Ex. 1005 (Haan) at [0091]-

[0094].
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Petitioners were required to present all their arguments for unpatentability in 
their Petitions.

Petition Must Include All Arguments for Unpatentability

“Petitioner may not submit new evidence or argument in reply that 

it could have presented earlier, e.g. to make out a prima facie 

case of unpatentability.”

“It is also improper for a reply to present new evidence (including 

new expert testimony) that could have been presented in a prior 

filing, for example, newly cited prior art references intended to 

‘gap-fill’ by teaching a claim element that was not present in the 

prior art presented with the petition.”

USPTO Trial Practice Guide at 73, 74-75 (cited: PO Mtn. to Strike (Paper No. 42) at 7).DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Petitioners Have Failed to Explain Their Inconsistent Positions

Cambridge Mobile Telematics, Inc. v. Sfara, Inc., No. IPR2024-00952, Paper 12 at 8, 8-9 (P.T.A.B. Dec, 13, 2024) (designated informative) (cited: 

Order re: Conduct of the Proceedings (Paper No. 36) at 3).
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Petition Asserted No Construction Required – Plain Meaning – for All Terms

Petition (Paper No. 1) at 13.

“mirror tracking mode”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Dr. Karam’s Analogy Underscores Petitioners’ Failure of Proof

Karam Dep. (Ex. 2012) at 50:20-51:3 (cited: POR (Paper 27) at 17).DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Only Petitioners’ Reply Contends That Haan/Francois Discloses Or Renders 
Obvious the Double Distance, Same Size Requirement

Petitioners’ Reply (Paper No. 32) at 9.DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Ground 1: Reply Relies on Previously Undisclosed Background Art

Straka (Ex. 1037), Francois II (Ex.1035) (cited: Karam 2nd Decl. (Ex. 1033) ¶¶ 23 (cited: Petitioners’ Reply (Paper No. 32) at 10, 12)). 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Karam offers new opinions based on previously undisclosed art.
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Ground 1: Reply Relies on Previously Undisclosed Background Art

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Karam offers new opinions based on previously undisclosed art.

• Neither Straka nor Francois II was 

cited in the Petition or Dr. Karam’s 

First Declaration.

• Petitioners and Dr. Karam were 
aware of both references because 

they relied on Straka and Francois II 

in the 109 IPR filed a little over two 

weeks after the 110 IPR was filed.

Straka (Ex. 1037), Francois II (Ex.1035) (cited: Karam 2nd Decl. (Ex. 1033) ¶¶ 9-10, 16 (cited: Petitioners’ Reply (Paper No. 32) at 10,11, 12, 17, 18, 19)). 
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Petitioners’ reliance on Axonics is misplaced.

Axonics, Inc. v. Medtronic, Inc., 75 F.4th 1374 (Fed. Cir. 2023) 

Petitioners’ Reply (Paper 32) at 12 n.7 .
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Axonics, Inc. v. Medtronic, Inc., 75 F.4th 1374 (Fed. Cir. 2023)

“But before the Board decides a case 

under a construction adopted after the 

institution decision, it must give a 

petitioner an opportunity to respond to 

the new construction, whether that 

construction was first proposed by the 

patent owner or the Board.”

The holding in Axonics concerned instances in which the Patent Owner or the 
Board has proposed a new construction.

• Construction at issue in this case is one 

that Petitioners chose not to address

Axonics, Inc. v. Medtronic, Inc., 75 F.4th 1374, 1381 (Fed. Cir. 2023) (cited: Petitioners’ Reply (Paper No. 32) at 12 n.7).
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Axonics, Inc. v. Medtronic, Inc., 75 F.4th 1374 (Fed. Cir. 2023)

Axonics does not authorize a petitioner to rely on new prior art, such as art 
supplying the missing purported “background knowledge” of a POSITA.

• Petition did not rely on Straka or Francois 

at all, let alone to establish how limitation 

1(f) was met 

Axonics, Inc. v. Medtronic, Inc., 75 F.4th 1374, 1383 (Fed. Cir. 2023) (cited PO Sur-Reply (Paper No. 37) at 11).

“That is not to say a petitioner may rely 

on new prior art in response to a new 

claim construction presented in the 

patent owner response. We have held 

that a petitioner may not in reply rely 

on new prior art to teach a claim 

limitation.”
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Meta Platforms, Inc., v. Wrinkl, Inc.

Meta Platforms, Inc. v. Wrinkl, Inc., IPR2021-00882, Paper 42 at 13 (P.T.A.B. Nov. 23, 2022) (cited: Petitioners’ Opp. to Mtn. to Strike (Paper 

No. 45) at 6).

• “Rather, we find these arguments properly elaborate on the Petition, in 

response to the proposed construction of ‘link’ in Patent Owner’s Response.”

• Unlike in Meta, this is Petitioners’ own construction that it chose not to 

address in its Petition

• Petitioners here do far more than “elaborate” on the discussion of the 

Grounds in the Petition

Petitioners’ reliance on Meta is misplaced.
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Meta Platforms, Inc., v. Wrinkl, Inc.

• “Patent owner does not explain why a reply that cites a subcomponent of an 

item cited in the petition would necessarily go beyond properly elaborating on 

the arguments in the petition.”

• Unlike in Meta, the double distance, same size requirement is not a 

subcomponent of mirror tracking. 

• Petitioners’ district court construction imposes additional requirements 

never addressed in the Petition

Petitioners’ reliance on Meta is misplaced.

Meta Platforms, Inc. v. Wrinkl, Inc., IPR2021-00882, Paper 42 at 13 (P.T.A.B. Nov. 23, 2022) (cited: Petitioners’ Opp. to Mtn. to Strike (Paper No. 

45) at 6).
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Patent Owner Has Not Narrowly Interpreted Petitioners’ Construction 

Petitioners’ Opp. to Mtn. to Strike (Paper No. 45) at 6-7. 

▪ “To the extent any narrowing has been proposed, it is through Patent Owner’s narrow interpretation of the 

magistrate judge’s recommended construction. For example, in attempting to distinguish Rosenberg, Patent 

Owner argues that the claims require a “difficult,” “complex,” or “unconventional” transformation to 

“convincingly mimic[] a conventional mirror,” or “detailed 3D geometric information.” POR, 20, 29, 35, 37; 

Ex. 2013, ¶¶ 57, 65, 105, 116, 117.”

    Petitioner Samsung’s Responsive Claim Construction Brief (Ex. 2009) at 13-14.

However, the ’109 Patent makes clear that mimicking a mirror’s reflection requires more than simply 

displaying a reversed image/video of a user.  . . . [T]he ’109 Patent describes that “when a user looks at 

himself in the mirror, what he actually sees is the reflection of himself as if he was standing at a distance that 

is double the distance from him to the mirror.” . . . Third, when describing conventional mirrors, the ’109 

Patent provides that “the angle of the user’s Field of View (FOV) changes when the user changes the distance, 

e.g., gets closer, to the mirror.” Id. at 2:10-12. “Consequently, as illustrated in FIG. 5B, when the user 

approaches [a conventional] mirror . . . he continues to see the same size reflection . . . so that the user 

actually sees himself roughly at the same size, but closer.” Id. at 2:19-23; see also 14:25-5
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Haag-Streit AG v. Eidolon Optical, LLC

Petitioners may not attempt to gap-fill with alleged background knowledge that 

was not previously argued for limitation 1(f).

Haag-Streit AG v. Eidolon Optical, LLC, IPR2028-01311, Paper 31 at 6 (P.T.A.B. Sept. 5, 2019) (cited: PO’s Mtn. to Strike (Paper No. 42) at 8).
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Petitioners’ argument that there is no attempt to gap-fill or offer an alternative 
was the same argument rejected in Haag-Streit.

Haag-Streit AG v. Eidolon Optical, LLC

Haag-Streit AG v. Eidolon Optical, LLC, IPR2028-01311, Paper 31 at 6 (P.T.A.B. Sept. 5, 2019) (cited: PO’s Mtn. to Strike (Paper No. 42) at 8.
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Haag-Streit AG v. Eidolon Optical, LLC

Petitioners attempt to gap-fill with alleged background knowledge that was not 

previously argued for limitation 1(f).

Haag-Streit AG v. Eidolon Optical, LLC, IPR2028-01311, Paper 31 at 13 (P.T.A.B. Sept. 5, 2019) (cited PO’s Mtn. to Strike (Paper No. 42) at 7-8).
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Only Petitioners’ Reply Contends That Haan/Francois Discloses Or Renders 
Obvious the Double Distance, Same Size Requirement

Petitioners’ Reply (Paper No. 32) at 9DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Ground 1: Reply Relies on Previously Undisclosed Background Art

Straka (Ex. 1037), Francois II (Ex.1035) (cited: Karam 2nd Decl. (Ex. 1033) ¶¶ 9-10, 16 (cited: Petitioners’ Reply (Paper No. 32) at 10,11, 12, 17, 18, 19)). 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Karam offers new opinions based on previously undisclosed art.

• Neither Straka nor Francois II was 

cited in the Petition or Dr. Karam’s 

First Declaration.

• Petitioners and Dr. Karam were 
aware of both references because 

they relied on Straka and Francois II 

in the 109 IPR filed a little over two 

weeks after the 110 IPR was filed.
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Ground 1: Haan/Francois Does Not Disclose or Render Obvious 
Limitation 1(f)

Haan (Ex. 1005), ¶¶ [0075]-[0076], Fig. 8 (cited: Petition (Paper No. 1) at 38, 42).

Haan’s disclosure of magnification is contrary to a traditional mirror.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Ground 1: Haan Teaches Away From a Traditional Mirror

Forsyth Decl. (Ex. 2013), ¶ 76 (cited: POR (Paper No. 27) at 21).

Declaration of Dr. Forsyth

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Ground 1: Haan Teaches Away From a Traditional Mirror

Forsyth Decl. (Ex. 2013), ¶¶ 77-78 (cited: POR (Paper No. 27) at 22).

Declaration of Dr. Forsyth

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

77. A POSITA would also have regarded the disclosures in Haan at paragraphs 72 through 76 and Figures 7 and 8 to be 

contrary to the operation of the 110 Patent invention in light of the District Court Litigation claim construction of “mirror 

tracking mode” / “it appears to mimic a reflection of a mirror”. Ex. 2008 at 19, 41. This is because these disclosures 

establish that in Haan’s invention the user’s image would not appear “roughly the same size regardless of user movement.” 

Ex. 2008 at 19, 41.

78. Based on paragraphs 72-73 and 75-76 and Figures 7 and 8 in Haan, a POSITA would understand that the size of the 

user’s image in Haan’s system would not appear roughly the same size as the user moved toward or away from the camera. 

Rather, a POSITA would understand that the user image would be magnified at different amounts based on the user’s 

distance from the camera. A POSITA would have regarded Haan as teaching away from implementing this optical property 

of a conventional mirror.
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Ground 1: Haan Misstates Basic Camera Properties

Haan (Ex. 1005), ¶ [0073] (cited: POR (Paper No. 27) at 22). 

Haan contains a gross error regarding camera properties.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Ground 1: Haan Misstates Basic Camera Properties

Forsyth Decl. (Ex. 2013), ¶ 79 (cited: POR (Paper No. 27) at 22).

Declaration of Dr. Forsyth

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Ground 1: Francois Does Not Disclose Limitation 1(f)

Forsyth Decl. (Ex. 2013), ¶¶ 81-82 (cited: POR (Paper No. 27) at 26).

Declaration of Dr. Forsyth

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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GROUND 1: NO MOTIVATION TO COMBINE 
FOR LIMITATION 1(f)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Ground 1: No Motivation to Combine Haan & Francois 

Forsyth Decl. (Ex. 2013), ¶¶ 84-85 (cited: POR (Paper No. 27) at 26).

Declaration of Dr. Forsyth

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Issues

• Whether the Board should adopt Petitioners’ district court construction 

of “mirror tracking mode”

• Whether the Asserted Grounds disclose or render obvious limitation 

1(f): “wherein during mirror tracking mode the processor utilizes 

the angle of the images captured by the camera. . .”

• Ground 1 (and 4):  Haan and Francois

• Ground 2 (and 5):  Rosenberg and Park

• Ground 3:  Geisner and Lizee

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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GROUND 2 DOES NOT DISCLOSE OR 
RENDER OBVIOUS LIMITATION 1(f) 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Rosenberg mimics a mirror by simply inverting a user’s image.

Ground 2 Asserted Art: Rosenberg

• “The digital mirror system is adapted to provide real-time captured 

images that approximate what a user would see when viewing an 

ordinary mirror, with the addition of various other image processing 

features.” Rosenberg (Ex. 1006), ¶ [0006]

• In “traditional mirror emulation mode, the digital mirror is operative to 

replicate the performance of a standard household mirror, providing the 

user with a left-right reversed frontal image of himself or herself when 

standing before the display.” Rosenberg (Ex. 1006), ¶ [0027]

• “When in a traditional mirror emulation mode, the frozen image is a left-
right inverted image of the user.” Rosenberg (Ex. 1006), ¶ [0039]

• “For example, a typical verbal command used to switch modes between 

the traditional mirror emulation mode and the third-person mirror mode is 

‘flip’ because the user is flipping the image left-right about a vertical 
centerline.” Rosenberg (Ex. 1006), ¶ [0041]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

(cited: Petition (Paper No. 1) at 54). 

(cited: Petition (Paper No. 1) at 18). 

(cited: POR (Paper No. 27) at 32). 

(cited: Karam 2nd Decl. (Ex. 1033) ¶ 13) cited: Petitioners’ Reply at 10). 
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Park is directed to tilt correction, such as when a user takes a picture while 
looking down towards a camera.

Ground 2 Asserted Art: Park 

• “An aspect of the present invention provides an image capturing 

apparatus with image compensation and a method thereof, which can 

obtain an image desired by a user by determining the tilt status of a 

mobile communication device that captures the image of an object and 

performing compensation of the captured image in accordance with the 
determined tilt status of the device during a video telephony using the 

mobile communication device.” Park (Ex. 1011), ¶ [0010]

• “[T]he image sensing unit 120 can sense the tilt between the person and 

the image capturing unit from a relative position between facial feature 
points of the person, using the image captured by the image capturing 

unit 110.” Park (Ex. 1011), ¶ [0041]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE (cited: POR (Paper No. 27) at 7). 
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Ground 2: Petition Does Not Show Or Even Address How Rosenberg/Park 
Discloses Double Distance, Same Size Requirement

Petition (Paper 1) at 64.DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Ground 2: Petitioners’ Expert Did Not Show How Rosenberg/Park Met The 
Double Distance, Same Size Requirement

Karam First Decl. (Ex. 1003), ¶¶ 269, 270 (Ground 2) (cited: Petition (Paper No. 1) at 64).DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

269. Rosenberg in view of Park renders obvious this limitation.

270. Rosenberg teaches a mirror tracking mode. For example, Rosenberg discloses a “sensor for 

detecting when a user is physically present before and/or approaches and/or stands before the 

display screen of the mirror within some proximity range.” Ex. 1006 (Rosenberg) at [0025] (also 

teaching “the system automatically enters a mirroring mode when a user steps in front of the 

display screen for more than a threshold amount of time”); see also Ex. 1006 (Rosenberg) t [0032]-

[0033], [0056], [0069]-[0073], [0109], [0114], Fig. 13. When the sensor disclosed in Rosenberg 

detects that the user is within a specified proximity range, the virtual mirror system “automatically 

engages the digital mirror functionality of the present invention.” Ex. 1006 (Rosenberg) at [0025]. 

In other words, Rosenberg’s system detects the presence of a user to automatically engage a mirror 

mode. See Ex. 1006 (Rosenberg) at [0026], [0028], [0035], [0077]. A POSITA would have 

understood this discloses a “mirror tracking mode” because during the mirror mode, real-time 

images of the user captured by the camera are modified (e.g., left-right inversion, scaling) to 

generate and display real-time mirror images to the user.
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Ground 2: Only Petitioners’ Reply Contends That Rosenberg/Park Discloses Or 
Renders Obvious the Double Distance, Same Size Requirement

Petitioners’ Reply (Paper 32) at 16-17, 17-18.DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Ground 2: Reply Relies on Previously Undisclosed Background Art

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Dr. Karam offers new opinions based on previously undisclosed art.

• Neither Straka nor Francois II was 

cited in the Petition or Dr. Karam’s 

First Declaration.

• Petitioners and Dr. Karam were 
aware of both references because 

they relied on Straka and Francois II 

in the 109 IPR filed a little over two 

weeks after the 110 IPR was filed.

Straka (Ex. 1037), Francois II (Ex.1035) (cited: Karam 2nd Decl. (Ex. 1033) ¶¶ 9-10, 16 (cited: Petitioners’ Reply (Paper No. 32) at 10,11, 12, 17, 18, 19)). 
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Petitioners were required to present all their arguments for unpatentability in 
their Petitions.

Petition Must Include All Arguments for Unpatentability

“Petitioner may not submit new evidence or argument in reply that 

it could have presented earlier, e.g. to make out a prima facie 

case of unpatentability.”

“It is also improper for a reply to present new evidence (including 

new expert testimony) that could have been presented in a prior 

filing, for example, newly cited prior art references intended to 

‘gap-fill’ by teaching a claim element that was not present in the 

prior art presented with the petition.”

USPTO Trial Practice Guide at 73, 74-75 (cited: Patent Owner’s Mtn to Strike (Paper No. 42) at 7).DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Ground 2: Only Petitioners’ Reply Contends That Rosenberg/Park Discloses Or 
Renders Obvious the Double Distance, Same Size Requirement

Petitioners’ Reply (Paper 32) at 16-17, 17-18.DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Park is directed to tilt correction, such as when a user takes a picture while 
looking down towards a camera.

Park’s Disclosure of Tilt Correction is Unrelated to Mirror Mimicking

• “An aspect of the present invention provides an image capturing 

apparatus with image compensation and a method thereof, which can 

obtain an image desired by a user by determining the tilt status of a 

mobile communication device that captures the image of an object and 

performing compensation of the captured image in accordance with the 
determined tilt status of the device during a video telephony using the 

mobile communication device.” Park (Ex. 1011), ¶ [0010]

• “[T]he image sensing unit 120 can sense the tilt between the person and 

the image capturing unit from a relative position between facial feature 
points of the person, using the image captured by the image capturing 

unit 110.” Park (Ex. 1011), ¶ [0041]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE (cited: POR (Paper No. 27) at 7). 
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Ground 2: Park Does Not Disclose Or Render Obvious Limitation 
1(f)

Forsyth Decl. (Ex. 2013), ¶ 108 (cited: POR (Paper No. 27) at 37).

Declaration of Dr. Forsyth

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Ground 2: Petitioners’ Cited Material From Rosenberg Does Not Show 
District Court Construction Is Met

• Citations do not establish why or how a 

POSITA would understand Rosenberg/Park 

to disclose transformations of images such 

that the images:

• appear roughly double the distance to 

the user

AND

• Maintain roughly the same size 

regardless of user movement

Petitioners’ Reply (Paper 26) at 10.DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Dr. Karam opined that paragraph 77 of Rosenberg meets the district court’s 
construction.

Ground 2: Scaling in Rosenberg

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Karam Dep. (Ex. 2012) at 60:3-15 (cited: Petitioners’ Reply (Paper 

No. 32) at 17). Rosenberg (Ex. 1006), ¶ 0077 (cited: POR (Paper No. 27) at 36).
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FIG. 5 illustrates a computer rendering of 
a human user 501 standing in front of a wall-
mounted embodiment of the advanced digital 
mirror system 502 according to at least one 
embodiment of the present invention. The user's 
image is captured as a real-time video image by a 
camera upon or within the digital mirror 502 as 
described previously. A representation of that 
real-time video image is then displayed upon the 
wall mounted screen of the digital mirror 502 with
a displayed size and scaling such that it appears
like a traditional life-size mirror image 503. In a
traditional mirror emulation mode, the real-time
video image is left-right inverted prior to display
upon the screen. Thus the user 501 standing 
before the digital display is given the visual 
impression that he or she is standing before a 
traditional wall mirror, viewing a traditional mirror 
image of himself or herself.

Ground 2: Rosenberg Never Discloses the Double Distance, Same Size 
Requirement

Rosenberg (Ex. 1005), ¶ [0077], Fig. 5 (cited: Petitioners’ Reply (Paper No. 26) at 11).DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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A POSITA would have understood paragraph 77 in the context of Rosenberg’s 
teaching that mimicking a traditional mirror only requires simple inversion.

Ground 2: Rosenberg Mirror Mimicking Is Simple Inversion

Forsyth Decl. (Ex. 2013), ¶ 106 (cited: POR (Paper No. 27) at 35).DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Ground 2: Rosenberg Teaches Away From Double the Distance

Rosenberg (Ex. 1006), ¶ [0039] (capitalization in original) (cited: POR (Paper No. 27) at 32).

Rosenberg

Thus a user may be looking in the mirror, engage the mirror image-freeze feature, 

and have the then current (or substantially current) image that was displayed upon 

engaging the feature, freeze upon the screen for an extended period. This will allow 

the user, for example, to examine the frozen image in detail. This is particularly 

useful for a user who wishes to change his or her distance and/or location with 
respect to the mirror to get a better view of his or her image, but NOT have the 

image change as the user moves. For example, a user may wish to step closer to 

the mirror and view a portion of his or her face from only a few inches away. With a 

traditional optical mirror, such an act would cause the reflected image to change 

such that the user who is just a few inches away ends up staring into his or her own 
eyes. In reality he may wish to freeze the image, step close, and then view some 

other portion of the face. The mirror image-freeze feature of the present invention 

enables this enhanced mirroring operation.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Ground 2: A POSITA Would Regard Rosenberg As Teaching Away

Forsyth Decl. (Ex. 2013), ¶ 104 (cited: POR (Paper No. 27) at 35).

Declaration of Dr. Forsyth

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Ground 2: A POSITA Would Regard Rosenberg As Teaching Away

Forsyth Decl. (Ex. 2013), ¶ 105 (cited: POR (Paper No. 27) at 35).

Declaration of Dr. Forsyth

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



76

Importance of These Properties Was Not Obvious

Forsyth Decl. (Ex. 2013), ¶ 86 (cited: POR (Paper No. 27) at 26).

Even if known, it would not have been obvious to a POSITA that these 

conventional mirror properties were important enough to implement.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Dr. Forsyth: Importance of Double Distance, Same Size Was Not Obvious

Forsyth Dep. (Ex. 1034) at 144:20-145:12 (cited: PO Sur-Reply (Paper No. 37) at 12).DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Q: Is it your opinion that providing double the distance in same size properties of a conventional mirror more 

difficult and more complex than flipping the image?

A: Yes.

Q: In your view, a POSITA would not know how to implement these known conventional mirror properties with 

known transformation techniques? 

A: I think my view is stated that a POSITA would not have realized it was important. And the support for that view

in the fact that Rosenberg doesn't do it, nor do a number of other people.

Q: So in your opinion, a POSITA would not have realized those features are important?

A: In my opinion, a POSITA -- a POSITA would not have realized those features were important. And a number of

documents I've looked at here describe mirror emulation without having those features, suggesting that authors at the

time did not realize that it was important either.
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GROUND 2: NO MOTIVATION TO COMBINE 
FOR LIMITATION 1(f)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Ground 2: No Motivation to Combine Rosenberg/Park

Forsyth Decl. (Ex. 2013),  ¶¶ 110-112 (cited: POR (Paper No. 27) at 38).  DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

110. A POSITA would not have been motivated to combine Rosenberg and Park to meet limitation 1(f) of the 110 Patent 

because, as discussed above, a POSITA would not have regarded either reference as disclosing this limitation.

111. Additionally, a POSITA would not have been motivated to combine Rosenberg and Park because Rosenberg teaches 

away from having a user’s image appear at roughly the same size regardless of the user’s distance to the camera (Ex. 

1006, ¶ 0039) and because Park, at most, only discloses basic image inversion and does not disclose the user appearing 

at roughly double the distance to the camera nor appearing at roughly the same size regardless of user movement.

112. It is my opinion that any assertion that a POSITA reading Rosenberg and Park would have automatically thought to 

implement the known optical properties of a conventional mirror that the user’s image appears roughly double the

distance to the mirror and roughly the same size regardless of user movement, relies on hindsight bias. Although these 

optical properties of conventional mirrors likely have been known for millennia, it is my opinion that a POSITA reading 

Rosenberg and Park would not have considered the relative importance of including these optical properties beyond 

simple inversion. This is because Rosenberg teaches away from incorporating the optical property of having a user’s 

image appear at roughly the same size regardless of the user’s distance to the camera (Ex. 1006, ¶ 0039) and

Park does not disclose it at all. Therefore, in my opinion a purported combination of Rosenberg and Park would not have 

suggested inclusion of these optical properties to a POSITA.
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GROUND 4 DOES NOT DISCLOSE OR 
RENDER OBVIOUS LIMITATION 1(f) 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Ground 4 Relies On Haan/Francois, Which Does Not Disclose Or 
Render Obvious Limitation 1(f)

Petition (Paper No. 1) at 103, 105 (Ground 4). DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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GROUND 5 DOES NOT DISCLOSE OR 
RENDER OBVIOUS LIMITATION 1(f) 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Ground 5 Relies On Rosenberg/Park, Which Does Not Disclose Or 
Render Obvious Limitation 1(f)

Petition (Paper No. 1) at 105. DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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THANK YOU

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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