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I. INTRODUCTION

Samsung Electronics Co., Ltd. and Samsung Electronics America, Inc.
(collectively “Petitioner”) offers no argument that its references invalidate U.S.
Patent No. 8,982,086 (“the 086 Patent”) under a proper reading of the claims.

Petitioner’s attempts to discredit Dr. Wobbrock fall short. Instead, Patent
Owner and Dr. Wobbrock have consistently and repeatedly maintained positions that
highlight the validity of the claims and undermine Petitioner’s arguments—which
are largely a rehash of arguments previously made before the Office during
reexamination of the 086 Patent. Petitioner has not shown that the challenged claims
are unpatentable by a preponderance of the evidence.

II. CLAIM CONSTRUCTION

A.  “first information necessary for identification of the user” and
“second information relating to the identification of the user”

Having offered constructions of these terms in the Petition, Petitioner now
backs away from the constructions and argues that “the issue is irrelevant to whether
Petitioners’ prior art invalidates the claims.” Reply at 1. As set forth in the POR,
these terms should be afforded their plain and ordinary meaning, including
information about a user’s fingerprint. No further construction is necessary in this

proceeding. See Reply at 1-2.
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B.  “first registering mode for inputting input information by a pad
of the finger” and “second registering mode for inputting input
information by an end of the finger”

Patent Owner’s proposed constructions of the term “first registering mode for
inputting input information by a pad of the finger”! and of the term “second
registering mode for inputting input information by an end of the finger”? were made
“[i]n light of Petitioners’ inconsistent and incorrect understanding of certain claim
terms.” POR at 10. In other words, Patent Owner’s proposed constructions are
offered in response to Petitioner’s incorrect reading of both the *086 Patent and the
purported prior art. Patent Owner’s constructions are consistent with how a POSITA
understands the term mode. Accordingly, the Board should either adopt Patent
Owner’s proposed constructions or, alternatively, give the terms their plain and
ordinary meaning as understood by a POSITA and within the context of the 086

Patent.

1 Patent Owner proposes that the term “first registering mode for inputting input
information by a pad of the finger” should be construed as “a first operational state
for registering in which information is input by a pad of the finger.” POR at 10.

2 Patent Owner proposes that the term “second registering mode for inputting input
information by an end of the finger” should be construed as “a second operational
state for registering in which information is input by an end of the finger, the first
registering mode and the second registering mode being different operational states.”
POR at 10.
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First, Petitioner argues that no construction is necessary because “PO has
never proposed to construe these terms in numerous prior proceedings.” Reply at 2.
This is misdirection. Patent Owner’s arguments are timely and the Board may
consider Patent Owner’s constructions to resolve the dispute between the parties.
See Nidec Motor Corp. v. Zhongshan Broad Ocean Motor Co., 868 F.3d 1013, 1017
(Fed. Cir. 2017) (“[W]e need only construe terms ‘that are in controversy, and only

to the extent necessary to resolve the controversy.’” (quoting Vivid Techs., Inc. v.
Am. Sci. & Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir. 1999))). Moreover, the scope
of the related district court case (i.e., infringement) and this matter (i.e., validity) are
different, rendering claim construction in one but not the other appropriate.

Second, Petitioner acknowledges that the “first registering mode” and the
“second registering mode” are “registering . . . mode[s] for inputting input
information.” Reply at 2. Despite this acknowledgment, Petitioner argues that “[i]t
would be improper to rewrite limitation [1f] to include an ‘operational states’
requirement.” 1d. However, both the “first registering mode” and the *“second
registering mode” are sub-operating modes of the “said registering mode” and are
thus differing operational states. See EX1001, 8:43-46 (referring to the identification
mode and the registering mode as “two operating modes™).

Petitioner further relies on distinguishable case law to opine that “[i]t would

be improper to rewrite limitation [1f] to include an ‘operational states’ requirement
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that the patentee knew how to apply but purposely omitted.” (Reply at 3). For
example, in Wasica Finance GmbH v. Continental Automotive Systems, Inc., the
court explained:

Claim 9 recites transmitting “at least a 4 bit sequence” having four
component “bit sequence[s].” Because none of the component bit
sequences may be empty, the only way to fit four of them into ‘a 4 bit
sequence’ is for each constituent bit sequence to comprise a single bit.
Thus, a “bit sequence’ in the context of claim 9 must be broad enough
to include sing-bit sequences. [Accordingly,] [t]he Board’s
construction of ‘bit sequence’ as ‘two or more bits’ conflicts with the

plain import of claim 9.

853 F.3d 1272, 1288 (Fed. Cir. 2017). Based on this context, the court held that it
“is highly disfavored to construe terms in a way that renders them void, meaningless,
or superfluous.” Id. at 1288 n.10. In this case, construing the term “mode” as
“operational state” does not render *“operating modes” void, meaningless, or
superfluous; rather, it clarifies the scope of the claimed invention as understood by
a POSITA. POR at 10-21.

Third, Petitioner’s argument that “Figures 10A and 10B are . . . [only] “screen
image[s] displayed during calibration’ to generate [a threshold value that is used for
determining a contract range],” ignores that calibration is part of the “process for

password registration,” i.e., the claimed “registering mode.” See EX1001, 6:28-36.
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Specifically, “an image shown in [FIG. 10A/10B] is displayed to prompt the user to

make a [fingertip/finger pad] contact.” EX1001, 6:30-35.

FIG. 10A FIG. 10B
P ~ I ~
TOUCH BY FINGER TIP TOUCH BY FINGER PAD
CALIERATION CALIBRATION
\ [==] y, \. E] J
a o

EX1001, FIGs. 10A, 10B. These contacts are recorded by a control unit to determine
the range of a fingertip input and a finger pad input. EX1001, 6:31-36. In one
embodiment, this registration of inputs enables the claimed invention to determine
whether the first/second registering mode for inputting information by a pad/end of
the finger is being used. EX1001, 6:52-59. Thus, where the first and second
registering modes “are provided” (as claimed), the claims refer to the capabilities of
the device for receiving the input rather than referring to specific actions taken by

the user. Precisely because Figures 10A and 10B are two different registering modes,
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the result of the same action, e.g., touching the screen in each mode with, for
example, the finger tip, results in a different outcome. Thus, the system (its
“operational state”) is expecting something different in each mode. When it doesn’t
get it (e.g., when the tip size is greater than the pad size), the result is different: it
doesn’t update its “tip” threshold, a touch with the tip must again occur. This is
further seen in Fig. 9, step S2003, where such as decision is only possible because

of the mode:
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Fourth, Petitioner’s attempts to discredit the extrinsic evidence demonstrating
that the first and second registering modes are operational states of a system or

device fall short. Reply at 6. Specifically, Petitioner argues that “PQO’s reliance on a
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PCMag definition of “mode” (EX2011) is misplaced” because the “webpage is dated
1/21/25.”” 1d. This argument does nothing to rebut the knowledge of a POSITA at
the time of the 086 Patent. See EX2005, 191; EX2012 at 3; EX2010 at 5. In fact,
Petitioner attempts to dismiss Dr. Wobbrock’s reliance on the McGraw-Hill
Dictionary—which predates the 2011 priority date of the 086 Patent—as failing to
consider “the broader definitions of ‘mode.”” Reply at 7. The record is clear Patent
Owner considered all the definitions of mode in the cited evidence. POR at 16. Other
than complaining about the various definitions proposed by Patent Owner, Petitioner
never explains why any particular definition is incorrect or how the proposed
construction deviates from the plain and ordinary meaning proposed by Patent
Owner.

Finally, Petitioner argues that “PO distinguishes Rogers’ modes because they
lack ‘different Uls’ (POR 40-41), but presents no evidence that ‘operational states’
must have different Uls to be distinct.” Reply at 7. This argument, however, ignores
that the 086 Patent discloses examples of different Uls for different operational
states based on a predetermined threshold value. See, e.g., EX1001, 6:55-64
(explaining that input numerals are associated with a fingertip input or a finger pad
input based on a predetermined threshold value); FIGs. 10A, 10B; see also EX1004

at 29; EX2005, 188.
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These operational states are analogous to the selection of letter on a keyboard
with caps lock on and the selection of the same letter with caps lock off. Depending
upon the mode, the same action results in different results. See EX2005, {130.
Petitioner fails to grasp this basic example confusing the user’s action (touching the
screen) with the device’s operational state (first registering mode or second
registering mode). Even during the calibration example in the specification, the part
of the finger registered or calibrated depends upon the operational state of the device.
EX1001, 6:32-36; see EX2005, §131. If, as the Petitioner notes, the user presents the
same portion of the finger in both the first and second registering mode, in that
embodiment the device compares the results of the two modes as part of the overall
“said registering mode.” As explained in the specification, “the contact range of the
finger pad input”—which is the result of the claimed first registering mode—is
compared to “the finger tip input”—which is the result of the claimed second
registering mode. EX1001, 6:38-41. This demonstrates Petitioner’s flawed reading
of the claim where a user’s decision is within the scope of the claims. Such
interpretation shoves aside the entire specification describing the operations of
“information processing apparatuses.” See, e.g., EX1001, 1:14-15.

In short, the Board should apply the terms’ actual plain and ordinary meanings
(as set forth in the POR) and reject Petitioner’s self-serving reading of the 086

Patent and interpretation of the claims. Patent Owner’s proposed constructions are
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consistent with the intrinsic evidence and a POSITA’s understanding. See EX2005,
1183-91.
I1l. GROUND 1: PETITIONER HAS FAILED TO ESTABLISH THAT

CLAIMS 1, 2, AND 4-7 ARE RENDERED OBVIOUS BY THE
COMBINATION OF ROGERS AND ROSENBERG

A. The Combination of Rogers and Rosenberg Fails to Disclose
Limitation [1e]

Petitioner attempts to rebut Patent Owner’s arguments by mischaracterizing
the POR and statements made in previous disputes. See Reply at 9-15. For example,
Petitioner argues that “PO has never before disputed that a processor can constitute
either “‘controller’ of the 086 patent limitations” and that “[tlhe POPR did not
dispute that Rogers discloses or renders obvious either ‘controller’ limitation.”
Reply at 9. Even assuming this argument is correct, Petitioner provides no case law
that indicates that Patent Owner is precluded at this stage in arguing that a processor
is nota controller. See, e.g., 37 C.F.R. 8§ 42.107 and 37 C.F.R. § 42.120 (both notably
not limiting a patent owner from raising new arguments that were not raised in a
preliminary response); Corephotonics, Ltd. v. Apple Inc., 84 F.4th 990, 1008 (Fed.
Cir. 2023) (limiting a petitioner’s reply to arguments and evidence that are
“responsive to the patent owner’s contentions or the Board’s institution decision”
and expressly restricting a petitioner’s reply from raising “new theor[ies] of
unpatentability”). Petitioner’s argument that “PO has never before disputed that a

processor can constitute either ‘controller’ of the 086 patent limitations” is an

9
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Improper attempt to circumvent its burden of proof. See 35 U.S.C. § 316(e) (“In an
inter partes review instituted under this chapter, the petitioner shall have the burden
of proving a proposition of unpatentability by a preponderance of the evidence.”).

Next, Petitioner asserts that during ITC proceedings “PO argued that a
controller ‘could include, for example, a microcontroller, a CPU, and/or one or
more processors as were being used in portable terminals in or around 2011.”” Reply
at 10 (quoting EX1020, 6-7) (emphasis added by Petitioner). This argument,
however, was made in response to Respondent’s proposed construction that invoked
35 U.S.C. 8112, 1 6. See EX1020, 4-5. Specifically, in the ITC proceeding Patent
Owner argued that limitations [1c] and [1e] were not means-plus-function terms.
However, if they were construed as such, “both the claim language and the
specification confirm that that the claimed “first controller’ and ‘second controller’
correspond to known structures consistent with the plain and ordinary meaning of
the term[s].” EX1020, 7.

Notably, during the ITC proceedings Patent Owner never argued that a single
processor was equivalent to two controllers. In fact, Petitioner argues that during the
ITC proceedings “PO . . . cited approvingly to an opposing expert’s mapping of a

prior art ‘processor’ to the ’086 patent controller terms, and identified two

processors that could be considered to fulfill the role of both the first and second

controllers.” Reply at 10 (citing EX1013, 3-5) (emphasis added). While Patent

10
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Owner disagrees with Petitioner’s characterization of its arguments in the ITC
proceedings, Petitioner’s emphasis on the need for two processors reinforces Patent
Owner’s argument that Petitioner has failed to identify the required first and second
controllers of limitations [1c] and [1e]. See POR at 29.

Petitioner further argues that Patent Owner—during the ITC proceedings—
“argued that the patent uses the term controller ‘broadly’ and that it should not be
limited to the structural elements of ‘control unit 3.”” Reply at 12 (citing EX1020,
6-7; EX1014, {56). Again, Petitioner’s arguments were made in response to
Respondent’s proposed means-plus-function construction and to rebut Respondent’s
attempts to narrowly limit the claimed controller to a specific structure. EX1014,
156 (“While the specification provides this disclosure, there is no explanation in the
specification that the claimed controller must be limited to this structure.”).
Moreover, while the term “controller” should not be limited to the structural
elements of “control unit 3” as described in the specification, any purported
disclosure of a controller must disclose at least certain structural elements.
Otherwise, there can be no equivalence. For example, as Dr. Wobbrock states: “A
POSITA would recognize that the control unit disclosed in the 086 Patent
corresponds to, for example, a microcontroller as disclosed in [EX2008]. The
description of a microcontroller is consistent with the structure of ‘control unit 3,

disclosed in the 086 Patent.” EX2005, §108.

11
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Petitioner mischaracterizes Dr. Wobbrock’s opinions when arguing “he
opines that a “processor’ is not a ‘controller’ (EX2005, 1111)....” Reply at 11. In
fact, Dr. Wobbrock states:

Petitioners have not explained how the “processor” or *“processing
element” of Rogers corresponds to the claimed “first controller” and
“second controller.” Specifically, Petitioners just appear to provide a
conclusory analysis equating the processor of Rogers to the claimed
“first controller” and “second controller.” See Pet. at 20. But a
POSITA would not equate any type of processor to a controller. In
particular, as explained above, controllers are different hardware
components that include additional components (e.g., CPU, memory,

and 1/0 components).
EX2005, 111 (emphasis added).

Finally, Petitioner again mischaracterizes Dr. Wobbrock’s opinions when
asserting that “a POSITA would have been well aware that single processor could
simultaneously serve as both the first and second controllers if provided with “a first
configuration’ according to limitation [1c] and ‘a second configuration’ according
to limitation [1e].” Reply at 12-13 (citing EX1017, 1156-57, 63-64, 66). In fact, Dr.
Wobbrock stated, consistent with his opinions in this proceeding (EX2005, 11105-
119):

While the above comparison between the intrinsic evidence and

extrinsic evidence confirms my opinion that the inventors of the *086

12
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Patent did not invoke 35 U.S.C. 8112 § 6 when reciting “second
controller,” but simply recited a known structure of a microcontroller
that includes, for example, a processor (e.g., CPU) and additional
components for performing various processes, such as the claimed
specified process, the following additional evidence also supports my

opinions.

For example, the specification of the 086 Patent provides numerous
exemplary disclosures that show that the inventor of the 086 Patent
used the term “controller” consistent with the above described plain and
ordinary meaning by explaining that the control unit 3 can execute
various processes by using components such as a CPU, memory,

counter, and/or additional logic

In view of these teachings in the specification, a POSITA would have
interpreted the claimed “second controller” to connote structure in the
form of hardware and/or software solutions available in or around 2011,
as referenced above in reference to the textbook. See Microcontrollers:
Fundamentals and Applications with PIC (Ex. 11) at 12-14.

EX1017, 1157, 58, 63.

Petitioner’s efforts to mischaracterize Patent Owner and Dr. Wobbrock’s
positions ignores that Rogers fails to disclose any alleged second controller. See Pet.
at 29 (conceding that “a second controller is not explicitly disclosed by Rogers”);
EX2005, 1101 (“Rogers does not disclose a second controller, as claimed.”).

Petitioner attempts to cure this deficiency by arguing that Rogers “at least renders

13
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obvious limitation [1e],” but fails to adequately explain why a POSITA would
expand Rogers to include an additional controller/processor. In fact, Petitioner fails
to point to any disclosure in Rogers that would render the proposed modifications
tenable or desirable. See EX2005, 105. There is no reason to assume Rogers had
two controllers at work. Nothing in Rogers suggest the coordination necessary for
running two (or more) controllers. Id., §1111-115 Rogers’ passing mention of
“processing elements” does not constitute two controllers. Accordingly, as explained
by Dr. Wobbrock, “there is no clear motivation a POSITA would have to make all
of [the] modifications” required to expand Rogers to “add an additional
controller/processor.” Id., §105.

In short, Petitioner has not shown by a preponderance of the evidence that
Rogers in view of Rosenberg renders obvious limitation [1e] of the 086 Patent.

B. The Combination of Rogers and Rosenberg Fails to Disclose
Limitation [1f]

Petitioner asserts that “Rogers discloses a registration process, including first
and second registering modes within that process, that is similar to the *086 patent.”
Reply at 15. This is incorrect. Nothing in Rogers discloses or informs a POSITA of
“a [first/second] registering mode for inputting input information by a [pad/end] of
the finger,” as required by limitation [1f]. Regardless of how the Board construes

limitation [1f], Petitioner has failed to show by a preponderance of the evidence that

14
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Rogers in view of Rosenberg renders obvious this limitation.

While Rogers discusses the use of a “large fingertip” and a small stylus tip to
provide inputs that are of different sizes during a “registration process,” these inputs
are not separate registering modes, but rather a single “registering process.” See
EX1006, 8:42-67. Notably, during cross-examination Dr. Nielson explained that

Rogers has “just one registration mode that is either going to have an identification

that there’s finger pad or an identification that there’s fingertip and it’s one or the
other and that’s it” (EX2009, 89:19-22 (emphasis added)), and acknowledged that

“the ’086 is describing the ability to identify and record multiple registration

modes during the registration process.” Id. at 90:3-6 (emphasis added). This
testimony by Petitioner’s own expert undermines its arguments that Rogers discloses
the required “first registering mode” and “second registering mode” of limitation
[1f].

In light of these deficiencies, Petitioner argues that “distinguishing between
two input methods during registration does not constitute separate ‘modes’ because
allegedly “(1) the claims, which purposely do not refer to the first and second
registering modes in [1f] as ‘operating modes’; [and] (2) the specification, which
discloses that a user’s identification information (password) may be inputted in a
finger tip input mode or finger pad input mode . . .” Reply at 17 (emphasis in

original). Petitioner further argues that “distinguishing between two input methods

15
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during registration does not constitute separate ‘modes’ because “the extrinsic
evidence, which defines ‘mode’ more broadly than PO proposes,” and “common
sense, which counsels against adopting an ambiguous definition of ‘mode’ that PO
itself cannot apply consistently.” Reply at 17-18.

These arguments, however, are nothing more than unsupported attorney
argument. Petitioner fails to identify specific broad definitions of the term “mode”
and merely alleges “common sense” without offering any context or support.
Additionally, the claims do refer to the first and second registering modes as
“operating modes.” For example, limitation [1d] refers to the identification mode
and the registering mode as “two operating modes” (EX1001, 8:43-46) and
limitation [1f] further explains that the registering mode includes two sub-operating
modes (i.e., the first registering mode and the second registering mode). EX1001,
8:54-60. Petitioner’s second point is flawed in that it acknowledges that the 086
Patent expressly requires two sub-operating modes (i.e., a finger tip input mode and
a finger pad input mode) that are “provided for” by the claimed apparatus.

Yet, even assuming Petitioner’s arguments are correct—which they are not—
Rogers still fails to disclose the required first registering mode and second
registering mode. For example, Rogers explains that “[iJn some embodiments,
authentication of the subsequently inputted graphical passcode may employ a

measurement of a size (i.e., area) of the object or fingertip applied to the touch

16
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surface” and that “the touch surface may discriminate between a large fingertip and
a small stylus tip.” EX1006, 7:56-60. In this example, “[a]uthentication may require
a measured contact area greater than or less than a certain size, or within a certain
size range.” Id. at 7:63-64. However, the labels assigned to different inputs by
Rogers during authentication do not provide for a first registration mode and a
second registration mode within the overall “said registering mode,” as set forth in
claim 1.

Petitioner appears to next argue that Rogers’s use of a “‘measured contact

area’ [that] may be required to be ‘greater than or less than a certain size’” when
training a “device to distinguish the contact range of finger tip and stylus input” is
sufficient to disclosure the first registering mode and the second registering mode.
Reply at 18. This argument, however, misses the point of Patent Owner’s initial
argument that “receiving input from objects of varying widths has nothing to do with
Rogers receiving input in separate registering modes.” POR at 41. While Rogers
discloses the use of a “size requirement” (EX1006, 7:65), this use is not in the
context of two different input modes as required by the 086 Patent. Rather, Rogers
categorizes a user’s input where the claims require the device to provide for the
claimed first registering mode and second registering mode. In fact, Rogers’s use of

the “size requirement” is independent of any specific mode or operational state of

the device.

17
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Finally, Petitioner argues that “a ‘mode’ can be categorized as a ‘passive
mode’ or an ‘active mode,” wherein the former is similar to pressing the Caps Lock
key before providing user input, and the latter is similar to pressing the Shift key
while providing user input.” Reply at 19 (emphasis in original). Where “[b]oth types
of ‘modes’ are distinct operational states” and “Rogers can be understood to be
describing “active’ first and second registration modes wherein the same user action
(e.g., tapping the screen) produces a different result based on the mode state....”
Reply at 19-20. Petitioner never argues what this “different result” might be. In any
event, this argument is also flawed in that it again relies on Petitioner’s misguided
interpretation of “mode” being the method of input selected by the user rather than
the operational state. Whether passive or active, Rogers only discloses a single
registering mode because the device is always in the same operation state
irrespective of the manner of the user’s input. See EX2005, 11122, 126, 134.
Moreover, thisargument is also a distraction from the actual claim language, which
makes no reference to “passive” or “active” modes.

In short, Petitioner has not shown by a preponderance of the evidence that
Rogers in view of Rosenberg renders obvious limitation [1f] of the 086 Patent.

C. The Combination of Rogers and Rosenberg Fails to Disclose [1d]

For at least the same reasons that Rogers in view of Rosenberg does not

disclose element [1f], Rogers in view of Rosenberg does not disclose the claimed

18
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second information in element [1d].

D. The Combination of Rogers and Rosenberg Fails to Disclose Claim
5

Limitation 5 requires “a display screen configured to display a first image and
first descriptive text associated with the first registering mode and a second image
and second descriptive text associated with the second registering mode.” EX1004,
1:19-23. In its Reply, Petitioner argues that Rogers discloses “‘an exemplary
graphical passcode’ registered by a user,” as illustrated by Figures 2A, 6A, 7A, and

8A. Reply at 20 (citing EX1006, 2:20-43).
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EX1006, FIGs. 2A, 6A, 7A, 8A. These illustrations, however, merely show “an
exemplary graphical passcode” (i.e., actions taken by a user in interacting with a
device). EX1006, 5:49. Nothing in these illustrations relate to the display of a first
image and first descriptive text associated with a first registering mode or the display
of a second image and second descriptive text associated with a second registering
mode.

Moreover, Rosenberg fails to cure the deficiencies of Rogers. For example,
Rosenberg does not disclose the required first and second registering modes and
Petitioner does not make any such allegations. See Pet. at 40-43; EX2005, 1157.

In short, Petitioner has not shown by a preponderance of the evidence that
Rogers in view of Rosenberg renders obvious limitation 5 of the 086 Patent.

II. GROUND 2: PETITIONER HAS FAILED TO ESTABLISH THAT

CLAIMS 9-14 ARE RENDERED OBVIOUS BY THE COMBINATION
OF ROGERS, ROSENBERG, AND MIYAZAWA

Ground 2 challenges claims 9-14, which depend from claim 1. Petitioner does
not rely on Miyazawa to cure any of the deficiencies of the Roger-Rosenberg
combination with respect to claim 1. As such, due to at least the reasons set forth
above with respect to Ground 1, Petitioner has similarly failed to establish that
claims 9-14 are rendered obvious by the combination of Rogers, Rosenberg, and

Miyazawa. EX2005, 1161.
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I11. GROUND 3: PETITIONER HAS FAILED TO ESTABLISH THAT
CLAIMS 1, 2, AND 4-7 ARE RENDERED OBVIOUS BY THE
COMBINATION OF ROGERS AND REKIMOTO

A. The Combination of Rogers and Rekimoto Fails to Disclose
Limitation [1e]

In Ground 3, Petitions do not advance any new arguments that Rogers or the
Rogers-Rekimoto discloses the claimed “second controller.” Indeed, Dr. Nielson
confirmed that Petitioner does not allege that Rekimoto discloses a *“second
controller.” See EX2009 at 103:14-16 at 104:4-6 (“Q: And you don’t rely on
Rekimoto as disclosing a second processor, do you? A: No.”). As such, Rogers and
the Rogers-Rekimoto combination do not disclose limitation [1e] for the same
reasons set forth above in Section IV(A). EX2005, 11163-164.

B. The Combination of Rogers and Rekimoto Fails to Disclose
Limitation [1f]

Petitioner asserts that “PO relies primarily on arguments made in Ground 1 to
dispute Rogers’ disclosure of the first and second registering modes of limitation
[1f]” and concludes that “PO’s arguments fail for reasons already discussed.” Reply
at 24. While Patent Owner disagrees with Petitioner’s characterization of its
arguments, for at least the reasons discussed above Petitioner has not shown by a

preponderance of the evidence that Rogers in view of Rekimoto renders obvious
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limitation [1f] of the "086 Patent.?
Next, Petitioner argues that “Rekimoto’s input methods would disclose

[11]

limitation [1f] because they constitute “*active’ input modes—similar to pressing the
shift key along with the touch input.” Reply at 25. This is incorrect. For example,
Rekimoto explains that with a fingertip a “user can perform first processing for
zooming in on an image in response to the pressing force,” and that with a fingerpad
the “user can perform second processing for zooming out on the image in response
to the pressing force.” EX1010, 5:31-37. However, the mere use of different inputs
does not, on its own, result in the use of different operational states or modes. Here,
the *086 Patent requires “a first registering mode” and “a second registering mode,”
which is not disclosed by Rekimoto. The capability of Rekimoto to respond
differently to different inputs does not teach or suggest the claimed first registering
mode and second registering mode. Petitioner’s attempt to conflate “first processing
for zooming in” and “second processing for zooming out” (EX1010, 5:31-37 ) with

the claimed first registering mode and second registering mode should be rejected.

Neither the first or second “processing” in Rekimoto disclosed the claimed

3 petitioner further asserts—without support—that “PO [allegedly] concedes the
obviousness of combining Rekimoto with Rogers to achieve a graphical passcode
registration process that relies on finger tip and finger pad inputs.” Reply at 24. This

IS incorrect, Patent Owner has made no such concessions.
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registering modes. Neither zooming in or zooming out results in any sort of data
being stored and later compared (e.g., during identification or authentication).
Further, reacting differently to different inputs demonstrates something other than a
mode, which can result in a different reaction to the same input. Moreover,
Petitioner’s reference to passive and active modes is pure distraction where the
actual claim language makes no reference to “passive” or “active” modes.

Finally, Petitioner argues that Patent Owner allegedly “overlooks that the 086
patent discloses an identical method for distinguishing finger pad and tip inputs.”
Reply at 25. This argument, however, is not tied to any specific claim or element but
rather an improper comparison of Rekimoto and the 086 Patent at large. Nothing in
the claims requires “distinguishing finger pad and tip inputs.” See Reply at 25.
Accordingly, Petitioner’s improper comparison underscores the absence of the
overall registering mode that further provides for a first registering mode and a
second registering mode in Rekimoto.

In short, Petitioner has not shown by a preponderance of the evidence that
Rogers in view of Rekimoto renders obvious limitation [1f] of the 086 Patent.

C.  The Combination of Rogers and Rekimoto Fails to Disclose Claim
5

Petitioner asserts that “PO relies on the same arguments made in Ground 1 to

dispute the obviousness of claim 5 in view of Rogers and Rekimoto” and concludes
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that “PO’s arguments [allegedly] fail for reasons already discussed.” Reply at 25.
While Patent Owner disagrees with Petitioner’s characterization of its arguments,
for at least the reasons discussed above Petitioner has not shown by a preponderance
of the evidence that Rogers in view of Rekimoto renders obvious limitation 5 of the
"086 Patent.

IV. GROUND 4: PETITIONER HAS FAILED TO ESTABLISH THAT

CLAIMS 9-14 ARE RENDERED OBVIOUS BY THE COMBINATION
OF ROGERS, REKIMOTO, AND MIYAZAWA

Ground 4 challenges claims 9-14, which depend from claim 1. Petitioner does
not rely on Miyazawa to cure any of the deficiencies of the Roger-Rekimoto
combination with respect to claim 1. As such, due to at least the reasons set forth
above with respect to Ground 3, Petitioner has similarly failed to establish that
claims 9-14 are rendered obvious by the combination of Rogers, Rekimoto, and
Miyazawa. EX2004, 1184.

IV. CONCLUSION

For at least the foregoing reasons, the Board should confirm the patentability

of Claims 1, 2, 4-7, and 9-14.
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Dated: May 29, 2025
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