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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



Background: Microsoft’s Requested Stay Flagging APA Concerns
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Paper 16, 1.

Paper 16, 3.



Background: Microsoft’s Warned of Converging Proceedings
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Paper 16, 1-2.



Background: Microsoft Warned of Inconsistent Decisions
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Paper 16, 2.



Background: Microsoft Argues the Claims were “Almost Identical”
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Paper 16, 5.



Background: But the Panel Lacked the Authority to Stay
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Paper 23, 4.



“The ‘954 patent is a continuation of the ‘730 patent, and the claims are almost 

identical.” Paper 16, 5.
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Ex. 2017 (730 EPR Office Action), 12.



“The grounds now at issue in the 730 EPR have converged with those of the 954 

IPR” Paper 16, 1-2
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Ex. 2017 (EPR Office Action), 57.



“The grounds now at issue in the 730 EPR have converged with those of the 954 

IPR” Paper 16, 1-2
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Ex. 2017 (EPR Office Action), 57.



“[I]f the Examiner finds differently than the Board regarding even on claim term, argument, and/or 

prior art reference, inconsistent decision may be reached.” Paper 16, 2.
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Paper 2 (Petition), 4.

Traynor Decl., Ex. 1003, 56.
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• The Petition asserted three (four) 

“transaction” examples as being 

“obvious to a POSITA.”

• Payment Information; or 

authorization for a cc / bank 

account

• Hotel/Building Key

• Advertisement Content

Petition, Paper 2, 35-36; 

Traynor Decl., Ex. 1003, ¶ 106

IPR2024-00846

“[I]f the Examiner finds differently than the Board regarding even on claim term, argument, and/or 

prior art reference, inconsistent decision may be reached.” Paper 16, 2.
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“[I]f the Examiner finds differently than the Board regarding even on claim term, argument, and/or 

prior art reference, inconsistent decision may be reached.” Paper 16, 2.

Traynor Decl., Ex. 1003, ¶¶ 71, 115
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Traynor Decl., Ex. 1003, ¶¶ 71, 116.

“[I]f the Examiner finds differently than the Board regarding even on claim term, argument, and/or 

prior art reference, inconsistent decision may be reached.” Paper 16, 2.
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Traynor Decl., Ex. 1003, ¶¶ 71, 117.

“[I]f the Examiner finds differently than the Board regarding even on claim term, argument, and/or 

prior art reference, inconsistent decision may be reached.” Paper 16, 2.
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Traynor Decl., Ex. 1003, 86.

“[I]f the Examiner finds differently than the Board regarding even on claim term, argument, and/or 

prior art reference, inconsistent decision may be reached.” Paper 16, 2.



Paper 10 (PO Resp.), 7.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 16IPR2024-00846

“[I]f the Examiner finds differently than the Board regarding even on claim term, argument, and/or 

prior art reference, inconsistent decision may be reached.” Paper 16, 2.

Paper 10 (PO Resp.),  1.
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“[I]f the Examiner finds differently than the Board regarding even on claim term, argument, and/or 

prior art reference, inconsistent decision may be reached.” Paper 16, 2.

Paper 10 (PO Resp.),  8.

Paper 17 (PO Sur-Reply), 4.



Paper 8 (ID), 22.
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“[I]f the Examiner finds differently than the Board regarding even on claim term, argument, and/or 

prior art reference, inconsistent decision may be reached.” Paper 16, 2.

Paper 8 (ID), 20.Ex. 2017 (730 Office Action), 57.



Paper 8 (ID), 25.
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“[I]f the Examiner finds differently than the Board regarding even on claim term, argument, and/or 

prior art reference, inconsistent decision may be reached.” Paper 16, 2.

Paper 8 (ID), 23.Ex. 2017 (730 Office Action), 57.
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“[I]f the Examiner finds differently than the Board regarding even on claim term, argument, and/or 

prior art reference, inconsistent decision may be reached.” Paper 16, 2.

Ex. 2017 (730 Office Action), 57.
Ex. 2017, 15.

Paper 2 (Petition), 4.



DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 21IPR2024-00846

“[I]f the Examiner finds differently than the Board regarding even on claim term, argument, and/or 

prior art reference, inconsistent decision may be reached.” Paper 16, 2.

Ex. 2017 (730 IPR), 15.

Ex. 2017, 20.

Ex. 2017, 21.

Ex. 2017, 21.

Ex. 2017, 22.
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MPEP §2260.

“[T]he issues should be sufficiently focused to 

enable the examiner to make a definitive first 

ex parte action on the merits which should 

clearly establish the issues which exist between 

the examiner and the patent owner insofar as 

the patent is concerned. In view of the fact that 

the examiner’s first action will clearly establish 

the issues, the first action should include a 

statement cautioning the patent owner that a 

complete response should be made to the action 

since the next action is expected to be a final 

action.”

“[I]f the Examiner finds differently than the Board regarding even on claim term, argument, and/or 

prior art reference, inconsistent decision may be reached.” Paper 16, 2.

MPEP §2262.

“The examiner’s first Office action will be a 

statement of the examiner’s position and should 

be so complete that the second Office action can 

properly be made a final action.

The first Office action must be sufficiently detailed 

that the pertinency and manner of applying the 

cited prior art to the claims in each rejection is 

clearly set forth therein.”
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MPEP §2271.

“Both the patent owner and the examiner should 

recognize that a reexamination proceeding may result in 

the final cancellation of claims from the patent and that 

the patent owner does not have the right to renew or 

continue the proceedings by refiling under 37 CFR 

1.53(b) or 37 CFR 1.53(d) or former 37 CFR 1.60 or 

1.62, nor by filing a request for continued examination 

under 37 CFR 1.114. Complete and thorough actions by 

the examiner coupled with complete responses by the 

patent owner, including early presentation of evidence 

under 37 CFR 1.131(a) or 37 CFR 1.132, will go far in 

avoiding such problems and reaching a desirable early 

termination of the reexamination prosecution.”

“[I]f the Examiner finds differently than the Board regarding even on claim term, argument, and/or 

prior art reference, inconsistent decision may be reached.” Paper 16, 2.
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Anacor Pharm., Inc. v. Iancu, 889 F. 3d 1372, 1380 (Fed. Cir. 2018) (emphasis added).

“There is, however, no blanket prohibition against the 

introduction of new evidence during an inter partes 

review proceeding. In fact, ‘the introduction of new 

evidence in the course of the trial is to be expected in 

inter partes review trial proceedings and, as long as the 

opposing party is given notice of the evidence and an 

opportunity to respond to it, the introduction of such 

evidence is perfectly permissible under the APA.”

“To the extent there is any inconsistency … it will likely raise (here or on appeal) APA violation 

concerns” Paper 16, 3.
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“A patent owner … is undoubtedly entitled to notice of 

and a fair opportunity to meet the grounds of rejection. 

‘The indispensable ingredients of due process are notice 

and an opportunity to be heard by a disinterested 

decision-maker.’ Abbott Labs. v. Cordis Corp., 710 F.3d 

1318, 1328 (Fed.Cir.2013)… [T]he Administrative 

Procedure Act requires the PTO to "timely inform[ ]’ a 

patent owner of ‘the matters of fact and law asserted" 

in an inter partes review of its patent…  Section 

554(b)(3) has been applied to mean that ‘an agency may 

not change theories in midstream without giving 

respondents reasonable notice of the change’ and ‘the 

opportunity to present argument under the new theory.’

Belden Inc. v. Berk-Tek LLC, 805 F. 3d 1064, 1080 (Fed. Cir. 2015) (emphasis added).

“To the extent there is any inconsistency … it will likely raise (here or on appeal) APA violation 

concerns” Paper 16, 3.
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“It is the petitioner that bears the burden of proof in 

IPRs, however. See 35 U.S.C. § 316(e) ("In an inter 

partes review instituted under this chapter, the petitioner 

shall have the burden of proving a proposition of 

unpatentability by a preponderance of the evidence.") 

(emphasis added)…  But it is still a system that is 

predicated on a petition followed by a trial in which the 

petitioner bears the burden of proof. Given that 

framework, we find no support for the PTO's position 

that the Board is free to adopt arguments on behalf of 

petitioners that could have been, but were not, raised by 

the petitioner during an IPR. Instead, the Board must 

base its decision on arguments that were advanced by a 

party, and to which the opposing party was given a 

chance to respond.”

In re Magnum Oil Tools International, Ltd., 829 F.3d 1364, 1388-81 (Fed. Cir. 2016) (emphasis added).

“To the extent there is any inconsistency … it will likely raise (here or on appeal) APA violation 

concerns” Paper 16, 3.
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Aqua Prods., Inc. v. Matal, 872 F.3d 1290, 1325 (Fed. Cir. 2017) (en banc) (emphasis added).

“An agency's refusal to consider evidence bearing on 

the issue before it is, by definition, arbitrary and 

capricious within the meaning of APA, which governs 

review of agency adjudications. That means that the 

agency must take account of all the evidence of record, 

including that which detracts from the conclusion the 

agency ultimately reaches.”

“To the extent there is any inconsistency … it will likely raise (here or on appeal) APA violation 

concerns” Paper 16, 3.
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In re Vivint, 14 F.4th 1342, 1351-52 (Fed. Cir. 2021) emphasis 

added); see also id. at 1352-1355 (holding that the Office acted 

arbitrarily and capriciously when the CRU and PTAB in IPR 

proceedings applied the same law to the same facts and achieved 

inconsistent results).

“Under the APA, we must set aside an agency action that 

is either an abuse of discretion or arbitrary and 

capricious… Agency action that ‘departs from 

established precedent without a reasoned explanation is 

arbitrary and capricious.”

“Because the Board did not provide any reasoned 

explanation for the inconsistent result across the two 

reexaminations, we vacate and remand the Board’s 

decision[.]”

Vicor Corp. v. SynQor, Inc., 869 F.3d 1309, 1323 (Fed. Cir. 2017).

“To the extent there is any inconsistency … it will likely raise (here or on appeal) APA violation 

concerns” Paper 16, 3.
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“It is the petitioner that bears the burden of proof in 

IPRs, however. See 35 U.S.C. § 316(e) ("In an inter 

partes review instituted under this chapter, the petitioner 

shall have the burden of proving a proposition of 

unpatentability by a preponderance of the evidence.") 

(emphasis added)…  But it is still a system that is 

predicated on a petition followed by a trial in which the 

petitioner bears the burden of proof. Given that 

framework, we find no support for the PTO's position 

that the Board is free to adopt arguments on behalf of 

petitioners that could have been, but were not, raised by 

the petitioner during an IPR. Instead, the Board must 

base its decision on arguments that were advanced by a 

party, and to which the opposing party was given a 

chance to respond.”

In re Magnum Oil Tools International, Ltd., 829 F.3d 1364, 1388-81 (Fed. Cir. 2016) (emphasis added).

“To the extent there is any inconsistency … it will likely raise (here or on appeal) APA violation 

concerns” Paper 16, 3.
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35 U.S.C. § 325(d).

“To the extent there is any inconsistency … it will likely raise (here or on appeal) APA violation 

concerns” Paper 16, 3.


