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DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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CHALLENGED PATENT

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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The 109 Patent

109 Patent (Ex. 1001). DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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ASSERTED GROUNDS

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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109 Patent Asserted Grounds

Petition (Paper No. 1) at 2-3. 

Ground References Claim

1 Rosenberg and Nakazawa 1-6, 8, and 17

2 Rosenberg, Nakazawa, and Hatanaka 1-6, 8, 11, and 17

3 Rosenberg, Nakazawa, and Tripathi 1-6, 8, and 17

4 Rosenberg, Nakazawa, Tripathi, and Hatanaka 11

5-7 Rosenberg, Nakazawa, and Iwai 

Rosenberg, Nakazawa, Hatanaka, and Iwai

Rosenberg, Nakazawa, Tripathi, and Iwai

7

8-10 Rosenberg, Nakazawa, and Kubota

Rosenberg, Nakazawa, Hatanaka, and Kubota

Rosenberg, Nakazawa, Tripathi and Kubota

9

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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109 Patent Asserted Grounds Continued

Petition (Paper No. 1) at 3-4. 

Ground References Claim

11-13 Rosenberg, Nakazawa, and Cho

Rosenberg, Nakazawa, Hatanaka, and Cho

Rosenberg, Nakazawa, Tripathi, and Cho

10

14-16 Rosenberg, Nakazawa, and Park

Rosenberg, Nakazawa, Hatanaka, and Park

Rosenberg, Nakazawa, Tripathi, and Park

12

17-19 Rosenberg, Nakazawa, and Kuranov

Rosenberg, Nakazawa, Hatanaka, and Kuranov

Rosenberg, Nakazawa, Tripathi, and Kuranov

13-15

20-22 Rosenberg, Nakazawa, and Chang

Rosenberg, Nakazawa, Hatanaka, and Chang

Rosenberg, Nakazawa, Tripathi, and Chang

16

23-25 Rosenberg, Nakazawa, and Lizee

Rosenberg, Nakazawa, Hatanaka, and Lizee

Rosenberg, Nakazawa, Tripathi, and Lizee

18

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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CHALLENGED INDEPENDENT CLAIM

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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U.S. Patent No. 8,982,109 Challenged Independent Claim 1

109 Patent (Ex. 1001), Claim 1. 

1 Preamble. A method for operating a system having a monitor, a camera, and a processor, so as to display a 

mirror-mimicking image on the monitor, by performing non-ordered steps comprising:

1a. obtaining a digital image from a camera;

1b. flipping the image about a vertical axis so as to reverse right and left sides of the image;

1c. applying a transformation mapping to the image to modify the image such that it appears to mimic a 

reflection of a mirror;

1d. resizing the image to reduce variations caused by changes in object's distance to the camera;

1e. displaying the image on the monitor after performing the flipping, transformation mapping, and resizing;

1f. wherein the non-ordered steps are performed on a series of images of a live video feed from the camera;

1g. determining distance to a user appearing in the live video feed;

1h. and, varying rate at which the non-ordered steps are performed on the series of images according to the 

distance.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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U.S. Patent No. 8,982,109 Challenged Independent Claim 1

109 Patent (Ex. 1001), Claim 1. 

1 Preamble. A method for operating a system having a monitor, a camera, and a processor, so as to display a 

mirror-mimicking image on the monitor, by performing non-ordered steps comprising:

1a. obtaining a digital image from a camera;

1b. flipping the image about a vertical axis so as to reverse right and left sides of the image;

1c. applying a transformation mapping to the image to modify the image such that it appears to mimic a 

reflection of a mirror;

1d. resizing the image to reduce variations caused by changes in object's distance to the camera;

1e. displaying the image on the monitor after performing the flipping, transformation mapping, and resizing;

1f. wherein the non-ordered steps are performed on a series of images of a live video feed from the camera;

1g. determining distance to a user appearing in the live video feed;

1h. and, varying rate at which the non-ordered steps are performed on the series of images according to 

the distance.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Issues

• Whether the Board should adopt Petitioners’ district court construction 

of “appears to mimic a mirror”

• Whether the Asserted Grounds disclose or render obvious limitation 

1(c): “applying a transformation mapping to the image to modify 

the image such that it appears to mimic a reflection of a mirror”

•  Whether the Asserted Grounds disclose or render obvious limitation 

1(h): “varying rate at which the non-ordered steps are performed 

on the series of images according to the distance.”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Issues

• Whether the Board should adopt Petitioners’ district court construction 

of “appears to mimic a mirror”

• Whether the Asserted Grounds disclose or render obvious limitation 

1(c): “applying a transformation mapping to the image to modify 

the image such that it appears to mimic a reflection of a mirror”

•  Whether the Asserted Grounds disclose or render obvious limitation 

1(h): “varying rate at which the non-ordered steps are performed 

on the series of images according to the distance.”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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CLAIM CONSTRUCTION

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Petitioners’ IPR Claim Construction Position

Petition (Paper No. 1) at 8.

“it appears to mimic a reflection of a mirror”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Petitioners’ District Court Claim Construction Position

“it appears to mimic a reflection of a mirror”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EyesMatch v. Samsung, Samsung Resp. Claim Construction Br. (Ex. 2009) at 12 (cited: POR (Paper No. 22) at 15).
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District Court Claim Construction Order

“it appears to mimic a reflection of a mirror”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EyesMatch v. Samsung, Claim Construction Order (Ex. 2008) at 19 (cited: POR (Paper No. 22) at 33).
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Petitioners’ District Court Construction Should Be Adopted

Petitioners sought a narrow construction in district court.

“it appears to mimic a reflection of a mirror”

An image where the user sees their reversed reflection appearing at approximately double 

the distance from the camera and the reflection maintains approximately the same size 

regardless of user movement.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EyesMatch v. Samsung, Samsung’s Responsive Claim Construction Br. (Ex. 2009) at 12 (cited: POR (Paper No. 22) at 15).
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Petitioners’ District Court Construction Should Be Adopted

Petitioners sought a narrow construction in district court.

“When a user looks at himself in the mirror, what he 

actually sees is the reflection of himself as if he was 

standing at a distance that is double the distance from 

him to the mirror. This is illustrated in FIG. 5A, 

wherein the user standing at distance D1 sees himself at 

a distance equal to twice D1. Similarly, as shown 

in FIG. 5B, a user standing at distance D2 will see 

himself at a distance 2×D2.”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

109 Patent (Ex. 1001) at 2:4-10, Figs. 5A, 5B (cited: Samsung’s Resp. Claim Construction Brief (Ex. 2009) at 16 and Petition (Paper No. 1) at 26) 

and Karam Decl. (Ex. 1004), ¶ 42 (cited: Petition (Paper No. 1) at 7)). 
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Petitioners’ District Court Construction Should Be Adopted

Petitioners sought a narrow construction in district court.

“Consequently, as illustrated in FIG. 5B, when the user 

approaches the mirror, the FOV angle increases, which 

is why he continues to see the same size reflection 

(FOV1<FOV2), so that the user actually sees himself 

roughly at the same size, but closer.”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

109 Patent (Ex. 1001) at 2:19-23, Figs. 5A, 5B (cited: Samsung’s Resp. Claim Construction Brief (Ex. 2009) at 16) and Petition (Paper No. 1) at 

26) and Karam Decl. (Ex. 1004), ¶ 42 (cited: Petition (Paper No. 1) at 7)). 

.
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Petitioners’ District Court Construction Should Be Adopted

Petitioner Samsung’s Responsive Claim Construction Brief (Ex. 2009) at 13-14.

Petitioners sought a narrow construction in district court.

The ’109 Patent emphasizes that prior art “techniques are not convincing and are not yet accepted as a 

reliable image of the individual as if he was looking at himself in a conventional mirror.” ’109 Patent at 

1:65-2:1. . . .First, the ’109 Patent explains that conventional mirror images are reversed. Id. at 14:40-41. 

However, the ’109 Patent makes clear that mimicking a mirror’s reflection requires more than simply 

displaying a reversed image/video of a user.  . . .

Second, the ’109 Patent describes that “when a user looks at himself in the mirror, what he actually sees is 

the reflection of himself as if he was standing at a distance that is double the distance from him to the 

mirror.” Id. at 2:4-6; see also id. at Figs. 5A and 5B, illustrating a user standing at a distance from a mirror 

(“D1” in Fig. 5A and “D2” in Fig. 5B) and seeing himself (i.e., his reflected “image”) at twice the distance 

from the mirror (2xD1 or 2xD2, respectively). Third, when describing conventional mirrors, the ’109 Patent 

provides that “the angle of the user’s Field of View (FOV) changes when the user changes the distance, e.g., 

gets closer, to the mirror.” Id. at 2:10-12. “Consequently, as illustrated in FIG. 5B, when the user approaches 

[a conventional] mirror . . . he continues to see the same size reflection . . . so that the user actually sees 

himself roughly at the same size, but closer.” Id. at 2:19-23; see also 14:25-5

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Petitioners’ District Court Construction Should Be Adopted

Petitioners never contend the district court’s construction was wrong.

• “The Board need not construe ‘mirror mimicking’ since the prior art 

expressly discloses mimicking a mirror.” 

• “The Board is not bound by a magistrate judge’s construction.”

• “Petitioners’ IPR position is not inconsistent with Samsung’s construction 

for ‘mirror mimicking’ in district court.”

• “But Petitioners continue to believe that no construction is necessary to 

resolve the disputes before the Board.”

Petitioners’ Reply (Paper No. 26) at 6.

Petitioners’ Reply (Paper No. 26) at 7.

Petitioners’ Opp. to Mtn. to Strike (Paper No. 39) at 8.

Petitioners’ Reply (Paper No. 26) at 5.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Petitioners’ District Court Construction Should Be Adopted

Of Course Petitioners’ Positions Are Inconsistent, and A Construction Is 
Necessary.

• In “traditional mirror emulation mode, the digital mirror is operative to replicate 

the performance of a standard household mirror, providing the user with a left-

right reversed frontal image of himself or herself when standing before the 

display.” Rosenberg (Ex. 1005), ¶ [0027]

Petitioner’s IPR Position (No Construction) Petitioner’s District Court Position (Double 

Distance, Same Size Requirement)

X?

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

(cited: Petition (Paper No. 1) at 14).
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Petitioners’ District Court Construction Should Be Adopted

Petitioners have failed to explain their inconsistent positions.

“Keeping in mind that Petitioner has the burden to show a reasonable likelihood 

of prevailing in showing that at least one claim is unpatentable, it is incumbent 

upon Petitioner to address substantively the District Court’s claim construction of 

a limitation when construction of that limitation is likely to be a focal point of the 

inter partes review proceeding. By failing to reconcile its proffered claim 

construction here with its very different construction proffered in District Court—

which the District Court agreed with—Petitioner fails to satisfy this burden.”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

OrthoPediatrics Corp. v. K2M, Inc., No. IPR2018-01548, Paper 9 at 11 (P.T.A.B. Mar. 1, 2019) (cited: POR (Paper 22) at 18).
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Petitioners’ District Court Construction Should Be Adopted

The Markman standard was adopted for IPRs to end gamesmanship and 
provide consistency

If we were to adopt Petitioner’s claim construction as presented in the Petition, and if the district court were 

to adopt Petitioner’s claim constructions as proposed there, the subsequent decisions issued in reliance on 

these inconsistent claim constructions may lack “uniformity” between us and the district court and may 

undermine the “predictability” of the ’296 patent’s claim scope and the “integrity of the patent system”

overall. See Changes to the Claim Construction Standard for Interpreting Claims in Trial Proceedings Before 
the Patent Trial and Appeal Board, 83 Fed. Reg. at 51,342. Petitioner has not provided us with any 

arguments as to why such problems are not present here, much less provided any reason behind its 

inconsistent claim constructions in general.

“By maintaining consistency among the various proceedings, the integrity, predictability, and 

reliability of the patent system is thus enhanced.”

Changes to the Claim Construction Standard for Interpreting Claims in Trial Proceedings Before the Patent Trial 

and Appeal Board, 83 Fed. Reg. 51,340, 51,345 (Oct. 11, 2018) (Cited: POR (Paper 22) at 18).

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Kiosoft Techs., LLC v. PayRange, Inc., No. IPR2021-00086, Paper 12 at 16 (P.T.A.B. Mar. 22, 2021) (cited: POR 

(Paper 22) at 18).
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Issues

• Whether the Board should adopt Petitioners’ district court construction 

of “appears to mimic a mirror”

• Whether the Asserted Grounds disclose or render obvious limitation 

1(c): “applying a transformation mapping to the image to modify 

the image such that it appears to mimic a reflection of a mirror”

•  Whether the Asserted Grounds disclose or render obvious limitation 

1(h): “varying rate at which the non-ordered steps are performed 

on the series of images according to the distance.”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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ASSERTED GROUNDS DO NOT DISCLOSE 
OR RENDER OBVIOUS LIMITATION 1(C)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



26

For all grounds, Petitioners rely only on the combination of Rosenberg and 
Nakazawa to contend that limitation 1(c) (“it appears to mimic a reflection of a 
mirror”) is disclosed or obvious

109 Asserted Art

Petitioners’ Reply (Paper No. 26) at 9. Petition (Paper No. 1) at 21.DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Petitioners Rely Exclusively on Rosenberg/Nakazawa For Limitation 1(c)

Ground 2 Ground 3

Petition (Paper 1) at 53.Petition (Paper 1) at 46.

* Section V.A is Ground 1 * Section V.A is Ground 1

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Petitioners Rely Exclusively on Rosenberg/Nakazawa For Limitation 1(c)

Ground 4 Grounds 5-7

Petition (Paper 1) at 60.Petition (Paper 1) at 56.

* Section V.C.1. is Ground 3 * Sections V.A.4 (Ground 1), V.B.1 (Ground 2), V.C.1. (Ground 3)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Petitioners Rely Exclusively on Rosenberg/Nakazawa For Limitation 1(c)

Grounds 8-10 Grounds 11-13

Petition (Paper 1) at 69.Petition (Paper 1) at 65.DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Petitioners Rely Exclusively on Rosenberg/Nakazawa For Limitation 1(c)

Grounds 14-16 Grounds 17-19

Petition (Paper 1) at 75.Petition (Paper 1) at 71.DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Petitioners Rely Exclusively on Rosenberg/Nakazawa For Limitation 1(c)

Grounds 20-22 Grounds 23-25

Petition (Paper 1) at 87.Petition (Paper 1) at 83.DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Rosenberg’s “traditional mirror” mimics a mirror by simply inverting a user’s 
image.

Rosenberg

• “The digital mirror system is adapted to provide real-time captured 

images that approximate what a user would see when viewing an 

ordinary mirror, with the addition of various other image processing 

features.” Rosenberg (Ex. 1005), ¶ [0006]

• In “traditional mirror emulation mode, the digital mirror is operative to 

replicate the performance of a standard household mirror, providing the 

user with a left-right reversed frontal image of himself or herself when 

standing before the display.” Rosenberg (Ex. 1005), ¶ [0027]

• “When in a traditional mirror emulation mode, the frozen image is a left-
right inverted image of the user.” Rosenberg (Ex. 1005), ¶ [0039]

• “For example, a typical verbal command used to switch modes between 

the traditional mirror emulation mode and the third-person mirror mode is 

‘flip’ because the user is flipping the image left-right about a vertical 
centerline.” Rosenberg (Ex. 1005), ¶ [0041]

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE (cited: POR (Paper No. 22) at 4).
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Nakazawa is directed to gaze correction, not mimicking a mirror

Nakazawa

• “[A]n object of the present invention is to provide a photographing device 

that is capable of image correction so that the line of sight of the captured 

image and the displayed image are aligned, even if the photographing 

means and the displaying means are separated.” Nakazawa (Ex. 1007), 

¶ [0007]

• “FIG. 2 is an explanatory diagram when 

a user photographs their own face using 

this photographing device.”  Nakazawa 

(Ex. 1007), ¶ [0031] 

• “At most, a POSITA may consider 

Nakazawa as disclosing simple inversion 

of the image.”  Forsyth Decl. (Ex. 2013), 

¶ 444.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

(cited: POR (Paper No. 22) at 5).

(cited: Petition (Paper No. 1) at 13).

(cited: Petition (Paper No. 1) at 11).

(cited: Petition (Paper No. 1) at 13.
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Petition Does Not Show Or Even Address How Rosenberg/Nakazawa 
Discloses Double Distance, Same Size Requirement

Petition (Paper 1) at 21-22.DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Petitioners’ Expert Did Not Show How Rosenberg/Nakazawa Met The 
Double Distance, Same Size Requirement

Karam Decl. (Ex. 1004), ¶¶ 124-126 (cited: Petitioners’ Reply (Paper 26) at 12).

124. In my opinion, Rosenberg in view of Nakazawa renders obvious this claim limitation.

125. Rosenberg discloses performing left-right inversion (flipping pixels along a vertical axis) and scaling the video 

images so the user is given the impression that he or she is standing before a traditional wall mirror, viewing a mirror 

image (“such that it appears to mimic a reflection of a mirror”). See, e.g., Rosenberg (Ex. 1005), [0003], [0026]-

[0027], [0035], [0041], [0061], [0068], [0077], [0083]. A person of ordinary skill in the art would have understood 

that Rosenberg’s pixel flipping and image scaling are “transformation mapping,” as claimed, for these steps would 

have been performed by mapping the position of each image pixel to another position of a corresponding pixel of a 

modified image. Likewise, the ’109 Patent explains that the “transformation mapping” can include left-right flipping 

and scaling. ’109 Patent (Ex. 1001), 22:1-13, 23:60-24:9, 24:51-53, 29:22-58. The ’109 Patent further indicates that 

such transformation mapping “essentially reassigns new addresses to each pixel of the original image.” ’109 Patent 

(Ex. 1001), 29:28-30.

126. To the extent that the claim limitation requires additional transformations, however, this claim limitation would 

have been obvious in view of Nakazawa. Nakazawa discloses correcting distortion in an image when the camera 

capturing the image is located above or below a display, and the user looks at his or her image on the display during 

capture. See Nakazawa (Ex. 1007), Abstract, [0001]-[0003], [0008], [0032], [0034], Fig. 2. For example, as shown 

below, when a camera is located below a display, if the user looks at the camera during image capture (Figure 2(c)), 

an image like Figure 2(a) is captured; if the user looks at the display during capture (Figure 2(d)), then a distorted 

image like Figure 2(b) is captured Nakazawa (Ex. 1007), [0031]-[0032]. Nakazawa also discloses that this distortion 

occurs when a camera is above the display. Nakazawa (Ex. 1007), [0034].

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Petitioners were required to present all their arguments for unpatentability in 
their Petitions.

Petition Must Include All Arguments for Unpatentability

USPTO Trial Practice Guide at 73, 74-75 (cited: Patent Owner’s Mtn. to Strike (Paper No. 36) at 4, 8).

“Petitioner may not submit new evidence or argument in reply that 

it could have presented earlier, e.g. to make out a prima facie 

case of unpatentability.”

“It is also improper for a reply to present new evidence (including 

new expert testimony) that could have been presented in a prior 

filing, for example, newly cited prior art references intended to 

‘gap-fill’ by teaching a claim element that was not present in the 

prior art presented with the petition.”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Petitioners Have Failed to Explain Their Inconsistent Positions

Cambridge Mobile Telematics, Inc. v. Sfara, Inc., No. IPR2024-00952, Paper 12 at 8, 8-9 (P.T.A.B. Dec, 13, 2024) (designated informative) (cited: 

Order re: Conduct of the Proceedings (Paper No. 31) at 3).
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Petition Asserted No Construction Required – Plain Meaning – for All Terms

Petition (Paper No. 1) at 8.DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Dr. Karam’s Analogy Underscores Petitioners’ Failure of Proof

Karam Dep. (Ex. 2012) at 50:20-51:3 (cited: POR (Paper 22) at 23).DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Only Petitioners’ Reply Contends That Rosenberg/Nakazawa Discloses 
Or Renders Obvious the Double Distance, Same Size Requirement

Petitioners’ Reply (Paper 26) at 10.DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Petitioners’ reliance on Axonics is misplaced.

Axonics, Inc. v. Medtronic, Inc., 75 F.4th 1374 (Fed. Cir. 2023) 

Petitioners’ Reply (Paper 26) at 13 .
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Axonics, Inc. v. Medtronic, Inc., 75 F.4th 1374 (Fed. Cir. 2023)

“But before the Board decides a case 

under a construction adopted after the 

institution decision, it must give a 

petitioner an opportunity to respond to 

the new construction, whether that 

construction was first proposed by the 

patent owner or the Board.”

The holding in Axonics concerned instances in which the Patent Owner or the 
Board has proposed a new construction.

• Construction at issue in this case is one 

that Petitioners chose not to address

Axonics, Inc. v. Medtronic, Inc., 75 F.4th 1374, 1381 (Fed. Cir. 2023) (cited: Petitioners’ Reply (Paper No. 26) at 13).



43

Axonics, Inc. v. Medtronic, Inc., 75 F.4th 1374 (Fed. Cir. 2023)

Axonics does not authorize a petitioner to rely on new prior art, such as art 
supplying the missing purported “background knowledge” of a POSITA.

• Petition did not rely on Straka or Francois 

to establish how limitation 1(c) was met 

Axonics, Inc. v. Medtronic, Inc., 75 F.4th 1374, 1383 (Fed. Cir. 2023) (cited: PO Sur-Reply (Paper No. 32) at 15).

“That is not to say a petitioner may rely 

on new prior art in response to a new 

claim construction presented in the 

patent owner response. We have held 

that a petitioner may not in reply rely 

on new prior art to teach a claim 

limitation.”
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Meta Platforms, Inc., v. Wrinkl, Inc.

Meta Platforms, Inc. v. Wrinkl, Inc., IPR2021-00882, Paper 42 at 13 (P.T.A.B. Nov. 23, 2022) (cited: Petitioners’ Opp. to Mtn. to Strike (Paper 

No. 39) at 5-6).

• “Rather, we find these arguments properly elaborate on the Petition, in 

response to the proposed construction of ‘link’ in Patent Owner’s Response.”

• Unlike in Meta, this is Petitioners’ own construction that it chose not to 

address in its Petition

• Petitioners here do far more than “elaborate” on the discussion of the 

Grounds in the Petition

Petitioners’ reliance on Meta is misplaced.
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Meta Platforms, Inc., v. Wrinkl, Inc.

• “Patent owner does not explain why a reply that cites a subcomponent of an 

item cited in the petition would necessarily go beyond properly elaborating on 

the arguments in the petition.”

• Unlike in Meta, the double distance, same size requirement is not a 

subcomponent of mirror mimicking. 

• Petitioners’ district court construction imposes additional requirements 

never addressed in the Petition

Petitioners’ reliance on Meta is misplaced.

Meta Platforms, Inc. v. Wrinkl, Inc., IPR2021-00882, Paper 42 at 13 (P.T.A.B. Nov. 23, 2022) (cited: Petitioners’ Opp. to Mtn. to Strike (Paper No. 

39) at 5-6).
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Patent Owner Has Not Narrowly Interpreted Petitioners’ Construction 

Petitioners’ Opp. to Mtn. to Strike (Paper No. 39) at 7. 

“To the extent any narrowing has been proposed, it is through Patent Owner’s narrow interpretation of the 

magistrate judge’s recommended construction. For example, in attempting to distinguish Rosenberg, Patent 

Owner argues that the claims require a “difficult,” “complex,” or “unconventional” transformation to 

“convincingly mimic[] a conventional mirror,” or “detailed 3D geometric information.” POR, 30, 31; Ex. 2013, 

¶¶ 66, 74, 439-441; but see Ex. 1046, 56:7-64:19 (Dr. Forsyth admitting that the transformation does not use 3D 

geometric information).”

    Petitioner Samsung’s Responsive Claim Construction Brief (Ex. 2009) at 13-14 (cited: 

POR (Paper No. 22) at 16).

However, the ’109 Patent makes clear that mimicking a mirror’s reflection requires more than simply 

displaying a reversed image/video of a user.  . . . [T]he ’109 Patent describes that “when a user looks at 

himself in the mirror, what he actually sees is the reflection of himself as if he was standing at a distance that 

is double the distance from him to the mirror.” . . . Third, when describing conventional mirrors, the ’109 

Patent provides that “the angle of the user’s Field of View (FOV) changes when the user changes the distance, 

e.g., gets closer, to the mirror.” Id. at 2:10-12. “Consequently, as illustrated in FIG. 5B, when the user 

approaches [a conventional] mirror . . . he continues to see the same size reflection . . . so that the user 

actually sees himself roughly at the same size, but closer.” Id. at 2:19-23; see also 14:25-5
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Haag-Streit AG v. Eidolon Optical, LLC

Petitioners may not attempt to gap-fill with alleged background knowledge that 

was not previously argued for limitation 1(c).

Haag-Streit AG v. Eidolon Optical, LLC, IPR2028-01311, Paper 31 at 6 (P.T.A.B. Sept. 5, 2019) (cited: PO’s Mtn. to Strike (Paper No. 36) at 8).
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Petitioners’ argument that there is no attempt to gap-fill or offer an alternative 
was the same argument rejected in Haag-Streit.

Haag-Streit AG v. Eidolon Optical, LLC

Haag-Streit AG v. Eidolon Optical, LLC, IPR2028-01311, Paper 31 at 6 (P.T.A.B. Sept. 5, 2019) (cited: PO’s Mtn. to Strike (Paper No. 36) at 8.



49

Haag-Streit AG v. Eidolon Optical, LLC

Petitioners attempt to gap-fill with alleged background knowledge that was not 

previously argued for limitation 1(c).

Haag-Streit AG v. Eidolon Optical, LLC, IPR2028-01311, Paper 31 at 13 (P.T.A.B. Sept. 5, 2019) (cited: PO’s Mtn. to Strike (Paper No. 36) at 8).
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Only Petitioners’ Reply Contends That Rosenberg/Nakazawa Discloses 
Or Renders Obvious the Double Distance, Same Size Requirement

Petitioners’ Reply (Paper 26) at 10.DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Only Petitioners’ Reply Contends That Rosenberg/Nakazawa Discloses 
Or Renders Obvious the Double Distance, Same Size Requirement

Petitioners’ Reply (Paper 26) at 12.DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Nakazawa’s Disclosure of Distortion Correction is Unrelated to Mirror 
Mimicking

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Nakazawa (Ex. 1007), ¶ [0033], Figs. 2, 3 (cited: Petition (Paper No. 1) at 11, 13).
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Nakazawa Does Not Disclose Or Render Obvious Limitation 1(c)

Forsyth Decl. (Ex. 2013), ¶¶ 442-445 (cited: POR (Paper No. 22) at 31).

Declaration of Dr. Forsyth

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Petitioners’ Cited Material From Rosenberg Does Not Show District Court 
Construction Is Met

• Citations do not establish why or how a 

POSITA would understand 

Rosenberg/Nakazawa to disclose 

transformations of images such that the 

images:

• appear roughly double the distance to 

the user

AND

• Maintain roughly the same size 

regardless of user movement

Petitioners’ Reply (Paper 26) at 10.DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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In this way the user can view his or her own image quickly and conveniently by simply stepping before the display 
portion of the digital mirror. In addition, embodiments of the present invention may be configured to provide a plurality 
of digital mirror display modes that may be selectively engaged by the user through hands-free user interactions. In a 
basic mode of operation, referred to herein a traditional mirror emulation mode, the digital mirror is operative to
replicate the performance of a standard household mirror, providing the user with a left-right reversed frontal image of
himself or herself when standing before the display. This is achieved by streaming a left-right inverted representation of 
the real-time video imagery from a camera aimed at the user to a screen portion of the display, the camera being 
mounted and aimed such that it points back at the user from a position on or near the display. In a preferred
embodiment, the camera is positioned such that it is centered with respect to the screen area of the display. In basic 
embodiments the camera is mounted directly above the screen area of the display, generally near the center. This is 
non-ideal because it provides the user with a view of himself or herself from a somewhat unnatural perspective as 
compared to a traditional mirror. In more advanced embodiments the camera is mounted within the screen area of the
display itself, approximately at eye-level of typical users, for example, positioned behind the display surface and aimed
through a transparent portion of the display. Such embedded-camera embodiments provide a superior arrangement
because they provide the user with a natural and accurate visual perspective of himself or herself as compared to a
traditional mirror. In many such embedded-camera embodiments the camera imaging frame rate is interlaced with the 
display imagery frame rate such that camera images are captured during off times between the image display. Thus by
mounting the camera at such a location and in such a manner, the user will get the most closely approximated mirror
image captured by the camera and projected upon the display. However, embodiments which have a camera mounted 
above the screen area may still be configured to provide an effective image, but the vantage point will simply being 
slightly higher than the eye-level vantage point with which users are familiar. This raised vantage point is sometimes 
advantageous, giving users an increased view of the top of their head, an area that is often the focus of hair brushing.

Rosenberg Never Discloses the Double Distance, Same Size Requirement

Rosenberg (Ex. 1005), ¶ [0027] (cited: Petitioners’ Reply (Paper No. 26) at 11).DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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When in one of these real-time mirroring modes, the hardware and software rapidly update the image 
upon the display screen with a representation of the real-time digital video imagery collected from the 
camera. Because the camera is aimed back at the user from within, upon, or nearly upon the location
of the display screen, this imagery will show a frontal depiction of any user or users who are standing 
substantially in front of the display screen and looking upon the screen while facing forward. In 
general, the rapid update rate is of a speed and lag such that it seems real-time and continuous to a 
human user. Typically an update rate of 60 HZ or more will be pleasing to a human user. In some 
embodiments update rates substantially higher than this may be used. In addition, the lag time is 
generally kept small (i.e., the time between image capture and image display), on the order of 
milliseconds or tens of milliseconds. Thus, when in a real-time mirroring mode, the image frames 
collected from the camera are captured at a rapid rate and displayed with minimal lag, providing a
user with a real-time mirroring experience that responds in real time very much like a traditional
mirror. As a user, for example, moves his arms about while brushing his or her hair, the image 
displayed upon the screen will appear continuously updated in real time.

Rosenberg Never Discloses the Double Distance, Same Size Requirement

Rosenberg (Ex. 1005), ¶ [0038] (cited: Petitioners’ Reply (Paper No. 26) at 10).DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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FIG. 5 illustrates a computer rendering of 
a human user 501 standing in front of a wall-
mounted embodiment of the advanced digital 
mirror system 502 according to at least one 
embodiment of the present invention. The user's 
image is captured as a real-time video image by a 
camera upon or within the digital mirror 502 as 
described previously. A representation of that 
real-time video image is then displayed upon the 
wall mounted screen of the digital mirror 502 with
a displayed size and scaling such that it appears
like a traditional life-size mirror image 503. In a
traditional mirror emulation mode, the real-time
video image is left-right inverted prior to display
upon the screen. Thus the user 501 standing 
before the digital display is given the visual 
impression that he or she is standing before a 
traditional wall mirror, viewing a traditional mirror 
image of himself or herself.

Rosenberg Never Discloses the Double Distance, Same Size Requirement

Rosenberg (Ex. 1005), ¶ [0077], Fig. 5 (cited: Petitioners’ Reply (Paper No. 26) at 11).DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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For the First Time In Their Reply, Petitioners Rely on Alleged Background 
Knowledge of a POSITA To Fill Gaps In Rosenberg/Nakazawa

Petitioners’ Reply (Paper No. 26) at 11.

Dr. Karam then explains that it was well-known for digital camera systems to apply 

transformations (e.g., scaling, viewpoint adjustments) to replicate reversed, double-

distance, same-size features. Decl., ¶¶41-52; Straka, 637, 640-41, Figs. 1(b), 4(a); 

François, §§2.1, 2.3, Figs. 2, 5; Rosenberg, [0027]-[0028], [0077], Fig. 5. She explains, to 

mimic a conventional mirror, the camera-captured image is transformed to render an 

image captured at a virtual viewpoint symmetrical to a user’s viewpoint, causing it to 

appear left-right inverted at roughly double the distance and the same size—to have a 

“mirror effect.” Decl., ¶¶48-52; Straka, 640-41, Fig. 1(b); François, §§2.1, 2.3, Figs. 2, 5. 

According to Dr. Karam, if the art replicates the conventional mirror, a POSITA would 

have understood it provides the reversed, double-distance, same-size features. Decl., ¶¶41-

52; Ex. 2012, 47:1-52:2, 84:11-88:21, 254:3-255:8, 105:5-110:2.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Dr. Karam opined that paragraph 77 of Rosenberg meets the district court’s 
construction.

Scaling in Rosenberg

Rosenberg (Ex. 1005), ¶ [0077] (cited: 

Petitioners’ Reply (Paper No. 26) at 11).
Karam Dep. (Ex. 2012) at 60:3-15 (cited: 

Petitioners’ Reply (Paper No. 26) at 12).

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Petitioners Rely on Alleged Background Knowledge of a POSITA

Petition (Paper No. 1) at 21-22.

The Petition did not rely on this “background knowledge” for limitation 1(c) 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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A POSITA would have understood paragraph 77 in the context of Rosenberg’s 
teaching that mimicking a traditional mirror only requires simple inversion.

Rosenberg Mirror Mimicking Is Simple Inversion

Forsyth Decl. (Ex. 2013), ¶ 440 (cited: POR (Paper No. 22) at 4).DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Rosenberg discloses only simple image inversion to mimic a traditional 
mirror.

Rosenberg Mirror Mimicking Is Simple Inversion

Forsyth Decl. (Ex. 2013), ¶ 439 (cited: POR (Paper No. 22) at 4).

.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Rosenberg Teaches Away From Double the Distance

Rosenberg (Ex. 1005), ¶ [0039] (capitalization in original) (cited: Petition (Paper No. 1) at 43).

Rosenberg

Thus a user may be looking in the mirror, engage the mirror image-freeze feature, and 

have the then current (or substantially current) image that was displayed upon 

engaging the feature, freeze upon the screen for an extended period. This will allow the 

user, for example, to examine the frozen image in detail. This is particularly useful for a 

user who wishes to change his or her distance and/or location with respect to the mirror 

to get a better view of his or her image, but NOT have the image change as the user 

moves. For example, a user may wish to step closer to the mirror and view a portion of 

his or her face from only a few inches away. With a traditional optical mirror, such an 

act would cause the reflected image to change such that the user who is just a few 

inches away ends up staring into his or her own eyes. In reality he may wish to freeze 

the image, step close, and then view some other portion of the face. The mirror image-

freeze feature of the present invention enables this enhanced mirroring operation.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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A POSITA Would Regard Rosenberg As Teaching Away

Forsyth Decl. (Ex. 2013), ¶ 437 (cited: POR (Paper No. 22) at 27).

.

Declaration of Dr. Forsyth

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Importance of These Properties Was Not Obvious

Forsyth Decl. (Ex. 2013), ¶ 450 (cited: POR (Paper No. 22) at 32).

.

Even if known, it would not have been obvious to a POSITA that these 

conventional mirror properties were important enough to implement.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Dr. Forsyth: Importance of Double Distance, Same Size Was Not Obvious

Forsyth Dep. (Ex.1046) at 144:15-145:12 (cited: PO Sur-Reply (Paper No. 32) at 16).

Q: Is it your opinion that providing double the distance in same size properties of a conventional mirror more 

difficult and more complex than flipping the image?

A: Yes.

Q: In your view, a POSITA would not know how to implement these known conventional mirror properties with 

known transformation techniques? 

A: I think my view is stated that a POSITA would not have realized it was important. And the support for that view

in the fact that Rosenberg doesn't do it, nor do a number of other people.

Q: So in your opinion, a POSITA would not have realized those features are important?

A: In my opinion, a POSITA -- a POSITA would not have realized those features were important. And a number of

documents I've looked at here describe mirror emulation without having those features, suggesting that authors at the

time did not realize that it was important either.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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NO MOTIVATION TO COMBINE 
ROSENBERG/NAKAZAWA TO ACHIEVE 
LIMITATION 1(c)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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A POSITA would not have been motivated to combine Rosenberg/Nakazawa.

No Motivation to Combine Rosenberg/Nakazawa

Forsyth Decl. (Ex. 2013), ¶ 449 (cited: POR (Paper No. 22) at 32).

.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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No Motivation to Combine Rosenberg/Nakazawa

Forsyth Decl. (Ex. 2013), ¶ 450 (cited: POR (Paper No. 22) at 32).

.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Issues

• Whether the Board should adopt Petitioners’ district court construction 

of “appears to mimic a mirror”

• Whether the Asserted Grounds disclose or render obvious limitation 

1(c): “applying a transformation mapping to the image to modify 

the image such that it appears to mimic a reflection of a mirror”

•  Whether the Asserted Grounds disclose or render obvious limitation 

1(h): “varying rate at which the non-ordered steps are performed 

on the series of images according to the distance.”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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ASSERTED GROUNDS DO NOT DISCLOSE 
OR RENDER OBVIOUS LIMITATION 1(H)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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The Asserted Grounds Do Not Disclose “varying the rate” 

109 Patent (Ex. 1001), Claim 1.

1 Preamble. A method for operating a system having a monitor, a camera, and a processor, so as to display a 

mirror-mimicking image on the monitor, by performing non-ordered steps comprising:

1a. obtaining a digital image from a camera;

1b. flipping the image about a vertical axis so as to reverse right and left sides of the image;

1c. applying a transformation mapping to the image to modify the image such that it appears to mimic a 

reflection of a mirror;

1d. resizing the image to reduce variations caused by changes in object's distance to the camera;

1e. displaying the image on the monitor after performing the flipping, transformation mapping, and resizing;

1f. wherein the non-ordered steps are performed on a series of images of a live video feed from the camera;

1g. determining distance to a user appearing in the live video feed;

1h. and, varying rate at which the non-ordered steps are performed on the series of images according to the 

distance.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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District Court Claim Construction Order

“varying the rate  . . .”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

EyesMatch v. Samsung, Claim Construction Order (Ex. 2008) at 28 (cited: POR (Paper No. 22) at 20).
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Performance of the non-ordered steps 1b-1d must be varied

109 Patent (Ex. 1001), Claim 1.

1 Preamble. A method for operating a system having a monitor, a camera, and a processor, so as to display a 

mirror-mimicking image on the monitor, by performing non-ordered steps comprising:

1a. obtaining a digital image from a camera;

1b. flipping the image about a vertical axis so as to reverse right and left sides of the image;

1c. applying a transformation mapping to the image to modify the image such that it appears to mimic a 

reflection of a mirror;

1d. resizing the image to reduce variations caused by changes in object's distance to the camera;

1e. displaying the image on the monitor after performing the flipping, transformation mapping, and resizing;

1f. wherein the non-ordered steps are performed on a series of images of a live video feed from the camera;

1g. determining distance to a user appearing in the live video feed;

1h. and, varying rate at which the non-ordered steps are performed on the series of images according to the 

distance.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Rosenberg discloses turning off the mirror mode based on distance, not 
varying the rate of steps of the mirror mode.

Grounds 1-25: Rosenberg/Nakazawa Do Not Disclose “varying the rate” 

The digital mirror further includes a novel proximity and/or motion sensor for detecting when a 

user is physically present before and/or approaches and/or stands before the display screen of 

the mirror within some proximity range and automatically engages the digital mirror functionality 

of the present invention. The digital mirror also provides for dual-state operation embodiments in 

which the system displays digitized wall artwork or photographs when not in a mirroring mode 

and wherein the system automatically enters a mirroring mode when a user steps in front of the 

display screen for more than a threshold amount of time and/or when the user utters a particular 

verbal command. The digital mirror also provides for dual-state operation embodiments in which 

the system automatically enters a power-conservation mode, sending reduced power to the 

display screen when a user is not standing before the mirror for more than a threshold amount of 

time and wherein the system automatically enters a mirroring mode when a user steps in front of 

the display screen and/or when the user utters a particular verbal command.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE Rosenberg (Ex. 1005), ¶ [0025] (excerpt) (cited: Petition (Paper No. 1) at 11).



76

Petitioners’ theory is based on Rosenberg’s system switching between 
different modes.

Grounds 1-25: Rosenberg/Nakazawa Do Not Disclose “varying the rate” 

Petitioners’ Reply (Paper No. 26) at 19.

• No single mode in Rosenberg discloses 

varying the rate of performing steps on 

the images based on a user’s distance  

• A POSITA would not have understood 

turning on/off a system to vary the rate at 

which steps are performed

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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A POSITA would not have regarded turning on/off a system to vary the rate at 
which the steps are performed.

Grounds 1-25: Rosenberg/Nakazawa Do Not Disclose “varying the rate” 

Forsyth Decl. (Ex. 2013), ¶¶ 454-455 (cited: POR (Paper No. 22) at 33).DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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For the first time in her deposition, Dr. Karam contended that Rosenberg has a 
“super mode”.

Grounds 1-25: Rosenberg/Nakazawa Do Not Disclose “varying the rate” 

Karam Dep. (Ex. 2012) at 100:3-21 (cited: POR (Paper No. 22) at 34).DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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There is no “super mode,” and a POSITA would not have regarded turning on/off a system to 
be a mode of operation with the on/off varying the rate at which the steps are performed.

Grounds 1-25: Rosenberg/Nakazawa Do Not Disclose “varying the rate” 

Forsyth Decl. (Ex. 2013), ¶ 458 (cited: POR (Paper No. 22) at 34).DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Hatanaka discloses encoding changes based on distance.

Grounds 2, 4: Hatanaka Does Not Disclose “varying the rate” 

Petitioners’ Reply (Paper 26) at 20.DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Reducing frame rate or resolution does disclose or render obvious varying 
the performance of the recited processing steps

109 Patent (Ex. 1001), Claim 1.

1 Preamble. A method for operating a system having a monitor, a camera, and a processor, so as to display a 

mirror-mimicking image on the monitor, by performing non-ordered steps comprising:

1a. obtaining a digital image from a camera;

1b. flipping the image about a vertical axis so as to reverse right and left sides of the image;

1c. applying a transformation mapping to the image to modify the image such that it appears to mimic a 

reflection of a mirror;

1d. resizing the image to reduce variations caused by changes in object's distance to the camera;

1e. displaying the image on the monitor after performing the flipping, transformation mapping, and resizing;

1f. wherein the non-ordered steps are performed on a series of images of a live video feed from the camera;

1g. determining distance to a user appearing in the live video feed;

1h. and, varying rate at which the non-ordered steps are performed on the series of images according to the 

distance.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Hatanaka does not disclose varying the rate at which processing steps are 
performed.

Grounds 2, 4: Hatanaka Does Not Disclose “varying the rate” 

Forsyth Decl. (Ex. 2013), ¶¶ 483, 484 (cited: POR (Paper No. 22) at 43-44).

483. In my opinion, a POSITA would also understand that even though Hatanaka determines distance from a display 

apparatus (a “representation output part”) to a viewer of content (see, e.g., Ex.1009, ¶¶0009, 0010), and can change the

resolution at which video is encoded according to the distance of the viewer to the display device, or change some other 

encoding parameter, such as “frame rate, quantization step size, compression ratio” (id. at ¶0039), there is no disclosure 

that the rate at which processing or encoding steps are varied at all, let alone based on distance. A POSITA would know 

that varying the resolution at which an image is encoded does not change the frequency or rate at which that encoding 

(or any other processing step) occurs. A POSITA would know that the encoding will still occur, but at a lower resolution.

484. A POSITA would know that Hatanaka’s disclosure of varying encoding parameters such as resolution or frame rate 

is varying a property of a system that is very different from the rate at which processing steps are performed, which is 

disclosed in the 109 Patent, and for a different purpose. A POSITA would recognize that Hatanaka is not directed toward 

transformation of captured images, such as by flipping, resizing, or applying other image transformations so that the 

image “appears to mimic a mirror” under the construction in the District Court Litigation. And a POSITA would not 

regard Hatanaka as disclosing any of those things.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Hatanaka does not disclose varying the rate at which processing steps are 
performed.

Grounds 2, 4: Hatanaka Does Not Disclose “varying the rate” 

Forsyth Decl. (Ex. 2013), ¶ 485 (cited: POR (Paper No. 22) at 44).

485. A POSITA would have regarded Hatanaka as being concerned with 

varying the parameters of an encoder so that it encodes content to have 

different resolutions, frame rate, quantization step size, compression ratio and 

so on to reduce throughput. Ex.1009, ¶¶0009, 0010. A POSITA would have 

known that each of these variations in encoder parameters can be achieved 

with image processing at a fixed rate.

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



84

NO MOTIVATION TO COMBINE 
ROSENBERG/NAKAZAWA/HATANAKA FOR 
LIMITATION 1(h)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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No Motivation to Combine Rosenberg/Nakazawa/Hatanaka

Forsyth Decl. (Ex. 2013), ¶ 488 (cited: POR (Paper No. 22) at 45).

488. It is also my opinion that it would not have been obvious to a POSITA to modify Rosenberg/Nakazawa in 

view of Hatanaka providing the concept of varying some aspect of image processing, to achieve the claimed 

varying of image transformation steps of the 109 Patent, as Petitioners appear to contend (Pet. at 49-50).  I 

disagree with Petitioners’ assertion that this modification would merely “apply[] a known technique to 

improve a similar device in the same way to yield the predictable result of efficient image processing.” Pet. at 

50.  This assertion by Petitioners is not supported.  In my opinion not only would a POSITA not regard 

Rosenberg’s mirror device and Hatanaka’s display system as similar devices, but as noted above, Hatanaka’s 

disclosure that image encoding can be variable based on distance from a display to an audience is a different 

technical concept than either Rosenberg’s disclosure of performing a simple image transformation (flipping an 

image along its vertical axis) (e.g., Ex.1005, ¶0039), and the 109 Patent’s disclosure of varying the rate at 

which image transformation steps are applied based on distance to the subject captured in a series of images.  

A POSITA would be aware of image encoding and variations in encoding resolution and frame rate as 

techniques to provide efficient processing and throughput.  However, it is my opinion that the leap from that 

knowledge to modifying the rate at which a set of image transformation steps were applied to a series of 

captured images so that they “appear to mimic a mirror” would not be obvious to a POSITA.  In my opinion, 

although both are within the broad general category of “image processing,” they are different technical 

concepts, with different technical considerations. 

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Tripathi adjusts the frame rate based on content type, not distance

Ground 3: Tripathi Does Not Disclose “varying the rate” 

Petitioners’ Reply (Paper 26) at 23.DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Tripathi adjusts frame rate based on affirmative user actions.

Ground 3: Tripathi Does Not Disclose “varying the rate” 

Forsyth Decl. (Ex. 2013), ¶ 524 (cited: POR (Paper No. 22) at 50).DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Dr. Karam assumed that detecting dynamic content involves determining 
distance despite any disclosure in Tripathi of doing so.

Karam Dep. (Ex. 2012) at 146:5-18 (cited: POR (Paper No. 22) at 55).DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Ground 3: Tripathi Does Not Disclose “varying the rate” 
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Ground 3: Tripathi Does Not Disclose “varying the rate” 

Tripathi (Ex. 1040), Fig. 11 (cited: Petition (Paper No. 1) at 54).DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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Tripathi adjusts frame rate based on affirmative user actions.

Ground 3: Tripathi Does Not Disclose “varying the rate” 

Forsyth Decl. (Ex. 2013), ¶ 523 (cited: POR (Paper No. 22) at 50).DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



91

Tripathi adjusts frame rate based on affirmative user actions.

Ground 3: Tripathi Does Not Disclose “varying the rate” 

Forsyth Decl. (Ex. 2013), ¶ 533 (cited: POR (Paper No. 22) at 50).

Dr Karam offers the opinion that Tripathi's disclosure of adjusting frame rate based on the 

detection of dynamic content constitutes adjusting frame rate based on distance. Ex.1004, ¶ 

223; Ex.2012, 145:18-146:18, 147:16-148:6.  I disagree with this opinion. Dr. Karam relied 

on Figure 11 of Tripathi to support her opinion.  A POSITA would understand that Figure 11 

of Tripathi refers solely to adjusting frame rate based on the dynamic properties of the 

content to be displayed.  The POSITA is presumed to have read Tripathi, where the POSITA 

would find in column 6, lines 29-39 examples of (a) the kind of dynamic content variations 

the device should respond to and (b) the kind of "user input signals" the device should 

respond to.  Tripathi is clear that the user provides explicit signals.  There is no support in 

Tripathi for the idea that variation in frame rate is based on distance to a user, and Figure 11 

certainly does not support this idea.  A POSITA would understand that this variation in frame 

rate is not based on the distance to a user as recited by limitation 1(h).

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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NO MOTIVATION TO COMBINE 
ROSENBERG/NAKAZAWA/TRIPATHI FOR 
LIMITATION 1(h)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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A POSITA would not have been motivated to combine based on reducing 
power consumption.

Ground 3: No Motivation to Combine Rosenberg/Nakazawa/Tripathi

Forsyth Decl. (Ex. 2013), ¶ 531 (cited: POR (Paper No. 22) at 50).

I disagree with Petitioners’ assertion that a POSITA would have been motivated to combine Rosenberg and 

Tripathi because Rosenberg “seeks to reduce power consumption.” Pet. at 54.  A POSITA would have found it 

significant that the passages from Rosenberg that Petitioners cite to concern a low-power idle mode for when 

the user is not present (see, e.g., Ex.1005, ¶¶ 0025, 0032, 0033, 0069, 0070, 0071, 0072) whereas, by contrast, 

Tripathi’s solution is directed to varying the frame rate when the display device is in use: “The variable frame 

rate may be actively determined during operation of device 10 based on whether static or dynamic display 

content is to be displayed”. Ex.1040 at 6:10-12.  Rosenberg’s solution to power consumption is to reduce power 

when the user is not present by putting the display in an idle or off mode; there is no suggestion in Rosenberg 

that other solutions to power consumption are desirable and Tripathi’s solution for power-saving is for when the 

device is in use.  The difference between Rosenberg and Tripathi regarding power-saving solutions would have 

not suggested to a POSITA to combine theses references to meet limitation 1(h).

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE



94

No motivation to combine because Tripathi adjusts frame rate based on 
affirmative user actions.

No Motivation to Combine Rosenberg/Nakazawa/Tripathi

Forsyth Decl. (Ex. 2013), ¶ 532 (cited: POR (Paper No. 22) at 50).DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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THANK YOU

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
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