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I. INTRODUCTION 

Petitioner Wiz, Inc. (“Wiz”) respectfully requests the Board deny Patent 

Owner Orca Security Ltd.’s (“Orca” or “PO”) motion for additional discovery 

(“Mot.”) requesting Wiz produce certain materials from a parallel district court 

litigation (Orca Security Ltd. V. Wiz, Inc., No. 1-23-cv-00758 (D. Del.)) (the 

“Delaware Litigation”) where Orca alleges that Wiz infringes the same patent that 

Wiz challenges here.  The Board should deny PO’s motion because of at least 

Garmin Factors 1, 3, and 5.  Garmin Int’l, Inc. v. Cuozzo Speed Techs. LLC, 

IPR2012-00001, Paper 26 (“Garmin”) (precedential).  As described in detail 

below, PO’s motion fails to even attempt the threshold showing of nexus required 

by Garmin Factor 1.  Moreover, PO provides only vague, overbroad allegations 

and mischaracterizations to support its contention that the Requested Documents 

are “useful.”  Regarding Garmin Factor 3, PO fails to inform the Board that it has 

an alternative means to obtain the discovery—seeking relief in district court—

despite expressly preserving that option when negotiating the litigation stay.  

Finally, as to Garmin Factor 5, Wiz is and will be prejudiced by the burden of both 

responding to PO’s overbroad request and preserving the confidentiality of the 

non-public information in future filings in this IPR.  Accordingly, PO’s motion 

should be denied.  
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II. THE GARMIN ANALYSIS WEIGHS IN FAVOR OF DENYING 

DISCOVERY 

a. Garmin Factor 1 – PO Provides Only Speculation Regarding The 
Usefulness The Requested Documents 

Garmin Factor 1 weighs heavily against granting discovery.  PO has failed 

to show the “usefulness” of the Request Documents for at least two reasons.  First, 

PO—by its own admission—neglects to provide even a nominal showing of nexus 

between PO’s technology and the claims-at-issue.  Second, PO supports its 

contentions of usefulness with nothing more than “mere allegation[s]” based on 

mischaracterizations and misapprehensions.  Id., 8. 

Under Garmin Factor 1, PO must show “beyond speculation that something 

useful will be uncovered” with its discovery requests.  Id., 7.  “Useful” “does not 

mean merely ‘relevant’ and/or ‘admissible,’” but “favorable in substantive value to 

a contention of the party moving for discovery.”  Id.  Where, as here, a party seeks 

alleged secondary considerations evidence, it “must provide a threshold showing of 

nexus between the claimed invention and the evidence sought.”  Ashworth Bros., 

Inc. v. Laitram, L.L.C., IPR2020-00593, Paper 15, 7 (citing Garmin, 8); Microsoft 

Corp. v. Proxyconn, Inc., IPR2012-00026, Paper 32, 5 (interest of justice standard 

requires some showing of nexus).  For example, in Palo Alto Networks v. Juniper 

Networks, the Board held that “[a]lthough a conclusive showing of nexus is not 

required at this juncture, at least some showing of relevance is necessary to 
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ascertain what constitutes the [allegedly patented] feature, and how the claims for 

which trial was instituted embody the [allegedly patented] feature.”  IPR2013-

00369, Paper 36, 4 (denying discovery motion); Ashworth Bros., Paper 15, 7 

(“Patent Owner has not provided even a threshold showing that its [allegedly 

patented] system includes the features recited in the claims.”).   

PO’s motion fails to even mention nexus, let alone make the requisite 

showing.  PO alleges that Wiz copied its “SideScanning” technology but fails to 

explain—even at a high level—what constitutes SideScanning technology.  

Moreover, PO concedes it does not explain how SideScanning technology 

embodies the challenged claims as required, opting to wait and do so until a later 

filing.  Mot., 6 (discussing “Orca’s SideScanningTM technology, which Orca will 

show in its Patent Owner Response … embodies the challenged claims.”) 

(emphasis added).  Thus, to the extent PO touches on the issue at all, it serves as an 

admission that its motion is deficient.  Accordingly, in line with previous 

decisions, the Board should deny the discovery request.  Palo Alto Networks, Paper 

36, 4; Ashworth Bros., Paper 15, 7. 

 Additionally, PO’s failure to establish a threshold showing of nexus is in 

direct contrast to the facts of MOM Enters., LLC v. Veith, relied on heavily 

throughout the motion.  E.g., Mot., 5, 8, 9 (citing IPR2023-00726, Paper 45).  In 

MOM Enters., the Board predicated its analysis on the patent owner’s prior 
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showing of nexus between the claims and the allegedly copied product.  MOM 

Enters., Paper 45, 1 n.2 (preliminary record, including evidence demonstrating 

product’s “composition, dose, and instructions for use,” established that product 

“embodies the claimed invention”).  PO effectively admits it did not make the 

requisite showing, as explained above, so MOM Enters. only serves to reinforce 

the motion’s deficiencies. 

Second, beyond the motion’s silence regarding nexus, PO fails to establish 

that its request is reasonably tailored to obtain useful information.  A “mere 

allegation” of usefulness is insufficient.  Garmin, 8; see also, Polygroup Ltd. v. 

Willis Electric Co., Ltd., IPR2016-00800, Paper 28 (“Polygroup I”), 13 (Garmin 

Factor 1 dispositive where movant only “alleg[ed] that certain documents are 

‘highly probative’”).  This remains the case even when a protective order prevents 

a moving party from discussing documents it seeks.  Duncan Parking Techns., Inc. 

v. IPS Group Inc., IPR2016-00067, Paper 18, 3 (holding “circumstance does not 

weigh in [Patent Owner’s] favor” when protective order prevents “substantive 

discussion of the content”).  

Here, PO admits it does not explain the usefulness of the Requested 

Documents by reference to their contents and instead asks “the Board to rely on 

Orca’s representations from the Wiz Litigation”—self-serving characterizations of 

other, publicly available documents and PO’s own heavily redacted Interrogatory 
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No. 11 (“Rog 11”) response.  Mot., 5-6, 8; EX2056.  Such characterizations do not 

establish usefulness of the documents at issue in PO’s motion and should be given 

no weight.  See Duncan Parking, Paper 18, 3. 

Regardless, PO’s characterization of its Rog 11 response, and thus the 

Requested Documents, is facially inaccurate.  For example, Rog 11 is not directed 

to the more limited contention that Wiz copied Orca’s SideScanning technology, 

but rather that Wiz “copied anything from, or related to, Orca, including but not 

limited to the Asserted Patents.”  EX2056, 2.  Moreover, Rog 11 is completely 

untethered from PO’s further, unsubstantiated contentions regarding skepticism, 

industry praise, and commercial success.  Mot., 1.    

Moreover, while PO contends it explained the relevance of the Requested 

Documents “in its detailed narrative response” to Rog 11 (Mot., 5), the Requested 

Documents include additional documents not cited in PO’s Rog 11 response.  

EX2059, 6.  PO’s blanket reliance on a redacted interrogatory response, which fails 

to support even its request for the documents cited in that response, cannot justify 

discovery of additional documents unmentioned in the response.  PO’s motion 

does not even address those documents.   

 Lastly, PO’s usefulness allegations improperly equate district court and 

PTAB discovery standards.  Mot., 7-8.  PO alleges that the Requested Documents 

are a subset of documents that were deemed “facially relevant” by the district court 
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and thus, should be deemed “facially useful” by the Board.  Id.  Orca 

fundamentally misapprehends the PTAB’s discovery standard.  Discovery in inter 

partes review proceedings is by design more limited than the district court and 

utilizes an “interest of justice standard” that is more “conservative in its grants of 

discovery.”  Intex Recreation Corp. v. Team Worldwide Corp., IPR2018-00859, 

Paper 41, 4.  Thus, what is “facially relevant” in district court does not define what 

is “useful” in an IPR.  Garmin, 7 (“‘Useful’ in that context does not mean merely 

‘relevant’ and/or ‘admissible.’”).  

b. Garmin Factor 2 – Lack Of Litigation Positions Is Not Dispositive 

Even if the Board finds that PO is not seeking litigation positions, such a 

finding is not dispositive.  See., e.g., Polygroup I, 10-11 (not seeking litigation 

positions), 13 (discovery denied due to Garmin Factor 1); Intex, Paper 41, 6-7, 17 

(similar).  

c. Garmin Factor 3 – PO Has Other Means of Generating Equivalent 
Information  

Garmin Factor 3 weighs heavily against granting discovery.  As explained 

below, PO has the ability to generate equivalent information by approaching the 

district court for permission to use the Requested Documents in the IPRs.  Indeed, 

PO itself ensured the ongoing availability of those means during the litigation stay 

and expressly identified the district court’s process as the appropriate mechanism 

for seeking submission of protected documents in the IPRs.   
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PO’s refusal to pursue available means in district court is dispositive.  Under 

Garmin Factor 3, PO must show that it lacks the ability to obtain equivalent 

information by other means.  Garmin, 6, 13-14.  When, as here, the party seeking 

protected documents can seek relief from the district court that issued the 

protective order, “approaching the district court for permission to use the 

documents was, and is, ‘other means.’”  L'Oreal USA, Inc. v. Liqwd, Inc., 

PGR2017-00012, EX2019 (redacted version of order on discovery motion), 9-10; 

Polygroup Ltd. v. Willis Electric Co., Ltd., IPR2016-01610, Paper 54, 6 

(“Polygroup II”) (same); Duncan Parking, Paper 18, 3-4 (same).  The Federal 

Circuit has confirmed that denial is appropriate in such circumstances.  Wildcat 

Licensing WI LLC v. Atlas Copco Tools & Assembly Sys. LLC, No. 2022-1304, 

2024 WL 89395, at *4-5 (Fed. Cir. Jan. 9, 2024) (no abuse of discretion); Atlas 

Copco Tools & Assembly Sys. LLC v. Wildcat Licensing WI LLC, IPR2020-00891, 

Paper 37, 15 (denying request where party could have sought relief in district 

court).  As in those cases, PO was and is able to ask the district court for 

permission to use the Requested Documents.  This stands in stark contrast to MOM 

Enters., cited by PO (Mot., 9), where it was undisputed that “no other means” were 

available.  MOM Enters., Paper 45, 8.  PO’s refusal to pursue other means—

despite having known for months that it would be seeking these documents (e.g., 

EX2059, 11-12)—does not make those means any less available.  E.g., Duncan 
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Parking, Paper 18, 3 (noting that requesting party was aware that it could approach 

the district court before filing motion).    

Indeed, PO expressly identified the district court’s processes as the means 

for seeking submission of protected documents in the IPR.  In negotiating the stay 

order in district court, PO proposed language explicitly preserving its ability to 

approach the district court to “facilitate the disclosure” of protected documents in 

the IPRs without violating the stay.  EX1112, ¶4.  When asked to explain the 

purpose of this language, PO clarified that it ensures that “there is a mechanism in 

place for the district court to evaluate” disputes over submitting protected 

documents in IPRs.  EX2058, 1-3 (discussing language originally presented in ¶3).  

Thus, other means not only exist, PO itself successfully negotiated their ongoing 

availability. 

The restrictions of the protective order further demonstrate that the other 

means available to PO in district court are the appropriate means for resolving this 

dispute.  Though ignoring that its actions in pursuing this motion are themselves 

violations of the protected order (EX1113), PO blames the protective order for 

PO’s inability to articulate the purported usefulness of the Requested Documents.  

Mot., 5.  But these restrictions show why the other means available to PO in 

district court—where PO has no such restrictions—are better suited for resolving 

this dispute.   
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d. Garmin Factor 4 – Easily Understandable Instructions Are Not 
Dispositive 

The Board has routinely denied discovery requests that include a list of Bates 

numbered documents.  See., e.g., Polygroup I, 3, 13 (denying discovery of ten 

Bates numbered documents); Intex, Paper 41, 7, 15, 17 (similar). 

e. Garmin Factor 5 – PO’s Request is Overly Burdensome 

Garmin Factor 5 also weighs against discovery.  Relevant burdens include 

financial burden and burden on human resources.  Garmin, 14.  PO’s vague, 

overbroad request has required Wiz to spend, and continue to spend, substantial 

financial and human resources responding to PO’s request.  If discovery is granted, 

Wiz will then be forced to spend additional substantial efforts redacting the 

Requested Documents to protect its confidential information.   

PO’s overbroad and vague explanation as to usefulness is unduly 

burdensome.  “Requests should be sensible and reasonably tailored.”  Id.  As 

explained above, PO relies on an unredacted portion of its Rog 11 response which 

facially describes the inclusion of alleged copying evidence beyond the scope of 

what reasonably could be construed as relating to secondary considerations, while 

at the same time lacks any discussion of other aspects of the discovery sought (e.g., 

industry skepticism and praise).  See supra §II.a.  PO effectively shifts the burden 

to Wiz to rebut PO’s vague allegations of usefulness.  This is no small task 

considering the Requested Documents total over 6,500 pages.  Furthermore, Wiz 
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has incurred financial cost to regain and maintain access to the Requested 

Documents after the production database was archived following the litigation 

stay.  Nor is the fact that PO identifies the documents it seeks by specific Bates 

number sufficient to remove burden concerns.  Polygroup II, 7 (denying request 

for Bates numbered documents where, inter alia, “Patent Owner does not take into 

account costs in the present proceedings”).  

Additionally, should PO’s request be granted, Wiz will be required to spend 

considerable resources to preserve the confidentiality of those documents, 

including by identifying appropriate redactions when they are filed as exhibits.  

“Although the status of information as confidential does not prohibit its discovery, 

the efforts undertaken to maintain that information as confidential, nevertheless, 

must be considered.”  Duncan, Paper 18, 4 (denying discovery motion and noting 

“cost and effort” in respect to redaction efforts); see also Polygroup I, 7 (denying 

discovery motion in view of “the burden of redacting information” sought by 

request); Apple, Inc. v. SightSound Techs., LLC, CBM2013-00020, Paper 40, 6 

(denying discovery request that would require “implementing complex 

confidentiality protections … and would be unduly burdensome”).   

III. CONCLUSION 

Wiz respectfully requests that PO’s motion for additional discovery be 

denied. 
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Dated: March 12, 2025  Respectfully submitted,  

  / Matthew A. Argenti /  
Matthew A. Argenti, Lead Counsel 
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7/1/a4-bourquin.pdf [served, not filed] 

1086 

Archived copy of “State of California: California Technology Agency 
Infrastructure Consolidation Program Server, Virtualization, Backup and 
Storage Workgroup,” published by the California Department of 
Technology on December 19, 2017, by the Internet Organization’s 
“Wayback Machine” 
https://web.archive.org/web/20171219141802/https://cdt.ca.gov/wp-
content/uploads/2017/03/TRM_4.17.865.002_Server_Virtualization_Pra
ctices_12152010_r1.pdf [served, not filed] 

https://www.uscourts.gov/sites/default/files/fcms_na_distprofile1231.2023_0.pdf
https://www.uscourts.gov/sites/default/files/fcms_na_distprofile1231.2023_0.pdf
https://web.archive.org/web/20161120131550/http:/www.vmware.com/content/dam/digitalmarketing/vmware/en/pdf/vcat/vmware-public-cloud-service-definition.pdf
https://web.archive.org/web/20161120131550/http:/www.vmware.com/content/dam/digitalmarketing/vmware/en/pdf/vcat/vmware-public-cloud-service-definition.pdf
https://web.archive.org/web/20161120131550/http:/www.vmware.com/content/dam/digitalmarketing/vmware/en/pdf/vcat/vmware-public-cloud-service-definition.pdf
https://web.archive.org/web/20181103234309/https:/kar.kent.ac.uk/37627/1/a4-bourquin.pdf
https://web.archive.org/web/20181103234309/https:/kar.kent.ac.uk/37627/1/a4-bourquin.pdf
https://web.archive.org/web/20171219141802/https:/cdt.ca.gov/wp-content/uploads/2017/03/TRM_4.17.865.002_Server_Virtualization_Practices_12152010_r1.pdf
https://web.archive.org/web/20171219141802/https:/cdt.ca.gov/wp-content/uploads/2017/03/TRM_4.17.865.002_Server_Virtualization_Practices_12152010_r1.pdf
https://web.archive.org/web/20171219141802/https:/cdt.ca.gov/wp-content/uploads/2017/03/TRM_4.17.865.002_Server_Virtualization_Practices_12152010_r1.pdf
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Exhi
bit 
No. 

Description 

1087 Supplemental Declaration of Dr. Angelos Stavrou [served, not filed] 

1088-
1111 

Intentionally Left Blank 

1112 
Stipulation and Order for Stay Pending Inter Partes Review (Dkt. No. 
233), Orca Security Ltd., v. Wiz, Inc., 1:23-cv-00758-JLH (D. Del. 
January 16, 2025) 

1113 
Email exchange between counsel for Wiz, Inc., counsel for Orca Security 
Ltd., and the PTAB Clerk (Feb. 24, 2025–Feb. 25, 2025) 
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