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• Inactivation without addition of materials
• “A further advantage is that no additional material has to be added to 

inactivate the comminuted material.”

• Suppresses the formation of hazardous materials 
• “Fluorophosphates are often strong neurotoxins, the formation of which must 

be reliably prevented.”
• “The organic carbonate content is preferably so small that the formation of a 

significant amount of fluorophosphates can be ruled out.”

• Material is safe for transport
• “The comminuted material is therefore largely inert and can be transported 

safely, especially if it is packed under vacuum.”
• “In addition, it is advantageous that a comminuted material is obtained that 

can be transported safely.”

Advantages of the invention:

Ex. 1001 (‘097 Patent) at 2:5-6

Ex. 1001 (‘097 Patent) at 2:18-19; id. at 2:15-17 

Ex. 1001 (‘097 Patent) at 2:3-4; id. at 2:13-14 

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Q. Are you aware of any prior art that recognized that you could inactivate 
shredded battery material by vacuum drying alone?
Spies. At the moment, I can't mention it, that one.
Q. Did any come to mind?
Spies. Sorry?
Q. Does anything come to mind?
Spies. Not at the moment, no. Maybe it's too late already for me.

Ex. 2061 (Spies Depo.) at 95:19-96:3; Paper 31 (PO’s Sur-reply) at 10
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Ex. 1016 (LithoRec) at 190; Paper 31 (PO’s Sur-reply) at 24 

LithoRec prior art:

“The advantage of low temperatures is 
that the formation of hydrogen fluoride 
is hindered.”

Ex. 1001 (‘097 Patent) at 3:12-13; 
Paper 31 (PO’s Sur-reply) at 24 

“The drying preferably occurs at a 
maximum temperature of 80° C.: 
this produces almost no hydrogen 
fluoride.

Ex. 1001 (‘097 Patent) at 5:7-8; 
Paper 31 (PO’s Sur-reply) at 24 

‘097 Patent:
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• Had not read cited material in his declaration since “[m]aybe a year ago… 
[m]aybe, maybe longer.”

• Declared: “I confirmed with the Wayback machine that these documents 
were in fact publicly available prior to the time of the invention.”
But testified: “I don’t know” what the Wayback machine is.

• Declared: “Optimizing result effective variables to achieve a desired drying 
output is standard practice in the industry.”
But testified: “I don't know that term.”

• Had not read cited material in his declaration since “[m]aybe a year ago… 
[m]aybe, maybe longer.”

• Declared: “I confirmed with the Wayback machine that these documents 
were in fact publicly available prior to the time of the invention.”
But testified: “I don’t know” what the Wayback machine is.

• Declared: “Optimizing result effective variables to achieve a desired drying 
output is standard practice in the industry.”
But testified: “I don't know that term.”

Ex. 2061 (Spies Depo.) at 95:19-96:3

Compare Ex. 1023 (Spies Reply Decl.) at ¶ 63 with Ex. 2062 (Spies Depo. Vol. 2) at 139:29-34

Compare Ex. 1023 (Spies Reply Decl.) at ¶ 52 with Ex. 2062 (Spies Depo. Vol. 2) at 138:24

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE Paper 31 (PO’s Sur-reply) at 6 & 9
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Ex. 1001 (‘097 Patent) at Cl. 1

1. A method for the treatment of used batteries, comprising the steps:
(a) comminuting the batteries such that comminuted material is obtained;
(b) inactivating the comminuted material such that an inactivated 
comminuted material is obtained, wherein the inactivating step is performed 
during or after the comminuting step; and
(c) filling a transport container with the inactivated comminuted material;
wherein the inactivating step is performed by drying the 
comminuted material, and 
wherein the drying occurs at a maximum pressure of 300 hPa. 

Claim 1:

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Ex. 1001 (‘097 Patent) at Cl. 12

12. A battery processing installation for treatment of used
batteries, comprising:
(a) a comminution unit configured to comminute the batteries such that 
comminuted material is obtained;
(b) an inactivation device comprising a drying device
configured to inactivate the comminuted material,
wherein the inactivation device is configured to perform
the inactivating step during or after the comminuting step of the 
comminution unit;
( c) a filling device configured to fill a transport container
with the inactivated comminuted material; and
( d) a vacuum installation connected to the drying device
and configured to generate a vacuum in the drying device.

Claim 12:

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Paper 10 (Institution Dec.)

• Ground 1: Claims 1-3, 7, 8 and 10 as obvious over LithoRec (Ex. 
1016, “LithoRec”) in view of DIN 28400 -1 (Ex. 1018, “DIN 28400”) 
or Perry (Ex. 1006, “Perry”). 

• Ground 2: Claim 9 as obvious over LithoRec in view of DIN 28400 
and/or Perry and Hanisch (Ex. 1020, “Hanisch”). 

• Ground 3: Claims 12, 13, 15, 16, 18, and 19 as anticipated by 
LithoRec. 

• Ground 4: Claim 17 as obvious over LithoRec in view of Hanisch. 

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Claim Construction

Petitioner’s 
Proposal

Duesenfeld’s 
Proposal

Term or 
Phrase

“the removal of at
least one solvent in the 
conducting salt such that 
dimethyl carbonate [DMC] 
and/or
ethyl methyl carbonate [EMC] is 
removed from the comminuted 
material results in
inactivated material.”

“ordinary meaning, 
which is to render 
safe for transport” 

“inactivate”/
“inactivated”
Claim 1

10

Paper 17 (POR) at 9 Paper 22 
(Petitioner’s Reply to the POR) at 2

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Board Construction (IPR2024-00887) (URT)
“With inactivation meaning the same as drying, and both terms 
referring to the removal of at least one solvent, such as 
dimethyl carbonate or ethyl methyl carbonate, from the 
conducting salt…”

Paper 10 (Institution Decision) at 13

“First, the 097 patent states that the ‘inactivation device’ not 
only includes, but is ‘in the form of a drying device,’ suggesting 
that drying and inactivation are intended to have similar, if not 
identical, meanings.”

Paper 10 (Institution Decision) at 12

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Board Construction (IPR2024-00948) (Ascend)

“on the present record, we take inactivation to require the 
removal of sufficient amounts of dimethyl carbonate and/or 
ethyl methyl carbonate from the comminuted material to 
make an electrochemical reaction either no longer possible 
or only possible to a negligibly small extent”

Paper 10 (Ascend IPR2024-00948 Institution Decision) at 12DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Claim Construction

District Court Claim Construction

• "drying device configured to 
inactivate the comminuted 
material" (claim 12) shall have its 
plain and ordinary meaning, which 
is a device configured to produce 
inactivated comminuted material as 
a result of drying.

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Duesenfeld GmbH v. Ascend Elements, Inc., 
Case No. 1:23-cv-01194-JFM (D. Del.) at Dkt. 62; 

Paper 31 (PO’s Sur-reply) at 1 & 4
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Claim Construction

1. A method for the treatment of used batteries, comprising the 
steps:
(a) comminuting the batteries such that comminuted material is 
obtained;
(b) inactivating the comminuted material such that an inactivated 
comminuted material is obtained, wherein the inactivating step is 
performed during or after the comminuting step; and
(c)filling a transport container with the inactivated comminuted 

material;
wherein the inactivating step is performed by drying the 
comminuted material, and 
wherein the drying occurs at a maximum pressure of 300 hPa. 

“Inactivate”/ “inactivated” claim language:

Ex. 1001 (‘097 Patent) at Cl. 1
DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Comaper Corp. v. Antec, Inc., 596 F.3d 1343, 1348 (Fed. Cir. 2010) 

“There is an inference, however, that two different terms used 
in a patent have different meanings.”

Different terms have different meanings

“In the absence of any evidence to the contrary, we must
presume that the use of these different terms in the claims 
connotes different meanings.”

CAE Screenplates Inc. v. Heinrich Fiedler GmbH, 224 F.3d 1308, 1317 (Fed. Cir. 2000) 

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Ex. 1001 (‘097 Patent); see also Paper 17 (POR) at 9-11.

1. A method for the treatment of used batteries, comprising the steps:
(a) comminuting the batteries such that comminuted material is obtained;
(b) inactivating the comminuted material such that an inactivated comminuted material 
is obtained, wherein the inactivating step is performed during or after the comminuting 
step; and
(c) filling a transport container with the inactivated comminuted material;
wherein the inactivating step is performed by drying the
comminuted material, and 
wherein the drying occurs at a maximum pressure of 300 hPa. 

2. The method according to claim 1, wherein the comminuted material is dried until an 
electrolyte content in the comminuted material is so low that an electrochemical 
reaction is impossible.

7. The method according to claim 1, wherein the drying of the comminuted material is 
only completed if one or more of the following conditions is met:
no flammable or explosive gas mixture is formable above the comminuted material in 
the transport container, and 
the comminuted material is so dry that no flammable or explosive gas mixture is able to 
emerge in the transport container.

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Claim Construction

“inactivation device”/ “drying device”

Ex. 1002 (‘097 File History) at 154 

File history ‘097 Patent

Ex. 1001 (‘097 Patent) at 8:14-15 

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
Paper 1 (Petition) at 10; Paper 10 (Institution Decision) at 12  
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Claim Construction

Inactivation: result of drying

‘097 Patent

Ex. 1001(‘097 Patent) at 8:54-56; Paper 31 (PO’s Sur-reply) at 2 

“The drying of the comminuted material results in 
inactivated comminuted material….”

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Claim Construction

“Inactivation”: Abstract

Ex. 1001 (‘097 Patent) at Abstract

The inactivation is performed by drying the comminuted material, and the 
comminuted material is dried until an electrolyte content is so low that an 
electrochemical reaction is not possible.

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Claim Construction: Metrics For Result of Drying

Ex. 1001 (‘097 Patent)
20

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Specification TextEx. 1001

…after the completion of the drying process, no flammable or explosive gas 
mixture can form…

3:49-4:4

The comminuted material is preferably dried until an electrolyte content in the 
comminuted material is so low that an electrochemical reaction is impossible.…

4:5-18

The comminuted material is preferably dried for so long that a 50 kg amount of 
comminuted material… does not experience a build-up of heat, or the build-up 
of heat is so low that a thermal runaway…is ruled out for at least two months.

4:19-27

…dried until the electrolyte content of organic components that are volatile at 
80° C. has a maximum value of 3% by weight….

4:28-32

The drying is preferably conducted for so long that the accumulated content of 
organic carbonates from the electrolyte that are volatile at 80° C. falls short of 3% 
by volume in the atmosphere above the comminuted material.

4:33-36

…the drying is conducted until the dimethyl carbonate content is lower than 4% 
by volume, especially 3% by volume, and/or the cyclohexylbenzene content is 
lower than 1 % by volume, in particular 0.5% by volume.

4:37-40
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Ex. 2061 (Spies Depo.) at 45:16-19; Paper 31 (PO’s Sur-reply) at 3 

Spies: Understanding of a POSITA

Q. If you remove just a small percentage of the electrolyte from 
the battery material, does it become inactivated?
Spies. Both the percentage or a small portion, I can't tell you, I 
don't know.
Q. You just don't know?
Spies. No, I don't know.

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Q. Okay. And if you dry the material just a little bit, is that 
reactivity still present?
Spies. Nobody can tell you. Part of the electrolyte is still 
there, so drying just a little bit, it does not help you too 
much. It's not safe -- a safe status.…

Q. Okay. So if you don’t dry the material long enough, is it 
still potentially unsafe?
Spies. Yes.

Ex. 2061 (Spies Depo.) at 29:17-22; Paper 31 (PO’s Sur-reply) at 3 

Spies: Understanding of a POSITA

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Q. Okay. Let me ask again. If you comminute battery 
material and you remove just a small percentage of the 
solvent from the shredded material, does that shredded 
material become inactivated?
Spies: I don't know. I don't know how to answer, so -- apart 
from what I've already said, so -- maybe it's a question of 
understanding as well. I'm sorry.
BY MR. CARLSON:
Q. You're not able to answer the question?
MR. ROBERTS: Objection. Misstates prior testimony.
Spies: No.

Ex. 2061 (Spies Depo.) at 46:10-47:16; Paper 31 (PO’s Sur-reply) at 3 DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Spies: Understanding of a POSITA
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Q. Okay. Let me ask again. If you comminute battery material and you remove just a 
small percentage of the solvent from the shredded material, does that shredded material 
become inactivated?
… [non-responsive answer]
MR. CARLSON: In fact, the court reporter, can you please read back the question?
… [non-responsive answer]
MR. CARLSON: Ms. Court Reporter, can you please read back the question?
THE WITNESS: I don't know. I don't know how to answer, so -- apart from what I've 
already said, so -- maybe it's a question of understanding as well. I'm sorry.
BY MR. CARLSON:
Q. You're not able to answer the question?
… [objection]
THE WITNESS: No.

Ex. 2061 (Spies Depo.) at 46:10-47:16; Paper 31 (PO’s Sur-reply) at 3 

Spies: Understanding of a POSITA

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Petitioner & Board: inconsistent with the District Court

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Duesenfeld GmbH v. Ascend Elements, Inc., 
Case No. 1:23-cv-01194-JFM (D. Del.) at Dkt. 62; 

Paper 31 (PO’s Sur-reply) at 1 & 4
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LithoRec: Disclosures

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Figure G-1:

Ex. 1016 (LithoRec) at 222 & 230, Fig. G-1DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

G Conceptual Design of a Recycling Pilot Plant
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Shredder: cross-flow hogger

Ex. 1016 (LithoRec) at 230, Fig. G-1DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Ex. 2025 (Dantam Decl.) at ¶ 107

Cross-flow hogger: not under vacuum

“These machines cannot be run in a vacuum, because the convective heat 
capacity of gas at atmospheric pressure (in addition to a water jacket) is 
needed to cool the system.”

Q. And is a cross-flow shredder sometimes referred to as a cross-flow hogger?
A. Yes.
…
Q. Does it work under vacuum?
A. The shredders don't work under vacuum, no.

Ex. 2061 (Spies Depo.) at 48:25-49:12; Paper 31 (PO’s Sur-reply at 5)DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Ex. 1016 (LithoRec) at 235, Gig. G-7
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Ex. 1016 (LithoRec) at 230, Fig. G-1

Dryer: vibratory fluidized bed dryer

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Ex. 1016 (LithoRec) at 235, Fig. G-7; Paper 17 (POR) at 17-18

Recommended dryer: vibratory fluidized bed dryer

“The choice of dryer should therefore be a 
vibratory fluidized bed dryer.”

Ex. 1016 (LithoRec) at 227; Paper 17 (POR) at 17-18

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Vibratory fluidized bed dryer: not under vacuum

Q. … And it refers to vibratory fluidized-bed dryer. Do you see that?
Spies. Yes.
Q. Does that work under vacuum?
Spies. Vibratory fluidized-bed dryer, the classical vibratory fluidized-bed dryer does not work 
under vacuum, no.
Q. What is a vibratory fluidized-bed dryer?
Spies. It's a dryer where -- which operates, let's say, under cross-flow. We have a vibratory 
motion in one direction, and air going through the bed of material from underneath.

Ex. 2061 (Spies Depo.) at 49:14-50:3; Paper 31 (PO’s Sur-reply) at 5

“It would not work to operate the fluidized 
bed dryer under vacuum.”

Ex. 2025 (Dantam Decl.) at ¶ 99; 
Paper 31 (PO’s Sur-reply) at 9

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Common nitrogen circuit

Ex. 2061 (Spies Depo.) at 51:2-11; Paper 31 (PO’s Sur-reply) at 5

Q. Okay. And does a cross-flow hogger work under vacuum?

Spies. It's not working under vacuum, no.

Q. Okay. And the dryer is connected to the cross-flow hogger, right?

Spies.  It's connected with the dryer, yes, correct.

Q. Okay. And everything's on the same nitrogen circuit. Is that right?

Spies. It's on the same nitrogen circuit, yes.

Q. Okay. And does a cross-flow hogger work under vacuum?

Spies. It's not working under vacuum, no.

Q. Okay. And the dryer is connected to the cross-flow hogger, right?

Spies.  It's connected with the dryer, yes, correct.

Q. Okay. And everything's on the same nitrogen circuit. Is that right?

Spies. It's on the same nitrogen circuit, yes.

“It is planned to combine the drying gas of the dryer and the purge gas of 
the pre-shredder in a common gas circuit, the nitrogen circuit….”

Ex. 1016 (LithoRec) at 227

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Ex. 1016 (LithoRec) at 230, Fig. G-1

Fan

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Fan: not a vacuum pump

Ex. 2025 (Dantam Decl.) at ¶ 109 
(citing to Ex. 1016 at 230, Fig. G-1); 

Paper 31 (PO’s Sur-reply) at 4

“A person of skill in the art would understand that, while 
a fan can create a pressure differential, it is weaker than 
a vacuum pump. In a closed circuit, a fan simply 
directs/guides the flow of gas.”

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Ex. 1016 (LithoRec) at 230, Fig. G-1

Furnace

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Furnace: vents to atmosphere

“The output of the activated carbon filter is directed to a “Furnace,” which 
looks like a furnace exhaust flue or chimney. Id. A person of skill would 
understand that the furnace vents to the atmosphere. 
This is confirmed by LithoRec itself. Ex. 1016 at 227 (“In order to ensure the 
negative pressure in the gas circuit at all times, a partial quantity of gas must 
be discharged from the system into the environment. Due to the solvent 
residues it contains, the discharged gas must be cleaned using an activated 
carbon filter (3.09) before it can be released into the atmosphere.”).”

“The output of the activated carbon filter is directed to a “Furnace,” which 
looks like a furnace exhaust flue or chimney. Id. A person of skill would 
understand that the furnace vents to the atmosphere. 
This is confirmed by LithoRec itself. Ex. 1016 at 227 (“In order to ensure the 
negative pressure in the gas circuit at all times, a partial quantity of gas must 
be discharged from the system into the environment. Due to the solvent 
residues it contains, the discharged gas must be cleaned using an activated 
carbon filter (3.09) before it can be released into the atmosphere.”).”

Ex. 2025 (Dantam Decl.) at ¶ 111 
(citing to Ex. 1016 at 230, Fig. G-1 &  227); 

Paper 7 (POPR) at 32

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Spies: no vacuum shown

Q. Okay. Is there anything on this figure [G-1] that 
would suggest that it is a vacuum process?
Spies. It's just -- it's the typical way how you design 
such a system. It's an overall functional diagram 
which tells you it needs a drying process, a  drying –
Q. Okay. But is there anything on here that suggests 
that there's actually a vacuum present?
Spies. No.

Q. Okay. Is there anything on this figure [G-1] that 
would suggest that it is a vacuum process?
Spies. It's just -- it's the typical way how you design 
such a system. It's an overall functional diagram 
which tells you it needs a drying process, a  drying –
Q. Okay. But is there anything on here that suggests 
that there's actually a vacuum present?
Spies. No.

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Ex. 2061 (Spies Depo.) at 51:18-52:1; 
Paper 31 (PO’s Sur-reply) at 4-6
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Other disclosed instrumentalities

Paper 10 (Institution Decision) 
at 11 (citing Ex. 1016 at 226)

“LithoRec discloses the 
use of “[c]onvection
dryers” and “[s]low or 
high speed rotor 
shredders” in addition to 
vibratory fluidized bed 
dryers and cross-flow 
hoggers.” 

“Convection dryers are simply a broader 
category of dryers that operate with 
airflow being a driving force to make the 
drying process work. Vibratory fluidized 
bed dryers are simply one kind of 
convection dryers.”

“Convection dryers are simply a broader 
category of dryers that operate with 
airflow being a driving force to make the 
drying process work. Vibratory fluidized 
bed dryers are simply one kind of 
convection dryers.”

Ex. 2025 (Dantam Decl.) at ¶¶ 99.1 & 108.1; Paper 31 (PO’s Sur-reply) at 9

“In my experiences I have
worked with about ten rotor shredders, 
and none of them were under vacuum.”

“In my experiences I have
worked with about ten rotor shredders, 
and none of them were under vacuum.”

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Convection dryer: distinct from vacuum dryer

Ex. 2025 (Dantam Decl.) at ¶¶ 99.2-99.3 (citing Ex. 2026 (Sinothermo)); 
Paper 17 (POR) at 17-18 & 33-34

“[F]luidized bed dryers (and vibratory 
fluidized bed dryers) are simply a
kind of convection dryer. These 
convention dryers all operate in 
reliance on a steady flow of air to 
drive the drying process.”

“[F]luidized bed dryers (and vibratory 
fluidized bed dryers) are simply a
kind of convection dryer. These 
convention dryers all operate in 
reliance on a steady flow of air to 
drive the drying process.”

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Rotor shredders: not under vacuum

Ex. 2027 (Vecoplan Rotary Shredder)

“This brochure depicts the rotors that contain rows of knives that are used to shred 
materials. Id. at 2, 4. The brochure notes that there is an option for a “rotor cooling” 
design, which circulates chilled water through the rotors. Id. at 4. This confirms 
concerns about overheating. Indeed, there is not a mention of “vacuum” in this 
detailed brochure.”

“This brochure depicts the rotors that contain rows of knives that are used to shred 
materials. Id. at 2, 4. The brochure notes that there is an option for a “rotor cooling” 
design, which circulates chilled water through the rotors. Id. at 4. This confirms 
concerns about overheating. Indeed, there is not a mention of “vacuum” in this 
detailed brochure.”

Ex. 2028 (Amos Dual Shaft Shredder) Ex. 2029 (Amos Quad Shaft Shredder)

“These “shaft shredders” likewise do not 
operate under vacuum. Exh. 2028 & 2029.”
“These “shaft shredders” likewise do not 
operate under vacuum. Exh. 2028 & 2029.”

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
Ex. 2025 (Dantam Decl.) at ¶¶ 99.1-99.3, 108.1 (citing Exs. 2027-2029); 

Paper 17 (POR) at 20; 34 & 36
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Rotor shredders/convection dryers: Petitioner’s evidence

Non-responsive

Ex. 1023 (Spies Decl.) at ¶¶ 22-39; 
Paper 22 (Petitioner’s Reply) at 21; 

Paper 31 (PO’s Sur-reply) at 9

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Rotor shredders: Petitioner’s evidence

Ex. 1023 (Spies Reply Decl.) at ¶ 32; Paper 31 (PO’s Sur-reply) at 9

32. In addition, LithoRec teaches that the longer work cycle can be
accommodated when LithoRec discloses “Whereas conventional 
rotor shredders only work continuously in a throughput, the cross-
flow shredders are operated in sets. This batch operation allows the 
duration and intensity of the load (rotor speed) to be optimally 
adapted to the desired degree of digestion.” EX1016, 226.

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Petitioner: identifies dryers not in LithoRec

“37. … But as is easily confirmable via a simple Google search, continuous 
vacuum dryers have been commercially available from Gebrüder Lödige GmbH, 
AVA GmbH & Co. KG (nowadays BHS-Sonthofen GmbH, which is my current 
employer), Bachiller, Barcelona, B&P Littleford, and 3V Tech for years, and they 
have been used in a broad array of industrial applications.”

“36. Also, vacuum drying is not exclusive to batch drying. Continuous
dryers have also been implemented for vacuum drying. One example is 
provided in EX1029, 1-2. This is a brochure from a company called Draiswerke
GmbH in Germany.”

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
Ex. 1023 (Spies Reply Decl.) at ¶¶ 36-37; Paper 22 (Petitioner’s Reply ) at 10  



Objection: Untimely Evidence

“Petitioner may not submit new evidence or argument in reply 
that it could have presented earlier . . . .”

45

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Evidence presented for the first time on reply:

“It is of the utmost importance that petitioners in the IPR proceedings 
adhere to the requirement that the initial petition identify ‘with 
particularity’ the ‘evidence that supports the grounds for the challenge to 
each claim.’ 35 U.S.C. § 312(a)(3).

Intelligent Bio-Sys., Inc. v. Illumina Cambridge Ltd., 
821 F.3d 1359, 1369-1370 (Fed. Cir. 2016).

Consolidated Trial Practice Guide at 73.
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LithoRec at page 98: electrolyte recovery experiment

“A person of ordinary skill would also understand that the drying of the battery 
material under vacuum would inactivate (as defined in the ‘097 patent) the 
battery material because LithoRec describes using vacuum drying technology to 
remove at least one electrolyte from the battery material. EX1016, 98.”

“LithoRec discloses that during their investigation into the treatment and 
recovery of electrolytes, vacuum drying was employed to evaporate
electrolyte solvents under vacuum (“The electrolyte contained in the
separator/electrode composite is removed at an elevated temperature in a
vacuum.”). EX1016, 98.”

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Ex. 1023 (Spies Reply Decl.) at ¶¶ 8-9; Paper 22 (Petitioner’s Reply) at 6); 
Paper 31 (PO’s Sur-reply) at 5 -6 & 21 



LithoRec
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Ex. 2061 (Spies Depo.) at 34:13-35:7; Paper 31 (PO’s Sur-reply) at 6

Spies: cited source

Q. Okay. So what are they actually doing in -- on page 98 of LithoRec?
Spies. There's a measuring curve to conduct --decomposition of conducting 
salts and some --
Q. Did you ever read this paragraph before?
Spies. Hmm?
Q. Did you ever --
Spies. I've read it before, but it's -- yes, I’ve read this document, but it's a long 
time ago, so please excuse I'm not 100 percent --
Q. When did you last read this document?
Spies. This document -- this time --
Q. Well, this page, when did you last read this page?
Spies. I can't recall exactly. Maybe a year ago. I don't know.
Q. Okay. So was it maybe a year ago that you last read this page?
Spies. Maybe, maybe longer. I don't know. I can't recall.

Q. Okay. So what are they actually doing in -- on page 98 of LithoRec?
Spies. There's a measuring curve to conduct --decomposition of conducting 
salts and some --
Q. Did you ever read this paragraph before?
Spies. Hmm?
Q. Did you ever --
Spies. I've read it before, but it's -- yes, I’ve read this document, but it's a long 
time ago, so please excuse I'm not 100 percent --
Q. When did you last read this document?
Spies. This document -- this time --
Q. Well, this page, when did you last read this page?
Spies. I can't recall exactly. Maybe a year ago. I don't know.
Q. Okay. So was it maybe a year ago that you last read this page?
Spies. Maybe, maybe longer. I don't know. I can't recall.

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



LithoRec
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Ex. 2061 (Spies Depo.) at 37:11-15; 
Paper 31 (PO’s Sur-reply) at 6 

Spies: cited source

Q. Did you look at page 98 of LithoRec when you prepared this reply 
declaration in May 2025?

A. As I said, I can't tell you when I had a last look at this LithoRec page over 
there. I can’t remember.

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



GROUND 3: CLAIMS 12-13, 15-16 & 18-
19 ARE NOT ANTICIPATED BY LITHOREC

49

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



GROUND 3
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Ex. 1001 (‘097 Patent) at Cl. 12

Claim 12:

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

12. A battery processing installation for treatment of used 
batteries, comprising:
(a) a comminution unit configured to comminute the    

batteries such that comminuted material is obtained;
(b) an inactivation device comprising a drying device
    configured to inactivate the comminuted material, 

wherein the inactivation device is configured to per-
form the inactivating step during or after the commi-
nuting step of the comminution unit;

(c) a filling device configured to fill a transport container 
with the inactivated comminuted material; and

(d) a vacuum installation connected to the drying device
    and configured to generate a vacuum in the drying
    device.
s



GROUND 3: Vacuum Installation
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Paper 1 (Petition) at 47

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

“Although LithoRec is silent regarding the device that produces the 
vacuum for the dryer, a POSITA would understand that the battery 
processing installation of LithoRec includes the “vacuum 
installation” recited in claim 12.”

“Petitioner admits that ‘LithoRec is silent regarding the device that
produces the vacuum for the dryer.’ See Pet. at 47. I agree—there 
is no vacuum installation disclosed in LithoRec that generates a 
vacuum in the drying device. See supra at ¶94. 

Ex. 2025 (Dantam Decl.) at ¶ 149; Paper 17 (POR) at 16

LithoRec: no vacuum installation disclosed



Ground 3: Vacuum Installation
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Admission: no vacuum installation in LithoRec

“Q. Turning back to Exhibit 1016, is there a disclosure of a vacuum 
installation? And, in particular, I've referenced the section from page 
222 to roughly 230.
Spies. Not to the best of my memory, no.

“Q. Turning back to Exhibit 1016, is there a disclosure of a vacuum 
installation? And, in particular, I've referenced the section from page 
222 to roughly 230.
Spies. Not to the best of my memory, no.

Ex. 2061 (Spies Depo.) at 61:13-17; 
Paper 17 (POR) at 16

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Ground 3: Vacuum Installation

“Kennametal does not permit the Board to fill in missing 
limitations simply because a skilled artisan would 
immediately envision them.”

53

Anticipation

Nidec Motor Corp. v. Zhongshan Broad Ocean Motor Co., Ltd., 
851 F.3d 1270, 1274-75 (Fed. Cir. 2017) 

(citing Kennametal, Inc. v. Ingersoll Cutting Tool Co., 
780 F.3d 1376, 1381 (Fed. Cir. 2015)

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Ground 3: Vacuum Installation
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Anticipation: elements arranged as in the claim

“To anticipate, the reference ‘must not only disclose all elements of 
the claim within the four corners of the document, but must also 
disclose those elements ‘arranged as in the claim.’’’ 

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Sanofi–Synthelabo v. Apotex, Inc., 550 F.3d 1075, 1083 (Fed. Cir. 2008) 
(citing to Net MoneyIN, Inc. v. VeriSign, Inc., 545 F.3d 1359, 1369 (Fed.Cir.2008))



Ground 3: Vacuum Installation
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Board: vacuum installation

Paper 10 (Institution Decision) at 14

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

“Patent Owner is correct that LithoRec discloses the use of a vibratory fluidized 
bed dryer and a blower, and Vani Dantam, Patent Owner’s declarant, testifies 
that such a dryer and blower set up would not operate under a vacuum. … To 
the extent that Dantam is correct that a vibratory fluidized bed dryer cannot be 
operated under a vacuum, given LithoRec’s teaching that drying under a 
vacuum is favorable, we are not persuaded that the present record limits 
LithoRec’s disclosure to the use of vibratory fluidized bed dryers. We invite 
parties to develop the record on this question more fully at trial.”



Ground 3: Vacuum Installation
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Other disclosed instrumentalities

Institution Decision at 11 
(citing Ex. 1016 at 226)

“LithoRec discloses the 
use of “[c]onvection
dryers” and “[s]low or 
high speed rotor 
shredders” in addition to 
vobratory fluidized bed 
dryers and cross-flow 
hoggers.” 

“Convection dryers are simply a broader 
category of dryers that operate with 
airflow being a driving force to make the 
drying process work. Vibratory fluidized 
bed dryers are simply one kind of 
convection dryers.”

“Convection dryers are simply a broader 
category of dryers that operate with 
airflow being a driving force to make the 
drying process work. Vibratory fluidized 
bed dryers are simply one kind of 
convection dryers.”

Ex 2025 (Dantam Decl.) at ¶¶ 99.1 & 108.1; Paper 31 (PO’s Sur-reply) at 9

“In my experiences I have
worked with about ten rotor shredders, 
and none of them were under vacuum.”

“In my experiences I have
worked with about ten rotor shredders, 
and none of them were under vacuum.”

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Ground 3: Vacuum Installation
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Convection dryer: distinct from vacuum dryer

Ex. 2025 (Dantam Decl.) at ¶¶ 99.2-99.3 
(citing Ex. 2026 (Sinothermo));

Paper 17 (POR) at 17-18 & 33-34

“[F]luidized bed dryers (and vibratory 
fluidized bed dryers) are simply a
kind of convection dryer. These 
convention dryers all operate in 
reliance on a steady flow of air to 
drive the drying process.”

“[F]luidized bed dryers (and vibratory 
fluidized bed dryers) are simply a
kind of convection dryer. These 
convention dryers all operate in 
reliance on a steady flow of air to 
drive the drying process.”

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Ground 3: Vacuum Installation
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Rotor shredders: not under vacuum

Ex. 2025 (Dantam Decl.) at ¶¶ 99.1-99.3; 108.1 (citing Ex. 2027-2029); Paper 17 (POR) at 20; 34 & 36

Ex. 2027 (Vecoplan Rotary Shredder)

“This brochure depicts the rotors that contain rows of knives that are used to shred 
materials. Id. at 2, 4. The brochure notes that there is an option for a “rotor cooling” 
design, which circulates chilled water through the rotors. Id. at 4. This confirms 
concerns about overheating. Indeed, there is not a mention of “vacuum” in this 
detailed brochure.”

Ex. 2028 (Amos Dual Shaft Shredder) Ex. 2029 (Amos Quad Shaft Shredder)

“These “shaft shredders” likewise do not 
operate under vacuum. Exh. 2028 & 2029.”

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Ground 3: Vacuum Installation
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Convection dryers: Petitioner’s evidence

Non-responsive

Ex. 1023 (Spies Reply Decl.) at ¶¶ 22-39; 
Paper 22 (Petitioner’s Reply) at 21; 

Paper 31 (PO’s Sur-reply) at 9
DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



GROUND 3: Inactivation
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Ex. 1016 (LithoRec) at 226; 
Paper 22 (Petitioner’s Reply) at 8

“The electrolytes need to be evaporated for the subsequent dry treatment 
processes, which are primarily aimed at extracting the active mass. On the one 
hand, this step eliminates the potential hazard of flammable solvents and, on 
the other hand, converts the active mass into the dry powder form required for 
dry processing.”

“When handling electrolyte, consisting of highly flammable and sometimes 
irritating solvents, e.g. mixtures of diethyl carbonate, dimethyl carbonate and 
ethylene carbonate, as well as the conductive salt lithium hexafluorophosphate, 
safety measures such as wearing protective clothing, safety goggles, butyl 
rubber gloves and processing under a suitable fume hood must be taken.”

Inactivation: Petitioner’s evidence for anticipation

EX. 1016 (LithoRec) at 100; 
Paper 22 (Petitioner’s Reply) at 17DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



GROUND 3: Inactivation
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Paper 17 (POR) at 9

Patent Owner:  “ordinary meaning, which is to render safe for transport” 

Petitioner: “the removal of at least one solvent in the conducting salt 
such that dimethyl carbonate [DMC] and/or ethyl methyl carbonate 
[EMC] is removed from the comminuted material results in inactivated 
material.”

Claim construction governs the “inactivation” dispute

Paper 22 (Petitioner’s Reply to the POR) at 2

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

v.



Ground 3: Inactivation
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Inactivation: LithoRec not configured to inactivate

“As there is currently no reliable data on 
the substances contained in the battery 
cells that would allow drying to be 
reliably designed, only a rough estimate 
of drying can be made at this point. The 
manufacturers of drying systems could 
not be persuaded to submit an offer 
under the given circumstances.”

“As there is currently no reliable data on 
the substances contained in the battery 
cells that would allow drying to be 
reliably designed, only a rough estimate 
of drying can be made at this point. The 
manufacturers of drying systems could 
not be persuaded to submit an offer 
under the given circumstances.”

Ex 1016 (LithoRec) at 226; Paper 31 
(PO’s Sur-reply) at 6-8 

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Ground 3: Inactivation
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Petitioner: LithoRec process  inconsistent drying

Paper 25 (Petitioner’s Opposition to PO’s Motion to Amend) at 8; 
Paper 17 (POR) at 24 & 42)

“For example, a POSITA would understand that batch drying offers 
better control of drying, while continuous drying is used when 
drying consistency is not necessary. EX1039, 21:14-23.”

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Ground 3: Inactivation
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LithoRec process: inconsistent drying

“The materials exiting the dryer would be a mix of shredded battery materials—
some more wet, some more dry. See supra at ¶¶119-120. LithoRec does not 
provide for any mechanism that would ensure that the material exiting the 
system would be completely dry (i.e., inactivated).”

Ex. 2025 (Dantam Decl.) at ¶¶ 119 & 160; Paper 17 (POR) at 24 & 42)

• “Thus, freshly shredded material is mixed with material that is partially dry.”
• “Lithium-ion batteries typically contain a mix of solvents. Some evaporate at 

a lower temperature, others at a higher temperature.”
• “Depending on the degree of fluidization in the bed, the newly-entered 

materials may tumble together with the materials that had been in the dryer 
already. It would be difficult to design this system such that material exiting 
the dryer is fully inactivated for subsequent safe for transport.”

• “Thus, freshly shredded material is mixed with material that is partially dry.”
• “Lithium-ion batteries typically contain a mix of solvents. Some evaporate at 

a lower temperature, others at a higher temperature.”
• “Depending on the degree of fluidization in the bed, the newly-entered 

materials may tumble together with the materials that had been in the dryer 
already. It would be difficult to design this system such that material exiting 
the dryer is fully inactivated for subsequent safe for transport.”

Ex. 2025 (Dantam Decl.) at ¶ 160; Paper 17 (POR) at 24 & 42)

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Ground 3: Inactivation
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Inherent anticipation:

Trintec Inds., Inc. v. Top-U.S.A. Corp., 295 F.3d 1292, 
1295 (Fed. Cir. 2002) (citing cases)

“Inherent anticipation requires that the missing 
descriptive material is ‘necessarily present,’ not
merely probably or possibly present, in the prior 
art.”

“Inherent anticipation requires that the missing 
descriptive material is ‘necessarily present,’ not
merely probably or possibly present, in the prior 
art.”

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Ground 3: Inactivation
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Spies: LithoRec system does not guarantee safe product

Spies:  If you go to a continuous systems, you get a 
distribution of particle sizes there, some particles which 
pass the dryer faster than others. So that's statistics.  
Goals distribution.                   
Q:   And what would be the problem if certain particles 
pass through the continuous system faster than others?
Spies:   The problem is that they may not be dried
enough, not be dry enough, so -- and the final
moisture you need to have in order to have a safe
product is not guaranteed.

Spies:  If you go to a continuous systems, you get a 
distribution of particle sizes there, some particles which 
pass the dryer faster than others. So that's statistics.  
Goals distribution.                   
Q:   And what would be the problem if certain particles 
pass through the continuous system faster than others?
Spies:   The problem is that they may not be dried
enough, not be dry enough, so -- and the final
moisture you need to have in order to have a safe
product is not guaranteed.

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Ex. 2061 (Spies Depo.) at 30:22-31:7; 
Paper 31 (PO’s Sur-reply) at 3



Ground 3: Inactivation
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LithoRec: Distillation experiment did not remove LiPF6

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Ex. 1016 (LithoRec) at 98-99; Ex. 1023 (Spies Reply Decl.) at ¶9;   Paper 22 (Petitioner’s Reply to POR) 
at 6-7; 14-15 & 23; Paper 31 (PO’s Sur-reply) at 5-6 & 21

. . .

. . .



Ground 3: Inactivation
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LithoRec distillation experiment: not comminuted material

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Ex. 1016 (LithoRec) at 96-97; 
Ex. 2061 (Spies Depo.) at 38:19 – 41:18; Ex. 

1023 (Spies Reply Decl.) at ¶¶ 8-9;
Paper 22 (Petitioner’s Reply to POR) at 6-7

Paper 31 (PO’s Sur-reply) at 5-6

Figure B-18: Electrode stack (IPC-WWU)
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Anticipation: requires complete and operative invention

“Patented inventions cannot be superseded by the mere introduction of a 
foreign publication of the kind, though of prior date, unless the description 
and drawings contain and exhibit a substantial representation of the patented
improvement, in such full, clear, and exact terms as to enable any person 
skilled in the art or science to which it appertains, to make, construct, and 
practice the invention …. Mere vague and general representations will not 
support such a defence…. Whatever may be the particular circumstances
under which the publication takes place, the account published, to be of any 
effect to support such a defence [of anticipation], must be an account of a 
complete and operative invention capable of being put into practical 
operation.”

“Patented inventions cannot be superseded by the mere introduction of a 
foreign publication of the kind, though of prior date, unless the description 
and drawings contain and exhibit a substantial representation of the patented
improvement, in such full, clear, and exact terms as to enable any person 
skilled in the art or science to which it appertains, to make, construct, and 
practice the invention …. Mere vague and general representations will not 
support such a defence…. Whatever may be the particular circumstances
under which the publication takes place, the account published, to be of any 
effect to support such a defence [of anticipation], must be an account of a 
complete and operative invention capable of being put into practical 
operation.”

Seymour v. Osborne, 78 U.S. 516, 555 (1870)

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Ground 3: Inactivation
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Anticipation: prior art must be enabling

“To serve as an anticipating reference, the reference must enable that 
which it is asserted to anticipate. ‘A claimed invention cannot be 
anticipated by a prior art reference if the allegedly anticipatory disclosures 
cited as prior art are not enabled.’”

“To serve as an anticipating reference, the reference must enable that 
which it is asserted to anticipate. ‘A claimed invention cannot be 
anticipated by a prior art reference if the allegedly anticipatory disclosures 
cited as prior art are not enabled.’”

Elan Pharms., Inc. v. Mayo Found. for Med. Educ. & Rsch., 346 F.3d 1051, 1054 (Fed. Cir. 2003) 
(quoting Amgen Inc. v. Hoechst Marion Roussel, Inc., 314 F.3d 1313, 1354 (Fed. Cir. 2003))

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

“Long ago our predecessor court recognized that a non-enabled disclosure 
cannot be anticipatory (because it is not truly prior art) if that disclosure 
fails to ‘enable one of skill in the art to reduce the disclosed invention to 
practice.’”

Amgen, 314 F.3d at 1354 (citing In re Borst, 52 C.C.P.A. 1398, 345 F.2d 851, 
855 (C.C.P.A.1962) & In re Donohue, 766 F.2d 531, 533 (Fed. Cir. 1985))



LITHOREC IS NOT AN ENABLING REFERENCE

71

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Enablement: Legal Framework
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• Burden of proof on Petitioner
35 U.S.C. § 316(e)

• Prior art must be enabling, for both §§ 102 & 103
Impax Lab’ys, Inc. v. Aventis Pharms., Inc., 545 F.3d 1312, 1314 (Fed. Cir. 2008)
Raytheon Techs. Corp. v. General Elec. Co., 993 F.3d 1374, 1380 (Fed. Cir. 2021)

• No presumption of enablement for non-patent literature 
unconsidered by Examiner

C.f., Amgen Inc. v. Hoechst Marion Roussel, Inc., 457 F.3d 1293, 1307 (Fed. Cir. 2006); 
In re Antor Media Corp., 689 F.3d 1282, 1288 (Fed. Cir. 2012) 

• Burden shifts to challenger upon showing of non-enablement
Forest Lab’ys, Inc. v. Ivax Pharms., Inc., 438 F.Supp.2d 479, 487 n.3 (D. Del. 2006), 

aff’d 501 F.3d 1263 (Fed. Cir. 2007)

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Enablement: Legal Standard
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Enzo Biochem, Inc. v. Calgene, Inc., 188 F.3d 1362, 1374 (Fed. Cir. 1999) (quoting Genentech, 
Inc. v. Novo Nordisk, A/S, 108 F.3d 1361, 1366 (Fed. Cir. 1997)

“Tossing out the mere germ of an idea does not constitute 
enabling disclosure.”
“Tossing out the mere germ of an idea does not constitute 
enabling disclosure.”

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Research plan insufficient to enable

“Thus, the reference explains that the authors had not 
achieved a touchscreen employing transparent electrodes. 
The only discussion of transparent electrodes appears under 
the ‘Conclusions and Directions for Future Work’ section, in 
which the authors explain that they were interested in 
future ‘research directions.’”

“Thus, the reference explains that the authors had not 
achieved a touchscreen employing transparent electrodes. 
The only discussion of transparent electrodes appears under 
the ‘Conclusions and Directions for Future Work’ section, in 
which the authors explain that they were interested in 
future ‘research directions.’”

Apple Inc. v. Int’l Trade Comm’n, 725 F.3d 1356, 1364 (Fed. Cir. 2013) 
(finding no enablement of prior art non-patent publication)



Undue Experimentation
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Wands factors: 2 (“the amount of direction or 
guidance present”) and 3 (“the presence or absence 
of working examples”)

Q. Is there anything on this figure [G-1] 
that would suggest that it is a vacuum 
process?
Spies. It's just -- it's the typical way how 
you design such a system. It's an overall 
functional diagram which tells you it 
needs a drying process, a  drying –
Q. Okay. But is there anything on here 
that suggests that there's actually a 
vacuum present?
Spies. No.

Q. Is there anything on this figure [G-1] 
that would suggest that it is a vacuum 
process?
Spies. It's just -- it's the typical way how 
you design such a system. It's an overall 
functional diagram which tells you it 
needs a drying process, a  drying –
Q. Okay. But is there anything on here 
that suggests that there's actually a 
vacuum present?
Spies. No.

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

“Q. Turning back to Exhibit 
1016, is there a disclosure 
of a vacuum installation?
And, in particular, I've
referenced the section from 
page 222 to roughly 230.
Spies. Not to the best of 
my memory, no.

“Q. Turning back to Exhibit 
1016, is there a disclosure 
of a vacuum installation?
And, in particular, I've
referenced the section from 
page 222 to roughly 230.
Spies. Not to the best of 
my memory, no.

Ex. 2061 (Spies Depo.) at 61:13-17; 
Paper 31 (PO’s Sur-reply) at 5

Ex. 2061 (Spies Depo.) at 51:18-52:1;
Paper 31 (PO’s Sur-reply) at 5



Enablement
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Wands factors: 4 (“nature of the invention”) & 7 (“the 
predictability or unpredictability of the art”) 

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

See also Ex. 2061 (Spies Depo.) at 10:25-19:12; 28:3-29:22 
(discussing the various hazards of the battery recycling process); 

Paper 31 (PO’s Sur-reply) at 9-10

• “high level of uncertainty” in obtaining batteries and “different 
chemical compositions of the battery variants”

Ex. 1016 (LithoRec) at 8; Paper 31 (PO’s Sur-reply) at 10-11

• “danger posed by defective batteries”
Ex. 1016 (LithoRec) at 33; Paper 31 (PO’s Sur-reply) at 10-11 

• “Due to the high reactivity of the electrolyte salt to water 
(humidity) and the associated difficulty and costly handling when 
opening the cells, safe operating concepts must be developed as a 
first step.”

Ex. 1016 (LithoRec) at 96; Paper 31 (PO’s Sur-reply) at 10-11



Undue Experimentation
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Wands factors: 4 (“nature of the invention”) & 7 (“the 
predictability or unpredictability of the art”) 

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
Ex. 2061 (Spies Depo.) at 10:25-11:18; Paper 31 (PO’s Sur-reply) at 9-10

Q. So are there well-known issues of combustibility and flammability 
with recycling plants?
Spies. Yes, I mean, we are dealing with flammable substances in that 
plant, and they are with low boiling points, so it's essential to design a 
system which is safe for operation, and you have to deeply look into 
that topic to design a safe system.
Q. What do you mean, deeply look into the topic?
Spies.  It means you have to analyze the chemistry which is behind this 
– the thermodynamics related to this – to the unit operations.
Q.  What do you mean by that?
Spies.  It means, especially when you’re operating on the flammable 
substances, inertization is always a topic that needs to be guaranteed 
that at every point in time, you have a nitrogen atmosphere in order 
to avoid combustible situations.



Undue Experimentation
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Wands factors: 4 (“nature of the invention”) & 7 (“the 
predictability or unpredictability of the art”) 

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Ex. 2061 (Spies Depo.) at 12:4-16 (objection omitted); 
Paper 31 (PO’s Sur-reply) at 9-10

Q.  What kind of hazards are there in a battery recycling plant?              

Spies. The kind of hazards.  Oh, you have a lot of -- many kinds of 
hazards.  There’s hazards for health because we are dealing with 
sometimes things which are -- which can cause cancer, and the cathode 
material, there's cancerous substances included, there's explosion
issues, and, of course, work safety.  You're dealing with temperatures, so 
it's not the type of plant which is straightforward and easy.



Undue Experimentation
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Wands factor: 5 (“the state of the prior art”)

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Q. Are you aware of any prior art that recognized that you could inactivate 
shredded battery material by vacuum drying alone?
Spies. At the moment, I can't mention it, that one.
Q. Did any come to mind?
Spies. Sorry?
Q. Does anything come to mind?
Spies. Not at the moment, no. Maybe it's too late already for me.

Ex. 2061 (Spies Depo.) at 95:19-96:3; Paper 31 (PO’s Sur-reply) at 10



Undue Experimentation

79

Wands factor 6: “the relative skill of those in the art”

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Agreed level of skill: a B.S. degree in electrical engineering, 
materials science, chemical engineering, or an equivalent 
field, as well as at least 2 to 3 years of academic or industry 
experience in the recycling or processing of lithium-ion 
batteries.

Ex. 1003 (Spies Decl.) at ¶¶ 62-63 & Ex. 2025 (Dantam Decl.) at ¶ 17



Undue Experimentation
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DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Ex. 2061 (Spies Depo.) at 70:14-23; Paper 31 (PO’s Sur-reply) at 9-10

Spies’ colleagues:  “normally have a masters degree or a PhD”

Wands factor 6: “the relative skill of those in the art”

Ex. 2061 (Spies Depo.) at 21:6-8; Paper 31 (PO’s Sur-reply) at 9-10

Q.  So if you had someone with a bachelor's degree in, let's say, 
chemical engineering or mechanical engineering and who had 
been in the field for a couple years, two to three years, for 
example, how much guidance would they need in order to
develop a vacuum drying system to dry shredded battery 
material?                               
Spies.   Developing such a system is always --there's always 
teamwork, so you don't – normally you don't do it by yourself. 
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DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
Paper 10 (Institution Decision) at 11

Enablement: Board Instruction



82

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

GROUND 3: CLAIM 13 
IS NOT ANTICIPATED BY LITHOREC



GROUND 4: CLAIM 17 IS NOT OBVIOUS 
OVER LITHOREC IN VIEW OF HANISCH

83

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

• Claim 17 depends from Claim 12

• Incorporate arguments from Ground 3



GROUND 1: CLAIMS 1-3, 7-8 & 10 ARE 
NOT OBVIOUS OVER LITHOREC, DIN 
28400, AND PERRY

84
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GROUND 1: LithoRec, DIN 28400, and Perry

85

Ex. 1016 (LithoRec)

Ex. 1018 (DIN 28400)

Ex. 1006 (Perry)

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Arguments from Ground 3 incorporated 



Ground 1 Arguments

86
Paper 1 (Petition) at 25-27; Paper 17 (POR) at 40-50

LithoRec

Inactivation

DIN 28400

Perry300 hPa

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



GROUND 1: Inactivation

87

• LithoRec: Inactivation

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



GROUND 1: Inactivation

88

Ex. 1016 (LithoRec) at  226; Paper 22 
(Petitioner’s Reply) at 8

“The electrolytes need to be evaporated for the subsequent dry treatment 
processes, which are primarily aimed at extracting the active mass. On the one 
hand, this step eliminates the potential hazard of flammable solvents and, on 
the other hand, converts the active mass into the dry powder form required for 
dry processing.”

“When handling electrolyte, consisting of highly flammable and sometimes 
irritating solvents, e.g. mixtures of diethyl carbonate, dimethyl carbonate and 
ethylene carbonate, as well as the conductive salt lithium hexafluorophosphate, 
safety measures such as wearing protective clothing, safety goggles, butyl 
rubber gloves and processing under a suitable fume hood must be taken.”

Inactivation: Petitioner’s evidence

EX. 1016 (LithoRec) at 100; 
Paper 22 (Petitioner’s Reply) at 17DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



GROUND 1: Inactivation

89
Ex. 1001 (‘097 Patent) at Cl. 1

1. A method for the treatment of used batteries, comprising the steps:
(a) comminuting the batteries such that comminuted material is obtained;
(b) inactivating the comminuted material such that an inactivated 
comminuted material is obtained, wherein the inactivating step is performed 
during or after the comminuting step; and
(c) filling a transport container with the inactivated comminuted material;
wherein the inactivating step is performed by drying the
comminuted material, and 
wherein the drying occurs at a maximum pressure of 300 hPa. 

Claim 1: Requires Obtaining Comminuted Material

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Ground 1: Inactivation

90

Obviousness: research plan insufficient

“Here, however, the teachings set forth in the specifications 
provide no more than a “plan” or “invitation” for those of skill in 
the art to experiment practicing antisense in eukaryotic cells; they 
do not provide sufficient guidance or specificity as to how to 
execute that plan.”

Enzo Biochem, Inc. v. Calgene, Inc., 188 F.3d 1362, 1374 (Fed. Cir. 1999)

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Ground 1: Inactivation

91

LithoRec process: inconsistent drying

Paper 25 (Petitioner’s Opposition to PO’s Motion to Amend) at 8; 
Paper 17 (POR) at 24 & 42 

“For example, a POSITA would understand that batch drying offers 
better control of drying, while continuous drying is used when 
drying consistency is not necessary. EX1039, 21:14-23.”

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Ground 1: Inactivation

92

LithoRec process: inconsistent drying

“The materials exiting the dryer would be a mix of shredded battery materials—
some more wet, some more dry. See supra at ¶¶119-120. LithoRec does not provide 
for any mechanism that would ensure that the material exiting the system would be 
completely dry (i.e., inactivated).”

Ex. 2025 (Dantam Decl.) at ¶¶ 119 & 160; Paper 17 (POR) at 24 & 42

• “Thus, freshly shredded material is mixed with material that is partially dry.”
• “Lithium-ion batteries typically contain a mix of solvents. Some evaporate at a 

lower temperature, others at a higher temperature.”
• “Depending on the degree of fluidization in the bed, the newly-entered 

materials may tumble together with the materials that had been in the dryer 
already. It would be difficult to design this system such that material exiting the 
dryer is fully inactivated for subsequent safe for transport.”

Ex. 2025 (Dantam Decl.) at ¶ 160; Paper 17 (POR) at 24 & 42
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GROUND 1: Pressure Level

93

Ex. 1001 (‘097 Patent) at Cl. 1

1. A method for the treatment of used batteries, comprising the steps:
(a) comminuting the batteries such that comminuted material is obtained;
(b) inactivating the comminuted material such that an inactivated 
comminuted material is obtained, wherein the inactivating step is performed 
during or after the comminuting step; and
(c) filling a transport container with the inactivated comminuted material;
wherein the inactivating step is performed by drying the 
comminuted material, and 
wherein the drying occurs at a maximum pressure of 300 hPa. 

Claim 1: 300 hPa requirement

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Ground 1: Pressure Level

94

Ex. 1016 (LithoRec) at 226; Paper 1 (Petition) at 25, 29, 37 & 47

LithoRec: 300 hPa

“As some of the liquid to be vaporized are highly flammable 
solvents, the drying temperature should probably be severely 
restricted. This in turn speaks in favor of drying under vacuum, 
as the drying temperature can be kept low.”

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Ground 1: Pressure Level

95

Paper 1 (Petition) at 25

Petitioner: 300 hPa

“LithoRec does not explicitly 
teach a specific vacuum 
pressure to be used.”

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



GROUND 1: Pressure Level

96

EX. 2062 (Spies Depo. Vol. 2) at 141:3-7; 
Paper 1 (Petition) at 25; 

Paper 31 (PO’s Sur-reply) at 14

Mr. Spies: no pressure range mentioned

Q. Is it true, sir, that LithoRec does 
not specify any particular pressure 
range under which drying is 
performed?
Spies. Yes, in this section, there's 
not a pressure range mentioned, 
yes, that's correct.

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Ground 1: DIN 28400

97

“DIN 28400 is simply a glossary of terms and does not teach any particular 
application of vacuum drying. DIN 28400 teaches broad characterizations of 
ranges of vacuum.”

Ex. 2025 (Dantam Decl.) at ¶ 129; Paper 31 (PO’s Sur-reply) at 19-20

DIN 28400: 300 hPa limitation

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Ground 1: DIN 28400

98

“DIN 28400 does not provide any direction as to what range of vacuum would 
be appropriate for particular applications. There is no mention of drying of 
shredded EV batteries. A person of skill in the art, looking to develop a vacuum 
drying system, would find no teachings in DIN 28400 as to how to select an 
appropriate range of vacuum pressure.”

Ex. 2025 (Dantam Decl.) at ¶ 129; Paper 31 (PO’s Sur-reply) at 19

DIN 28400: no guidance as to pressure selection

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Ground 1: DIN 28400

99

“300 mbar” in DIN 28400: Mount Everest
DIN 28400: “lowest atmospheric 
pressure on the Earth’s surface.”

1 DIN 28400 Part 1, Section 1.1 

ISO Standard: “The prevailing 
atmospheric pressure on ground 
depends on weather conditions 
and altitude and ranges from 31 
kPa (altitude of the Mount 
Everest, weather condition ‘low’) 
up to 110 kPa (altitude Dead Sea, 
weather condition ‘high’).”

Ex. 2019 at 1, Section 3.1.2, n.2 

See also, Ex. 2025 (Dantam Decl.) at ¶135; 
Paper 31 (PO’s Sur-reply) at 19-20

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Ex. 1018 at Section 1.1.



Ground 1: DIN 28400

100

“DIN 28400 does not cure LithoRec’s deficiencies. Therefore, a 
POSITA seeking to determine specifications for drying 
comminuted battery material would not be motivated to 
combine LithoRec with DIN 28400.”

“There would be no motivation for a person of skill in the art to
combine the teachings of LithoRec with the reference to “300 
hPa” in DIN 28400, because that 300 hPa parameter is applicable 
only to the prevailing atmospheric pressure in environments 
such as Mount Everest, inapplicable here.”

Ex. 2025 (Dantam Decl.) at ¶¶ 136-137; Paper 17 (POR) at 36-41

DIN 28400: no motivation to combine

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Ground 1: Perry

101

Perry: Vacuum-shelf dryers

“Vacuum-Shelf Dryers Vacuum-shelf dryers 
are indirect-heated batch dryers consisting 
of a vacuumtight chamber usually 
constructed of cast iron or steel plate, 
heated, supporting shelves within the 
chamber, a vacuum source, and usually a 
condenser.” 

“Hollow shelves of flat steel plate are 
fastened permanently inside the vacuum 
chamber and are connected in parallel to 
inlet and outlet headers.” 

“The material to be dried is placed in pans 
or trays on the heated shelves.”

Ex. 1006 (Perry) at 12-44; 
Paper 31 (PO’s Sur-reply) at 20; 

Paper 17 (POR) at  43-44
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Ground 1: Perry

102

Spies: shelf drying teachings inapplicable to drum dryers

Q. Okay. In the -- in the vacuum dryers for battery recycling, is that a shelf dryer?

Spies. No, that's not a shelf dryer, it’s a drum dryer.

Q. A drum dryer. What's the difference?

Spies. It's not a shelf dryer because we need some agitation because it's needed 
some agitation to keep the material moving, and that's the disadvantage of the 
shelf dryer where materials just laying on the shelf, lying on the shelf, so...

Q. Okay. But when you design a dryer for battery recycling to dry shredded 
battery material do you look to teachings from vacuum-shelf dryers?

Spies. Normally not, no, no.
Ex 2061 (Spies Depo.) at 67:1-11; id. at 67:18-21; 

Paper 31 (PO’s Sur-reply) at 20DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Ground 1: Perry

103

LithoRec: continuous process, not batch

“There is also the question of whether drying should also take place in a batch 
or continuously. As some of the liquids to be vaporized are highly flammable 
solvents, the drying temperature should probably be severely restricted. This in 
turn speaks in favor of drying under vacuum, as the drying temperature can be 
kept low. As there is currently no reliable data on the substances contained in 
the battery cells that would allow drying to be reliably designed, only a rough 
estimate of drying can be made at this point. The manufacturers of drying 
systems could not be persuaded to submit an offer under the given 
circumstances. It is assumed that the necessary process steps (inerting, filling, 
drying, emptying) of a discontinuously operating dryer require a longer work 
cycle in total than the pre-shredder. For this reason, batch drying is not used.”

Ex 1016 (LithoRec)  at 226; 
Paper 31 (PO’s Sur-reply) at 20; 

Paper 17 (POR) at 43-44
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Ground 1: Perry

104

Perry: no combination with continuous process of LithoRec

Ex 1006 (Perry) at 12-44

“Batch drying, as taught by Perry, is fundamentally 
incompatible with the continuous process drying 
recommended by LithoRec.”

Ex 2025 (Dantam Decl.)  at ¶ 127; Paper 17 (POR) at 43-45
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Ground 1: Perry

105

Teaching away: batch/continuous

“A reference teaches away when a person of ordinary skill, upon reading the 
reference, would be discouraged from following the path set out in the 
reference, or would be led in a direction divergent from the path that was taken 
by the applicant.”

Santarus, Inc. v. Par Pharmaceutical, 694 F.3d 1344, 1354-55 (Fed. Cir. 2012)

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Pozen Inc. v. Par Pharm., Inc., 696 F.3d 1151, 1164–65 (Fed. Cir. 2012) 

“A reference ‘teaches away’ when it ‘suggests that the line of
development flowing from the reference’s disclosure is unlikely to be productive
of the result sought by the applicant.’”



Ground 1: Claims 2 & 7

106

2. The method according to claim 1, wherein the comminuted material is 
dried until an electrolyte content in the comminuted material is so low 
that an electrochemical reaction is impossible.

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Ex. 1001 (‘097 Patent) at Cl. 2

7. The method according to claim 1, wherein the drying of the 
comminuted material is only completed if one or more of the following 
conditions is met: no flammable or explosive gas mixture is formable 
above the comminuted material in the transport container, and the 
comminuted material is so dry that no flammable or explosive gas 
mixture is able to emerge in the transport container.

Ex. 1001 (‘097 Patent) at Cl. 7

Specific metrics of drying:



Ground 1: Claims 2 & 7

107

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Ex. 1016 (LithoRec) at 226; Paper 22 (Petitioner’s Reply) at 8

Insufficient evidence to disclose the claimed drying metrics 

Ex. 1016 (LithoRec) at 229; Paper 22 (Petitioner’s Reply) at 20

Evidence from LithoRec: 

Ex. 2025 (Dantam Decl.) at ¶¶ 145.1-145.2; Paper 17 (POR) at 42



Optimization

108

Optimization: inapplicable 

Ex. 2061 (Spies Depo.) at 95:19-96:3; Paper 31 (PO’s Sur-reply) at 10DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

“For decades, this court and its predecessor have recognized that ‘where 
the general conditions of a claim are disclosed in the prior art, it is not
inventive to discover the optimum or workable ranges by routine 
experimentation.’’’

Q. Are you aware of any prior art that recognized that you could inactivate 
shredded battery material by vacuum drying alone?
Spies. At the moment, I can't mention it, that one.
Q. Did any come to mind?
Spies. Sorry?
Q. Does anything come to mind?
Spies. Not at the moment, no. Maybe it's too late already for me.

E.I. DuPont de Nemours & Co. v Synvina C.V., 904 F.3d 996,
1006 (Fed. Cir. 2018)



Ground 1: LithoRec, DIN 28400, and Perry

109

Conclusion

“A person skilled in the art would not be able to practice Claim 1 of 
the ’097 patent based on the combined disclosures of LithoRec with 
Perry and DIN 28400.”

“The combination of LithoRec with Perry and DIN 28400 would not 
teach inactivating of shredded batteries by drying at a maximum 
pressure of 300 hPa.”

Ex. 2025 (Dantam Decl.) at ¶¶ 140-141; 
Paper 17 (POR) at 43-48; 

Paper 31 (PO’s Sur-reply) at 19-21
DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



GROUND 2: CLAIM 9 IS NOT OBVIOUS OVER 
LITHOREC IN VIEW OF DIN 24800 AND PERRY, 
AND FURTHER IN VIEW OF HANISCH

110

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Ground 2: Claim 9

111

Ex. 1001 (‘097 Patent) at Cl. 9

Claim 9: 

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

9. The method according to claim 1 wherein 
drying occurs at a temperature of less than 80° C.

• Claim 9 depends from Claim 1

• Incorporate Ground 1 arguments



Ground 2: Claim 9

112

Ex. 1020 (Hanisch) at 6:17-19

Combination: LithoRec + Hanisch + DIN 28400 + Perry

The active material separation installation preferably 
has a pre-dryer arranged downstream from the cell 
crushing device and upstream from the oven in terms 
of the material flow. The pre-dryer is set up to heat the 
cell fragments to the drying temperature.

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

The method preferably comprises the step whereby, before the cell fragments are 
heated to the decomposition temperature, the cell fragments are dried at a 
drying temperature…. [I]t is advantageous for the drying temperature to be below 
100 °C, in particular below 80 °C.

Ex. 1020 (Hanisch) at 5:10-15



Ground 2: Claim 9

113

Claim 9: Absence of evidence

• Petitioner: no evidence of motivation to combine Hanisch with other 
references 

• Petitioner: no citation to Expert Declaration at all in Ground 2

• Petitioner: no assertion or evidence that 80℃ pre-dryer inactivates 
battery material

• Dantam: pre-dryer does not inactivate

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Paper 1 (Petition) at 35-38

Ex. 2025 (Dantam Decl.) at ¶¶146-146.1; Paper 17 (POR) at 51-53



SECONDARY CONSIDERATIONS OF 
NON-OBVIOUSNESS

114

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Long Felt But Unmet Need

Ex. 2025 (Dantam Dec.), ¶¶ 172-174; Paper 17 (POR) at 53-55
115

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Unexpected Results

116
DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Ex. 1016 (LithoRec) at 190; Paper 31 (PO’s Sur-reply) at 24 

LithoRec prior art:

“The advantage of low temperatures is 
that the formation of hydrogen fluoride 
is hindered.”

Ex. 1001 (‘097 Patent) at 3:12-13; 
Paper 31 (PO’s Sur-reply) at 24 

“The drying preferably occurs at a 
maximum temperature of 80° C.: 
this produces almost no hydrogen 
fluoride.

Ex. 1001 (‘097 Patent) at 5:7-8; 
Paper 31 (PO’s Sur-reply) at 24 

‘097 Patent:



Unexpected Results

Ex. 2025 (Dantam Dec.) ¶174; Paper 17 (POR) at 53-55
117

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Commercial Success

118
DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Ex. 2040 (Grote Decl.) at ¶¶ 10-11 
(citing to Exs. 2051 &  2052; 

Paper 17 (POR) at 56-58



Nexus

Ex. 2025 (Dantam Dec.) ¶176; Ex. 2053; Paper 17 (POR) at 58-61
119

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE



Motion to Amend

• Batch drying

• Bodily incorporation

• Reasonable Expectation of Success

• Alleged “routine” optimization

• Overlapping ranges

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

120



Batch Drying

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

LithoRec, Ex. 1016, p. 226

LithoRec states:

121



Batch Drying

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Ex. 2061 (Spies Dep.) 99:4-8

Testimony of 
Petitioner’s 
expert, Mr. 

Spies:

PO Reply Motion to Amend, p. 8
122



Batch Drying

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
PO Reply Motion to Amend, p. 8

“In In re Gurley, 27 F.3d 551, 553 (Fed.Cir.1994), 
we emphasized that ‘[a] reference may be said to 
teach away when ‘a person of ordinary skill, upon 
reading the reference, would be discouraged from 
following the path set out in the reference, or 
would be led in a direction divergent from the 
path that was taken by the applicant.’”

In re Mouttet, 686 F.3d 1322, 1333–34 (Fed. Cir. 
2012)(Emphasis added)
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Batch Drying

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Pet. Opp. Motion to Amend, p. 8

Petitioner argues:
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Bodily incorporation

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Petitioner’s Sur-Reply to Motion to Amend, p. 5

Example Petitioner “bodily incorporation” arguments:

Petitioner’s Sur-Reply to Motion to Amend, p. 4
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Bodily incorporation

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE PO’s Reply to Opp. to Motion to Amend, p. 12

Medtronic, Inc. v. Teleflex Innovations S.A.R.L., 
70 F.4th 1331, 1347 (Fed. Cir. 2023).

“The Board explained ‘[t]he extensive need to 
modify Kontos’ device in a way not suggested in 
the Petition supports [Teleflex's] argument that 
the proposed modifications are based on a 
hindsight desire to recreate the claimed 
invention, as opposed to a known need in the art 
for such a device.’ Id. The Board did not err in 
discounting modifications not presented in 
Medtronic’s petition as indicative of hindsight.”
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Reasonable Expectation of Success

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE PO’s Reply to Opp. to Motion to Amend, p. 10

Eli Lilly & Co. v. Teva Pharms. Int'l GmbH,
8 F.4th 1331, 1344 (Fed. Cir. 2021)

“[W]e must first emphasize the clear distinction in our 
case law between a patent challenger's burden to prove 
that a skilled artisan would have been motivated to 
combine prior art references and the additional 
requirement that the patent challenger also prove that the 
skilled artisan would have had a reasonable expectation 
of successfully achieving the claimed invention from the 
combination….A finding by the Board that a patent 
challenger has demonstrated a motivation to combine 
references does not necessarily imply that the challenger 
has also met its burden of showing a reasonable 
expectation of success in achieving a claimed method of 
treatment.”
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Alleged “routine” optimization

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Pet. Opp. to Motion to Amend, p. 11

Petitioner argues:

128



Alleged “routine” optimization

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Pet. Opp. to Motion to Amend, p. 11

Petitioner argues:
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Alleged “routine” optimization

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
Ex. 1030 (Spies Dec.), ¶22

130



Alleged “routine” optimization

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Ex. 2061 (Spies Dep.), 138:8-139:8

Testimony of 
Petitioner’s 
expert, Mr. 

Spies:
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Alleged “routine” optimization

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Ex. 1030 (Spies Dec.), ¶22

Ex. 1039 (Dantam Dep.), 16:7-13
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Alleged “routine” optimization

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

What is a PHOSITA optimizing for?

•Throughput (speed of process)?
•Level of drying?
•Cost of drying?
•Energy use?
•Recovery of solvent?
•Environmental?
•Safety?

PO’s Reply to Opp. to Motion to Amend, p. 3

See, e.g., Ex. 2061 (Spies Dep.) 98:25-101:13.
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Alleged “routine” optimization

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Pet. Sur-Reply to Motion to Amend, p. 3

Petitioner argues:
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Overlapping ranges

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

[A] presumption of obviousness may be invoked ‘when the 
only difference from the prior art is a difference in the range 
or value of a particular variable.’ In re Kumar, 418 F.3d 1361, 
1366 (Fed. Cir. 2005). In this case, however, there are 
additional differences between the prior art and claim 2 of the 
’090 patent. For example, the district court found that the 
prior art did not disclose that ibrutinib was effective at 
treating R/R MCL in particular. Pharmacyclics, 556 F. Supp. 
3d at 403 & n.8. That finding was not clearly erroneous.

PO’s Reply to Opp. to Motion to Amend, p. 11

Pharmacyclics LLC v. Alvogen, Inc.,
No. 2021-2270, 2022 WL 16943006, at *9 (Fed. Cir. 

Nov. 15, 2022)(unpublished).
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