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Patent Owner (“PO”) effectively concedes that the litigation between PO 

and Petitioner, in which no trial date has been set, does not raise any Fintiv issue.  

PO instead urges discretionary denial based on a different case, in a different court, 

involving a different defendant, with fewer claims at issue than this IPR addresses.  

Portsmouth Network Corp. v. Cisco Systems, Inc., 2:23-cv-00441 (E.D. Tex.) 

(“Cisco case”).  The PTAB already rejected PO’s Fintiv argument in Cisco’s IPR 

against the ’986 patent.  IPR2024-00505, Paper 7, 9-16.  Fintiv is even less 

applicable here because Petitioner is not party to the Cisco case. 

I. Fintiv Factor 1 Is Neutral 

PO concedes that, lacking evidence of how the court will rule on a stay 

motion in the Juniper case, this factor is neutral as to that case.  POPR, 14. 

In the Cisco case, the court recently denied Cisco’s motion to stay 

without prejudice to renewal after institution decisions in Cisco’s IPRs.  EX1016.  

The Board has so far instituted three of Cisco’s four IPRs (IPR2024-00503, 

IPR2024-00505, IPR2024-00506); an institution decision in the fourth one 

(IPR2024-00954) is due in mid-December.  When a stay is denied without 

prejudice, Factor 1 is neutral.  Samsung Elecs. Co. v. CardWare, PGR2023-00012, 

Paper 14, 16 (Aug. 11, 2023) (“dismissal of the stay request was without 

prejudice…we find this factor to be neutral”); Lyft v. Rideshare Displays, 

IPR2021-01598, Paper 7, 9-10 (Apr. 11, 2022) (same). 
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II. Fintiv Factors 2 and 5 Disfavor Discretionary Denial 
Because Juniper Is Not a Defendant in the Cisco Litigation 

PO’s argument that “Petitioner is a [litigation] defendant” (POPR, 16) is a 

red herring because there is no trial date in the Juniper case.  POPR, 14. 

When a case not involving the petitioner (such as the Cisco case) is expected 

to be tried before the FWD, Factors 2 and 5 disfavor discretionary denial.  For 

example, in Dolby Labs. v. Intertrust Techs., IPR2020-00665, litigations over the 

challenged patent not involving the petitioner were set for trial eight months before 

the FWD—but (as here) no trial date was set for the litigation involving the 

petitioner.  Dolby, Paper 11, 13.  The Board found that Factors 2 and 5 

“collectively weigh against” discretionary denial.  Id., 15-17, citing Apple v. Fintiv, 

IPR2020-00019, Paper 11, 13-14 (Mar. 20, 2020) (precedential) (“If a petitioner is 

unrelated to a defendant in an earlier court proceeding, the Board has weighed this 

fact against exercising discretion to deny institution.”).  Petitioner cited Dolby 

(Pet., 67); PO had no answer.  Other Board decisions confirm that Factors 2 and 5 

disfavor discretionary denial here.  Bose v. Koss, IPR2021-00680, Paper 15, 14-19 

(Oct. 13, 2021) (despite case against Apple set for trial six months before FWD, 

Factor 2 weighed “strongly against” discretionary denial, and Factor 5 weighed 

“against” it, because “Petitioner [Bose] is not a party to the Apple Litigation.”). 

III. Fintiv Factor 3 Disfavors Discretionary Denial   

Factor 3 indisputably disfavors discretionary denial as to the Juniper case. 
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As to the Cisco case, in Cisco’s IPR the Board found that Factor 3 weighed 

“strongly against discretionary denial” since the ID was due before the close of fact 

and expert discovery and the Markman hearing.  IPR2024-00505, Paper 7, 13-14.  

While the ID in this IPR is due about four months later (in mid-December)—

shortly after the Cisco case Markman hearing—litigation of patent validity in the 

Cisco case will remain at an early stage: fact discovery will still be ongoing, and 

expert discovery will not even have begun.  EX1017.  Given these facts, Factor 3 

disfavors discretionary denial.  Bose, 16 (Factor 3 “weighs against” discretionary 

denial, even after Markman hearing, where “[f]act discovery is not complete, and 

expert discovery has not started,” leaving “much work…[on] invalidity”).  

IV. Fintiv Factor 4 Disfavors Discretionary Denial 

This IPR’s inclusion of claims not at issue in the Cisco case (EX1018, 5) 

disfavors discretionary denial.  Bose, 18 (Factor 4 disfavored denial where “the 

Apple Litigation will not address” all claims in the IPR).  Even as to overlapping 

claims, PO offers no evidence that this IPR’s grounds overlap Cisco’s arguments, 

which in any event are speculative until trial.  Bose, 18.  Further, based on Cisco’s 

stipulation not to pursue its Gai-based IPR ground in court, the Board already 

found that Factor 4 disfavors denial in Cisco’s IPR.  IPR2024-00505, Paper 7, 14.  

This IPR combines Gai with IEEE 1999, making it even more distinct.  Pet., 70.     

Respectfully submitted, /Michael N. Rader/ 
Date:  November 12, 2024 Michael N. Rader, Reg. No. 52,146 
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