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Yoshida et al. (US 11,017,815 B2)
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Disputed Term for the ’815 Patent – 
“receiving … first video information … 

including second video information that is encrypted”
Maxell’s Proposed Construction Samsung’s Proposed Construction

Plain and ordinary meaning Plain and ordinary meaning, which is that 
the second video information is in encrypted 
form at the time it is received

The Dispute: Whether the plain meaning of “video information” requires 
encryption at a particular time
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Samsung Wants to Rewrite the Claim

Samsung’s Proposed Rewrite

“a network interface receiving first 
video information wirelessly from a 
device external to the information 
processing apparatus, the first video 
information being received 
including second video information 
that is encrypted at the time it is 
received”

Other Possible Rewrites

“a network interface receiving first video 
information wirelessly from a device external 
to the information processing apparatus, the 
first video information being received including 
second video information that is encrypted 
after it is received”

“a network interface receiving first video 
information wirelessly from a device external 
to the information processing apparatus, the 
first video information being received including 
second video information that is encrypted 
before it is received”
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Samsung’s Rewrite Excludes Disclosed Embodiments

’815 Patent, Fig. 3
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Samsung’s Rewrite Excludes Disclosed Embodiments

’815 Patent, Fig. 3

’815 Patent at 5:6-27
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Testimony from Samsung’s Expert Belies Samsung’s Position

Dkt. 76-3 (Bederson Decl.) at ¶ 35
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Disputed Term for the ’815 Patent – 
“character”

Maxell’s Proposed Construction Samsung’s Proposed Construction

Plain and ordinary meaning A letter, number, punctuation mark, or other 
symbol or control code that is represented to 
a computer by one unit of information

The Dispute: Whether the well-known term “character” requires a 
construction
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Disputed Term for the ’815 Patent – 
“character”

Samsung’s Proposed Construction

A letter, number, punctuation mark, or other symbol or control code 
that is represented to a computer by one unit of information

• Control code (not in specification or claims)
• One unit of information 

• Not in specification; no restriction on any volume used to display 
• Why just one? (no lexicography or disavowal) 
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Disputed Term for the ’815 Patent – 
“character”

Samsung’s Proposed Construction

A letter, number, punctuation mark, or other symbol or control code 
that is represented to a computer by one unit of information

Samsung’s Brief

A letter, number, punctuation mark, or other symbol or control code 
that is represented to a computer by one unit of information, but not 
including a graphic (batman). (Dkt. No. 76 at 3)

Dkt. No. 76 at 3
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The Claim Is Directed To Displaying On A Graphical User Interface

’815 Patent, Claim 1
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Samsung’s Expert Agrees That Emojis Are Characters/Symbols

See Dkt. No. 73-10, at 50:1-14

e (絵, 'picture') + moji (文字, 'character')
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POSITA Knows A “Character” Is Rendered As a Graphic In a GUI 
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POSITA Knows A “Character” Is Rendered As a Graphic In a GUI 
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POSITA Knows A “Character” Is Rendered As a Graphic In a GUI 

https://yaytext.com/emoji/part-alternation-mark/ https://emojipedia.org/softbank/2004
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Specification Describes Displaying “Character” Consistent With P&O

’815 Patent, 6:5-40; Figures 4-7

See Dkt. No. 76-3, ¶46
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Conclusion
“character”

Maxell’s Proposed Construction

Plain and ordinary meaning

• A POSITA would have readily understood what is meant by “character” in the context of 
the ’815 Patent’s claims.

- The ’815 Patent Specification confirms this understanding and puts no limit on the 
volume required to display a character. 

- The extrinsic evidence confirms this understanding.
- Samsung’s expert confirms this understanding. 

• Samsung has identified no lexicography or disavowal to depart from this plain and 
ordinary meaning and to include restriction on volume or to inject claims not in the spec.
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Disputed Term for the ’815 Patent – 
“the first group of video information being configured to allow a user to edit”

Maxell’s Proposed Construction Samsung’s Proposed Construction

Plain and ordinary meaning Indefinite

The Dispute: Whether Samsung has established by clear and convincing that 
a POSITA would not be able to ascertain the meaning of “the first group of 
video information being configured to allow a user to edit” with reasonable 
certainty
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Samsung’s Contentions for Indefiniteness  

Those skilled in the art do not know what it means for digital information—
be it a group of video information or the video information itself—to be 
configured to edit, and the specification provides no explanation. 

2
Id.

The term is unclear whether (1) the group of video information, (2) the 
video information itself, or (3) both are to be edited. RCC1

(Dkt. No. 76) at 9
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Samsung’s Contentions for Indefiniteness  

The term is unclear whether (1) the group of video information, (2) the 
video information itself, or (3) both are to be edited. RCC1

Those skilled in the art do not know what it means for digital information—
be it a group of video information or the video information itself—to be 
configured to edit, and the specification provides no explanation. 

2
Id.

(Dkt. No. 76) at 9

Intrinsic evidence demonstrates that both of Samsung’s contentions are wrong
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1. Information processing apparatus

Claim 1 Conveys the Claim Scope with Reasonable Certainty

’815 Patent, Claim 1

1
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1. Information processing apparatus

2. Recording medium that stores a 
plurality of video information

Claim 1 Conveys the Claim Scope with Reasonable Certainty

’815 Patent, Claim 1

1

2
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’815 Patent, Claim 1

1. Information processing apparatus

2. Recording medium that stores a 
plurality of video information

3. A first group of video information

1

2

3

Claim 1 Conveys the Claim Scope with Reasonable Certainty
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Claim 1 Conveys the Claim Scope with Reasonable Certainty

’815 Patent, Claim 1

1. Information processing apparatus

2. Recording medium that stores a 
plurality of video information

3. A first group of video information

4. The first group of video information 
being configured to allow a user to 
edit

1

2

3

4
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Claim 1 Conveys the Claim Scope with Reasonable Certainty

1. Information processing apparatus

2. Recording medium that stores a 
plurality of video information

3. A first group of video information

4. The first group of video information 
being configured to allow a user to 
edit

5. The first group of video information 
is part of the plurality of video 
information that is stored in the 
recording medium. 

’815 Patent, Claim 1

1

2

3

4

5
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Claim 1 Conveys the Claim Scope with Reasonable Certainty

1. Information processing apparatus

2. Recording medium that stores a 
plurality of video information

3. A first group of video information

4. The first group of video information 
being configured to allow a user to 
edit

5. The first group of video information 
is part of the plurality of video 
information that is stored in the 
recording medium. 

’815 Patent, Claim 1

1

2

3

4

5

Case 5:23-cv-00092-RWS   Document 85-1   Filed 08/07/24   Page 27 of 161 PageID #:  3904

IPR2024-00907 - Samsung
Ex. 1028 - Page 27



28

Samsung’s Expert Is Reasonably Certain About the Claim Scope

See Dkt. No. 76-3, ¶¶64, 66
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Samsung’s Expert Is Reasonably Certain About the Claim Scope

See Dkt. No. 73-10, at 56:11-57:11
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Samsung’s Contentions for Indefiniteness 

Those skilled in the art do not know what it means for digital information—
be it a group of video information or the video information itself—to be 
configured to edit, and the specification provides no explanation. 

2
Id.

The term is unclear whether (1) the group of video information, (2) the 
video information itself, or (3) both are to be edited. RCC1

(Dkt. No. 76) at 9.
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Samsung Is Contradicted by Its Own Expert

See Dkt. No. 76-3, ¶¶66-67
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Samsung Is Contradicted by Its Own Expert

See Dkt. No. 76-3, ¶65
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Samsung’s Contentions for Indefiniteness 

Those skilled in the art do not know what it means for digital information—
be it a group of video information or the video information itself—to be 
configured to edit, and the specification provides no explanation. 

2
Id.

The term is unclear whether (1) the group of video information, (2) the 
video information itself, or (3) both are to be edited. RCC1

(Dkt. No. 76) at 9.
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Conclusion
“the first group of video information being configured to allow a user to edit”

Maxell’s Proposed Construction

Plain and ordinary meaning

• A POSITA would understand with reasonable certainty that the “the” in the claim 
language confirms that the first group of video information is being configured to allow a 
user to edit

- Samsung’s expert confirms this understanding. 
- The ’815 Patent Specification confirms this understanding. 

• Samsung has not established clearly and convincingly that there is ambiguity in the claim.
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A Claim Covering Multiple Possibilities Is Not Indefinite

“That the claim is drafted broadly enough to cover multiple embodiments does not render the 
claim indefinite.”

See SmithKline Beecham Corp. v. Apotex Corp., 403 F.3d 1331, 1341 (Fed.Cir.2005) 

“[B]readth is not indefiniteness.” 

See CyWee Grp., Ltd. v. Huawei Device Co. Ltd., 2018 WL 6419484, at *20 (E.D. Tex. Dec. 6, 2018) 

See Ultimax Cement Mfg. Corp. v. CTS Cement Mfg. Corp., 587 F.3d 1339, 1353 (Fed.Cir.2010)

“Merely claiming broadly” does not “prevent the public from understanding the scope of 
the patent.””

See California Inst. of Tech. v. Hughes Commc'ns Inc., 35 F.Supp.3d 1176, 1194 (C.D.Cal.2014) 

Just because “a term covers broad possibilities does not render it indefinite.” 
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Disputed Term for the ’815 Patent – 
“being deleted from the first group of video information”

Maxell’s Proposed Construction Samsung’s Proposed Construction

Plain and ordinary meaning reversing a registration (i.e., unregistering) of 
video information from the first group

The Dispute: Whether the plain meaning of “being deleted from the first 
group of video information” requires reversing a registration of video 
information when “reversing” (and “unregistering”) do not appear anywhere 
in the ‘815 Patent
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Samsung’s Contentions for Construction

It is substantively correct, and1

It is binding on Maxell because of the PTAB’s construction of a “substantively 
identical limitation” in an inter partes review of a related patent.2

Dkt. No. 76 at 7

The construction is needed because:
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Samsung’s Contentions for Construction

It is substantively correct, and1

It is binding on Maxell because of the PTAB’s construction of a “substantively 
identical limitation” in an inter partes review of a related patent.2

Dkt. No. 76 at 7

The construction is needed because:

The intrinsic evidence demonstrates that Samsung’s construction is wrong
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Samsung Acknowledges that a Party Can Forward Different 
Constructions in an Inter Partes Review Versus District Court

Dkt. No. 76 at 13-14 (“user profile” term)
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Completely absent from Samsung’s Brief

The PTAB’s Sua Sponte Construction – Not Maxell’s Construction –  
in the ’783 IPR Is Inclusive of Deletion

Dkt. 73-12, IPR2018-01432 (Final Written Decision), Paper 32 at 14-15
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The Specification Is Consistent with the Plain Meaning of the Term

’815 Patent, 6:19-40; Figures 6-7
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Samsung Conjures “Reversing ” or “Unregistering” Out of Whole Cloth

• Samsung proposes a construction which includes terminology such as “reversing” or 
“unregistering” into the claim when the specification does not even use these words.

See International Rectifier Corp. v. IXYS Corp., 361 F.3d 1363, 1374 (Fed. Cir. 2004) 

See Lexos Media OP, LLC v. APMEX, Inc., No. 2:16-CV-00747, 2017 WL 1021366, at *4 (E.D. Tex. Mar. 16. 2017) 
(quoting K-2 Corp. v. Salomon S.A., 191 F.3d 1356, 1364 (Fed. Cir. 1999))

“Courts do no rewrite claims; instead, we give effect to the terms chosen by the patentee” 

“We must consider the word that the inventor actually chose and use the definitions of that 
term that are consistent with the written description.” 
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Claims 1 and 9 Convey the Plain Meaning of the Term

• The plain language of this term in the context of the claims conveys to a POSITA that, 
when one video information is deleted from the first group of video information, it 
continues to be included in the second group of video information. 

’815 Patent, Claim 1 ’815 Patent, Claim 9
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Conclusion
“being deleted from the first group of video information”

Maxell’s Proposed Construction

Plain and ordinary meaning

• A POSITA would have readily understood what is meant by “being deleted from the first 
group of video information” in the context of the ’815 Patent’s claims.

- The ’815 Patent’s specification confirms this understanding. 
- The PTAB’s construction of a different term in a related patent under a different claim 

construction standard is not binding on Maxell.
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Collateral Estoppel Does Not Apply

A party seeking to invoke collateral estoppel must show: 

(1) the issue is identical to one decided in the first action; (2) the issue was 
actually litigated in the first action; (3) resolution of the issue was essential to a 
final judgment in the final action; and (4) the party against whom collateral 
estoppel is being asserted had a full and fair opportunity to litigate the issue in the 
first action. 

In re Freeman, 30 F.3d 1459, 1465 (Fed. Cir. 1994) 

“The different claim construction standards applied by the PTAB in the prior 
proceeding prevent any expansion of the collateral estoppel doctrine here 
because the claim construction issues have not actually been litigated.” 

Skyhawke Techs., LLC v. Deca Int’l Corp., 828 F.3d 1373, 1376 (Fed. Cir. 2016) 
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Collateral Estoppel Does Not Apply

• The issues of patentability between the two 
proceedings are not identical when 
considering the claim language as a whole.
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The “Deleted” Term Was Not the Only Claim 
Construction Issue for the Relevant Limitation in the ’783 IPR

Dkt. 73-12, IPR2018-01432 (Final Written Decision), Paper 32 at 11, 13
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Disputed Term for the ’815 Patent – 
“user profile”

Maxell’s Proposed Construction Samsung’s Proposed Construction

Plain and ordinary meaning Indefinite

The Dispute: Whether Samsung has established by clear and convincing 
evidence that “user profile” is indefinite in view of the disclosures of the 
’815 Patent that do not recite the term verbatim  
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Samsung’s Contention for Indefiniteness 

This term is indefinite because a POSITA cannot discern with reasonable 
certainty whether a “user profile” must include something more than the 
information already recited elsewhere in the claims and therefore cannot 
determine the scope of the claim. 

Dkt. No. 76 at 11-14
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Samsung Misunderstands the Claimed Technology 

’815 Patent, Claim 1

1. First and second characters

2. First and second display areas

1

2

Case 5:23-cv-00092-RWS   Document 85-1   Filed 08/07/24   Page 50 of 161 PageID #:  3927

IPR2024-00907 - Samsung
Ex. 1028 - Page 50



51

Samsung Misunderstands the Claimed Technology 

1. First and second characters

2. First and second display areas

1

2

’815 Patent, Claim 1
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Samsung Misunderstands the Claimed Technology 

1. First and second characters

2. First and second display areas

3. Video information represented by 
thumbnails

1

2

3

’815 Patent, Claim 1
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Displaying Is Not the Same As Associating With a User Profile

The “alleged” redundant recitations are 
directed to the features of a GUI.

’815 Patent, Claim 1
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Displaying Is Not the Same As Associating With a User Profile

Displaying in a GUI is separate from 
associating video information with a user 
profile in the recording medium.

’815 Patent, Claim 1
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Unrebutted Testimony by Dr. Singh Shows that the ’815 Patent 
Discloses a User Profile

Dkt. No. 73-1 at 19

’815 Patent, Figs. 8-9
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Unrebutted Testimony by Dr. Singh Shows that the ’815 Patent 
Discloses a User Profile

’815 Patent, 6:25-40

’815 Patent, 4:35-39

’815 Patent, 8:28-34

Dkt. No. 73-1 at 19
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Samsung’s Contentions for Indefiniteness 

This term is indefinite because a POSITA cannot discern with reasonable 
certainty whether a “user profile” must include something more than the 
information already recited elsewhere in the claims and therefore cannot 
determine the scope of the claim. 

Dkt. No. 76 at 11-14

Case 5:23-cv-00092-RWS   Document 85-1   Filed 08/07/24   Page 57 of 161 PageID #:  3934

IPR2024-00907 - Samsung
Ex. 1028 - Page 57



58

Conclusion
“user profile”

Maxell’s Proposed Construction

Plain and ordinary meaning

• A POSITA would understand with reasonable certainty that the claim 
discloses “user profile” separate from graphical user interface elements as 
confirmed by the claim language, specification, and the unrebutted 
testimony of Dr. Singh. 

• By misunderstanding the claimed technology, Samsung does not come 
close to meeting its clear and convincing burden. 
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Samsung’s Patents Support P&O

Dkt. No. 73-1 at ¶64
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Samsung’s Patents Support P&O

Dkt. No. 73-1 at ¶64
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Disputed Term for the ’815 Patent – 
“the processor generates a group of video information based on user preferences 

determined by the user selections of the video information”
Maxell’s Proposed Construction Samsung’s Proposed Construction

Plain and ordinary meaning Plain and ordinary meaning, which is generating a 
group of video information that includes (i) only 
video information that has previously been 
selected by a user, (ii) only video information that 
has not previously been selected by a user, or (iii) 
a mix of video information including video 
information that has been previously selected by 
a user and video information not previously 
selected by a user

The Dispute: Whether the plain meaning of “the processor generates a group of video 
information based on user preferences determined by the user selections of the video 
information” requires a construction
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Samsung’s Construction is Wrong

• The specification does not use the terms “mix” and “only” to limit the 
group of video.

• Samsung is rewriting a twenty-one word claim element into sixty-plus 
words, with unnecessary adverbs and temporal and negative limitations.

• “Only” creates a close ended set in each example whereas the claim 
language is inclusive of different items in a group.

• The group can include an audio file or descriptive information.

Samsung’s Proposed Construction

Plain and ordinary meaning, which is generating a group of video 
information that includes (i) only video information that has previously 
been selected by a user, (ii) only video information that has not 
previously been selected by a user, or (iii) a mix of video information 
including video information that has been previously selected by a user 
and video information not previously selected by a user
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Improper to Construe Claims based on Infringement Contentions

“[a] claim is construed in the light of the claim language, the other 
claims, the prior art, the prosecution history, and the specification, 
not in light of the accused device. . . claims are not construed ‘to 
cover’ or ‘not to cover’ the accused device.”

SRI Int’l v. Matsushita Elec. Corp. of Am., 775 F.2d 1107, 1118 (Fed. Cir. 1985)
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Samsung’s Proposed Construction Support

See Dkt. No. 76-2

• Samsung did not rely on the patent specification or 
prosecution history for its proposed construction.
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The Specification Is Consistent with the Plain Meaning of the Term

’815 Patent, 2:40-52; 4:35-39

“the processor generates a 
group of video information 
based on user preferences 
determined by the user 
selections of the video 
information”
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Conclusion
“the processor generates a group of video information based on user preferences 

determined by the user selections of the video information”

Maxell’s Proposed Construction

Plain and ordinary meaning

• A POSITA would have readily understood what is meant by “the processor generates a 
group of video information based on user preferences determined by the user selections 
of the video information” in the context of the ’815 Patent’s claims.

- The ’815 Patent Specification confirms this understanding. 

• Samsung has not provided a reason (e.g., lexicography or disclaimer) that justifies 
departing from the plain and ordinary meaning of this term.
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SMART HOME NETWORKS 
U.S. PATENT NO. 8,037,161 
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Moribe et al. (US 8,037,161 B2)

Case 5:23-cv-00092-RWS   Document 85-1   Filed 08/07/24   Page 68 of 161 PageID #:  3945

IPR2024-00907 - Samsung
Ex. 1028 - Page 68



69

Disputed Term for the ’161 Patent – 
“a chronological list of network devices connected to the network”

Maxell’s Proposed Construction Samsung’s Proposed Construction

Plain and ordinary meaning Indefinite or alternatively—“home network 
information” must “include, for each device 
that is a member of a local area network, a 
list with an entry for each time any device 
joins the local area network, transmits a 
message on the local area network, or leaves 
the local area network”

The Dispute:  Whether Samsung has proven by clear and convincing evidence 
that a POSITA would not understand the scope of “a chronological list of 
network devices connected to the network” with reasonable certainty
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Reasonable Certainty Standard

“[W]e read § 112, ¶ 2 to require that a patent’s claims, viewed 
in light of the specification and prosecution history, inform 
those skilled in the art about the scope of the invention 
with reasonable certainty. The definiteness requirement, so 
understood, mandates clarity, while recognizing that absolute 
precision is unattainable.” 

Nautilus, Inc. v. Biosig Instruments, Inc., 572 U.S. 898, 910 (2014) 
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Samsung’s Contentions for Indefiniteness

The ’161 patent fails to inform a POSITA with reasonable certainty as to whether the 
chronological lists illustrated in the patent are simply:

“lists of device names in a particular order” or 1

“instead are chronologically ordered lists of events corresponding to 
network devices and if so, what events must be included on the 
chronological list” (e.g., when the device joins the network or 
communicates in the network). Dkt. 76 at 30

2
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Samsung’s Contentions for Indefiniteness

“lists of device names in a particular order” or 

The ’161 patent fails to inform a POSITA with reasonable certainty as to whether the 
chronological lists illustrated in the patent are simply:

1

“instead are chronologically ordered lists of events corresponding to 
network devices and if so, what events must be included on the 
chronological list” (e.g., when the device joins the network or 
communicates in the network. Dkt. 76 at 30

2

Legal precedent, intrinsic evidence, and extrinsic evidence – including by its own 
expert – demonstrate that Samsung’s indefiniteness argument is wrong.
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Samsung Mistakes Breadth for Indefiniteness

“[B]readth is not indefiniteness.”

BASF Corp. v. Johnson Matthey Inc., 875 F.3d 1360, 1367 (Fed. Cir. 2017)

“That the claim is drafted broadly enough to cover multiple embodiments 
does not render the claim indefinite.”

CyWee Grp., Ltd. v. Huawei Device Co. Ltd., 2018 WL 6419484, at *20 (E.D. Tex. Dec. 6, 2018)

“A claim is not indefinite merely because it covers broad possibilities and 
encompasses multiple embodiments of the claimed terms.”

dunnhumby USA, LLC v. emnos USA Corp., 2015 WL 1542365, at *29 (N.D. Ill. April 1, 2015)
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Samsung Mistakes Breadth for Indefiniteness (cont.)
• A POSITA is reasonably certain as to the scope and boundaries of the claim language

– “a chronological list of network devices connected to the network”

See ’161 Patent, 4:65-5:34, 6:30-63, Figure 4

The ’161 Patent provides EXAMPLES such as
• One entry for each device on a network
• List of network events in which devices can be listed more than 

once
• And the events could be, but are not limited to:

1) joining/participating on the network, 
2) leaving/departing from the network, and 
3) periodically transmitting “alive” messages on the 

network.
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Samsung Mistakes Breadth for Indefiniteness (cont.)

• Samsung acknowledges that there are at least three examples of “events” 
that make up the chronological list in its brief:

Dkt. 76 at 31-32

• Samsung’s brief undercuts its apparent confusion on this term – there is 
no dispute. 
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Samsung’s Indefiniteness Theory Is Contradicted by the 
Specification and Its Own Expert, Dr. Shields

• Maxell’s plain and ordinary meaning construction is consistent with the opinion of Samsung’s own expert 
who identified the “events” (described as “rules”) regarding messages that would be collected as “home 
network information.”

Dkt. No. 76-24, ¶¶ 47-48 

. . . 
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Samsung’s Indefiniteness Theory Is Contradicted by the 
Specification and Its Own Expert, Dr. Shields (Cont.)

• Dr. Shields cites to the same areas of columns 4 and 5 in the ’161 Patent for support for his “rules” (events) 
that Dr. Weissman and Maxell cite to illustrating the definiteness of the term:

Compare Dkt. 76-24 (Shields Dec.), ¶41 (citing ‘161 Patent, 4:65-5:24), ¶43 (citing ‘161 Patent, 5:13-16) ¶48 
(citing ‘161 Patent, 5:16-18) with Dkt. 73-45 (Weissman Dec.), ¶ ¶56-57 (citing ‘161 Patent, 4:65-5:4, 5:10-12, 5:18-24)

Samsung’s Expert is 
Reasonably Certain About 

the Claim Scope
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The Specification Is Consistent with the Plain Meaning of the Term

’161 Patent, 4:65-5:10, 6:30-53; Figure 4
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Samsung’s expert, Dr. Shields, does not even discuss Figure 4 for this term 

The Specification Is Consistent with the Plain Meaning of the Term

’161 Patent, 4:65-5:10, 6:30-53; Figure 4

See Dkt. 76-24, Ex. X, ¶¶34-67
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The Specification Is Consistent with the Plain Meaning of the Term

• Samsung misreads the specification and figures:
– “But Fig. 4 lists each device multiple times, and the 

specification describes Fig. 4 at col. 6:48-51 as a list of 
events (a list of log information indicating the order in 
which devices receive periodic “alive packets” from 
other devices) rather than as a list of device names.”

• Dkt. 76 at 30-31

– But Figure 4 explicitly includes, for example, a “UDN 
(Unique Device Name), which is a unique identifier” –
i.e., a list of device names

• Samsung’s citation to Dr. Weissman’s testimony relating to Figures 4 and 5 (Dkt. 76 at 30-32) 
– both EXEMPLARY EMBODIMENTS – regarding the devices listed in an order based on 
events does not contradict the intrinsic evidence. 

– See also Dkt. 76-22, Ex. V, 43:9-45:18 (additional Weissman testimony consistent with specification and Maxell’s construction but omitted 
by Samsung)
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The “a chronological list of network devices connected to the network” 
term has a Plain and Ordinary Meaning

Common, clearly understood words
Dr. Weissman confirmed 
that a POSITA knows 
what this term means

Dictionary definitions support a 
plain and ordinary construction

Samsung – through its patents – 
knows what “chronological” means

A “chronological list” “simply 
denotes an ordering of items 
one after another on a list.”

See Dkt. 73-45, ¶52

A chronological list is “an 
ordered list of - - time-ordered 
list of information.”

Claim 3: 
“. . . outputting a state 
information region 
which offers the state 
information arranged in 
a chronological order in 
connection with the 
selected other mobile 
device.”U.S. Patent No. 

8,849,252 
(Dkt. 73-49)

See Dkt. 73-49, Dkt. 73-50, Dkt. 73-51See Dkt. 73-47, 73-48See Dkt. 76-22, Ex. V, 52:23-25
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Samsung’s Contentions for Indefiniteness

“lists of device names in a particular order” or 

The term is unclear/ambiguous because “the ’161 patent fails to inform a POSITA with 
reasonable certainty as to whether the chronological lists illustrated in the patent are simply:

“instead are chronologically ordered lists of events corresponding to 
network devices and if so, what events must be included on the 
chronological list” (e.g., when the device joins the network or 
communicates in the network. Dkt. 76 at 30

1

2
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Samsung’s Alternative Construction Is Wrong

• Samsung’s alternative construction for the “chronological list” term:
– “home network information” must “include, for each device that is a member of a 

local area network, a list with an entry for each time any device joins the local area 
network, transmits a message on the local area network, or leaves the local area 
network”

– Wrong for two reasons
• Improperly imports “each device” from claim 1 into claim 3
• Requires an entry for each time one of three events occurs, which improperly 

limits the disclosure to specific embodiments.
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’161 Patent, Claim 1 ’161 Patent, Claim 3

Samsung’s Alternative Construction Is Wrong

• Samsung’s alternative construction for the “chronological list” term:
– “home network information” must “include, for each device that is a member of a local area network, 

a list with an entry for each time any device joins the local area network, transmits a message on the 
local area network, or leaves the local area network”

• Improperly imports “each device” from claim 1 into claim 3
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Samsung’s Alternative Construction Is Wrong

• Samsung’s alternative construction for the “chronological list” term:
– “home network information” must “include, for each device that is a member of a local area network, 

a list with an entry for each time any device joins the local area network, transmits a message on the 
local area network, or leaves the local area network”

• Requires an entry for each time one of three listed events occurs, which improperly 
limits the disclosure to specific embodiments.

• This is another way Samsung is improperly trying incorporate the word “each” from 
claim 1 into claim 3. 
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Samsung’s Alternative Construction Is Wrong

’161 Patent, 6:30-53

’161 Patent, 7:38-42 

’161 Patent, 6:45-63

Specification uses “can,” 
“examples,” “may” to 
convey non-limiting 
disclosures 
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Conclusion
“a chronological list of network devices connected to the network”

• A POSITA would understand with reasonable certainty that this term refers to an ordering 
of items one after another on a list, regardless if the item or piece of information is a 
network device’s name or events corresponding to the network devices

- Samsung’s expert confirms this understanding. 
- The ’161 Patent Specification confirms this understanding.
- Maxell’s expert confirms this understanding. 

• Samsung has not established clearly and convincingly that there is ambiguity in the claim.

• The term is definite and should be accorded its plain and ordinary meaning.

Maxell’s Proposed Construction

Plain and ordinary meaning

Case 5:23-cv-00092-RWS   Document 85-1   Filed 08/07/24   Page 87 of 161 PageID #:  3964

IPR2024-00907 - Samsung
Ex. 1028 - Page 87



88

Samsung Ignores the Majority of Dr. Shields’s Opinions – Forming the 
Backbone of His Indefiniteness Conclusions on this Term – in Its Brief 

• Apart from citing to paragraphs 37, 40-47 (all supporting the term’s definiteness), Samsung ignored the remainder of 
Dr. Shields’s opinions (Dkt. 76, Ex. X, ¶¶ 34-36, 48-67) for this term.

• Dr. Shields rewrote/rearranged the columns of information from Figure 5 and performed data set comparisons on the 
shifted information.  

’161 Patent, Figure 5 Dkt. 76, Ex. X, ¶57, Shields’s rewritten Figure 5
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Disputed Term for the ’161 Patent – 
“peripheral device information collation unit”

Maxell’s Proposed Construction Samsung’s Proposed Construction

Agreed Function: collates the home network information received from the other network device 
through the peripheral device information reception unit with the home network information stored in 
the peripheral device information storage unit and judges whether other network device belong to the 
same network as the local network device 

Proposed structure: CPU 20 operating in 
conjunction with ROM 22 and/or RAM 21 
included within or external to the network device 
for executing one of the comparison and judging 
algorithm as disclosed in ’161:5:62–6:29, or 
equivalent thereof 

Proposed structure: indefinite for lack of 
corresponding structure.

The Dispute:  Whether the specification discloses sufficient structure to perform the 
agreed-upon function
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The Agreed-Upon Function

• The function is a simple comparison between two data sets to determine 
if there is a match/degree of match.

• A simple algorithm can be used to perform this simple function.   

Agreed Function: collates the [(1)] home network information 
received from the other network device through the peripheral 
device information reception unit with [(2)] the home network 
information stored in the peripheral device information storage 
unit and judges whether other network device belong to the same 
network as the local network device 
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The ‘161 Patent Discloses Three Simple Comparison / Judging 
Algorithms to Perform the Simple Agreed-Upon Function

1) checking whether the collated sets of peripheral device 
information are identical with each other, 

2) determining the degree of agreement between the 
collated sets of peripheral device information, or 

3) by checking whether the collated sets of peripheral 
device information exhibit the same tendency.

’161 Patent, 5:62-6:29

Agreed Function: collates 
the [(1)] home network 
information received 
from the other network 
device through the 
peripheral device 
information reception 
unit with [(2)] the home 
network information 
stored in the peripheral 
device information 
storage unit and judges 
whether other network 
device belong to the 
same network as the local 
network device 

• No dispute that the patent discloses three comparison / 
judging algorithms.

• Just because these are simple algorithms to perform the 
simple function does not result in indefiniteness. 

Case 5:23-cv-00092-RWS   Document 85-1   Filed 08/07/24   Page 91 of 161 PageID #:  3968

IPR2024-00907 - Samsung
Ex. 1028 - Page 91



92

The ‘161 Patent Provides a Flow Chart For the 
Comparison/Judging Algorithm 

’161 Patent, Figure 7
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The ‘161 Patent Provides a Flow Chart For the 
Comparison/Judging Algorithm 

’161 Patent, Figure 7

Case 5:23-cv-00092-RWS   Document 85-1   Filed 08/07/24   Page 93 of 161 PageID #:  3970

IPR2024-00907 - Samsung
Ex. 1028 - Page 93



94

Algorithms Can Be Described a Variety of Ways

“[A] patentee [can] express that algorithm in any understandable terms including as a mathematical 
formula, in prose, or as a flow chart, or in any other manner that provides sufficient structure.”

Finisar Corp. v. DirecTV Grp., Inc., 523 F.3d 1323, 1340 (Fed. Cir. 2008)

’161 Patent, 5:62-6:29, 
7:18-8:42, Figs. 5

Numerous 
comparison / 
judging examples 
in the 
specification
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Samsung’s Expert is Reasonably Certain About the Claim Scope

Samsung’s Expert’s, Dr. Shields, Opinions 
Support Maxell’s Construction

• Dr. Shields recognized that the disclosed comparison algorithm 
was the “longest common substring” algorithm. Dkt. No. 76-24, ¶ 82.

• Dr. Shields also admitted that there were “well-known 
mechanisms for comparing and scoring similar strings using 
characters like the Hamming Distance, the Levenshtein 
Distance, the Damerau-Levenshtein Distance, Jaro Distance, or 
Jaro-Winkler Distance, among many others.” Dkt. 76-24 (Shields Dec.), ¶ 
103 

• A POSITA could choose any of these well-known mechanisms to 
perform the comparison and judging function. 

Case 5:23-cv-00092-RWS   Document 85-1   Filed 08/07/24   Page 95 of 161 PageID #:  3972

IPR2024-00907 - Samsung
Ex. 1028 - Page 95



96

Federal Circuit Authority Supports Maxell’s Proposed Construction

A patentee “need not disclose details of structures well known in the art” so long as some 
structure is disclosed. 

“The fact that this algorithm relies, in part, on techniques known to a person of skill in the 
art does not render the composite algorithm insufficient under § 112 ¶ 6.”

Enfish, LLC v. Microsoft Corp., 822 F.3d 1327, 1339-40 (Fed. Cir. 2016)

“[T]he knowledge of one skilled in the particular art may be used to understand what 
structure(s) the specification discloses, or that even a dictionary or other documentary 
source may be resorted.”

Atmel Corp. v. Info. Storage Devices, 198 F.3d 1374, 1382 (Fed. Cir. 1999)
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Samsung’s Authority - Typhoon Touch - Supports Maxell’s 
Proposed Construction

In Typhoon, the Federal Circuit held the “means for cross referencing” term definite based on the description 
of the algorithm in prose. Id. at 1386. 

The court further held that “[i]t is not disputed that the steps are carried out by known computer-
implement[ed] operations, and are readily implemented by persons of skill in computer programming.”

Typhoon Touch Techs. v. Dell, Inc., 659 F.3d 1376, 1385 (Fed. Cir. 2011) 

• Some description of a simple algorithm disclosed here like Typhoon?  

• Ability for a POSITA here (Dr. Weissman) to use his knowledge along with 
disclosure to demonstrate definiteness of an algorithm as in Enfish and Amtel?  
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Conclusion
“peripheral device information collation unit”

• A POSITA would understand with reasonable certainty that the patent adequately 
discloses three simple comparison algorithms to perform the agreed-upon function.

- Samsung’s expert confirms this understanding. 
- The ’161 Patent Specification confirms this understanding. 
- Maxell’s expert confirms this understanding. 

• Samsung has not established clearly and convincingly that there is ambiguity in the claim.

• The corresponding structure is definite, and Maxell’s proposed construction should be 
adopted.

Maxell’s Proposed Construction

Plain and ordinary meaning

Maxell’s Proposed Construction

Proposed structure: CPU 20 operating in conjunction with ROM 22 and/or RAM 21 included 
within or external to the network device for executing one of the comparison and judging 
algorithm as disclosed in ’161:5:62–6:29, or equivalent thereof 
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Dkt. 76 at 34

The Determining the Degree of Agreement Algorithm is Definite

• Samsung’s argument is as follows:

• Nothing substantive other than a conclusory citation to a large 
passage from Dr. Shields’s declaration

• What did Dr. Shields do/say?  

Agreed Function: 
collates the [(1)] home 
network information 
received from the 
other network device 
through the peripheral 
device information 
reception unit with 
[(2)] the home network 
information stored in 
the peripheral device 
information storage 
unit and judges 
whether other network 
device belong to the 
same network as the 
local network device 
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The Determining the Degree of Agreement Algorithm is Definite

• To “trivialize” this and the 
other two disclosed 
algorithms, Dr. Shields 
created a “revised” version 
of the columns in Figure 5 
to shift the row data and 
intentionally calculate a 
lower rate of agreement.

• Dr. Shields’s opinions 
ignore the text of the 
specification and should be 
accorded no weight. Dkt. No. 76-24, ¶¶ 71-80

Agreed Function: 
collates the [(1)] home 
network information 
received from the 
other network device 
through the peripheral 
device information 
reception unit with 
[(2)] the home network 
information stored in 
the peripheral device 
information storage 
unit and judges 
whether other network 
device belong to the 
same network as the 
local network device 
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101Dkt. 73-45, ¶¶ 88, 92, 94-96

The Checking Whether the Sets of Information Are 
Identical Algorithm Is Definite

• Samsung merely criticizes certain paragraphs (88, 92, 94, and 96) of Dr. Weissman’s declaration.  
Dkt. 76 at 34-35.

• Samsung confuses simplicity for indefiniteness – the specification contemplates the ability to 
set the rate of agreement to 100%, i.e., to measure whether sets are identical.

Agreed Function: 
collates the [(1)] home 
network information 
received from the 
other network device 
through the peripheral 
device information 
reception unit with 
[(2)] the home network 
information stored in 
the peripheral device 
information storage 
unit and judges 
whether other network 
device belong to the 
same network as the 
local network device 
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See ’161 Patent, 8:42-52

The Checking Whether the Sets of Information Exhibit the Same 
Tendency Algorithm is Definite

• Samsung criticizes Dr. Weissman’s testimony.  Dkt. 76 at 34.
• But he is supported by the specification and Samsung’s expert, Dr. Shields.

Agreed Function: 
collates the [(1)] home 
network information 
received from the 
other network device 
through the peripheral 
device information 
reception unit with 
[(2)] the home network 
information stored in 
the peripheral device 
information storage 
unit and judges 
whether other network 
device belong to the 
same network as the 
local network device 
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SECURITY & TOUCH OPERATION
U.S. PATENT NO. 8,982,086 
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Yamada (US 8,982,086 B2)
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Disputed Terms for the ’086 Patent – 
“first information necessary for identification of the user” 

“second information relating to the identification of the user”
Maxell’s Proposed Construction Samsung’s Proposed Construction

Plain and ordinary meaning information sufficient for the identification 
of the user, but not including information 
about a user’s fingerprint 

information related to the identification of a 
user, but not including information about a 
user’s fingerprint 

The Dispute: Whether Samsung has met the “exacting” standard 
to establish a disavowal of claim scope that justifies inclusion of 
negative limitations into the claim.
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Two Principal Reasons to Reject 
Samsung’s Negative Limitation

At the Least, Applicant’s Statements in the Prosecution 
History Create Ambiguity1

Any Disavowal from the RE’830 Patent Cannot Extend to 
the ’086 Patent b/c the Limitations Are Different2

Case 5:23-cv-00092-RWS   Document 85-1   Filed 08/07/24   Page 106 of 161 PageID #:  3983

IPR2024-00907 - Samsung
Ex. 1028 - Page 106



107

Disavowal Requires Clear, Unequivocal Evidence

“[T]he standard for disavowal is exacting, requiring clear and unequivocal evidence that the 
claimed invention includes or does not include a particular feature.”

“Ambiguous language cannot support disavowal.”

Poly-Am., L.P. v. API Indus., Inc., 839 F.3d 1131, 1136 (Fed. Cir. 2016); see also Cont’l Circuits LLC v. Intel Corp., 915 
F.3d 788, 798 (Fed. Cir. 2019) 

“[W]here an applicant’s statements are amendable to multiple reasonable interpretations, 
they cannot be deemed clear and unmistakable.”

3M Innovative Props. Co. v. Tredegar Corp., 725 F.3d 1315, 1326 (Fed. Cir. 2013)
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Applicant’s Remarks Do Not Show Clear, Unequivocal Disavowal

• Reissue was filed two years after 
issuance of patent, so applicant 
was not permitted to include 
“broader” claims.

• “Claims 1-34 are rejected as 
being based upon a defective 
reissue declaration under 35 
U.S.C. 251 because the new 
claims allegedly ‘broadens’ 
aspects of the previously issued 
claim.” Ex. 41 at ECF pp. 7-8. Dkt. 73-43 (Ex. 41 – July 22, 2020 Am.) at ECF pp. 7-8
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Applicant’s Remarks Do Not Show Clear, Unequivocal Disavowal

Dkt. 73-44 (Ex. 42 - Comments on Stmt. of Reasons
 for Allowance (RE’830 File History)) at ECF p. 3
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Applicant’s Remarks Do Not Show Clear, Unequivocal Disavowal

• During prosecution Applicant:

– Affirmatively disagreed with the rejections

– Specifically tailored responses to rejections at issue (unlike Reckitt 
Benckiser and Raffle)

– Clearly stated that the claims were cancelled to overcome 
“impermissible broadening” 

• No “clear and unequivocal evidence” of disavowal 
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Samsung Cites No Case Holding that the 
Mere Cancellation of Claims Itself Creates Disavowal

The Federal Circuit reversed District Court’s finding of disavowal and emphasized that which 
Maxell is arguing: 

• “There is no ‘clear and unmistakable’ disclaimer if a prosecution argument is subject to more 
than one reasonable interpretation, one of which is consistent with a proffered meaning of the 
disputed term.” Id. “The question… is whether any of SanDisk’s prosecution arguments to the 
examiner have no reasonable interpretation other than to disavow.” Id.

• “Given the open language in the claims, there is no reason for the court to read the prosecution 
argument with such a presumption in mind.” Id. at 1288. 

• “The prosecution history as a whole confirms this point [of no disclaimer].”

SanDisk Corp. v. Memorex Prods, 415 F.3d 1278, 1887-89 (Fed. Cir. 2005)
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Samsung Cites No Case Holding that the 
Mere Cancellation of Claims Itself Creates Disavowal

Reckitt Benckiser, Inc. v. Watson Labs., Inc., 430 F. App’x 871 876 (Fed. Cir. 2011))

• Applicant cancelled 
claims and

• Distinguished invention 
over the prior art:
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Samsung Cites No Case Holding that the 
Mere Cancellation of Claims Itself Creates Disavowal

Schriber-Schroth Co. v. Cleveland Trust Co., 311 U.S. 211, 220 (1940)

• Applicant cancelled claims and

• Never mentioned the 
disclaimed feature during 
prosecution; and

• Distinguished invention over the 
prior art:
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Samsung Cites No Case Holding that the 
Mere Cancellation of Claims Itself Creates Disavowal

AstraZeneca AB v. Mylan Pharms Inc., 19 F.4th 1325, 1333-34 (Fed. Cir. 2021)

• Multiple amendments addressing 
the limitation without Applicant 
adding the disavowed feature and

• Applicant stated the limitation-at-
issue, without the disavowed 
subject matter, was “critical” to 
the claimed invention
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Samsung Cites No Case Holding that the 
Mere Cancellation of Claims Itself Creates Disavowal

Trs. of Columbia Univ. v. Symantec Corp., 811 F.3d 1359, 1363-64 (Fed. Cir. 2016)
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“In determining whether a clear and unambiguous disclaimer attaches to particular claim 
language, it is important to consider the statements made by the applicant both in the 
context of the entire prosecution history.”

Context of Entirety of File History Must Be Considered

Mass. Inst. of Tech. v. Shire Pharms., Inc., 839 F.3d 1111, 1120 (Fed. Cir. 2016)

“clear and unmistakable disavowal of claims scope depends on context”

Braintree Labs., Inc. v. Novel Labs., Inc., 749 F.3d 1349, 1355 (Fed. Cir. 2014)

“Even if an isolated statement appears to disclaim subject matter, the prosecution history 
as a whole may demonstrate that the patentee committed no clear and unmistakable 
disclaimer”

Ecolab, Inc. v. FMC Corp., 569 F.3d 1335, 1342 (Fed. Cir. 2009)
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Any Disavowal from RE ’830 Does Not Extend to the ’086 Patent

“As long as the same claim limitation is at issue, prosecution disclaimer 
made on the same limitation in an ancestor application will attach.”

Omega Eng’g, Inc. v. Raytek Corp., 334 F.3d 1314, 1333 (Fed. Cir. 2003)
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Any Disavowal from RE ’830 Does Not Extend to the ’086 Patent

Limitations from the ’086 Patent Limitation in the RE’830 File History

“first information necessary for 
identification of the user” 

“the first information corresponding to a 
fingerprint of the user”

Dkt. 76-19 (Ex. S – Jan. 29, 2019 Preliminary Am.) at 5 (claim 8)

“second information relating to the 
identification of the user” ???
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Unrebutted Evidence By Dr. Wobbrock

Dkt. 73-39 (Ex. 38 - Woobrock Decl.) at ECF p. 20  (citing Ex. 39)
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Unrebutted Evidence By Dr. Wobbrock

’086 Patent at 3:17-20; 3:30-33Dkt. 73-39 (Ex. 38 – Woobrock Decl.) at ECF p. 20  (citing Ex. 39)
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Unrebutted Evidence By Dr. Wobbrock

Dkt. 73-39 (Ex. 38 – Wobbrock Decl.) at ECF pp. 22-23  (citing Ex. 39)

’086 Patent at 1:41-46
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Conclusion—“first information . . . “ / “second information . . . “

• RE’830 file history makes clear that the claims were canceled to overcome the 
impermissible broadening rejection; at the very least, these statements create 
ambiguity that precludes disavowal. 

- See Poly-Am., L.P. v. API Indus., Inc., 839 F.3d 1131, 1136 (Fed. Cir. 2016) (“Ambiguous language 
cannot support disavowal.”).

• No authority provided by Samsung holds that the mere cancelling of claims creates a 
disavowal. 

• Because the limitations in the ‘086 and RE’830 are different (e.g., no mention of 
“second information”), there is no disavowal.

- Omega Eng’g, Inc. v. Raytek Corp., 334 F.3d 1314, 1333 (Fed. Cir. 2003) (“As long as the same claim 
limitation is at issue, prosecution disclaimer made on the same limitation in an ancestor application 
will attach.”).
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MULTI-CIRCUIT WIRELESS 
COMMUNICATIONS
U.S. PATENT NO. 10,129,590
U.S. PATENT NO. 11,445,241 
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Kurita et al. (US 10,129,590 B2)
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Kurita et al. (US 10,129,590 B2) at p. 1
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Kurita et al. (US 11,445,241 B2)
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Disputed Term for the ’590/’241 Patent – 
“Allegedly mixed apparatus-method claims”

Maxell’s Proposed Construction Samsung’s Proposed Construction

Not indefinite. Apparatus claims Indefinite for being directed to mixed 
“apparatus-method claims” 

The Dispute: Whether Samsung has established by clear and 
convincing evidence that the “apparatus” claims are indefinite 
under the narrow scope of the IPXL doctrine  
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Samsung’s Contentions For Indefiniteness  

The claims recite identical language as the language of claims found to be 
distinguishable from IPXL claims by the Federal Circuit, 

and the facts fall squarely within the holding of MasterMine.

• The recitation of (1) functional language and (2)“user indication” falls 
under the narrow scope of IPXL.

• MasterMine is distinguishable due to the reexamination file history and 
claim differentiation. 
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Disputed Term for the ’590/’241 Patents – 
“wherein the controller controls assignment of connection…”

Language At Issue

“[1] when an indication from the user indicates to transmit video information using 
the first radio communication circuit, the controller assigns a connection to the first 
radio communication circuit for transmitting the video information,
 . . . 
[2] the second or third radio communication circuits receive a signal from the internet 
indicating that an update for an operating system of the video processing apparatus is 
available, and 

[3] the video processing apparatus executes an update process such that an updated 
operating system of the video processing apparatus is stored in the video processing 
apparatus after execution of the update process.  

Dkt. No. 76 at 16
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Fed. Cir. Has Repeatedly Distinguished IPXL Asserting that Functional 
Language Is Permissible for an Apparatus Claim  

MasterMine Software, Inc. v. Microsoft Corp., 874 F.3d 1307, 1314-1316 (Fed. Cir. 2017).
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Fed. Cir. Has Repeatedly Distinguished IPXL Asserting that Functional 
Language Is Permissible for an Apparatus Claim 

MasterMine Software, Inc. v. Microsoft Corp., 874 F.3d 1307, 1314-1316 (Fed. Cir. 2017).

Similarly, at issue in MEC was the following 
independent claim 7:

7. A pipelined processor for executing instructions 
comprising:
a conditional execution decision logic pipeline stage ...;
....

the conditional execution decision logic pipeline 
stage performing a boolean algebraic evaluation of the 
condition code and said conditional execution specifier 
and producing an enable-write with at least two states, 
true and false;

said enable-write when true enabling and when 
false disabling the writing of instruction results at said 
write pipeline stage;
....

the conditional execution decision logic pipeline stage, 
when specified by the conditional execution 
specifier, determining the enable-write using the 
boolean algebraic evaluation;
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Fed. Cir. Has Repeatedly Distinguished IPXL Asserting that Functional 
Language Is Permissible for an Apparatus Claim 

MasterMine Software, Inc. v. Microsoft Corp., 874 F.3d 1307, 1314-1316 (Fed. Cir. 2017).

Similarly, at issue in MEC was the following 
independent claim 7:

7. A pipelined processor for executing instructions 
comprising:
a conditional execution decision logic pipeline stage ...;
....

the conditional execution decision logic pipeline 
stage performing a boolean algebraic evaluation of the 
condition code and said conditional execution specifier 
and producing an enable-write with at least two states, 
true and false;

said enable-write when true enabling and when 
false disabling the writing of instruction results at said 
write pipeline stage;
....

the conditional execution decision logic pipeline stage, 
when specified by the conditional execution 
specifier, determining the enable-write using the 
boolean algebraic evaluation;
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Fed. Cir. Has Repeatedly Distinguished IPXL Asserting that Functional 
Language Is Permissible for an Apparatus Claim  

Dkt. No. 78-1, claim 8

MasterMine Software, Inc. v. Microsoft Corp., 874 F.3d 1307, 1314-1316 (Fed. Cir. 2017) (cont’d).
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Functional Language Is Permissible for an Apparatus Claim 

Claim Language Found Not Indefinite

“wherein the reporting module … 
presents …, receives from the user a 
selection…, and generates a database”

MasterMine Software, Inc. v. Microsoft Corp.,
874 F.3d 1307, 1316 (Fed. Cir. 2017)

(emphasis added)

“logic pipeline stage performing … and 
producing”

Microprocessor Enhancement Corp. v. Tex. Instruments, Inc.,
520 F.3d 1367, 1375 (Fed. Cir. 2008)

(emphasis added)

“image sensor generating data”

UltimatePointer, LLC v. Nintendo Co., Ltd.,
816 F.3d 816, 827 (Fed. Cir. 2016)

(emphasis added)

“processing means controls a function”

Motion Games, LLC v. Nintendo Co., Ltd.,
No. 6:12-CV-878-JDL, 2015 WL 11170167, at *5 (E.D. Tex. Jan. 16, 2015)

(emphasis added)

All limitations make clear that a 
component in the claimed system 

performs the step.
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Functional Language Is Very Common In Apparatus Claims

’241 Patent, Claim 1
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User Indication/Input Is Very Common In Apparatus Claims
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Reciting a “User Indication/Input” Also Does Not Make an 
Apparatus Claim a Method Claim 

’590 Patent, Claim 1

MasterMine Software, Inc. v. Microsoft Corp., 874 F.3d 1307, 1314-1316 (Fed. Cir. 2017).

Dkt. No 78-1 at claim 8
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MasterMine Software, Inc. v. Microsoft Corp., 874 F.3d 1307, 1314-1316 (Fed. Cir. 2017).

Reciting a “User Indication/Input” Also Does Not Make an 
Apparatus Claim a Method Claim 

’590 Patent, Claim 1
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In Contrast, Cases Cited by Samsung Require a User’s Use

Claim Language Found Indefinite

“wherein … the user uses the input means to either 
change the predicted transaction information or accept 
the displayed transaction type and transaction 
parameters”

IPXL Holdings, LLC v. Amazon.com, Inc.,
430 F.3d 1377, 1384 (Fed. Cir. 2005) (emphasis added)

“wherein the host user only selects the at least one 
document to be shared” Visible Connections, LLC v. Zoho Corp.,

418 F. Supp. 3d 155, 166 (W.D. Tex. 2019) (emphasis added)

“wherein … individual callers digitally enter data” or 
“callers provide” In re Katz Interactive Call Processing Patent Litig.,

639 F.3d 1303, 1318 (Fed. Cir. 2011) (emphasis added)

“a viewer of said real time 
digital video image
display device operating 
said master control device”

Lone Star Tech. Innovations, LLC v. Asustek 
Computer Inc., No. 6:19-CV-00059-RWS, 2020 

WL 6811484, at *14 (E.D. Tex. July 31, 2020) 
(emphasis added)
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Which Language Is Closer? 

MasterMineIPXL

“wherein the reporting module … 
receives from the user a selection…”

“wherein … the user uses the input 
means”

“wherein the controller controls 
assignment… in response to receiving 

an indication from a user”

’590 Patent
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RCC (Dkt. No. 76) at 18

Reexamination File History Does Not Distinguish MasterMine

Samsung’s Brief Is Factually Inaccurate
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Dkt. No. 76-13 at 23-24

Reexamination File History Does Not Distinguish MasterMine
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Reexamination File History Does Not Distinguish MasterMine

Dkt. No. 76-13 at 26
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Reexamination File History Does Not Distinguish MasterMine

It Is the Controller’s [Like the Reporting Module of MasterMine] Capability to 
Assign a Connection that Is Being Claimed and Distinguished

Dkt. No. 76-13 at 21
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Reexamination File History Does Not Distinguish MasterMine

The Reexamination File History Distinguishes Claimed Controller 
from Control Processor 210 of Tee 

Dkt. No. 76-13 at 23
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The File History of the MasterMine Patent Also Includes Similar Discussion 
of User Action

File History of U.S. Patent No. 7,945,850, Amendment dated September 7, 2010.  
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The File History of the MasterMine Patent Also Includes Similar Discussion 
of User Action

File History of U.S. Patent No. 7,945,850, Amendment dated September 7, 2010.  
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Claim Differentiation Also Fails To Distinguish MasterMine

Dkt. No. 78-1, Claim 8
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Claim Differentiation Also Fails To Distinguish MasterMine

See Puff Corp. v. SHO Products, LLC, No. CV 22-2008-GW-KSx, 2023 WL 5505031, at *14 (C.D. Cal. Mar. 3, 2023). 
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MasterMine Is Controlling

The recitation of (1) functional language and (2)“user indication” falls 
under the narrow scope of IPXL. MasterMine is distinguishable due to the 
reexamination file history and claim differentiation. 
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Conclusion
’590/’241: Alleged mixed method-apparatus claims

• The claims are directed to an apparatus claim and are reciting the 
capabilities of structural components, not method steps.

• MasterMine’s holding applies due to the similarities in claim language. 

• Samsung has not met the exacting standard of establishing disavowal 
based on the reexamination file history, which is necessary to distinguish 
MasterMine.  

Maxell’s Proposed Construction

Not indefinite; directed to apparatus claims
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Samsung Is Judicially Estopped from Making an 
Indefiniteness Argument

Discussing on whether to apply judicial estoppel based on inconsistent statement 
made during prosecution about first sale and in a later judicial proceeding. Finding 
that “[t]he doctrine [of judicial estoppel] also applies to administrative 
proceedings in which a party obtains a favorable order by making an argument 
that it seeks to repudiate in a subsequent judicial proceeding.”

See Lampi Corp. v. American Power Products, Inc., 228 F.3d 1365, 1377 (Fed. Cir. 2000) 
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Disputed Term for the ’590/’241 Patent – 
“wherein when an indication from a user indicates to transmit video information 

using the first radio communication circuit, the controller assigns a connection to the 
first radio communication circuit for transmitting the video”

Maxell’s Proposed Construction Samsung’s Proposed Construction

Plain and ordinary meaning Plain and ordinary meaning, which requires 
the user, not the controller, to select the 
particular radio for assignment 

The Dispute: Whether Samsung has justified the inclusion of a negative 
limitation under “plain and ordinary” meaning
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Samsung’s Contentions For Insertion of a Negative Limitation

The reexamination file history demonstrates that Maxell distinguished Tee from 
the asserted claim, thus requiring the plain and ordinary meaning to recite a 
negative limitation. 
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Samsung’s Construction Contradicts the Claim Language

Samsung’s Proposed Construction

Plain and ordinary meaning, which requires the user, 
not the controller, to select the particular radio for 
assignment 

Claim Language: wherein when an indication from a user indicates to 
transmit video information using the first radio communication circuit, the 
controller assigns a connection to the first radio communication circuit for 
transmitting the video

The controller necessarily has to select the first radio communication circuit to 
be able to assign a connection, as required by the claim.
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The Reexamination History Does Not Establish a Clear Disavowal 

It Is the Controller’s Capability to Assign a Connection that Is Being 
Claimed and Distinguished

Dkt. No. 76-13 at 21
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The Reexamination History Does Not Establish a Clear Disavowal 

Dkt. No. 76-13 at 23-24
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The Reexamination History Does Not Establish a Clear Disavowal 

Dkt. No. 76-13 at 26
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The Reexamination History Does Not Establish a Clear Disavowal 

Dkt. No. 76-13 at 23
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The reexamination file history demonstrates that Maxell distinguished Tee from 
the asserted claim, thus requiring the plain and ordinary meaning to recite a 
negative limitation. 

The Reexamination History Does Not Establish a Clear Disavowal 
Case 5:23-cv-00092-RWS   Document 85-1   Filed 08/07/24   Page 160 of 161 PageID #:  4037

IPR2024-00907 - Samsung
Ex. 1028 - Page 160



161

Conclusion
“wherein when an indication from a user indicates to transmit video information using the first radio communication 

circuit, the controller assigns a connection to the first radio communication circuit for transmitting the video”

• The claims are directed to an apparatus claim where a “controller assigns a connection” 
when a user indication is received. 

• Plain and ordinary meaning already confirms the relationship between the user 
indication and the controller assigning a connection. 

• Accordingly, Samsung’s proposal should be rejected. 

Maxell’s Proposed Construction

Plain and ordinary meaning
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