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I. Introduction

Patent Owner (“PO”) urges that the Board terminate this trial based upon
newly adopted Section 314(a) policies that simply did not exist last year, were
never subject to rehearing, and in any event are not retroactive. “Absent
extraordinary circumstances, the Board will not revisit a decision on institution if
the time for seeking Director Review or rehearing has passed.” EX1083, 2. Time
for seeking Director Review or rehearing in this case expired over three months
ago on December 2, 2024. 37 C.F.R. §§42.71(d)(1), 42.75(c)(1). PO has not
identified any extraordinary circumstances that warrant revisiting that decision—
and indeed there are none. Under Chief APJ Boalick’s March 24, 2025 Guidance
(EX1083), the Board should deny PO’s Motion to Terminate.

Simply stated, it would be “extraordinary” to waste months of trial effort
here because PO has voluntarily continued its parallel litigation alongside this IPR
for months now. PO already filed its principal brief and cross-examined
Petitioner’s witness. Indeed, Petitioner is finalizing its responsive brief. PO has
little more than a Sur-reply and oral hearing remaining on this IPR schedule.
Termination would not save the work or time/resource investment of the parties or
Board to date—instead, PO proposes to throw away all of that effort. Meanwhile,
PO continues to file lawsuits across the entire industry. Public policy dictates this

review continue as all Fintiv factors support such even if the new policy were



somehow applicable.
The Motion should be denied.

II.  Outside of Rehearing, Discretionary Considerations Are Not Disturbed

The Office provides 14 days for PO to seek rehearing or Director review of a
decision instituting trial, whereas it provides 30 days to seek review of a decision
not to institute trial. 37 C.F.R. §§42.71(d)(1) (instituted), 42.71(d)(2) (not
instituted), 42.75(c)(1) (Director review). The purposeful difference in time
allowed for seeking rehearing serves the need for promptly providing the Board
and parties finality before investing resources in trial that, by statute, must
conclude within 12 months. 35 U.S.C. §316(a)(11). The 2025 Guidance Memo
(EX1083) reinforces the importance of finality, predictability, and settled
expectations.

In this case PO’s time to seek rehearing expired more than 3 months ago and
the parties have already expended significant resources: PO already filed its
principal brief and cross-examined Petitioner’s witness. Indeed, Petitioner is
finalizing its responsive brief. PO has not cited a single decision where the Board
has disturbed a discretionary decision under Section 314(a) outside the rehearing
process. Nor does the Office’s change in policy concerning Section 314(a)

discretionary denial justify PO’s termination request, because the Fintiv memo’s



recission cannot be given retroactive effect even had PO argued an extraordinary
situation

III. The Office’s Fintiv Memo Recission Cannot Be Applied Retroactively
A. Laws and Regulations Are Presumptively Not Retroactive

The Fintiv memo was binding authority on the Board both at the time the
Petition was filed and at the time of the Institution Decision. To apply its recission
retroactively, as PO urges, would violate the “presumption against retroactive
legislation [that] is deeply rooted in [America’s] jurisprudence.” Landgraf'v. USI
Film Prods., 511 U.S. 244, 265 (1994). Indeed, it is an axiom of statutory
interpretation that laws and administrative guidance generally “will not be
construed to have retroactive effect unless their language requires this result.” /d.
at 264. And while the Supreme Court has identified several exceptions to the
presumption against retroactive application,! none apply here, nor does PO allege
otherwise. Landgraf, 511 U.S. at 273-275. PO makes no showing at all to rebut the
presumption against applying the Fintiv policy recission retroactively. The Motion

fails for this additional reason.

! For example, where the new law/rule provides a clear statement that it should be

applied retroactively. Landgraf, 511 U.S. at 273.



Applying Landgraf, the Federal Circuit provides a three-factor test for
evaluating whether an administrative rule or regulation has “retroactive effects.”
Princess Cruises, Inc. v. U.S., 397 F.3d 1358, 1362-1367 (Fed. Cir. 2005). Those
factors—which PO does not address—each weigh against applying the Fintiv
memo’s recission retroactively.

1. Princess Cruises Factor One

Under Princess Cruises factor one, courts test whether the “nature and
extent of the change” of the new regulation works a significant or unexpected
change (disfavoring retroactive application) rather than merely clarifying an
ambiguous issue (favoring retroactive application). 397 F.3d at 1364-65. Here, the
Fintiv memo’s recission significantly and unexpectedly changes the agency’s
previous policy concerning discretionary denial with a parallel proceeding. As
such, this factor weighs against retroactive application. See Woodward v. Dept. of
Justice, 598 F.3d 1311, 1314-15 (Fed. Cir. 2010) (regulatory amendment changing
a burden of proof was “a significant change in the law that disfavors retroactive
application™).

2. Princess Cruises Factor Two

Under Princess Cruises factor two, courts test “the degree of connection
between the operation of the new rule and a relevant past event,” wherein “a

significant connection with past events” disfavors retroactive application. 397 F.3d



at 1365-66. That significant connection plainly holds here, where Petitioner relied
on the Fintiv memo’s safe-harbor provisions for its Sotera stipulation, but the
Fintiv memo’s recission removed that safe-harbor. Thus, factor two weighs against
applying the recission retroactively.

3. Princess Cruises Factor Three

Under Princess Cruises factor three the courts consider “familiar
considerations of fair notice, reasonable reliance, and settled expectations.” 397
F.3d at 1366 (quoting Landgraf, 511 U.S. at 270). These considerations plainly
weigh against retroactive application. The Fintiv Memo was binding on the Board
when Petitioner filed the Petition, and Petitioner reasonably relied on it when
structuring the Petition and making a Sotera stipulation. Woodward, 598 F.3d at
1315 (agreeing that “retroactive application of an amended regulation is disfavored
where claimants made strategic decisions in reliance on the old standard, before the
new standard existed”). PO never sought timely rehearing of the Board’s
institution and as noted above relying on the finality of that institution decision the
parties have since invested significant resources in IPR.

All three Princess Cruises factors weigh against applying the Fintiv memo’s
recission retroactively, precluding the Board from doing so here. 397 F.3d at 1367.
As the PO completely ignored the presumption against retroactivity and the

Princess Cruises analysis, the Motion fails.



IV. Even if the Board Revisits the Fintiv Analysis, It Strongly Favors
Maintaining Institution

If the Board nonetheless revisits the Fintiv analysis, under the current
litigation facts the factors favor maintaining the instituted trial. Thus, in any event,
the Board should deny the Motion to Terminate.

A. Factor 1

Factor 1 is neutral because Petitioner moved to stay the Sony Litigation on
February 25, 2025 (EX1085) and briefing for this motion is now complete.
Without “specific evidence” on how the court will rule, this factor is neutral. Sand
Revolution I, LLC v. Continental Intermodal Group—Trucking LLC, IPR2019-
01393, Paper 24, 7 (June 16, 2020) (informative).

B. Factor 2

Factor 2 favors maintaining institution because no trial date has been set, and
it is highly unlikely that any EDTX trial will take place before FWD, which is
expected no later than November 18, 2025. 35 U.S.C. §316(a)(11).

PO misrepresents the EDTX trial calendar. Contrary to PO’s assertion that
final pretrial conference is “set for 11/6/2025” (Mot., 3), PO failed to inform the
Board that at PO’s request the court orally agreed to reschedule the final pretrial
conference for a later date after PO itself told the court that its counsel had a
conflict with the November 2025 conference date. See EX1084, 2-3 n.5 (“As

discussed during the hearing on September 19, 2024, Plaintiff Optimum Imaging



Technologies has a conflict with the pre-trial conference as Plaintiff’s lead
counsel and other attorneys are currently scheduled for trial from October 27, 2025
to November 11, 2025 in the Northern District of California.””) (emphasis added).

Moreover, PO’s cases demonstrate Judge Mazzant’s pattern of setting trial
several months after a final pretrial conference was scheduled to take place. In
4:20-cv-00886 (cited Mot., 4, n.3), the court originally set the Final Pretrial
Conference for May 18, 2023, then cancelled it “to be reset when the Court sets the
Jury Selection and Trial of the case.” EX1086 (Text Entry on May 17, 2023). The
court thereafter set trial for October 2023—five months later. EX1087. In 4:18-cv-
00469 (cited Mot., 4, n.3), the court originally set Final Pretrial Conference for
December 3, 2020 (EX1088, 4) but then reset the conference and set trial for
March 1, 2021—three months later (EX1089). The other cases cited by PO (Mot.,
4, n.3) follow similar patterns. Under that practice it is highly unlikely that any trial
will take place until months after FWD.

C. Factor 3

Factor three strongly favors maintaining institution. Petitioner promptly filed
its petition seven months after the complaint was filed, before even answering the
complaint (EX2052, 2, Dkt. 19), and months before PO served infringement
contentions (EX2050, 2). Cf. Samsung Elecs. Co. Ltd. v. Empire Tech.

Development LLC, IPR2024-00896, Paper 15, 13-14 (Dec. 13, 2024) (no



unreasonable delay when petition filed nine months after complaint); Apple Inc. v.
Scramoge Tech. Ltd., IPR2022-00120, Paper 9, 12-13 (May 4, 2022) (Petitioner
was diligent in filing Petition two months affer being served infringement
contentions).

PO’s complaints about potential inefficiencies are fully self-inflicted given
that (1) it chose to continue litigating the parallel case after trial was instituted in
this case and (2) it has the ability to avoid any further investment of resources in
the parallel case by agreeing to the Motion to Stay now pending.

D. Factor 4

This factor favors maintaining institution given that Petitioner has provided
a Sotera stipulation, which eliminates overlapping invalidity issues. Sofera
Wireless, Inc. v. Masimo Corp., IPR2020-01019, Paper 12, 19 (Dec. 1, 2020)
(precedential as to §11.A); EX1083, 2-3 (Sotera stipulation is “highly relevant”);
see also, e.g., LinkedIn Corp. v. eBuddy Techs. B.V., IPR2022-00176, Paper 13, 14
(May 17, 2022) (Sotera stipulation “weighs strongly against exercising discretion
to deny inter partes review” under Factor 4). Since IPR was instituted, Petitioner’s
stipulation is binding.

Additionally, four of the ten claims challenged here are not asserted in the
Sony Litigation, which favors maintaining institution. EX10835, 3; see, e.g.,

Hewlett Packard Enter. Co. v. Cobblestone Wireless, LLC, IPR2024-00707, Paper



17,49 (Sept. 24, 2024). Thus, as there is no overlap between the issues raised by
this IPR and issues that will be adjudicated in the Sony Litigation, Factor 4 favors
maintaining institution.

E. Factor 5

As is usually the case, the parties are the same in this proceeding as well as
the Sony case and, as explained above, “there is not substantial overlap” between
the issues raised in the IPR and the parallel proceeding. Thus, this factor’s weight
is neutral at best. As such, Factor 5 should be considered neutral.

F. Factor 6

This Board already determined that Petitioner “has demonstrated a
reasonable likelihood of showing at least one claim of the 339 patent is
unpatentable.” Paper 10 at 24. PO should not be permitted to attempt to relitigate
this issue, and as such Factor 6 strongly favors maintaining Institution.

Further, the fact that PO resorts to discussing alleged secondary
considerations of non-obviousness (Mot., 10) only highlights the strength of the
Petition merits. Likewise, as PO has already leveraged discretionary denial to the
detriment of the public in its earlier dispute with Canon, such strongly favers
maintaining institution. The public would benefit from a careful review of the

patent already adjudged here to be reasonably likely to be found unpatentable.



G. On Balance, the Factors Favor Maintaining Institution

Four of the six factors favor maintaining institution and the other two are
neutral. As such, to the extent the Board believes a post-Institution Fintiv analysis
is appropriate (it is not), the Board should still deny Patent Owner’s Motion to
Terminate.

V. Conclusion

For at least the reasons discussed herein, Petitioner respectfully request the

Board deny Patent Owner’s Motion to Terminate.

Respectfully submitted,
Sony Corporation

Date: March 26, 2025 /Scott A. McKeown/

Scott A. McKeown, Reg. No. 42,866
WOLF, GREENFIELD & SACKS, P.C.
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