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I. INTRODUCTION 

Petitioner FormFactor, Inc. and Patent Owner Technoprobe S.p.A. 

(collectively, “the Parties”) have settled their disputes. Pursuant to 35 U.S.C. 

§ 317 and 37 C.F.R. §§ 42.72 and 42.74, the Parties jointly request termination as 

to the petitioner and termination of this IPR in its entirety. 

The Parties concurrently file another joint motion requesting that the 

Board treat Confidential Ex. 1032 as business confidential information and keep 

Confidential Ex. 1032 separate from the patent files.  

II. THE PARTIES HAVE SETTLED THEIR DISPUTES  

The Parties have resolved all disputes between them with regard to the 

challenged patent. In compliance with 35 U.S.C. § 317(b) and 37 C.F.R. § 

42.74(b), a true and correct copy of the settlement agreement (Confidential Ex. 

1032) that resolves the disputes between the Parties is concurrently filed with 

this Joint Motion.2 The Parties jointly certify that there are no other agreements, 

oral or written, between the Parties made in connection with, or in 

contemplation of, the termination sought. 

Moreover, the Parties contemplate no new district court or administrative 

2 Due to the confidentiality terms of these agreements, Petitioner is filing 
Confidential Ex. 1032 as “Parties and Board Only.” 
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proceeding between them with respect to the challenged patent in the 

foreseeable future. 

Furthermore, the pending district court proceeding involving the 

challenged patent, Technoprobe S.p.A. v. FormFactor, Inc., Case No. 1:23-cv-

00842-JCG (D. Del.), has been settled and have been dismissed with prejudice.  

III. THE PARTIES JOINTLY REQUEST TERMINATION AS TO THE 
PETITIONERS  

Under 35 U.S.C. § 317(a), “[a]n inter partes review instituted under this 

chapter shall be terminated with respect to any petitioner upon the joint request 

of the petitioner and the patent owner, unless the Office has decided the merits 

of the proceeding before the request for termination is filed.” The Parties jointly 

request termination as to the Parties. The Board has not decided the merits of 

the proceeding. The Parties have not yet fully briefed their arguments following 

institution, oral argument has not yet occurred, and no final written decision has 

been entered. 

IV. THE PARTIES JOINTLY REQUEST TERMINATION OF THIS IPR 
IN ITS ENTIRETY  

“There are strong public policy reasons to favor settlement between the 

parties to a proceeding. ... The Board expects that a proceeding will terminate 

after the filing of a settlement agreement, unless the Board has already decided 

the merits of the proceeding.” Consolidated Trial Practice Guide at 86 
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(November 2019). The Parties jointly request termination of this IPR in its 

entirety in support of the public policy considerations. Termination is 

appropriate at least because there are no other petitioners in this proceeding, 

there has been no decision on the merits, and termination will conserve the 

limited resources of the Board. 

IV. CONCLUSION  

For at least the foregoing reasons, the Parties respectfully request 

termination as to the petitioner and termination of this IPR in its entirety. 

Dated: June 10, 2025 Respectfully submitted, 

By: /Houtan K. Esfahani/

Houtan K. Esfahani 

Reg. No. 41,893 

COUNSEL FOR PATENT OWNER 

/T. Vann Pearce, Jr./

T. Vann Pearce, Jr.  
Reg. No. 58,945 
COUNSEL FOR PETITIONER 
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