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PO’s Motion to Exclude (Paper 39) should be denied for the following 

reasons. 

I. Exhibit 1042 and 2039 EX. 1 Are Admissible 

Exhibit 1042 and Exhibit 2039, EX. 1 (collectively henceforth “Dr. Galton’s 

Second Declaration”) are the same document - a declaration by TI’s expert, Dr. 

Galton, presenting a second set of circuit simulations responsive to PO’s criticisms 

of simulations provided with the Petition that PO lodged in its POPR. These 

simulations were requested by PO in a discovery request that they served on TI 

before filing their POR. TI-1052. The discovery requests stemmed from a Board 

call requested by PO after Dr. Galton’s original deposition during which TI offered 

to provide the simulations and make Dr. Galton available for an additional 

deposition on them, so that PO could address the simulations in its POR. Paper 18, 

pp. 1-2. PO filed the simulations as an exhibit to the transcript of Dr. Galton’s 

second deposition. Exhibit 2039, Ex. 1. TI also filed the simulations with its Reply 

as Exhibit 1042.  

 Dr. Galton’s Second Declaration is admissible because 1) it was requested 

by PO and PO had, and took, its full opportunity to depose Dr. Galton on the 

exhibit and address it in the POR, 2) Galton’s Second Declaration contains prior 

art analysis responsive of PO’s arguments, 3) the exhibit does not present new 

legal theories, nor is required for establishing prima facie obviousness. 
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A. PO Has Had Ample Opportunity to Respond to Dr. Galton’s 

Second Declaration 

PO’s characterization of events and the timing of their occurrence is 

incorrect.   

The POPR did not identify any errors in Dr. Galton’s simulations.1 Instead, 

the POPR simply accused Dr. Galton of “making up values and using different 

waveforms than those disclosed in [the prior art]…to improperly show whatever 

results [TI] wants.” Paper 6, “POPR” at 2. Directly in response to PO’s 

unsubstantiated accusations, Dr. Galton, on his own, ran additional simulations 

addressing those accusations, and was able to verify that PO’s complaints did not 

change his opinions. TI-1042, ¶18; TI-1060, ¶5; EX-2036, 102:18-6.  Indeed, the 

Institution Decision debunked the POPR’s complaints. 

In preparing for his deposition, Dr. Galton reviewed the inputs used for his 

earlier simulations and discovered a typographical error in his DeMaw simulation, 

which caused the LTSpice simulation software to call a generic JFET instead of the 

Siliconix U430 JFET that Dr. Galton had intended.  EX-2036, 102:5-13.  As Dr. 

Galton explained, simulating DeMaw based on the generic JFET is not wrong nor 

does it render the original simulations unreliable or invalid, because the generic 

JFET is specifically intended to be “representative of typical JFETs” and would 

 
1 The POPR does not even use the word “error” or “mistake.”  
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have been used had LTSpice not also had a U430 model. TI-1060, ¶¶ 6-16 

(discussing the acceptable use of “representative” JFETs). Yet Dr. Galton expected 

the higher performing U430 JFET would improve DeMaw’s performance of the 

claimed operation, and so he reran the original simulation using the U430 JFET to 

confirm that it did. Id. This was indeed confirmed by him. And when PO began to 

question Dr. Galton about the debunked POPR arguments at his deposition, Dr. 

Galton volunteered that he had confirmed the POPR’s complaints were immaterial 

by simulation.  EX-2036, 102:18-103:6. Dr. Galton also volunteered the 

typographical error, explaining that it “didn’t materially change the results.” EX-

2036, 44:5-45:8; see also id., 102:5-6 (discussing that he found the mistake a few 

days before the deposition); see also TI-1062 (TI correcting he record pertaining to 

the initial offer of simulation data).  

Immediately after the deposition, TI offered to provide the revised 

simulation output of DeMaw’s circuit using the U430 JFETs to PO and, to avoid 

any prejudice to PO, TI further offered another deposition of Dr. Galton on the 

revised simulation. TI-1061. PO initially refused. TI-1061. On March 2, 2025, PO 

reconsidered the offer and proposed a Board call to discuss the revised simulations 

and Dr. Galton’s additional simulations. TI-1061. 

During the Board call, TI reiterated its offer to provide PO the revised 

simulations and all additional simulations, as well as an additional deposition of 
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Dr. Galton to ensure that PO had every opportunity to ask whatever questions it 

desired. E.g., Paper 18 (Order on Conduct of the Proceeding) at 2. The Board 

instructed the parties to “work together to resolve this dispute.” Id. at 3. On March 

6, 2025, PO served discovery on TI requesting “production of all of Dr. Galton’s 

additional simulations” and asked for the additional deposition that TI had earlier 

proposed. TI-1052 at 3. Specifically, PO requested: 

1. Simulations run by Dr. Galton where he fixed the mistake of 

using the generic JFET model and implemented the specific Siliconix 

U430 model; 

2. All other simulations run by Dr. Galton after reviewing the 

Patent Owner’s Preliminary Response, including any variations or 

iterations;  

3. All related Python code used to generate or analyze the 

simulations, including any model libraries, native LTSpice files, and 

additional generic or supporting files necessary to replicate the 

simulations; and  

4. Any instructions or scripts used for running the simulations, 

including Python-based instructions. 

Id. TI fully complied. Specifically, on March 17, 2025, through Dr. Galton’s 

Second Declaration, TI presented the requested simulations and all other 

simulation output, as well as the raw data from each simulation. Id. TI also 

agreed to multiple extensions of the POR deadline (originally due February 

18, 2025 extended to April 21, 2025 – over 2 months) and made Dr. Galton 

available for a second deposition on his Second Declaration and the other 
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provided materials, which PO took on April 14, 2025.   

PO filed their POR citing and fully addressing Dr. Galton’s Second 

Declaration and Dr. Galton’s second deposition. E.g., POR at 48-65. PO 

failed to provide Dr. Galton’s Second Declaration its own exhibit number. 

Paper 18 at 3.  Rather, PO included it as an exhibit to Dr. Galton’s second 

deposition transcript. EX-2026, EX. 1. Thus, TI provided Dr. Galton’s 

Second Declaration as EX-1042 with its Petitioner’s Reply.   

PO now alleges that Dr. Galton’s Second Declaration is untimely and 

should be excluded, yet PO, themselves, served discovery requests 

requesting it, introduced it into the record, and cited it within PO’s 

subsequent briefing. E.g., TI-1052; EX-2039, Ex. 1; POR, 48-70.  Further, 

as discussed above, PO has had ample opportunity to and did address the 

information in Dr. Galton’s Second Declaration.   

The Federal Circuit has recognized that “‘the introduction of new 

evidence in the course of the trial is to be expected in [IPR] trial 

proceedings’ and permissible ‘as long as the opposing party is given notice 

of the evidence and an opportunity to respond to it.’” Rembrandt 

Diagnostics, LP, 76 F.4th at 1384 (quoting Genzyme Therapeutic Prods., 

825 F.3d at 1366).  To suggest now that Dr. Galton’s Second Declaration is 

untimely is a feeble attempt to exclude probative materials that PO 
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recognizes as fatal to the patentability of its claims.  

B. Dr. Galton’s Second Declaration Is Responsive to the POPR 

As explained above, Dr. Galton’s Second Declaration is responsive to PO’s 

arguments made the POPR to dispel the assertion that Dr. Galton selected values 

and waveforms to achieve a desired result. It is settled law that a petitioner may 

introduce new exhibits in response to arguments raised in a patent owner 

preliminary response.  E.g., 37 C.F.R. § 42.23(b); Axonics, Inc., 75 F.4th at 1381; 

Apple, Inc., 949 F.3d at 706-07.  Moreover, Dr. Galton’s Second Declaration was 

not prepared and introduced as supplemental information, because the POPR’s 

arguments had been dispelled in the Decision on Institution. Yet PO requested the 

information to preemptively address Dr. Galton’s responses to its POPR’s 

arguments when preparing its POR. Paper 18, 1-2 (citing PO’s concerns it would 

not have time to consider the simulations and respond). 

C. Dr. Galton’s Second Declaration Does Not Present New Legal 

Theories 

TI has consistently maintained that operation of DeMaw’s circuit and 

Macnally’s circuit each render claims 18-21 obvious.  TI has not moved off of that 

theory of obviousness since filing the Petition.  Instead, Dr. Galton’s Second 

Declaration shows various simulation permutations which all show the prior arts’ 

circuits operation renders the claims unpatentable.  In other words, Dr. Galton’s 
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original simulations show what he opined was how a POSITA would have 

understood and analyzed (simulated) the prior art circuits, and his Second 

Declaration show that, even if the simulations were run with other values and 

waveforms, the prior arts’ circuit operations still meet the claims. The facts here 

are similar to that of Apple Inc. v. Andrea Elec. Corp., 949 F.3d 697, 706-07 (Fed. 

Cir. 2020), where the Federal Circuit differentiated between evidence in support of 

impermissible new theories and permissible explanations in support of original 

theories.  Here, TI has consistently argued that the DeMaw and Macnally circuits 

render claims 18-21 obvious, and the simulations in Dr. Galton’s Second 

Declaration merely augment the original simulations with additional analyses to 

reinforce that theory. 

D. Dr. Galton’s Second Declaration Is Not Required for Prima Facie 

Obviousness 

The Petition, the DeMaw and Macnally references, and originally submitted 

information sufficed to supply a prima facie case of obviousness.  Indeed, the 

present trial was instituted based on the Petition, prior art and information provided 

prior to institution.   

The evidence establishing prima facie obviousness are the prior art 

references themselves, understood from the perspective of a POSITA. The 

Petition’s grounds and the prior art asserted in the grounds remain unchanged. The 
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simulations represent analysis that confirms the prima facie case of obviousness, 

particularly when correctly viewed in light of the subsequent simulations 

performed responsive to PO’s criticisms raised in their POPR.  See, e.g., Belden 

Inc. v. Berk-Tek LLC, 805 F.3d at 1079 (discussing that prior art itself is sufficient 

to show prima facie obviousness, while declarations submitted after institution are 

permissible to confirm prima facie obviousness in view of PO’s criticisms). 

Dr. Galton stands by his original simulations as showing DeMaw and 

Macnally’s operation satisfied the claims. TI-1060, ¶12. Dr. Galton explained, in 

detail in his original declaration and subsequently, the assumptions and 

approximations are those a POSITA would have made and why. E.g., TI-1003, ¶¶ 

37 (describing that modern mixers use “squared-up” oscillator signals), 46-55 

(showing arithmetic derivation of Macnally circuit component values), 69 

(describing that the quiescent operating point of Q1 and Q2 in DeMaw can be set 

via the resistor R1), 70 (describing that the “value of R1 is selected ‘to give a VGS 

of 0.8 the pinchoff voltage.’ DeMaw, 196.”), 74 (describing that a square wave for 

the LO does not alter DeMaw circuit behavior and was chosen to be able to clearly 

see the transition between switch ON and OFF states), 89-94 (describing sources 

for certain of Macnally’s operating parameters); EX2036, 33:10-22 (discussing 

transformer parameters), 34:10-36:4 (discussing DeMaw circuit impedance), 

38:14-41:12 (discussing selecting capacitor values for DeMaw simulation), 42:20-
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43:10 (discussing simulating DeMaw using a squared-up local oscillator and a 

sinusoidal local oscillator, and offering the sinusoidal simulation results to PO), 

44:6-45:46:2 (discussing simulations using U430 JFET and offering PO updated 

simulations), 46:10-49:1 (discussing selection of RF input signal and offering 

additional simulation results using variations of the RF input signal), 49:11-50:20 

(discussing reasoning for bias network modeling), 51:1-13 (discussing supply 

voltage modeling), 54:5-55:17 (discussing calculation of charge ratio), 55:18-22 

(offering Python code to PO), 64:1-21 (discussing JFET selection as not affecting 

“the fundamental nature of this circuit), 69:12-70:12 (discussing Macnally’s 

conversion gain), 72:2-16 (discussing derivation for Macnally’s circuit components 

for the simulations), 73:1-74:7 (discussing reasoning for simulation a bias network 

in Macnally), 75:7-4 (discussing input signal modulation and offering PO 

additional simulations using different input modulation), 79:6-10 (clarifying ideal 

vs non-ideal transistor conduction behavior), 80:11-3 (discussing modeling 

Macnally’s input signal as differential), 81:4-15 (discussing selection of input 

signal for Macnally simulation), 89:10-90:17 (describing reasoning behind 

simulating Macnally with a squared-up LO), 91:5-17 (discussing number of cycles 

for running circuit simulations), 94:2-95:3 (verifying impedance ratios do not 

affect circuit performance, and rejecting characterization of not using a 4:1 

impedance ratio as a mistake), 96:18-98:1 (discussing selection of R1 for 
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simulations), 98:2-99:9 (discussing additional circuit simulations as the result of 

POPR, and offering them to PO).    

Dr. Galton’s Second Declaration, itself, confirms that the POPR’s 

complaints about the original simulations were not material to showing that the 

DeMaw and Macnally circuits performed the claimed operations.  TI-1042, ¶¶ 1, 4, 

18-19, etc.  Dr. Galton’s Second Declaration also confirms that the simulations 

provided with the Petition established prima facie obviousness because DeMaw’s 

circuit performs claims 18-21 when simulated using either the U430 or generic 

JFET models.  Put differently, the new simulations were not necessary to establish 

prima facie obviousness; instead, the new simulations simply reinforced Dr. 

Galton’s original conclusions that the DeMaw circuit renders claims 18-21 

obvious, even under various operating conditions.   

As mentioned above, TI’s theory of unpatentability is (and has been) that 

DeMaw’s circuit (and Macnally’s circuit) renders claims 18-21 obvious.  In its 

Final Written Decision, the Board will decide patentability based on DeMaw 

and/or Macnally circuits, and no others.  The simulations provided by Dr. Galton 

after institution do not raise new theories of obviousness; rather, they represent the 

development of a complete record to confirm obviousness by presenting analyses 

and explanations of the prior art circuitry.  The development of the complete 

record after institution, include PO’s fulsome POR with its own expert analysis, is 
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in-keeping with due process considerations associated with conducting an IPR 

trial.  Genzyme Therapeutic Prods., 825 F.3d at 1367 (“The development of 

evidence in the course of the trial is in keeping with the oppositional nature of an 

inter partes review proceeding.”).   

Note it had already been confirmed by the Federal Circuit that DeMaw’s 

mixer renders claim 18 invalid, a fact that the Board recognized in its Institution 

Decision.  Paper 10 at 16. Thus, the DeMaw circuit by itself is sufficient evidence 

to establish prima facie obviousness of at least claim 18. As the Board correctly 

pointed out, Dr. Galton’s original simulations established that the “general 

conditions” of dependent claims 19-21 are disclosed in DeMaw. Paper 1- at 22-23.  

As Dr. Galton confirmed, DeMaw performs the method of claims 19-21 under a 

variety of operation conditions, including using different JFETs. The type of JFET 

for the simulation would amount to nothing more than routine experimentation for 

discovering optimum or workable ranges, which in this case produce nothing 

inventive. Paper 10 at 22-23; see also Paper 30 at 7 (citing Oxner, TI-1041 at 6-33; 

DeMaw, TI-1016 at 8, referencing Oxner). Thus, even in view of using the generic 

JFET in the simulation, the original simulations established the “general 

conditions” of claims 19-21 and confirm prima facie obviousness. 

Dr. Galton’s Second Declaration should not be excluded pursuant to 

37 C.F.R. §42.23.   
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E. PO’s Complaints Under FRE 401-402 Likewise Fall Flat   

The specific portions of Dr. Galton’s Second Declaration cited by PO 

are admissible under FRE 401-402.  For example, paragraphs 5-10 a relevant 

in that they provide context to the discussion of DeMaw’s circuit simulations 

using the U430 JFET model. E.g., Reply at 6, 8-17. Paragraphs 12-13 and 15 

are relevant in that they provide context for the general discussion of how 

DeMaw performs the claimed method under various operation parameters. 

E.g., Reply at 12. Paragraphs 153-171 and 173-174 are relevant in that they 

provide context to Dr. Galton’s verification of the modeling and post-

processing for obtaining the histogram data.   

II. Exhibit 1043 Is Admissible 

Exhibits, as considered by Dr. Galton when preparing his Third Declaration 

(i.e., TI-1060), is relevant for background and contextual information. Exhibit 

1043 is not prejudicial, and are probative to the extent they support the underlying 

foundational knowledge of a POSITA at the time of the ’342 patent. TI-1043 

illustrates that low-noise amplifiers at that time were structured to input a radio 

frequency (RF) signal and output an amplified signal with power provided by the 

power supply. TI-1060, ¶ 94. Such as design was consistent with Macnally’s 

design. Reply at 25-27. Thus, Exhibit 1043 represents the knowledge of a POSITA 

at that time of the common structure of a low-noise amplifier. This knowledge is 
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relevant to the interpretation of the information signal and inverted information 

signal in claim 18 since the patent contemplates the information signal being 

passed through a low-noise amplifier. Reply at 25 (citing TI-1001, 49:29-46). 

Thus, TI-1043 is admissible for its relevance to understanding the knowledge of a 

POSITA at that time. 

III. Exhibit 1046 Is Admissible 

Exhibit 1046 is admissible. “Based on the statutory scheme, the PTO’s own 

regulations, and prior Board decisions, the Board can rely on evidence other than 

just prior art.” Yeda, 906 F.3d at 1041 (citing 35 USC §312(a)(3) and 37 C.F.R. 

§42.104(b)). “The Board has recognized that non-prior art evidence of what was 

known … ‘can be relied on for their proper supporting roles, e.g., indicating the 

level of ordinary skill in the art, what certain terms would mean to one with 

ordinary skill in the art, and how one with ordinary skill in the art would have 

understood a prior art disclosure.’” Id. Here, TI-1046 is a review article cited by 

Dr. Galton’s to illustrate mixer operation. See e.g., TI-1003, ¶37; TI-1060, ¶ 136.  

As acknowledged by PO, mixers, including prior art such as DeMaw and 

Macnally, are germane to the claims of the ’342 patent. See e.g., POR, 8-9, 29-33, 

37, 41-54, 71, 90. Because TI-1046 is a review article cited by Dr. Galton to 

corroborate his explanation of mixer circuit operations disclosed by the asserted 

prior art as part of the proposed grounds, TI-1046 is therefore relevant as 
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corroborating evidence to shed light on “how one with ordinary skill in the art 

would have understood a prior art disclosure.” Yeda, 906 F.3d 1041. PO has not 

argued or proffered any evidence that the general understanding of circuits has 

changed since the effective filing date of the ’342 Patent such that TI-1046 is not 

representative of a POSITA’s understanding of these basic circuit concepts in the 

relevant time-frame. Additionally, TI-1046 is relevant to Dr. Galton’s opening and 

rebuttal testimony pertaining to his use of squared-up local oscillator signals in this 

circuit simulations. TI-1003, ¶37; POR at 42 (arguing that Dr. Galton’s simulations 

are problematic because of his use of a squared-up local oscillator); TI-1046 

(discussion citations [12] and [42], which both describe mixers with squared-up 

LO’s prior to the ’342 patent priority date). Thus, TI-1046 is admissible. 

IV. The Board Should Not Exclude Portions of Exhibit 1060 

PO moves to exclude Paragraphs 57-58 and 114-15 of Exhibit 1060 under 

FRE 702-703 because PO believes that Dr. Galton’s explanation for how he arrives 

at the histograms showing unpatentability of the claimed discharge percentages is 

somehow deficient. Again, PO’s argument is merely an attempt to exclude 

information that is fatal to the patentability of claims 19-21. As PO admitted in the 

POR, “[o]n March 17, 2025, Petitioner served additional materials from Dr. 

Galton, including a Second Declaration (EX-2039, Ex. 1) and the native Python 

code used for simulations (Id., Ex. 2).” POR at 39 (emphasis added).  The snippets 
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in TI-1060 show how Dr. Galton changed the existing Python code to address Dr. 

Ricketts’s approach to the analysis. TI-1060, ¶¶ 57-58. Paragraphs 114-115, these 

paragraphs describe that the same Python code was used for Macnally. Thus, PO 

had all of the information they needed to verify or impeach Dr. Galton’s analysis. 

That is, PO had the original Python code as well as the changes to it. Further, any 

discrepancies in PO’s expert’s analysis were thoroughly explained by Dr. Galton in 

Paragraphs 54-59 of TI-1060. 

Paragraphs 32, 139-140, and 145-146 are admissible and should not be 

excluded. Paragraph 32 is relevant for contextual and rebuttal evidence as to the 

conductance behavior of JFETs, including statements made by PO’s expert.  Reply 

at 1-3. Paragraphs 139-140 reinforce and provide context to statements made in Dr. 

Galton’s Third Declaration about Ricketts’s misunderstanding of sampling in the 

context of the ’342 patent, which is a core technical issue in controversy in this 

IPR.TI-1060, ¶¶ 139-140. Paragraphs 145-146 are Dr. Galton’s concluding 

paragraphs and are relevant for his attestation. For these reasons, Paragraphs 32, 

139-140, and 145-146 are admissible. 
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V. CONCLUSION 

For the above reasons, TI respectfully requests PO’s motion to exclude be 

denied. 

Respectfully submitted, 
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