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The Institution Decision warrants review for three reasons. Paper 8 1–19 


(“Dec.”). First, the Decision contradicts consistent Patent Office rejections and a 


prior Board decision using the same prior art to reject substantively identical 


limitations in related, abandoned claims. Second, the Decision summarily ignored 


important evidence, concluding that it “is not relevant to our decision [and] not 


discussed further” even though that evidence squarely addressed the point the 


Decision (incorrectly) found missing from the other asserted prior art. Id. 12. 


Third, the Decision did not adequately address the record as a whole. Id. 14–16. 


Each of these reasons is an independently sufficient basis to reverse or remand the 


Decision. 


 BACKGROUND 


The Decision analyzed limitation (b) of U.S. Patent No. 11,741,482 (the 


“’482 Patent”) by splitting it into three parts: 


(b) in response to a determination that the predefined portion of 


the predefined area of the ad content display page is in the visible 


area of the browser window, causing a communication to be sent from 


the remote computing device to one or more dispatcher servers, 


wherein the one or more dispatcher servers are configured to: 


(i) receive the communication, and 


(ii) cause advertisement content to be served to the remote 


computing device. 
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Id., 13 (emphasis original). The italicized portion is termed the “determination” 


limitation, and the underlined portion is the “causing a communication” limitation. 


Id. The plain-text portion will be referred to herein as the “in response to” 


limitation, to correspond to the requirement that “causing a communication” occurs 


in response to the “determination.”  


The Office consistently and continuously applied Koeppel to reject 


substantively similar claim limitations that Patent Owner previously abandoned in 


related applications. Pet. 1, 43–48. Koeppel also addresses using geometry to 


determine whether an advertisement is in view, which Patent Owner had argued 


distinguishes the claims in a related IPR. Id. 1, 17–19. The Petition therefore 


applied Koeppel as a primary reference for all that it taught, including the 


“determination” and “in response to” limitations, as the Office had done before. 


Pet. 30.  


The Petition relied on the combination of Koeppel and Seo (and optionally 


Krassner) as teaching the “causing a communication” limitation. The Petition 


acknowledged in passing that Seo also discloses the “in response to” and 


“determination” limitations to show that its combination with Koeppel “would 


achieve the predictable result of downloading an advertisement in response to” the 


determination. Pet. 26. However, the Petition relied on (in combination with 


Koeppel and optionally Krassner) Seo’s teaching of the “causing a 
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communication” limitation. Id. 31–32. For example, Seo teaches that after a 


scrolling event making the “visible area” viewable, it can provide advertising by 


sending a communication for an advertisement, as illustrated in the figure below:  


 


Pet. 20, 31–34 (discussing Ex-1018 3:15–18, 10:16–18 and FIG. 2) (emphasis 


added). The Petition explained that the POSA would have understood, in view of 


Koeppel and optionally Krassner, that the “provide advertising” step included 


“causing a communication to be sent … to one or more dispatcher servers [and] 


cause advertisement content to be served to the remote computing device.” Pet. 


32–33. Despite this, the Board held that the Petition did not explain how the prior 
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art taught the “causing a communication” limitation. Dec. 12–15. The Board 


ignored the alternative argument that Krassner also teaches this limitation, 


asserting that Krassner was “not relevant to” the Decision. Id. at 12. 


 THE DECISION IGNORES AND CONTRADICTS PRIOR OFFICE ACTIONS, A 


BOARD DECISION, PATENT OWNER ADMISSIONS, AND ABANDONED 


CLAIMS. 


During prosecution of related U.S. Patent App. Ser. No. 12/316,781 (“’781 


appl.”), an ancestor of the ’482 Patent, the Board decided that Koeppel taught the 


“in response to” and “determining” limitations in similar claims. Pet. 45–47 


(discussing Ex-1085, 163–69). That decision affirmed-in-part Koeppel-based 


rejections of the “in response to” and “determining” limitations, but held that 


Koeppel did not teach the “causing an advertisement to be rendered” portion of the 


limitation. Ex-1085 165–169. On remand, the examiner applied Koeppel again to 


reject the claims in combination with other prior art similar to Seo. Pet. 46. Patent 


Owner ultimately abandoned those claims after receiving final rejections, again 


based on Koeppel. Id.  


Importantly, Patent Owner admitted several times during prosecution that 


“the cited portions of Koeppel may disclose monitoring in-view features of a web 


page.” Pet. 47 (quoting Ex-1084 89; see also 155, 388). The Decision failed to 


recognize that another panel held—and Patent Owner admitted—that Koeppel 


taught the “in response to” and “determination” limitations. 
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 The Petition Applied Koeppel in the Same Way the Office Had 
When It Consistently Rejected Substantively Identical Limitations, 
and the Decision Overlooked Aspects of Its Combination with Seo. 


It should be beyond dispute that Koeppel teaches the “in response to” and 


“determination” limitations because the Office repeatedly rejected substantively 


identical claim limitations on the basis that they were taught by Koeppel. The 


relevant limitations are below: 


’781 appl. (claims 23, 75, and 80) (Ex-1085) ’482 patent (claim 1) 
in response to determining that the predefined area 
is … at least within the pre-defined visible area 


(b) in response to a 
determination that the 
predefined portion of the 
predefined area of the ad 
content display page is in the 
visible area of the browser 
window,  


Appl. no. 13/731,742 (claim 2) (Ex-1084) 
in response to determining that the pre-defined 
area … is at least partially withing the visible area 
of the browser window 


Pet. 45–48 (citing Ex-1085 165, 169; and Ex-1084 71). The analysis below 


therefore focuses on how the Petition applied Seo to the “causing a 


communication” limitation, not the “determination” limitation.  


The Decision wrongly concluded, “As for the ‘causing a communication’ 


limitation, the Petition does not explain how Seo teaches all of its components.” Id. 


15. The Petition explained that Seo discloses, for example, step S202 for 


identifying whether an event occurred, e.g., “scrolling event” making a “visible 


area” viewable, and step S205 for providing an advertisement to the “visible area.” 


Pet. 31–34 (discussing Ex-1018 3:15–18, 5:1–14, 10:16–18 and FIG. 2). 
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The Petition clarified that the POSA would have understood that Seo’s 


teaching of “provide advertising” included “causing a communication to be sent … 


to one or more dispatcher servers … to be sent to the remote computing device.” 


Pet. 32 (§ I above). For example, Koeppel explains that that it was obvious that 


providing advertisements included sending communications to servers for the 


advertisements. Id. 27 (“‘The content in the Web page may be provided by third 


party entities that pay predetermined fees to have the Web server render their 


content in a Web page.’ Ex-1006, abstract.”); see also 32–33. Therefore, Koeppel 


in combination with Seo disclose using a scrolling event to determine whether “the 


predefined area of the ad content display page is in the visible area of the browser 


window” and “in response to” that determination, “cause a communication” to be 


sent requesting an advertisement, just as the Office previously determined during 


prosecution of substantively identical claim limitations. Pet. 29–33, 43–48 


(discussing Exs-1085–86).  


 The Board Misconstrued an Admission that Koeppel Does Not 
Teach the “Causing a Communication” Limitation as an Admission 
that It Does Not Teach the “Determination” Limitation. 


Petitioner admitted that Koeppel does not teach the “causing a 


communication” limitation, while including the “determination” limitation as 


context for this statement. Pet. 31. The Board improperly treated this framing as an 


admission that Koeppel did not teach the “determination” limitation. Dec. 14–16. 
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The Petition did not admit that. Instead, the Petition explained that Koeppel 


teaches the “determination” limitation and an action taken “in response to” it. Pet. 


30. The Petition then explained that combinations with one or more secondary 


references, including Seo, specify the claimed “causing a communication” to 


“cause advertisement content to be served” as that responsive action. Id. at 32–32. 


The Board should have understood that Koeppel taught the “determination” 


limitation and assessed whether the combination(s) taught the “causing a 


communication” limitation. It instead switched to determining whether Seo taught 


the “in response to” and “determination” limitations in addition to the “causing a 


communication” limitation. Dec. 14–15. The Board, in turn, dismissed Seo’s 


“scrolling event” as not satisfying the “determination” limitation, but that is not the 


operative question because the Petition relied on Koeppel for that limitation. 


Regardless, Seo’s scrolling satisfies the “determination” limitation too: a prior 


Board decision found that scrolling is one way of determining whether content was 


in view. See Ex-1085 167. Also, Krassner, the ’482 patent—and claim 1—disclose 


the webpage “being scrollable to allow a portion of the ad content display page to 


appear in a visible area.” Pet. 22–25; Ex-1001, 52:22–33, 53:35–41, 59:62–65 


(claim 1 preamble “the ad content display page being scrollable to allow a portion 


of the ad content display page to appear in a visible area of a browser window”). 


Indeed, the only conceivable ways for a visible area to appear on a screen are 
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through a webpage’s initial load or a scroll of the page. Therefore, even though the 


Petition relied on Koeppel to teach the “in response to” and “determination” 


limitations, both Koeppel and Seo teach those limitations. The Petition used 


combinations with Seo for the “causing a communication” limitation. The 


Decision’s inquiry into whether Seo discloses the “in response to” and 


“determination” limitations is therefore misplaced and not a valid reason to deny 


institution. 


 THE DECISION IGNORED KRASSNER’S TEACHING OF THE “CAUSING A 


COMMUNICATION” LIMITATION. 


The Petition applied Krassner in the alternative to reinforce the idea that “it 


was conventional to have webpages request advertisements. Ex-1003, ¶¶96, 112.” 


Pet. 26; see also 33 (citing Ex-1003 ¶98 (“an ad billboard module [that] causes the 


website or other location to communicate with the dispatcher server”), and ¶112 


(“the billboard module communicates with the dispatcher server and an advertiser's 


ad is selected and rendered in the billboard module space”). The combination of 


Koeppel, Seo, and Krassner “is simply using a known technique to improve the 


combination of Koeppel and Seo to use a similar ad monetization method.” Pet. 27. 


To the extent that the combination of Koeppel and Seo did not teach the “causing a 


communication” limitation, the combination with Krassner did. Therefore, the 


Decision ignored critical evidence of unpatentability of the key limitation. Dec. 12. 


The Decision’s conclusory finding that Krassner is “not relevant” is indefensible, 







Request for Director Review  IPR2024-00937 


9 


because the Petition used Krassner specifically to address the limitation that the 


Board (erroneously) found missing from the Koeppel-Seo combination. Even if the 


Board were right about the Koeppel-Seo combination, the result would be the exact 


situation in which Krassner is relevant to determining unpatentability.  


 THE DECISION IGNORED THE PETITION’S AND EXPERT’S APPLICATION OF 


PRIOR ART TO THE ENTIRE LIMITATION. 


 The Petition and Expert Explained How the Combinations of Prior 
Art Taught the Entire “Causing a Communication” Limitation. 


The Petition used an ellipsis to emphasize different portions of the disputed 


claim limitation sequentially and to ensure all of the relevant context was 


addressed for each subpart of the limitation. But instead of viewing the claims this 


way, the Decision treats the Petition as if it is addressing the entire limitation all at 


once. Dec. 14–16. The Decision, therefore, concluded incorrectly that “the Petition 


implies, by virtue of an ellipsis, that the ‘causing a communication’ limitation 


merely requires advertisement content to be served to the remote computing 


device’ and nothing further.” Id. 15. The Petition and expert explained in detail 


that Seo, in combination with Koeppel and optionally Krassner, taught the entire 


“causing a communication” limitation, reproduced below and in the Petition.  
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causing a communication to be sent from the remote computing 


device to one or more dispatcher servers, wherein the one or more 


dispatcher servers are configured to: 


(i) receive the communication, and 


(ii) cause advertisement content to be served to the remote 


computing device, 


Pet. 30–33. For example, the Petition explained, 


[Seo] causes “a communication to be sent from the remote 


computing device to one or more dispatcher servers.” Koeppel also 


explains the well-known fact that advertisements are delivered to 


browsers because a server “receive[d] a communication” from the 


browser. [Citing] Ex-1006, ¶172; Ex-1011, ¶¶51–56.  


Id. 32 (emphasis original). The Petition also explained that Seo discloses 


“caus[ing] advertisement content to be served to the remote computing device” 


e.g., “providing advertising associated with a content in a visible area.” Pet. 31 


(quoting Ex-1018 5:1–14, 10:16–18). 


Petitioner’s expert’s testimony confirms that the combination of Koeppel, 


Seo, and optionally Krassner, taught the entire “causing a communication” 


limitation: 
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Seo discloses only downloading ads “associated with a content 


that the user is currently viewing.” Ex-1018, 2:9–11. The combination 


of known elements of Koeppel and Seo would achieve the predictable 


result of downloading an advertisement in response to a predefined 


area, or portion thereof, appearing in the visible area of a display. This 


would be an obvious solution to try given the fact that both Koeppel 


and Seo teach downloading advertisements. Ex-1006, abstract; Ex-


1018, 5:1–14, 10:16–18. 


Ex-1011 ¶11. Dr. Smedley also testified, “Browsers sending requests to servers is 


the basic client-server architecture upon which the Internet functions.” Ex-1011 


¶55; see also ¶¶52–54 (addressing Koeppel’s teachings of the “in response to” and 


“determination” limitations). Therefore, the combination of Koeppel, Seo, and 


Krassner was nothing more than a combination of known elements achieving the 


predictable result of determining whether an area is viewable, causing a 


communication to request an advertisement, and rendered the advertisement to the 


viewable area. Pet. 26–25 (citing Ex-1011 ¶¶51, 57). 


 The Petition and Expert Explained How the Combinations of Prior 
Art Taught How the “Causing a Communication” Limitation Was 
“in Response to” the “Determination” Limitation. 


The Decision was also incorrect that,  


Even assuming Koeppel teaches the “determination” limitation 


and Seo teaches the “causing a communication” limitation, the 
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Petition does not explain how the prior art teaches, or renders obvious, 


the latter “in response to” the former, as recited in claim 1.  


Dec. 16. First, as explained in § II (above) the Office previously, consistently 


determined that Koeppel taught the entire “in response to” and “determination” 


limitations. Second, the Petition stated expressly,  


Koeppel nonetheless discloses performing an action “in 


response to a determination that the predefined portion of the 


predefined area of the ad content display page is in the visible area of 


the browser window”: 


[I]n accordance with an aspect of the invention, Web 


server 110 recognizes when third party content was included in 


the rendered Web page and in response to this determination 


performs additional in-view analysis specifically for the third 


party content. …. 


Pet. 30 (quoting Ex-1006 ¶177 (underline added)). Both the Board and the Petition 


noted that Seo also disclosed this limitation because it waits until an area is visible 


before providing an advertisement; however, the Petition relied on Koeppel’s 


teaching in the proposed combination. Dec. 14; Pet. 30–33. Further, Seo provides 


the advertisement “in response to” the area becoming viewable. Pet. 20, 31–34 


(discussing Ex-1018 3:15–18, 10:16–18 and FIG. 2). Therefore, the Petition indeed 


explained that displaying the advertisement was “in response to” the determination. 
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 CONCLUSION 


The Decision made mistakes by failing to address “major contentions” at 


issue, similar to the Final Written Decision in IPR2023-00953. Paper 71 (Dissent) 


13 (Director Review pending). This Decision similarly ignores (1) past precedent 


that Koeppel taught claim limitations, (2) secondary references that teach claim 


limitations, and (3) expert testimony that addressed the Decision’s concerns. The 


Director should therefore reverse the Decision and institute trial, or alternatively 


remand this proceeding for a first instance ruling on the evidence the Decision 


failed to substantively address. 
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