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In their reply, Petitioners contend that the Board should “cancel all challenged 

claims as unpatentable,” noting that “the Board credited Petitioners’ arguments and 

the unrebutted testimony of Petitioners’ expert, Dr. Wolfe, regarding the 

unpatentability of claims 1 and its dependent claim 91.” Reply at 1 (emphasis added). 

Notably, however, the Petition in this proceeding challenges sixty-five different 

claims, none of which are asserted against any Petitioner.  

The fact that the Board has tentatively credited Petitioner’s arguments with 

respect to two claims is not suggestive that all challenged claims should be found 

unpatentable. Instead, as the Board has previously recognized, the Board must still 

“determin[e] that Petitioner[s] met [their] burden of proving by a preponderance of 

the evidence that the challenged claims are unpatentable.” See Apple, Inc. v. Zipit 

Wireless, Inc., IPR2021-01124, Paper 14 at 3-4 (PTAB Dec. 21, 2022) 

(precedential). Accordingly, to the extent Petitioners maintain this proceeding 

against claims not asserted against Petitioners, Patent Owner respectfully requests 

that the Board evaluate whether Petitioners have met their burden of proof with 

regard to each challenged claim. 
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Date: April 29, 2025 Respectfully submitted, 
 
 /James A. Milkey/   
 James A. Milkey, Reg. No. 79,503 
 Reza Mirzaie, Reg. No. 69,138 
 Marc A. Fenster, pro hac vice forthcoming 
 Dale Chang, Reg. No. 61,476 
 Neil A. Rubin, Reg. No. 67,030 
 Philip X. Wang, Reg. No. 74,621 
 RUSS, AUGUST & KABAT 
 12424 Wilshire Blvd., 12th Floor 
 Los Angeles, CA 90025 
  
 Counsel for Patent Owner  



IPR2024-00943 Sur-Reply 
U.S. Patent No. 8,589,541 

 3 

CERTIFICATION REGARDING WORD COUNT 
 
 Pursuant to 37 C.F.R. §42.24(d), Patent Owner certifies that there are 176 

words in the paper excluding the portions exempted under 37 C.F.R. §42.24(a)(1). 

 

Date: April 29, 2025 /James A. Milkey/   
 James A. Milkey, Reg. No. 79,503 
 Reza Mirzaie, Reg. No. 69,138 
 Marc A. Fenster, pro hac vice forthcoming 
 Dale Chang, Reg. No. 61,476 
 Neil A. Rubin, Reg. No. 67,030 
 Philip X. Wang, Reg. No. 74,621 
 RUSS, AUGUST & KABAT 
 12424 Wilshire Blvd., 12th Floor 
 Los Angeles, CA 90025 
  
 Counsel for Patent Owner 
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CERTIFICATE OF SERVICE (37 C.F.R. § 42.6(e)(1)) 
 

The undersigned hereby certifies that the above document was served on April 

29, 2025, by filing this document through the Patent Trial and Appeal Case Tracking 

System as well as delivering a copy via electronic mail upon the following attorneys 

of record for the Petitioner: 

Erika H. Arner (Reg. No. 57,540) 
Daniel C. Tucker (Reg. No. 62,781)  
Alexander M. Boyer (Reg. No. 66,599)  
FINNEGAN, HENDERSON, FARABOW,  
GARRETT & DUNNER, LLP 
1875 Explorer Street, Suite 800 
Reston, VA 20190  
erika.arner@finnegan.com  
daniel.tucker@finnegan.com  
alexander.boyer@finnegan.com 
 
Cara E. Regan (Reg. No. 70,209)  
FINNEGAN, HENDERSON, FARABOW,  
GARRETT & DUNNER, LLP 
901 New York Avenue N.W. 
Washington, DC 20001  
cara.regan@finnegan.com 
 
Headwater-541-IPRs@Finnegan.com 
 
Patrick D. McPherson (Reg. No. 46,255)  
Kevin P. Anderson (Reg. No. 43,471)  
DUANE MORRIS LLP 
901 New York Avenue N.W., Suite 700 East  
Washington, DC 20001  
PDMcPherson@duanemorris.com  
KPAnderson@duanemorris.com 
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