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Patent Owner 138 East LCD Advancements Limited (“Patent Owner” or 

“138 East”) requests judgment against itself under 37 C.F.R. § 42.73(b)(2), with 

respect to claims 1-18 of U.S. Patent No. 7,454,056 (“’056 Patent”). 

A party before the Board “may request judgment against itself at any time 

during a proceeding.” 37 C.F.R. § 42.73(b). “Cancellation or disclaimer of a claim 

such that the party has no remaining claim in the trial” constitutes a request for 

adverse judgment. 37 C.F.R. § 42.73(b)(2). See also Captioncall, L.L.C. v. 

Ultratec, Inc., IPR2015-01886, Paper 39 at 2 (PTAB June 9, 2016) (granting 

request for adverse judgment under 37 C.F.R. § 42.73(b)(2) after institution of 

trial).  

Patent Owner has no remaining claims in this inter partes review. On May 7, 

2025, Patent Owner filed a statutory disclaimer under 37 C.F.R. § 1.321(a) 

disclaiming all remaining claims at issue in this proceeding, namely, claims 1-8, 

10-16, and 18 of the ’056 Patent. Ex. 2003. Patent Owner previously disclaimed 

claims 9 and 17. Ex. 2002. 

Accordingly, this Board should grant Patent Owner’s request for judgment 

against itself under 37 C.F.R. § 42.73(b)(2) with respect to claims 1-18 of the ’056 

Patent.  
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Dated: May 16, 2025 Respectfully submitted,  

/Cyrus A. Morton/    
Cyrus A. Morton 
Registration No. 44,954 
Robins Kaplan LLP 
2800 LaSalle Plaza 
800 LaSalle Avenue 
Minneapolis, MN 55402 
Tel: 612-349-8722 
Fax: 612-339-4181  
CMorton@RobinsKaplan.com 
Attorney for Patent Owner 
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CERTIFICATE OF SERVICE 

I hereby certify that on this May 16, 2025, a copy of Patent Owner’s Patent 

Owner’s Request for Adverse Judgement under 37 C.F.R. § 1.321(a) and 37 C.F.R. 

§ 42.73(b) was served in its entirety by electronic mail on Petitioner’s counsel at 

the following addresses indicated in Petitioner’s Mandatory Notices: 

Erika H. Arner - erika.arner@finnegan.com 
Daniel C. Cooley - daniel.cooley@finnegan.com  
Kevin D. Rodkey - kevin.rodkey@finnegan.com  

Robert K. High - robert.high@finnegan.com 
Safiya Aguilar - safiya.aguilar@finnegan.com 
Grace K. Mills - gracie.mills@finnegan.com 
Alissa E. Green - alissa.green@finnegan.com 

 
Finnegan, Henderson, Farabow, Garrett & Dunner, LLP 

Dated: May 16, 2025 Respectfully submitted,  

/Cyrus A. Morton/    
Cyrus A. Morton 
Registration No. 44,954 
Attorney for Patent Owner 


