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Agenda

• ’638 Patent Background

• Proposed Substitute Claims
– Superimposing a partial image on a main image by mixing pixel values

• Ground #1:  Parulski and Safonov
– No motivation to combine, hindsight reasoning

• Ground #2:  Parulski and Johnson
– No mixing of pixel values

• Ground #3:  Parulski, Johnson, and Safonov
– Same problems as Grounds #1 and #2

• Ground #4:  Parulski and Hoshino
– Hoshino is not prior art
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’638 Patent Background

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 3

EX1001 at 1:47-50



’638 Patent Background
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EX1001 at Fig. 7



’638 Patent Background
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EX1001 at 6:56-64; Fig. 1



’638 Patent Background
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EX1001 at Fig. 7



’638 Patent Background
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EX1001 at 6:27-31; Fig. 6



’638 Patent Background
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EX1001 at Fig. 7



’638 Patent Background
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EX1001 at 7:8-18; Fig. 8



’638 Patent Background
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EX1001 at Fig. 7



’638 Patent Background
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EX1001 at 4:1-7; Fig. 9



Proposed Substitute Claim 7

7. (Proposed Substitute for original claim 1) A digital camera having a focusing function and a 
focal length varying function of a main lens, the digital camera comprising: 

a main imaging unit configured to generate a main image by performing a 
photoelectric conversion from a subject obtained via the main lens; 

a sub-imaging unit configured to generate a sub-image by performing a 
photoelectric conversion from the subject obtained via a sub-lens; 

a focal length acquiring unit configured to acquire the focal length of the main lens; 

a magnification setting unit configured to set a level of magnification on the basis of 
the focal length; 

a composite image generating unit configured to determine a cutout region in the 
sub-image, cut out a partial image from the cutout region, magnify at the level of magnification 
at least one of the main image and the sub-image, and generate a composite image by 
[combining] superimposing the partial image on the main image[ and the sub-image] by mixing 
pixel values of the partial image with pixel values of the main image,

wherein the generation of the composite image occurs after at least one 
of the main image and the sub-image is magnified at the level of magnification;

an image display unit configured to display the composite image; and

wherein the magnification setting unit is configured to set the level of the 
magnification in order to match substantially a size of the main image and a size of the sub-
image.
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Appendix A to RMTA at 1. 



Petitioner Bears the Burden of Persuasion

• Petitioner's burden. A petitioner bears 
the burden of persuasion to show, by a 
preponderance of the evidence, that any 
proposed substitute claims are 
unpatentable.
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37 C.F.R. 42.121(d)(2)



Petitioner Bears the Burden of Persuasion
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TQ Delta, LLC v. CISCO Sys., Inc., 942 F.3d 1352, 1360 (Fed. Cir. 2019); Reply at 7. 



GROUND #1: PARULSKI AND SAFONOV
NO MOTIVATION TO COMBINE, HINDSIGHT REASONING

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 15



Petitioner Admits Parulski Does Not Teach Mixing Pixel Values
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Opp. at 6.



Parulski Teaches Completely Replacing Pixels
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EX1005 at ¶ [0145]

• “Replacing” means “pixels in a 
portion of a first image 
completely take the place of 
pixels of a corresponding portion 
of a second image.” 

Preliminary Guidance at 10-11.



Safonov Teaches Filtering and Blending Within One Image

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 18

EX1007 at 1, 8; Reply at 3, 4.

Source Image

α-coefficients

“Detail image”
“Digital image”

All blending-related terms are derived from the single source image.



Safonov Teaches Filtering and Blending Within One Image
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EX1007 at 7, 10-11; Reply at 3, 4.

Source Image

Source Image

Filtered Source Image

Filtered Source Image

All blending-related terms are derived from the single source image.



Safonov’s α-Coefficients Are Derived from the Bilateral Filtering Process
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EX1007 at 10; Reply at 4.

All blending-related terms are derived from the single source image.



No Motivation to Combine Parulski and Safonov

SafonovParulski

• Corrects highlights and shadows 
using a filtered version of a single 
source image

• Combines two different images, has 
no single source image

• Uses bilateral filtering to create 
“digital images”

• Doesn’t use any filtering

• Derives α-coefficients from the 
single source image

• Has no α-coefficients

• α-blends filtered versions of a 
single source image together to 
create a corrected image

• Completely replaces a portion of 
one image with a corresponding 
portion of another image

DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 21

Reply at 4-5.



Not Enough that α-Blending Was Generally Known
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Kinetic Concepts, Inc. v. Smith & Nephew, Inc., 688 F.3d 1342, 1369 (Fed. Cir. 
2012) (quoting KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398 (2007); Reply at 5.



GROUND #2: PARULSKI AND JOHNSON
NO MIXING OF PIXEL VALUES
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Johnson Teaches Completely Replacing Pixels
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EX1018 at Fig. 4; Reply at 10.



Johnson Teaches Completely Replacing Pixels
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EX1018 at 3:47-50; Reply at 10.



Johnson Does Not Disclose Mixing Pixel Values
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Reply at 9.



GROUND #3: PARULSKI, JOHNSON AND SAFONOV
NO MOTIVATION TO COMBINE, HINDSIGHT REASONING
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Parulski, Safonov, and Johnson
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SafonovParulski and Johnson

• Corrects highlights and shadows 
using a filtered version of a single 
source image

• Combines two different images, has 
no single source image

• Uses bilateral filtering to create 
“digital images”

• Doesn’t use any filtering

• Derives α-coefficients from the 
single source image

• Has no α-coefficients

• α-blends filtered versions of a 
single source image together to 
create a corrected image

• Completely replaces a portion of 
one image with a corresponding 
portion of another image



GROUND #4: PARULSKI AND HOSHINO
HOSHINO IS NOT PRIOR ART
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Hoshino is Not Prior Art
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EX1001 at (30) EX1021 at (22)



Amended Claim 7 is Entitled to a December 25, 2009 Priority Date
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RMTA at 4-10



Petitioner’s Arguments and Motion to Exclude Fail
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Globus Medical, Inc. v. Moskowitz Family LLC, IPR2020-01306, Paper 7 at 20, (P.T.A.B. Jan. 8, 2021).; Reply at 12.



Conclusion

• Ground #1:  Parulski and Safonov
– No motivation to combine, hindsight reasoning

• Ground #2:  Parulski and Johnson
– No mixing of pixel values

• Ground #3:  Parulski, Johnson, and Safonov
– Same problems as Grounds #1 and #2

• Ground #4:  Parulski and Hoshino
– Hoshino is not prior art

• The Revised Motion to Amend should be granted.
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