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DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Ground 1

Paper 10 (Institution Decision).

Ground 1: Kuwata (Ex. 1005) in view of Fisher (Ex. 1006), 
as to claims 1-3, 5, 6, 10

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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U.S. Patent No. 7,428,082

Ex. 1001 at Cl. 1.

1. An image related data generator, connectable to a server, comprising:

an image data generator configured to generate image data;

a control data storage module pre-storing image processing control data to control image 
processing of the image data;

a relating module configured to relate the image data to the image processing control 
data; and

a storage manager configured to update at least a part of the image 
processing control data stored in the control data storage, based on 
specification data, which specifies the image processing control data 
to be updated,

wherein the image processing control data is to be used in processing of the image data 
by an image processing device that receives the image data and the image processing 
control data that are transferred from the image related data generator.

Independent Claim 1:

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Kuwata (Ex. 1005)

Ex. 1005 (Kuwata).
DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Kuwata: Camera Manufacturer Does Matching

Ex. 1005 at ¶ [0077]; Paper 13 (POR) at 15-16. 
DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

“In this way, the DSC manufacturer goes through the laborious process of 
identifying the optimum combination of operational characteristics of a 
DSC-printer pair, and memorizes the characteristics in memory, for later 
retrieval when the photographer identifies the target printer to be used for 
printing. By following this approach, the DSC vendor does the matching 
once, so thousands of DSC photographers never have to do it, yet the 
photographers can be guaranteed that the results will be optimal for the 
DSC-printer pair.”
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Dr. Papanikolopoulos on Kuwata

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Dr. Papanikolopoulos: “Kuwata emphasizes the advantages of storing 
all available information about DSC/printer pairs directly on the camera.”

“Kuwata further teaches storing output control information for multiple 
devices on the camera so that the user does not have to identify or obtain 
control information for new DSC/printer pairs. . . . Kuwata is therefore 
directed to enabling standalone printing via direct uploads without 
external dependencies.”

Ex. 2001 (Papanikolopoulos Decl.) at ¶ 62; 
Paper 19 (Patent Owner Sur-Reply) at 6. 



7

Fisher (Ex. 1006)

Ex. 1006 (Fisher).
DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Dr. Papanikolopoulos: No “Specification Data”

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Dr. Papanikolopoulos: “[I]n my opinion, a POSITA reading Fisher would 
not have understood the reference to teach any association between 
descriptors and downloading data from the Internet or any other external 
server.”

“According to Fisher’s teachings, for example, the descriptors are stored 
completely separate from the download manager that coordinates 
downloading of ancillary data files. I have illustrated this separation in the 
annotated Figure 4, which shows how memory is allocated to different 
blocks or functions in Fisher’s camera. Fisher’s download manager . . . 
resides in the Ancillary Data Module 416 (as shown in Figure 5). Fisher’s 
descriptors, on the other hand, reside in the Ancillary Data Files block 
418 (as shown in Figure 7).”

Ex. 2001 (Papanikolopoulos Decl.) at ¶ 58; 
see also Paper 13 (POR) at 22-24.
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Fisher: Separate Download Manager and Descriptors

Ex. 1006 at Figs. 4, 5; Paper 13 (POR) at 20-24.DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Fisher: Separate Download Manager and Descriptors

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

“In the FIG. 5 embodiment, download manager 512 preferably may 
coordinate the accessing, selecting, downloading, analyzing, and storing 
of various types of ancillary data files 418 from any appropriate data 
source. For example, download manager 416 may access various 
ancillary data files 418 from a location or service on a distributed 
computer network such as the Internet. Download manager 512 may then 
responsively identify and store the downloaded ancillary data files 418 
into memory 116 of camera device 110.”

Ex. 1006 at ¶ [0037]; Paper 13 (POR) at 22. 
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Fisher: Separate Download Manager and Descriptors

Ex. 1006 at Figs. 4, 7; Paper 13 (POR) at 20-24.DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Fisher: Separate Download Manager and Descriptors

Ex. 2003 (Stevenson Dep.) at 76:17-77:3; 
see also Paper 13 (POR) at 33.

Mr. LaRoque: Okay. You’re not aware of any specific instances sitting there right 
now where Fisher discloses uploading ancillary data files?

Dr. Stevenson (Google’s expert): I don’t see where I -- if there is someplace 
where I rely on it in my declaration that might help me find some reference for 
you, you know, it's either in my declaration or it's not. Outside -- outside of that 
context, I don’t think I -- I certainly didn't look at the -- you know, I don’t recall 
without, you know, rereading Fisher whether there is any reference to uploading 
of the auxiliary data.

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Fisher: Separate Download Manager and Descriptors

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

“Indeed, Fisher discloses that each descriptor ‘may include any 
appropriate information related to a corresponding set of data,’ teaching 
that the descriptors are used to provide users with appropriate 
information about the ‘selectable ancillary data files’ on the server 
during the ‘data-source content review procedures’ and are used to 
identify the selected files to the server during the ‘ancillary-data file 
download procedures.’ Fisher, [0023], [0053], [0057], [0059].”

Paper 16 (Pet. Reply) at 5-6; 
see also Paper 19 (Patent Owner Sur-Reply) at 4.
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Fisher: ¶¶ [0023], [0053], [0057], [0059]

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Ex. 1006 at ¶¶ [0023], [0053], [0057], [0059]; 
see also Paper 19 (Patent Owner Sur-Reply) at 4.
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Fisher: ¶¶ [0023], [0053], [0057], [0059]

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

[0023] The present invention comprises a 
system and method for accessing and utilizing 
ancillary data with an electronic camera device, 
and preferably includes a data source that may 
store various selectable ancillary data files such 
as image template files, text overlay files, image 
background files, and special program 
instruction files. The data source may be 
implemented in any effective manner, including 
as a service on an distributed computer network 
like the Internet, as a discrete electronic device 
such as a personal computer, or as a 
removable, non-volatile memory device such as 
a flash memory. The electronic camera device 
may preferably then utilize an ancillary data 
module to access, select, and download the 
ancillary data files from the data source for 
subsequently combining with other captured 
image data to thereby produce new composite 
images.

Ex. 1006 at ¶¶ [0023], [0053]; 
see also Paper 19 (Patent Owner Sur-Reply) at 4.

[0053] In the FIG. 7 embodiment, descriptors 
712 may include any appropriate information 
related to a corresponding set of data 714. For 
example, a descriptor 712 may include 
information regarding the nature of the 
associated data 714, such at a data format or a 
data type. Descriptor 712 may also include 
information regarding how the associated data 
714 is organized, such at [sic] a data structure 
or a data size. In accordance with the present 
invention, ancillary data module 416 may 
advantageously analyze downloaded ancillary 
data files 418 using descriptors 712 and other 
means to thereby update camera menus 424, 
and otherwise provide current information to a 
system user for effectively utilizing the ancillary 
data files 418.
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Fisher: ¶¶ [0023], [0053], [0057], [0059]

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

[0057] In step 816, camera device 110 may 
perform various on-line management 
procedures with ancillary data files 418 by 
means of the electronic communication path 
established in foregoing step 812. The on-line 
management procedures may include any 
appropriate processes or functionalities. For 
example, a download manager 512 from 
ancillary data module 416 of camera device 110 
may advantageously select and download one 
or more of the ancillary data files 418 that were 
created in foregoing step 810. In certain 
embodiments, a system user may interactively 
view, manipulate, select, and download ancillary 
data files 418 from the data source using 
appropriate respective data-source content 
review procedures and ancillary-data file 
download procedures.

Ex. 1006 at ¶¶ [0057], [0059]; 
see also Paper 19 (Patent Owner Sur-Reply) at 4.

[0059] In certain embodiments, ancillary data 
module 416 may preferably analyze one or 
more descriptors 712 corresponding to the 
downloaded ancillary data files 418 to identify 
relevant information regarding the downloaded 
ancillary data files 418. For example, ancillary 
data module 416 may assign each downloaded 
ancillary data file 418 to an appropriate file 
category, such as a template category, an 
overlay category, a background category, an 
Internet web page category, or an instructions 
category.
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Dr. Papanikolopoulos’s Unrebutted Testimony

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Dr. Papanikolopoulos: “A POSITA [] would have faced challenges in 
adding extra print functionality to Kuwata from external sources, teachings 
that Fisher does not provide.”
“Printer drivers in 2002 were complex and not always as easy to write as 
of now. . . . A POSITA would have been aware that printer drivers at that 
time were not typically updated to handle newer camera formats or 
shooting modes, resulting in challenges in how a POSITA would have 
translated an image printing task with a particular mode to reality.”
“A POSITA starting with Kuwata would not have looked to Fisher to get 
information regarding printer drivers because Fisher provides none of 
these teachings.”

Ex. 2001 (Papanikolopoulos Decl.) at ¶¶ 65-67; 
see also Paper 13 (POR) at 28.
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Dr. Papanikolopoulos on Kuwata/Fisher

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Dr. Papanikolopoulos: “Kuwata is [] directed to enabling standalone 
printing via direct uploads without external dependencies.”
“Fisher’s teachings point in the opposite direction. Unlike Kuwata, which is 
concerned with convenience and ease of use for the camera user, Fisher is 
concerned with scalability of hardware devices. Fisher teaches storing 
ancillary data at an external server, off the imaging device, for search and 
download by the user. . . . Fisher’s teachings are therefore antithetical to 
Kuwata’s teachings of loading the camera in advance with as much 
information about camera/printer pairs as possible.”

Ex. 2001 (Papanikolopoulos Decl.) at ¶¶ 62-63; 
see also Paper 13 (POR) at 26-28.
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U.S. Patent No. 7,428,082

Ex. 1001 at Cl. 10.

10. A digital camera for generating an image file including image data and image processing control data, the image 
processing control data being used for controlling image processing of the image data, the digital camera comprising:

an image data generating module configured to generate image data of an image captured by the digital camera;
a display device;
a control data storage for storing in advance image processing control data to control image processing of the image 

data; and
an image file generating module configured to generate an image file that includes the image data and the image 

processing control data; and

a memory management module configured to acquire additional image 
processing control data from an external memory device separate 
from the digital camera, and to store the additional image processing 
control data into the control data storage,

wherein the image file generating module displays a user interface screen including a plurality of processing modes on 
the display device to enable a user to select one of the plurality of processing modes, and generates the image file 
using specific image processing control data associated with the selected processing mode, and

when the additional image processing control data has been stored in the control data storage, the image file generating 
module displays on the display device a plurality of processing modes which includes an additional processing mode 
related to the additional image processing control data.

Independent Claim 10:

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Petitioner Cannot Meet Its Burden on Claim 10 

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Dr. Papanikolopoulos: “A POSITA would have found Kuwata, which 
teaches a self-contained camera system with DSC-printer pairs preloaded 
by the DSC manufacturer, to be incompatible with Fisher, which teaches 
storing data on an external server to preserve memory and scalability, as I 
described at ¶¶ 62-64 above. Because Fisher does not remedy the 
shortcomings of Kuwata, in my opinion, the combination of Kuwata and 
Fisher fails to teach this claim element.”

Petitioner’s (Insufficient) Response: “Patent Owner argues that ‘Fisher 
does not teach how to modify Kuwata to acquire these additional preset 
conditions.’ POR 30. But Fisher discloses a camera that downloads 
ancillary data files from the Internet, providing all the necessary teachings 
for acquiring preset conditions. E.g., Fisher, [0054]-[0057].”

Ex. 2001 (Papanikolopoulos Decl.) at ¶ 70;
Paper 16 (Petitioner’s Reply) at 8;

see also Paper 13 (POR) at 30.



21

Ground 2

Paper 10 (Institution Decision).

Ground 2: Kuwata (Ex. 1005), Fisher (Ex. 1006), and 
Ohga (Ex. 1007), as to claims 1-6, 10

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Ohga (Ex. 1007)

Ex. 1007 (Ohga).
DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Petitioner Cannot Meet Its Burden on Ground 2

Paper 1 (Petition) at 56.
DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Petitioner: “If Patent Owner argues or the Board finds that Kuwata and 
Fisher do not render obvious updating ‘based on specification data, which 
specifies the image processing control data to be updated,’ then a POSITA 
would have found this obvious in further view of Ohga.”
Petitioner’s ONLY evidence of “specification data” in Ohga: “A PC 
acquires input profile P1 ‘from the downloaded image data’ or downloads it 
separately based on a ‘designation’ (specification data for input profile) and 
downloads output profile P2 based on a user selecting a ‘given profile 
name’ (specification data for output profile) from a list.”
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Petitioner Cannot Meet Its Burden on Ground 2

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Petitioner: “If Patent Owner argues or the Board finds that Kuwata and 
Fisher do not render obvious updating ‘based on specification data, which 
specifies the image processing control data to be updated,’ then a POSITA 
would have found this obvious in further view of Ohga.”
Petitioner’s ONLY evidence of “specification data” in Ohga: “A PC 
acquires input profile P1 ‘from the downloaded image data’ or downloads it 
separately based on a ‘designation’ (specification data for input profile) and 
downloads output profile P2 based on a user selecting a ‘given profile 
name’ (specification data for output profile) from a list.”
Petitioner fails to identify any teaching in the Kuwata/Fisher/Ohga 
combination of “specification data, which specifies the image 
processing control data to be updated,” and fails to meet its burden to 
show that a POSITA would have combined these three references to 
arrive at that limitation.

Paper 1 (Petition) at 56; 
Paper 19 (Patent Owner’s Sur-Reply) at 13-14.  
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Ohga: No Image Processing Control Data

Ex. 1007 at Fig. 6, 3:36-46.
DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

In step S41, the image data J1 is 
downloaded based on the set link. The 
input profile P1 which is associated 
with the image data J1 is downloaded 
in step S42. Note that the input profile 
P1 on the WWW server S1 is stated in 
advance in the HTML document H1, 
and is passed as a parameter to the 
CMM program M1. More specifically, a 
designated one of a plurality of profiles 
on the WWW server S1 is downloaded
in accordance with the designation of 
the input profile on the HTML 
document H1 in step S42. The format 
of the profile matches or complies with 
that specified by International Color 
Consortium (ICC).
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ICC Profile: Not Image Processing Control Data

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

2.0 ICC profiles – what are they and how are they used? 
Each ICC input (or source) profile provides a number of colour 
transformations (in the form of look-up tables, matrices, and/or parametric 
curves) that define the colour expected from the encoded data of the digital 
image, in an open format. In other words, the profile defines the colour to 
be expected with any set of image values – which are often device values, 
but may be in some standard colour image encoding (such as sRGB). 

Ex. 2004 at 003; Paper 19 (Patent Owner Sur-Reply) at 10.
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ICC Profile: Device-Specific Properties

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Dr. Papanikolopoulos: “[T]he [ICC] profiles cannot be image processing 
control data, because they do not control image processing. They are simply 
profiles that describe certain color properties of the input (e.g., imaging) 
device and output (e.g., monitor) device.”
 
“ICC profiles are device-specific. . . . A POSITA would therefore have 
understood ICC profiles to describe the color transformation properties of their 
respective devices, without regard for the instructions that must be executed 
to properly display image data from an input device on a separate output 
device. In my opinion, then, a POSITA would have understood that an input or 
output profile cannot be ‘image processing control data’ because the 
information in the profile is independent of the image and does not in any way 
specify how to process the image data so as to have some different 
appearance on another device.”

Ex. 2001 (Papanikolopoulos Decl.) at ¶¶ 86, 88; 
see also Paper 19 (Patent Owner Sur-Reply) at 11-12.
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ICC Profile: Device-Specific Properties

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Mr. LaRoque: Or maybe a cleaner way of asking that, in order to obtain the 
output profile by any of those four methods, do – do you have to have the 
input profile?

Dr. Stevenson: There could be advantages to having that information. . . . 
But, you know, you could also not know that information and still make a 
choice if you wanted to.

. . .

Mr. LaRoque: And similar question there. In order to get that input profile, do 
you have to know anything about the output device, the monitor, for example?

Dr. Stevenson: Depending on what you’re trying to accomplish there is – 
there is advantages. . . . If you – if you didn’t or if you were trying to be flexible 
to accommodate a bunch of different output models, for instance, you didn’t 
necessarily have to do that.

Ex. 2003 (Stevenson Dep.) at 93:3-14, 
93:22-94:11; see also Paper 13 (POR) at 42.
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PIM: Controls Image Processing

Ex. 1001 at 6:14-18, 8:65-9:3, 9:4-7; 
see also Paper 19 (Patent Owner Sur-Reply) at 11.DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

“The printer 11 receives the image file from the DSC 10, analyzes it, and 
extracts the image data and the PIM from the image file. The printer 11, 
then, executes the image processing of the image data according to the 
PIM and prints out the image.”

“The user can set the processing mode by selecting the “OK” button in 
the interface shown in FIG. 6A. In this embodiment, several processing 
modes are available: ‘1. Standard’; ‘2. Portrait’; ‘3. Landscape’: and ‘4. 
Sunset’, as shown in FIG. 6B. The selection of the processing mode 
defines the PIM to be used when the image file is generated.”

“FIG. 7 shows an example of the parameters of the PIM. There are four 
processing modes that are suitable for the four kinds of situations that 
may occur. The parameters of the PIM are pre-determined for each of 
these processing modes.”
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Dr. Papanikolopoulos’s Unrebutted Testimony

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Dr. Papanikolopoulos: “The technical foundations of the ICC profile 
specification present barriers to modification or extension. The binary 
structure of ICC profiles, with their carefully defined header blocks, tag tables, 
and transformation matrices, was created for efficient color space 
transformations rather than generalized data handling. Attempts to repurpose 
this architecture for other types of visual information would require a 
fundamental restructuring of the format itself, essentially creating an entirely 
new standard rather than extending the existing one.”

Ex. 2001 (Papanikolopoulos Decl.) at ¶ 77; 
see also Paper 19 (Patent Owner Sur-Reply) at 11-12.



31

Dr. Papanikolopoulos on Kuwata/Ohga

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Dr. Papanikolopoulos: “In my opinion, a POSITA would not have looked at 
the Kuwata and Ohga combination since Ohga is dependent on network 
connectivity to download ancillary data (e.g., color profiles, CMM programs) 
for display while Kuwata explicitly describes a camera system that does not 
connect to the Internet and avoids external dependencies. Combining these 
would fundamentally contradict the Kuwata’s main design philosophy of 
eliminating reliance on servers or external data sources.”

“Kuwata’s camera avoids client-side processing (e.g., no CMM requirement) 
to ensure consistent output. In my opinion, a POSITA would have understood 
that incorporating Ohga’s client-dependent CMM with into Kuwata would 
reintroduce the very inconsistencies (e.g., varying color results) that the 
Kuwata’s upload-only approach avoids.”

Ex. 2001 (Papanikolopoulos Decl.) at ¶¶ 90, 92; 
see also Paper 13 (POR) at 45-46.
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Dr. Papanikolopoulos on Kuwata/Fisher/Ohga

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Dr. Papanikolopoulos: “A POSITA would have recognized that Ohga 
solves a different problem than Kuwata (Ohga solves the problem of 
managing server load and color consistency via client-side CMM 
downloads). Kuwata focuses on reliability for DSC/printer pairs via self-
contained, upload-only design. Combining them at the time of the patent 
would not have been reasonable and the whole combination as of now 
seems like hindsight.”

Ex. 2001 (Papanikolopoulos Decl.) at ¶ 93; 
see also Paper 13 (POR) at 45-46.
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Petitioner Cannot Meet Its Burden on Ground 2

Paper 19 (Patent Owner’s Sur-Reply) at 56;
see also Paper 13 (POR) at 42-43.

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

“The addition of Ohga does not cure the deficiencies of the 
Kuwata/Fisher combination, even if Petitioner brings in Ohga only to 
teach the ‘specification data’ missing from Kuwata and Fisher. 
Nothing in the Kuwata/Fisher/Ohga combination teaches using 
specification data as claimed, that is, to ‘update at least a part of the 
image processing control data stored in the control data storage.’ 
POR, 42-43.”
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Petitioner Cannot Meet Its Burden on Ground 2

Paper 19 (Patent Owner’s Sur-Reply) at 5-10, 
56-57; see also Paper 13 (POR) at 26-29.

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

“Further, as described supra at § II.A.2 and at § VI.A.3 of the POR, a 
POSITA would not have been motivated to combine Kuwata and Fisher and 
would not have had a reasonable expectation of success in doing so. Ohga
does not fix this incompatibility. Ohga is set against the rigid backdrop of 
ICC standardization and does not supply the teachings a POSITA would 
have needed to modify Kuwata in view of Fisher to work with new printers 
or other output devices. See Ex. 2001, ¶¶ 77-78.”
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Ground 3

Paper 10 (Institution Decision).

Ground 3: Kuwata (Ex. 1005) in view of Ohga (Ex. 1007), 
as to claim 7

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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U.S. Patent No. 7,428,082

Ex. 1001 at Cl. 7.

7. An image related data editor, connectable to a server, comprising:

an input module configured to input image data and attribute data related 
to the image data, the attribute data including at least one of image 
processing control data to control image processing of the image data 
and identification data to identify the image processing control data;

an update data acquiring module configured to acquire update data of the 
image processing control data based on the attribute data from the 
server; and

a relating module configured to relate the image data to the update data,

wherein the image processing control data is to be used in processing of the image 
data by an image processing device that receives the image data and the image 
processing control data that are transferred from the image related data editor.

Independent Claim 7:

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Petitioner Cannot Meet Its Burden on Ground 3

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Dr. Papanikolopoulos: “But the ‘names of the devices,’ which Dr. Stevenson 
identifies as ‘attribute data,’ are neither ‘image processing control data’ nor 
‘identification data to identify the image processing control data.’ They are not 
‘image processing control data’ because they do not control image processing in 
any way—they are simply names. And they are not ‘identification data to identify the 
image processing control data’ because they identify input and output devices, 
rather than any data that controls image processing.”

Petitioner’s (Insufficient) Response: “The names of the camera and printer 
identify the preset conditions for that DSC-printer pair. That is all the claim requires 
for ‘attribute data.’ See Ex. 1001, 13:6-10 (data that ‘includes at least one of the PIM 
and the identification data to identify the PIM’ means that the ‘data includes 
predetermined data to specify the update data corresponding to the image data’).”

Ex. 2001 (Papanikolopoulos Decl.) at ¶ 101;
Paper 16 (Petitioner’s Reply) at 24

see also Paper 19 (Patent Owner’s Sur-Reply) at 15.
.
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Petitioner Cannot Meet Its Burden on Ground 3

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Dr. Papanikolopoulos: “Because Ohga does not teach the claimed 
“update data” or “attribute data,” it does not supply the missing teachings of 
Kuwata, and in my opinion, Kuwata in view of Ohga fails to disclose this 
claim element. Further, for the reasons I discussed at § VII.B.1 above, it is 
further my opinion a POSITA would not have been motivated to combine 
Kuwata with Ohga either.”

Ex. 2001 (Papanikolopoulos Decl.) at ¶ 102; 
see also id. at ¶¶ 89-93. 
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Ground 4

Paper 10 (Institution Decision).

Ground 4: Ohga (Ex. 1007) in view of Kuwata (Ex. 1005), 
as to claim 8

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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U.S. Patent No. 7,428,082

Ex. 1001 at Cl. 8.

8. An update data transmit apparatus, connectable to a predetermined peripheral device, 
comprising:

an update data storage module for storing in advance update data for 
image processing control data to control image processing of image 
data, the update data being associated with at least one of the image 
processing control data and identification data to identify the image 
processing control data;

an input module configured to input predetermined data from the peripheral device, the 
predetermined data including the image processing control data to be updated or the 
identification data; and

an update data transmission module configured to transmit the update data corresponding to 
the predetermined data to the peripheral device,

wherein the image processing control data is to be used in processing of the image data by 
an image processing device that receives the image data and the image processing control 
data that are transferred from the peripheral device.

Independent Claim 8:

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Petitioner Cannot Meet Its Burden on Ground 4

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Dr. Papanikolopoulos: “Dr. Stevenson then states these [input and output] 
profiles ‘are associated with the names of the devices,’ and points to those 
names as ‘identification data.’ I disagree with Dr. Stevenson’s mapping, 
because, while those names may identify the input and output devices, they 
are not ‘identification data’ as recited in the patent claim. As recited in the 
claim, ‘identification data’ must ‘identify the image processing control data,’ 
which Dr. Stevenson’s ‘names of the devices’ fail to do.”

Petitioner’s (Insufficient) Response: “Patent Owner’s arguments against 
the Ohga-Kuwata combination challenging claim 8 and the grounds 
challenging claim 9 based on Ohga all depend on its argument that Ohga’s 
input and output profiles are not image processing control data.”

Ex. 2001 (Papanikolopoulos Decl.) at ¶ 105;
Paper 16 (Petitioner’s Reply) at 25;

see also Paper 19 (Patent Owner’s Sur-Reply) at 15-16.
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Grounds 5, 6

Paper 10 (Institution Decision).

Ground 5: Ohga (Ex. 1007) (§ 102) as to claim 9

Ground 6: Ohga (Ex. 1007) (§ 103(a)) as to claim 9

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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U.S. Patent No. 7,428,082

Ex. 1001 at Cl. 9.

9. A method for transmitting update data for image processing control data, which 
is used to control image processing of image data, to a peripheral device, the 
method comprising steps of:

providing the update data associated with at least one of the image 
processing control data and identification data to identify the image 
processing control data;

inputting predetermined data from the peripheral device, the predetermined data 
including the image processing control data to be updated or the identification 
data corresponding to the image processing control data to be updated; and

transmitting the update data corresponding to the predetermined data to the 
peripheral device.

Independent Claim 9:

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE
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Petitioner Cannot Meet Its Burden on Grounds 5, 6

DEMONSTRATIVE EXHIBIT–NOT EVIDENCE

Dr. Papanikolopoulos: “First, Dr. Stevenson opines that Ohga ‘discloses 
or suggests [9a] for the reasons explained for Ground 4, [8a].’ I disagree 
with Dr. Stevenson for the same reasons I described for claim element [8a] 
above. In particular, Ohga does not teach the claimed ‘update data’ or 
‘identification data,’ and therefore does not disclose or suggest this claim 
element.”

Petitioner’s (Insufficient) Response: “Patent Owner’s arguments against 
the Ohga-Kuwata combination challenging claim 8 and the grounds 
challenging claim 9 based on Ohga all depend on its argument that Ohga’s 
input and output profiles are not image processing control data.”

Ex. 2001 (Papanikolopoulos Decl.) at ¶ 113;
Paper 16 (Petitioner’s Reply) at 25;

see also Paper 19 (Patent Owner’s Sur-Reply) at 15-16.
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