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I. INTRODUCTION

The current case is ripe for Director Review because the Panel abused its
discretion in denying institution of inter partes review (Paper 14, “Decision”) by
providing only a cursory analysis of Fintiv Factor 6 that in and of itself was rife with
erroneous fact-finding and legal error. The Panel misinterpreted the disclosure in the
prior art and confused the combinations of references included in the Grounds and
gave no weight to the expert testimony submitted with the Petition, instead giving
credence to wholly unsupported attorney argument in finding that Petitioners failed
to demonstrate the compelling merits of the Petition (Paper 1).

The abuse of discretion embodied in the Panel’s decision to deny institution
was further compounded by the fact that, but for the deficient analysis of Factor 6,
the other Fintiv factors support institution under the current directive issued by
former Director Vidal and in view of the fact that the underlying district court
litigation is currently stayed until at least January 23, 2025.! For the reasons below,
Petitioners respectfully request Director Review of the Panel’s denial of institution.

II. LEGAL STANDARDS

A party may seek Director Review of an institution decision for “(a) abuse of

discretion or (b) important issues of law or policy.” Director Review Process 5.A.

I See Section I11.C, infia.
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“An abuse of discretion may be established by showing that the [panel] made a clear
error of judgment in weighing relevant factors or exercised its discretion based upon
an error of law or clearly erroneous factual findings.” Amazon.com, Inc. v.
Barnesandnoble.com, Inc., 239 F.3d 1343, 1350 (Fed. Cir. 2001).

III. ARGUMENT

A.  The Panel Clearly Erred in its Analysis of the References Cited in
Ground 3

The Decision relies on a plainly incorrect understanding of the teachings of
the prior art references in Ground 3. This is not a close call, and it is evident from a
quick examination of the underlying facts. The Panel stated, regarding Ground 3,
that “[f]or the ground based on Nogami in view of 3GPP-Specification, Petitioner
relies on Nogami for the final limitation of claim 1 and relies on 3GPP-
Specification for a different limitation” and “[t]hus, this ground does not make
Petitioners’ challenge with respect to Nogami more compelling than it would be
without 3GPP-Specification.” Decision, 22 (emphasis added). But that is clearly
erroneous, because in Ground 3 Petitioners plainly did rely on 3GPP-Specification
for the final limitation of claim 1 (namely, 1(e))—and noft for a different limitation.

Claim 1 is covered in Ground 3. Pet., 54-57; see also id., 2. The final
limitation of claim 1 is 1(e), reciting “not allowing to transmit the signal such that

an interval between any two bit positions with the value of one in the set of bit
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positions in the bit map is smaller than the first duration.” Pet., 22. In Ground 3,
the Petition explicitly introduced 3GPP-Specification as a secondary reference for
1(e), and even noted which portion of that limitation is being addressed specifically:
“To the extent that the Board finds that Nogami in view of the knowledge of a
POSITA does not disclose or suggest the feature “an interval between any two bit
positions with the value of one ... is smaller than the first duration” as recited in
limitation 1(e), it would nevertheless have been obvious in view of 3GPP-
Specification to implement this feature.” Id., 54 (emphasis added); see also id., 57
(“Thus, the disclosure of ‘does not expect’ in the 3GPP-Specification would have
taught or suggested to a POSITA the feature of not allowing to transmit the signal,
as required by limitation 1(e).”). It is not clear what “different limitation” the Panel
believes the Petition is relying on with respect to 3GPP-Specification (the Decision
provides no explanation), but the Panel clearly erred because as shown above, 3GPP-
Specification is relied upon for 1(e) (and no other limitation of claim 1) and the
Panel’s finding is clearly contradicted by the Grounds and Petitioners’ evidence.
Accordingly, the Panel’s conclusion that “this ground does not make
Petitioners’ challenge with respect to Nogami more compelling than it would be
without 3GPP-Specification,” which is premised on the Panel’s incorrect
understanding of how the references are being combined, is clearly erroneous.

Decision, 22. That error goes to the heart of the Panel’s compelling merits analysis,

3
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which is also clearly erroneous for this reason. See Pet., 16 (“[T]he Petition and the
preliminary evidence do not present a compelling, meritorious challenge because
there are genuinely disputed issues as to whether Nogami teaches the final
limitations of independent claims 1 and 12, and the remaining references do not
appear to address the contested issues in a compelling way.”) (emphasis added).
For these reasons, the Panel clearly abused its discretion by relying on erroneous
factual findings in denying institution. Supra § 1I; Amazon.com, Inc. v.
Barnesandnoble.com, Inc., 239 F.3d 1343, 1350 (Fed. Cir. 2001). Director Review
should be granted, and trial should be instituted, for this reason alone.

B.  The Panel Clearly Erred in Ignoring the Teachings of the Prior Art
and Petitioners’ Expert Testimony

In its cursory, factually erroneous, and legally erroneous compelling merits
analysis for Fintiv Factor 6, the Panel acknowledged that it was not deciding which
side would prevail on the merits, despite its duty to analyze the merits in connection
with Fintiv Factor 6. Pet., 19 (“Although we need not decide which side would

likely prevail on these issues...”).> The Panel ignored the cited prior art disclosures

2 This statement is a direct contradiction of the Director’s Interim Procedure for
Discretionary Denials in Post-Grant Proceedings with Parallel District Court

Litigation (Ex-1015), which states that “where the PTAB determines that the
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and Petitioners’ expert testimony, inexplicably faulting Petitioners for relying on
expert testimony as to how a POSITA would have understood the prior art.

1. Ground 1

In Ground 1, the Panel stated in cursory fashion that “[t]he ground based on
Nogami does not simply rely on Nogami’s plain disclosure, but also relies on expert
testimony as to how a person of ordinary skill in the art would have understood
Nogami’s disclosure based on the background knowledge in the art.” Decision, 19-
20. The Panel abused its discretion and made a clear error of law in ignoring clear
PTAB precedent. The PTAB previously held that “a genuine issue of material fact
created by [the patent owner’s] testimonial evidence will be viewed in the light most
favorable to the petitioner solely for purposes of deciding whether to institute an
inter partes review.” Hulu, LLC v. Sound View Innovations, LLC, IPR2018-01039,
Paper 29 at 16-17 n.6 (Dec. 20, 2019) (precedential). Here, the evidence weighs
even more in favor of Petitioners since Patent Owner failed to even submit an expert

declaration in support of its Preliminary Response (Paper 10, “POPR”). This was

information presented at the institution stage presents a compelling unpatentability
challenge, that determination alone demonstrates that the PTAB should not
discretionarily deny institution under Fintiv.” Ex-1015, 4-5. This necessarily

requires a complete examination of the merits of a Petition.



IPR2024-00992
Patent No. 10,951,359

clear error in the factual and legal determination of whether Petitioners present a
compelling challenge under Factor 6.

For example, in addition to citing and discussing explicit disclosures of
Nogami, such as “the UE 102 is not expected to be configured with the CORESET-
monitor-DCI-symbolPattern which causes overlapping between adjacent PDCCH
monitoring occasions for a same search space set” (Pet., 26-27, citing Ex-1004
(Nogami), 30:65-31:2) and other disclosures regarding overlapping PDCCH
monitoring occasions (Pet., 26, citing Ex-1004, 30:60-64), Petitioners provided
detailed expert testimony to support its obviousness arguments for Ground 1. For
example, Petitioners’ expert testified that:

e [t would be inappropriate for the base station (gNB) to transmit [certain]
configurations in the first place, at least because such transmissions (1)
would not be accepted by UE and would waste the transmission
bandwidth, (2) would waste UE processing time, and (3) depending on
UE design, might confuse the UE.

e Because it was known that a base station (gNB) transmits PDCCH, a
POSITA would have found that not allowing the base station to transmit
a signal indicating a bitmap corresponding to an overlap situation

would have been a predictable and simple way to avoid the problem
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(noted in Nogami) of the UE having to deal with overlapping
monitoring occasions.
e Ifthe base station never transmits (due to not being allowed to transmit)
a signal that corresponds to an overlap situation, then the UE (which
performs blind decoding of PDCCH candidates based on the received
signal) won’t have to deal with the above-discussed overlap problem.
Pet., 27-28 (citing Ex-1002, 992).

Each of these uncontroverted facts supports institution. However, instead of
crediting Petitioners’ expert testimony regarding a POSITA’s understanding of
Nogami and how a POSITA would have found Petitioners’ proposed modification
of Nogami’s system to be predictable and simple to avoid a problem explicitly noted
in Nogami, the Panel criticized Petitioners for “also rel[ying] on expert testimony as
to how a person of ordinary skill in the art would have understood Nogami’s
disclosure based on the background knowledge in the art.” Decision, 19-20. But
that is the entire point of expert testimony—to provide the understanding of the
POSITA and to avoid presenting wholly unsupported attorney argument, which
formed the sole foundation of PO’s POPR. 1f Petitioners had not included
supporting expert testimony, Petitioners would have risked denial of institution if
PO included expert testimony with its preliminary response (e.g., on the basis that

one party’s arguments were supported by expert testimony while the other’s was
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nothing more than unsupported attorney argument). Here, PO did not cite any expert
support with its POPR. See generally Paper 10 (POPR); see also id., v-vi (Exhibit
list showing no expert declaration exhibit). Nevertheless, had it done so, Hulu
requires that such expert testimony be viewed in the light most favorable to
Petitioners for the purpose of deciding whether to institute trial. Hulu, IPR2018-
01039, Paper 29 at 16-17 n.6. The Panel clearly erred in ignoring Petitioners’ cited
prior art disclosures and supporting expert testimony, and in finding no compelling
merits on that basis. Decision, 19-20; supra § 11; Amazon.com, 239 F.3d at 1350.

2. Ground 2

Similarly, for Ground 2, the Panel stated “Petitioner’s argument based on NTT
relies extensively on expert testimony as to how a person of ordinary skill in the art
would have understood Nogami and Chatterjee in light of NTT” and on that basis
concluded that Petitioners had not presented a compellingly meritorious challenge
to claim 12. Decision, 21. But in so ruling, the Panel erroneously ignored the
Petition’s citations to, and discussion of, specific prior art disclosures and supporting
expert testimony. And, once again, this is the purpose of expert testimony—to
present a POSITA’s understanding of the prior art, why a POSITA would be
motivated to combine references, and the teachings of those combined references.

For example, in addition to noting, with expert support, that “[a] POSITA

would have also recognized that a concern arises if the duration and the start symbol

8
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of a monitoring occasion are such that there will not be enough symbols left for the
CORESET duration before the end of the slot is reached” (Pet., 43), Petitioners also
cited explicit disclosures of Chatterjee (Ex-1005) on this point. Pet., 44-45 (citing
Ex-1005, 17:47-58 (“the allocated symbols do not cross the slot boundary”), 22:29-
46 (“such a transmission may need to be postponed”). Petitioners argued, with
expert support, that “[a] POSITA would have recognized, in view of NTT, that while
the above disclosures of Chatterjee are in the context of physical downlink shared
channel (PDSCH), the underlying concern regarding not transmitting symbols that
would cross a slot boundary are applicable to CORESET monitoring for PDCCH
candidates, too.” Pet., 45.

Petitioners also relied on NTT for its disclosure that “[r]egarding time-domain
allocation of a CORESET, NTT discloses that ‘[f]or non-slot-based scheduling, it is
useful to enable CORESET starting at any OFDM symbol, where the need of some
restrictions on particular cases (e.g., whether a CORESET can span a slot boundary)
should be FFS [for future study].”” Pet., 46, citing Ex-1019 (NTT), 2. Petitioners
cited expert support for the knowledge of a POSITA regarding such disclosure. Pet.,
46 (citing Ex-1002 (expert declaration), 4118 and stating “[a] POSITA would have
known that implementing a CORESET involves monitoring a PDCCH in the
CORESET.”). Petitioners also explained, with expert support, how the NTT prior

art reference’s explicit disclosure relates to and supports Petitioners’ obviousness

9
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analysis. Pet., 46 (“Therefore, a POSITA would have recognized, based on NTT’s
explicit mention of a restriction in the situation of CORESET spanning a slot
boundary, that it would have been undesirable to use symbols that cross a slot
boundary for CORESET monitoring of PDCCH candidates.”). Petitioners provided
ample additional expert testimony citations to substantiate Petitioners’ obviousness
arguments. Pet., 46-48. However, as with Ground 1, the Panel clearly erred in
ignoring Petitioners’ cited prior art disclosures and supporting expert testimony, and
in finding no compelling merits for Ground 2 on that basis. Decision, 21; supra §
II; Amazon.com, 239 F.3d at 1350.

3. Ground 3

One clear error that the Panel made regarding claim 1 in Ground 3 is discussed
above in § III.A. A separate clear error made by the Panel made is similar to those
discussed above for Grounds 1 and 2. §§ II1.B.1-2, supra. When analyzing Ground
3, the Panel stated that “Petitioner’s proposed combination of Nogami with 3GPP-
Specification relies extensively on expert testimony as to how a person of ordinary
skill in the art would have understood Nogami in light of 3GPP-Specification” and
concluded there was no meritorious challenge to claim 12 on that basis. Decision,
22. Petitioners pointed to explicit disclosure within 3GPP-Specification for Ground
3 (Ex-1006). Pet., 56 (citing Ex-1006, 69 (“A UE does not expect any two PDCCH

monitoring occasions, for a same search space set or for different search space sets,

10
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in a same [CORESET] to be separated by a non-zero number of symbols that is
smaller than the [CORESET] duration.”). Petitioners’ expert testimony supported
the argument that “like Nogami, 3GPP-Specification describes a condition that
should be avoided” and “a POSITA would have found the foregoing disclosure of
3GPP-Specification to provide valuable guidance regarding a situation to be avoided
by not allowing signal transmission in such a situation.” Pet., 56. Petitioners
specifically explained how the explicit disclosure of 3GPP-Specification supports
Petitioners’ obviousness analysis. Id. at 56-57 (“More specifically, since 3GPP-
Specification teaches that the UE is not expected to receive particular configurations
of the PDCCH monitoring occasions (i.e., separated by a non-zero number of
symbols that is smaller than the CORESET duration), a POSITA would have
understood that it would be inappropriate for the base station (“network node”) to
transmit such configurations in the first place, at least because such transmissions
(1) would not be accepted by UE [user equipment] and would waste the transmission
bandwidth, (2) would waste UE processing time, and (3) depending on UE design,
might confuse UE.”).

Petitioners also cited expert testimony regarding a POSITA’s motivation to
implement the proposed modification, and also regarding predictability of
implementation and reasonable expectation of success. Pet., 57. Yet the Panel

ignored such prior art disclosures and expert testimony, and instead faulted

11
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Petitioner for presenting extensive expert testimony in making its blanket ruling on
Ground 3. That turns the analysis on its head and constitutes clear error in reaching
the conclusion that there was no compelling meritorious challenge to claim 12.
Decision, 22; supra § 11; Amazon.com, 239 F.3d at 1350.

C. The Panel Abused its Discretion in Denying Institution Under
Fintiv

The Panel abused its discretion in denying institution under § 314(a) in view
of Fintiv for two reasons. First, as noted above, the Panel abused its discretion in its
analysis of compelling merits under Factor 6 because it made erroneous findings of
fact and law concerning the scope and content of the prior art and rationalized a
motivation to combine the cited references based on wholly unsupported attorney
argument that is clearly contradicted by the expert testimony provided by Petitioners.
See §§ 1II.A-B, supra.

Second, the Panel clearly erred in disregarding the Director’s guidance that
“when other relevant facts weigh against exercising discretion to deny institution
or are neutral, the proximity to trial should not alone outweigh all of those other
factors.” Ex-1015, 8 (emphasis added). The Panel’s decision placed undue weight
on Factor 2, holding that Factor 2 “weighs substantially in favor of discretionary
denial.” Specifically, the Panel held that “[e]ven if the proceedings [against the

different Petitioners] are staggered, at least one of the proceedings would likely

12
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begin and conclude well before our decision.” Decision, 10-11. The Panel weighed

the Fintiv factors as follows in denying institution:

Fintiv Panel Finding
Factor
1 Neutral (Decision, 8)
2 Substantially in  favor of
discretionary denial (Decision,
11)
3 Marginally against discretionary
denial (Decision, 12)
4 Marginally against discretionary
denial (Decision, 14)
5 Neutral or in favor of
discretionary denial (but the
Panel declined to decide which
applied) (Decision, 15)
6 Neutral (Decision, 23)

Thus, despite the Director’s guidance that “when other relevant facts weigh
against exercising discretion to deny institution or are neutral, the proximity to trial
should not alone outweigh all of those other factors,” (Ex-1015, 8), the Panel held
that “Factor 2 weighs substantially in favor of discretionary denial” and “factor 2

alone outweighs the marginal weight of factors 3 and 4.” Decision, 23 (emphasis

13
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added). This 1s directly contrary to the Director’s guidance where the other factors
are either neutral or weigh against denial.’

The Panel’s holding also runs contrary to existing PTAB precedent, including
several cases in which trial was instituted despite the fact that a final written decision
was projected to fall after a scheduled trial date. Pet., 65 (citing cases, including
NetNut Ltd. v. Bright Data Ltd., IPR2021-01492, Paper 12 at 9-16 (PTAB Mar. 21,
2022) (instituting IPR with a trial date six months before final written decision)).
Moreover, different panels, although denying institution on the merits, recently

declined to deny institution under Fintiv despite similar filing and trial dates.

> The Director’s guidance resonates here because, shortly before the Institution
Decision in this case, the district court stayed the underlying case (Dkt. No. 328 in
Case No. 2:23-cv-00486-JRG-RSP (Lead Case) (Dec. 6, 2024 Order staying the
case)), and the case will remain stayed until at least January 23, 2025 (Dkt. No. 335
in Case No. 2:23-cv-00486-JRG-RSP (Lead Case) (Dec. 18, 2024 Order denying
PO’s Motion for Expedited Briefing and noting that PO has “clearly not done
‘everything they can to keep this case on track.’”)) after which the stay will either
remain in place as to patent infringement claims or the court will issue a new docket

control order, likely extending the trial schedule for all related cases.

14
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Proceeding Petition Projected Months Between the
(No Fintiv Denial) Filing Date | Trial Date | Projected Trial Date and
FWD
[PR2024-00991 5/31/2024 7/21/2025 | 4 months
[PR2024-0994 6/7/2024 5/19/2025 | 7 months
Current Proceeding 6/4/2025 7/21/2025 | 4 months
(Discretionarily Denied)

Accordingly, the Panel in this proceeding acted in contradiction to established

precedent holding that even if trial were to occur six months or more before the

projected date for a FWD, institution should not be denied under Fintiv in view of

the unpredictability of district court schedules. As shown in note 3 above, this case

is representative of the unpredictability of court schedules and the Panel abused its

discretion in denying institution under Fintiv.

Finally, as noted above, the Panel abused its discretion in its analysis of Factor

6, which is determinative and should have resulted in the institution on the merits.

IV. CONCLUSION

For the foregoing reasons, the Director should grant review and institute trial

this IPR proceeding.
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