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Overview of the ’696 Patent, the Instituted Grounds, 

and the Disputed Issues

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

https://www.fr.com/
https://www.fr.com/
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U.S. Patent No. 9,048,696 (“the ’696 patent”)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet., 3-4; EX1003, ¶¶25-29.

https://www.fr.com/
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U.S. Patent No. 9,048,696 (“the ’696 patent”)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet., 7-8; EX1003, ¶¶36-41.

EX1001, 21:16-23; 21:56-65.

https://www.fr.com/
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U.S. Patent No. 9,048,696 (“the ’696 patent”)

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet., 7-8, vii; EX1003, ¶¶36-41.

Independent Claim 1:

EX1001, 28:25-46.

https://www.fr.com/
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The Petition

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet., 1-2; Reply, 2

Patent Owner elected to never 

cross-examine Dr. Woods after 

his reply testimony.

https://www.fr.com/
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Issues Disputed by Patent Owner

Onishi Grounds 1A-1B
1. Element [1.4] - “said inductive 

coupling having a characteristic 

resonant frequency”

2. Element [1.7] – “configured and 

operable to … at a transmission 

frequency substantially different 

from said characteristic resonant 

frequency”

3. Dependent claim 2 – “configured 

to .. increase/decrease said 

transmission frequency”

4. “Motivation to combine” 

arguments

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply 3, 7-8, 16-17,18-19, 22, 24; POR, ii-iii 

Baarman392 Grounds 2A-2B
1. Element [1.7] – “configured and 

operable to … at a transmission 

frequency substantially different 

from said characteristic resonant 

frequency”

2. “Motivation to combine” 

arguments

3. Dependent claim 2 – “configured 

to .. increase/decrease said 

transmission frequency”

Patent Owner’s proposed claim 

construction.

https://www.fr.com/
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Issue 1:

Claim Construction – Element [1.7] “substantially different from”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

https://www.fr.com/
https://www.fr.com/
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Element [1.7] “substantially different from”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet. 7-9; EX1003, ¶¶37-43

Claim Language

Prosecution History

Petition & Dr. Woods
EX1002, 70.

CLAIM CONSTRUCTION

https://www.fr.com/
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Reply, 2-3; EX1101, ¶¶7-15

Institution Decision

Inst. Dec., 22.

Pet, 8; EX1003, ¶¶39-41;

Element [1.7] “substantially different from”
CLAIM CONSTRUCTION

https://www.fr.com/
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Reply, 2-3; EX1101, ¶¶8-9

Patent Owner’s Varying Positions Over Time

2015

EX1002, 70.

2024

POPR, 25

2025  . . . 

Element [1.7] “substantially different from”
CLAIM CONSTRUCTION

https://www.fr.com/
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Reply, 2-3; EX1101, ¶¶8-11

Patent Owner’s Varying Positions Over Time

2025

POR, 29.

2015  . . . 

2024  . . . 

Importation #1

Importation #2

Element [1.7] “substantially different from”
CLAIM CONSTRUCTION

https://www.fr.com/
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Reply, 2-3; EX1101, ¶¶10-11

Reply, 2-3.

Hill-Rom Servs. v. Stryker Corp., 755 F.3d 1367, 1371-73 (Fed. Cir. 2014) 

(“Absent such language, we do not import limitations”)

Samsung Elecs. Co. v. Power2B, Inc., 2025 U.S. App. LEXIS 7354 (Fed. Cir. 

Mar. 31, 2025) (“The fact that the specification repeatedly refers to preferred 

embodiments … does not justify importing such a limitation into the independent 

claims. … the preferred embodiments cannot limit otherwise broad claims in the 

absence of an unmistakable disavowal of claim scope.”).  

Legal Precedent:

Dr. Woods (citing to ’696 patent specification):

Patent Owner elected 

to never cross-examine 

Dr. Woods after his 

reply testimony.

Element [1.7] “substantially different from”
CLAIM CONSTRUCTION

https://www.fr.com/
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Reply, 2-3; EX1101, ¶¶10-11

Dr. Woods: Patent Owner elected 

to never cross-examine 

Dr. Woods after his 

reply testimony.

’696 patent at col. 4:

’696 patent at col. 21:

’696 patent at col. 22:

Element [1.7] “substantially different from”
CLAIM CONSTRUCTION

https://www.fr.com/
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Element [1.7] “substantially different from”
CLAIM CONSTRUCTION

Prosecution History

EX1002, p. 70 (Pet., 7-9, Reply, 2-3)

No discussion at all in 

prosecution history of 

any further requirements 

for linear control or 

allowance for incremental 

change in “substantially 

different from …” 

frequency

https://www.fr.com/
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Issue 2:

Baarman392 Grounds – Element [1.7] “substantially different from”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

https://www.fr.com/
https://www.fr.com/
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Baarman392 – Element [1.7] “substantially different from”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet., 63-65; EX1003, ¶¶119-120

Baarman392 discloses “substantially different from” for the 

same reasons as the ’696 patent’s preferred embodiment:

https://www.fr.com/
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Baarman392 – Element [1.7] “substantially different from”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet., 64-65; EX1003, ¶120; Reply, 19-22 and 15-16; EX1101, ¶¶56-61 

Dr. Woods testified about Baarman392’s FIG. 3 in the context 

of Baarman392’s teaching at [0038] and elsewhere:

EX1003, ¶120

In re Mraz, 455 F.2d 1069, 1072 (CCPA 1972) (that which “patent drawings show clearly” should not be “disregarded”).

Alivecor, Inc. v. Apple Inc., 130 F.4th 1006, 1015 (Fed. Cir. 2025) (“To restrict each reference’s teachings to the particular way … 

would improperly fail to read these references for all that they disclose”)

Legal Precedent:

https://www.fr.com/
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Baarman392 – Element [1.7] “substantially different from”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1102, 29:7-15 (Reply, 20-21; EX1101, ¶57) 

Baarman392’s operating algorithm incrementally passes through the near-linear 

region, which region is included in Baarman392’s frequency-amplitude curve.

Dr. Mercier’s Admission:

Dr. Woods Reply Testimony:

EX1101, ¶57 (Reply, 20-21) 

EX1008, FIG. 7 (Pet., 52-53, 64) 

EX1008, FIG. 3 (Pet. 64) 

https://www.fr.com/
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Baarman392 – Element [1.7] “substantially different from”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 20-21; EX1101, ¶¶55-57 

Patent Owner’s first argument:Baarman392’s discrete point “B” is “somewhat 

less” than the resonant frequency [POR, 55-56]

Dr. Woods:

Patent Owner elected to never cross-examine 

Dr. Woods after his reply testimony.

Baarman392:

https://www.fr.com/
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Baarman392 – Element [1.7] “substantially different from”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Patent Owner’s first argument:Baarman392’s discrete point “B” is “somewhat 

less” than the resonant frequency [POR, 55-56]
Dr. Woods:

EX1102, 29:7-15 (Reply, 21) 

Dr. Mercier’s Admission:EX1101, ¶57 (Reply, 20-21) 

EX1102, 29:7-15 (Reply, 20-21; EX1101, ¶57) 

EX1008, FIG. 3 (Pet. 64) 

https://www.fr.com/
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Baarman392 – Element [1.7] “substantially different from”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 21-22; EX1101, ¶¶58-59 

Patent Owner’s second argument: For the “range between frequency A and 

frequency B,” this range can be “piece-wise linearized” [POR, 58]

Dr. Woods Reply Testimony:
Patent Owner elected to never cross-examine 

Dr. Woods after his reply testimony.

https://www.fr.com/
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Baarman392 – Element [1.7] “substantially different from”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

EX1101, ¶61 (Reply, 19-20) 

Patent Owner’s third argument: The portion “between frequency B and the 

beginning of the near-linear region” is performed “non-linearly” [POR, 59]

Dr. Woods Reply Testimony:

Patent Owner elected to never 

cross-examine Dr. Woods after 

his reply testimony.

(Based on construction 

argument that imports 

“linear control technique”)

https://www.fr.com/
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Issue 3:

Baarman392 Grounds – “Motivation to combine” arguments

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

https://www.fr.com/
https://www.fr.com/
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Baarman392 Grounds – “Motivation to combine”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet. 54-56; EX1003, ¶¶104-109

The Petition articulated multiple reasons to combine Baarman392 and Partovi, 

supported by Partovi’s express disclosure and expert testimony of Dr. 

Woods:

Patent Owner never addressed 

the Petition’s second or third 

motivations.

https://www.fr.com/
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Baarman392 Grounds – “Motivation to combine”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Patent Owner’s first argument: Partovi’s alignment mechanism would 

result a tight coupling contrary to Baarman392’s disclosure of a “loosely 

coupled” system.  [POR, 60-62]

Dr. Woods Reply Testimony:

Patent Owner elected to never 

cross-examine Dr. Woods after 

his reply testimony.

Reply, 22-23; EX1101, ¶¶63-64

https://www.fr.com/
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Baarman392 Grounds – “Motivation to combine”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 23; EX1101, ¶65

Patent Owner’s first argument: Partovi’s alignment mechanism would 

result a tight coupling contrary to Baarman392’s disclosure of a “loosely 

coupled” system.  [POR, 60-62]

Dr. Woods Reply Testimony:

Patent Owner elected to never 

cross-examine Dr. Woods after 

his reply testimony.

https://www.fr.com/
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Baarman392 Grounds – “Motivation to combine”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 23-24; Pet., 64; EX1101, ¶66; EX1001, [0032], [0038], [0055]

Patent Owner’s second argument: “[R]egarding element [1.7], Petitioner appears to 

mix embodiments of Baarman in its citation to [0015]-[0019] and [0055]-[0057] …” 

[POR, 63]

Dr. Woods Reply Testimony: Baarman392’s “Current Embodiment”

Petition (Element [1.7]):

Patent Owner elected to never 

cross-examine Dr. Woods after 

his reply testimony.

https://www.fr.com/
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Baarman392 Grounds – “Motivation to combine”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 23-24; Pet., 64; EX1101, ¶66; EX1001, [0032], [0038], [0055]

Patent Owner’s second argument: “[R]egarding element [1.7], Petitioner appears to 

mix embodiments of Baarman in its citation to [0015]-[0019] and [0055]-[0057] …” 

[POR, 63]

Baarman392’s “Current Embodiment”

Controller 20

https://www.fr.com/
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Issue 4:

Baarman392 Grounds – Dependent claim 2’s recitation of “configured to .. 

increase/decrease said transmission frequency”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

https://www.fr.com/
https://www.fr.com/


fr.com  |  32

Baarman392 Grounds – Dependent claim 2

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet., 75-80; EX1003, ¶¶153, 155; EX1008, FIGs. 3, 7

Claim language:

[2.P] The inductive power outlet of claim 1 said inductive power outlet comprising a signal detector 

adapted to detect a first signals and a second signal, and said driver is configured to: 

[2.1] increase said transmission frequency when said first signal is detected by the detector; and 

[2.2] decrease said transmission frequency when said second signal is detected by the detector. 

Dr. Woods: Baarman392:

https://www.fr.com/
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Baarman392 Grounds – Dependent claim 2

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 24-26; Pet., 64; EX1101, ¶¶68-69; EX1001, [0032], [0038], [0055]

Patent Owner’s argument: Baarman392’s operation at frequency B that “is somewhat 

less than the resonant frequency” is not substantially different from the resonant 

frequency, and “any change in frequency” will be “non-linear.” [POR, 64-66]

Dr. Woods Reply Testimony:
(Based on construction 

argument that imports “linear 

control technique”)

Patent Owner elected to never 

cross-examine Dr. Woods after 

his reply testimony.

https://www.fr.com/
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Issue 5:

Onishi Grounds – Element [1.4] “said inductive coupling having a 

characteristic resonant frequency”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

https://www.fr.com/
https://www.fr.com/
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Onishi – Element [1.4] “said inductive couple having a characteristic 

resonant frequency”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet. 21-22; EX1003, ¶¶61-62; EX1004, [0137], [0180], FIG. 4

Petition cited to Onishi’s FIG. 4 and paragraphs [0137], [0180]:

https://www.fr.com/
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Onishi – Element [1.4] “said inductive couple having a characteristic 

resonant frequency”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 3-7; EX1101, ¶18

Patent Owner’s argument: “Onishi does not disclose that the primary coil L1 and the 

secondary coil L2 share a characteristic resonant frequency,” as Onishi’s discussion 

in paragraph [0180] is allegedly “only in the context” of a single coil. [POR, 31-37]

Dr. Woods Reply Testimony:

Patent Owner elected to never 

cross-examine Dr. Woods after 

his reply testimony.

https://www.fr.com/
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Onishi – Element [1.4] “said inductive couple having a characteristic 

resonant frequency”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 3-7; EX1101, ¶21

Patent Owner’s argument: “Onishi does not disclose that the primary coil L1 and the 

secondary coil L2 share a characteristic resonant frequency,” as Onishi’s discussion 

in paragraph [0180] is allegedly “only in the context” of a single coil. [POR, 31-37]

Dr. Woods Reply Testimony:

Patent Owner elected to never 

cross-examine Dr. Woods after 

his reply testimony.

Dr. Mercier Cross-Examination Testimony:

Dr. Mercier’s answer:

https://www.fr.com/
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Issue 6:

Onishi Grounds –Element [1.7] “substantially different from”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

https://www.fr.com/
https://www.fr.com/
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Onishi – Element [1.7] “substantially different from”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet. 7-9; EX1003, ¶¶37-43

Claim Language

Prosecution History

Petition & Dr. Woods
EX1002, 70.

CLAIM CONSTRUCTION (refer also to “issue 1” above)

https://www.fr.com/
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Onishi – Element [1.7] “substantially different from”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet., 27-28; EX1003, ¶¶67-68; EX1004, [0181]

Dr. Woods Testimony:

Onishi:

In re Mraz, 455 F.2d 1069, 1072 (CCPA 1972) (that which “patent 

drawings show clearly” should not be “disregarded”).

Alivecor, Inc. v. Apple Inc., 130 F.4th 1006, 1015 (Fed. Cir. 2025) 

(“To restrict each reference’s teachings to the particular way … would 

improperly fail to read these references for all that they disclose”)

Legal Precedent:

Onishi discloses “substantially different from” for the same 

reasons as the ’696 patent’s preferred embodiment:

https://www.fr.com/
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Onishi – Element [1.7] “substantially different from”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 8-13; EX1101, ¶¶30, 32

Patent Owner’s first argument: Onishi’s normal power transmission frequencies (f1 

and f2) are not substantially different from the resonant frequency [POR, 42-44]

Dr. Woods Reply Testimony:

Patent Owner elected to never 

cross-examine Dr. Woods after 

his reply testimony.

https://www.fr.com/
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Onishi – Element [1.7] “substantially different from”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 8-13; EX1101, ¶¶36-37

Patent Owner’s second argument: Onishi’s power-saving mode frequency (f3) is not 

substantially different from the resonant frequency [POR, 44-48]

Dr. Woods Reply Testimony:
Patent Owner elected to never cross-examine 

Dr. Woods after his reply testimony.

’696 Patent (paras. [0053], [0064]):

https://www.fr.com/
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Onishi – Element [1.7] “substantially different from”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 13-16; EX1101, ¶¶42-43

Patent Owner’s third argument: The Petition’s reliance on Onishi’s FIG. 4 is improper 

because it is not drawn to scale and lacks vertical axis labels. [POR, 38-42]

Dr. Woods Reply Testimony:

Patent Owner elected to never cross-

examine Dr. Woods after his reply testimony.

In re Mraz, 455 F.2d 1069, 1072 (CCPA 1972) (that which “patent 

drawings show clearly” should not be “disregarded”).

Alivecor, Inc. v. Apple Inc., 130 F.4th 1006, 1015 (Fed. Cir. 2025) 

(“To restrict each reference’s teachings to the particular way … would 

improperly fail to read these references for all that they disclose”)

Legal Precedent:

https://www.fr.com/
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Issue 7:

Onishi Grounds – Dependent claim 2’s recitation of “configured to .. 

increase/decrease said transmission frequency”

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

https://www.fr.com/
https://www.fr.com/
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Onishi Grounds – Dependent claim 2

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet. 28-38; EX1003, ¶¶77-78

Claim language:

[2.P] The inductive power outlet of claim 1 said inductive power outlet comprising a signal detector 

adapted to detect a first signals and a second signal, and said driver is configured to: 

[2.1] increase said transmission frequency when said first signal is detected by the detector; and 

[2.2] decrease said transmission frequency when said second signal is detected by the detector. 

Dr. Woods:

https://www.fr.com/
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Onishi Grounds – Dependent claim 2

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 16-17; EX1003, ¶¶46-47

Patent Owner’s Argument: Each increase/decrease in Onishi’s frequencies 

f1, f2, and f3 occur outside the near-linear region and therefore entails a 

“non-linear” change in frequency. [POR, 50]

Dr. Woods Reply Testimony:

Patent Owner elected to never 

cross-examine Dr. Woods after his 

reply testimony.

https://www.fr.com/
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Issue 8:

Onishi Grounds – “Motivation to combine” arguments

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

https://www.fr.com/
https://www.fr.com/
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Onishi Grounds – “Motivation to combine” with Flowerdew

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet. 14-17; EX1003, ¶¶49-55

Petition articulated multiple reasons:

Patent Owner never addressed 

the Petition’s second or third 

motivations.

https://www.fr.com/
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Onishi Grounds – “Motivation to combine” with Flowerdew

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 17-18; EX1101, ¶¶48-50

Patent Owner’s Argument: Onishi’s single charging coil would not provide 

the horizontal coupling allegedly required by Flowerdew. [POR, 51-52]

Dr. Woods Reply Testimony:

Patent Owner elected to never cross-examine 

Dr. Woods after his reply testimony.

Legal Precedent

In re Mouttet, 686 F.3d 1322, 1332 (Fed. Cir. 

2012) (“The test for obviousness is not whether 

the features of a secondary reference may be 

bodily incorporated into the structure of the 

primary reference.”)

Intel Corp. v. PACT XPP Schweiz AG, 61 F.4th 

1373, 1379 (Fed. Cir. 2023) (“The motivation-to-

combine analysis is a flexible one. Any need or 

problem known in the field of endeavor at the 

time of invention and addressed by the patent 

can provide a reason for combining the 

elements in the manner claimed. … And a 

person of ordinary skill is also a person of 

ordinary creativity, not an automaton.”)

https://www.fr.com/
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Onishi Grounds – “Motivation to combine” with Partovi

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Pet. 46-48; EX1003, ¶¶91-95

Petition articulated multiple reasons:

Patent Owner never addressed 

the Petition’s first or second 

motivations.

https://www.fr.com/
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Onishi Grounds – “Motivation to combine” with Partovi

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

Reply, 18-19; EX1101, ¶¶51-53; EX1008, [0078]

Patent Owner’s Argument: Partovi’s magnetic alignment mechanism is 

intended for resonant power transmission systems, rendering it non-

obvious for use in Onishi’s non-resonant transmission. [POR, 53-54]

Dr. Woods Reply Testimony:
Patent Owner elected to never cross-examine 

Dr. Woods after his reply testimony.

Partovi:

https://www.fr.com/
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THANK YOU

DEMONSTRATIVE EXHIBIT – NOT EVIDENCE 

https://www.fr.com/
https://www.fr.com/
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