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Petitioners AT&T Services Inc., T-Mobile USA, Inc., Cellco Partnership
d/b/a Verizon Wireless, Ericsson Inc., and Nokia of America Corporation
(collectively, ‘“Petitioners”) submit this Preliminary Reply as authorized by the
Board in its email dated October 4, 2024. The Board should not deny institution
under Fintiv because Petitioners have substantially reduced or eliminated any risk of
duplicative litigation by stipulating that they will not pursue invalidity challenges in

the underlying district court litigation on the grounds or the primary prior art

references asserted in the Petition. Ex-1012.

Petitioners’ stipulation addresses the concerns raised in the Patent Owner
Preliminary Response (POPR, Paper 10) analysis of Fintiv Factor 4 (POPR at 50-
53) that “Sands Revolution-style stipulations do little to eliminate overlap with the
district court litigations.” POPR at 51. Under Petitioners’ stipulation, there will be
substantially less overlap between the evidence of unpatentability presented in this
proceeding and any invalidity analysis presented in the related district court case.

The cases cited by Patent Owner in connection with its analysis of Fintiv
Factor 4 are distinguishable on the facts. In LG Elecs., Inc. v. Ancora Techs., Inc.,
No. [PR2021-00581, Paper 16 at 9-10 (PTAB June 10, 2021), the Board held that
“Petitioner LG’s stipulation, however, somewhat mitigates the ‘concerns of
inefficiency and the possibility of conflicting decisions.”” Id. Moreover, the Board’s

Fintiv analysis in that case turned on Factor 2 and the fact that trial in the underlying
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litigation was set to begin more than eight months before a Final Written Decision
would be due in the proceeding which Petitioner seeks to join” as well as Factor 3
and the fact that “the parties have already finished claim construction and expert
discovery, and dispositive motions including summary judgment are fully briefed.”
Id. at 8 (emphasis in original), 9.

Similarly, in Samsung Elecs. Co., LTD. v. California Institute of Technology,
IPR2023-00130, Paper 10 (PTAB May 4, 2023), the Board held that “Petitioner’s
stipulation mitigates some concerns of duplicative efforts between the district court
and the Board.” Id. at 19. The Board’s decision in that case turned, again, on other
facts, including its Factor 3 analysis where “[b]oth parties acknowledge that the
court in the Underlying Litigation has already issued a claim construction order” and
that “the advanced stage of expert discovery is the most significant factor for our
analysis” because “Petitioner should have already served its opening expert report
on validity” and “the deadline for rebuttal expert reports is only days away.” Id. at
17. Further, the Samsung petition was “the sixth IPR against the *710 patent, and
none of the prior five found even a single claim unpatentable.” Id. at 21.

Thus, in both LG and Samsung, the Board recognized that the Fintiv
stipulations mitigated concerns regarding duplicative results. The ultimate Fintiv

analysis, however, was clouded by facts that do not exist in this proceeding.
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In this proceeding, the investment in the district court case has been minimal
because fact discovery is in its infancy, the parties have not engaged in expert
discovery, there have been no substantive orders in the case, and proposed
constructions of disputed claim terms were only exchanged late last week. Petition
(Paper 1), 50-52; Ex-1010 at 5 (Docket Control Order).

Because the stipulation offered by Petitioners simplifies issues between the
Board and the district court, and because it minimizes overlap between those
proceedings, the Board should weigh the Fintiv factors in favor of Petitioners and

not exercise its discretion to deny institution.
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