
From: Trials
To: Hyun Jin In; Trials
Cc: PTAB Inbound; IPR18768-0210IP5; IPR18768-0210IP4; IPR18768-0210IP7; IPR18768-0210IP6; IPR18768-

0210IP8; Karl Renner; Wood, Steven L.; Porter, Greg
Subject: RE: IPR2024-01005, IPR2024-01006, IPR2024-01011, IPR2024-01012, IPR2024-01013: Request for Reply to

Patent Owner Preliminary Response
Date: Monday, November 4, 2024 9:18:53 AM

Counsel,

Petitioner’s request for authorization to file a 5-page reply limited to the discretionary denial
arguments raised by Patent Owner in each of the preliminary responses filed in IPR2024-01005,
IPR2024-01006, IPR2024-01011, IPR2024-01012, and IPR2024-01013 is granted.  Petitioner’s replies
shall be filed no later than November 8, 2024.

Patent Owner is authorized to file a 5-page sur-reply in each of the cases listed above.  Patent
Owner’s sur-replies shall be filed no later than November 15, 2024.

No call is necessary.

Best regards,
Eric W. Hawthorne
Supervisory Paralegal Specialist
Patent Trial and Appeal Board

From: Hyun Jin In <in@fr.com> 
Sent: Friday, November 1, 2024 1:58 PM
To: Trials <Trials@USPTO.GOV>
Cc: PTAB Inbound <PTABInbound@fr.com>; IPR18768-0210IP5 <IPR18768-0210IP5@fr.com>;
IPR18768-0210IP4 <IPR18768-0210IP4@fr.com>; IPR18768-0210IP7 <IPR18768-0210IP7@fr.com>;
IPR18768-0210IP6 <IPR18768-0210IP6@fr.com>; IPR18768-0210IP8 <IPR18768-0210IP8@fr.com>;
Karl Renner <renner@fr.com>; Wood, Steven L. <swood@hunton.com>; Porter, Greg
<GregPorter@andrewskurth.com>
Subject: IPR2024-01005, IPR2024-01006, IPR2024-01011, IPR2024-01012, IPR2024-01013: Request
for Reply to Patent Owner Preliminary Response

CAUTION: This email has originated from a source outside of USPTO. PLEASE CONSIDER THE SOURCE before
responding, clicking on links, or opening attachments.

Your Honors:

In the preliminary responses filed in IPR2024-01005, IPR2024-01006, IPR2024-01011, IPR2024-
01012, and IPR2024-01013, Patent Owner raised arguments related to discretionary denial under 35
U.S.C. §314(a).  In the preliminary response filed in IPR2024-01013, Patent Owner further raised
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arguments related to discretionary denial under 35 U.S.C. §325(d).  Petitioner requests authorization
to file a 5-page reply to address these arguments from the preliminary responses.  Notably, while
the Petition already presented arguments against discretionary denial on these grounds, Petitioner
asks for the opportunity to respond to the specific points raised on this issue by Patent Owner in the
POPRs.
 
The parties have conferred, and Patent Owner opposes Petitioner’s request.  However, should the
Board grants Petitioner’s request, Patent Owner requests authorization to file a sur-reply of equal
length.  Petitioner does not oppose Patent Owner’s request for a sur-reply.
 
Should the Board desire a call with the parties in connection with this request, the parties will confer
and offer times of joint availability. 
 
Respectfully submitted,
Hyun Jin In
Counsel for Petitioner
 
Hyun Jin (HJ) In, Ph.D.  
Principal ■ Fish & Richardson P.C.

T: 202 626 7765
in@fr.com | Bio | LinkedIn | fr.com

1000 Maine Avenue SW, Suite 1000, Washington, DC 20024
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