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In seeking discretionary denial, Patent Owner misapprehends both the rele-
vant standard and the art and arguments presented during prosecution. The discre-
tionary-denial factors weigh heavily against denial; indeed, the Board need not go
further than step 1 of the Advanced Bionics framework.

To start, the relief Patent Owner seeks i1s unclear. Patent Owner first contends
the entire Petition should be discretionarily denied, (POPR, 64), yet argues only for
the denial of Ground 2, (POPR, 66). But the Board “do[es] not institute on a ground-
by-ground basis.” Neurent Med. Inc. v. Aerin Med. Inc., IPR2024-00275, Paper 9,
13 (July 22, 2024); 37 C.F.R. §42.108(a); PGS Geophysical AS v. lancu, 891 F.3d
1354, 1359-60 (Fed. Cir. 2018). Because Patent Owner offers no substantive reason
for discretionary denial of Ground 1, that should be dispositive. Neurent, IPR2024-
00275, Paper 9, 13 (refusing denial because “Patent Owner does not argue or present
any basis for exercising our discretion...as to any of the additional grounds”).

Even as to Ground 2, Patent Owner’s arguments fail. Patent Owner argues
that the Petition presents art and arguments cumulative of what was considered dur-
ing prosecution based on the Examiner’s combination of Bjontegaard 048 (Ex-
1025) and List (Ex-1024). POPR, 64—65. But to make this argument, Patent Owner
combines these references in a way that the Examiner neither considered nor ad-

vanced. POPR, 65. That is not a proper basis for the Board to invoke its discretion.
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For context, the claims are directed to two separate, block-specific calcula-
tions to determine how many pixels to filter in each block, which are depicted below
(with block 1 in red, and block 2 in blue):

dp; = (Ip0; = 2p1; +p2;) < B dgi = (190; = 2q1; + q2;) < B
See, e.g., Ex-1001, cl. 1, 9:35-59, Fig. 2A (depicting separate “p” and “q” blocks).
Although Bjontegaard *048 uses equations with the same coefficients ([1 -2 1]) as
those claimed, Bjontegaard 048 combines pixels from multiple blocks into a single

equation, using either one or two lines of pixels from each block:

One Line of Pixels d = (lal - 2b1 +c1| +|d1 — 2e1 + f1]) < B

(line 1)
Two Lines of Pixels d = (la2 —2b2 + c2| + |d2 — 2e2 + f2| +
(]inesZand 5) |a5 — 2b5 + 5] + |d5 — 2e5+ f5]) < B

Ex-1025, [0042], [0044], Fig. 3 (showing pixels a, b, ¢ in one block, and d, e, f in
another). For its part, List—a reference the Examiner cited but never materially ap-
plied for rejection—at least considers using separate equations (different than the
ones claimed) to determine how many pixels to filter in each block. Ex-1024, 617.
Patent Owner now suggests—without any citation to the prosecution his-
tory—that not only did the Examiner recognize Bjontegaard *048 as teaching a well-
known “Laplacian” equation, but also considered combining it with List’s separate

equations. POPR, 65-66. These arguments are unsupported and incorrect.
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First, the Examiner never recognized that the series of Laplacians ([1 -2 1])
in Bjontegaard *048’s equations are well-known measures of pixel activity, or that
Bjontegaard ’048’s series of Laplacians could be split up by block. See, e.g., Ex-
1002, 410 (noting only Bjontegaard *048’s coefficients [1 -2 1] match the claims).
Any teachings concerning the Laplacian, particularly its benefits over other equa-
tions to measure pixel activity (such as those taught by Aksu and List) and its rele-
vance to separate blocks, come from the Petition’s reliance on Gonzalez and Peti-
tioner’s expert. Petition, 53—54; Ex-1003 9961-64, 14243, 382—88. Patent Owner
identifies no similar disclosures considered during prosecution.

Second, the Examiner never considered combining Bjontegaard *048 and List
in the way Patent Owner suggests. The Examiner merely cited Bjontegaard *048’s
multi-block equations as meeting the two block-specific equations claimed. Ex-
1002, 409—11 (Examiner citing Bjontegaard *048, [0042], [0045], [0046]). And alt-
hough the Examiner also cited List in a rejection, the Examiner provided no modi-
fication to Bjontegaard *048 based on List. See id., 409—-17.

In response, the Applicant argued that Bjontegaard ’048 failed to teach “two
separate determinations,” one for each block, but instead taught “a single decision”
for both blocks. /d., 506-07 (emphasis added). And when it came to List, the Appli-
cant remarked that “[t]he Office Action’s analysis...provides no specific citations to

List.... List’s pertinence to the specific rejections remains unclear, since the Office
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Action does not indicate that List provides any suggestion to modify Bjontegaard
[’048]’s teachings in any way.” Id., 504 n.1 (emphasis added). The Examiner ac-
cepted these arguments and allowed the claims. /d., 518 (noting “the claims cover a
separate treatment of the pixels on each side of the block boundary,” and that “Bjon-
tegaard [’048] describes filtering equations that consider pixel values on both sides
of a block boundary” (emphasis added)).

At base, the Examiner never indicated that they considered any reference as
teaching separate, block-specific calculations as claimed, let alone that List bridged
that gap. Yet here, the Petition’s Ground 2 starts with separate, block-specific equa-
tions (Aksu), which are then substituted with the Laplacian because of its known
benefits (Gonzalez). Petition, 55-59. Patent Owner fails to explain how the Exam-
iner’s rejection—which starts with equations that use pixels from multiple blocks
(Bjontegaard ’048), without modification (List}—is cumulative of the arguments
presented here. See Align Tech., Inc. v. Dental Monitoring SAS, IPR2024-00052,
Paper 10, 11-12 (Apr. 19, 2024) (declining denial for art that provided missing ele-
ments and given failure to explain cumulativeness). It is not. And the Examiner’s
failure to cite any art as teaching separate, block-specific equations to reach the
claims would be material error regardless under Advanced Bionics step 2. See K/S
Himpp v. Bragi GmbH, IPR2023-01205, Paper 8, 21-22 (Mar. 19, 2024).

The Board should decline to invoke its discretion to deny the Petition.
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