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I. INTRODUCTION

Petitioners’ diligence in quickly filing this IPR Petition and the Petition’s

strong merits outweigh other applicable Fintiv factors and favor institution.

Factor 1 is neutral: As Patent Owner acknowledges, the Court in the parallel

litigation noted that “refiling [of the motion to stay] shall be permitted within
fourteen (14) days following PTAB’s institution decision regarding the last of the
Asserted Patents to be acted upon the PTAB.” MRD-2001, 3. Indeed, in EDTX,
motions for stays are routinely granted where all asserted claims are under PTAB
review. See AGIS Software Dev. LLC v. Google LLC, No. 2:19-cv-361, 2021 WL
465424, at *3 (E.D. Tex. Feb. 9, 2021) (“[ W]here the PTAB has instituted IPR

proceedings . . . this Court has likewise routinely stayed cases[.]”).

Factor 2 is neutral: As Patent Owner acknowledges, the district court trial in
EDTX and a Final Written Decision in this [PR proceeding is at best scheduled to
occur “at nearly the same time.” POPR, 30. Further in view of EDTX’s growing
backlog of cases and Petitioner’s offered stipulation, the potential for conflict

between the district court case the instant IPR proceeding is minimal.

Factor 3 favors institution: Patent Owner’s assertion that the parties are

“beginning to commit substantial resources to the parallel proceedings™ can be

said of any case in which discovery has commenced. POPR, 30 (emphasis added).
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However, the majority of the discovery the parties have engaged in relates to
Petitioner’s motion to transfer the case to the Northern District of California.
Indeed the only deposition that has occurred so far related to this motion to
transfer. The parties are still negotiating on the scope of accused products in the
case, and have not yet “commit[ted] substantial resources” to merits-based
discovery yet. Fact discovery does not close for another eight months—in July
2025. See MRD-2002. Petitioner filed its IPR petition within a week of filing its

answer—this case could hardly be in an earlier stage.

Factor 4 favors institution: Patent Owner contends that the Petitioner’s

stipulation to not seek resolution in the district court of the same grounds presented
in this Petition “does nothing to narrow the case for the court.” POPR, 32
(emphasis added). While a Sotera-type stipulation would entirely foreclose the
possibility of discretionary denial, a Sand Revolution-type stipulation as here
nevertheless continues to mitigate concerns of duplicative efforts and weigh
against denial. See Samsung Elecs. v. Staton Techiya, LLC, IPR2022-00281-13 at
8 (PTAB July 15, 2022). Ultimately, Petitioner’s stipulation paired with its great
diligence in filing this Petition within mere months of the service of complaint
greatly mitigate any potential concerns regarding duplicative efforts between the

district court and the Board.



Proceeding No.: IPR2024-01012
Attorney Docket No.: 18768-02101P8

Factor 5 is neutral: As noted in the Petition, parties in the litigation are the same.

Factor 6 favors institution: Patent Owner’s assertion that “Petitioner does not

present a compelling invalidity challenge” ignores the robust disclosures of the
Bosnyak-392 and Bosnyak-129 primary references in the Petition’s two advanced,
non-overlapping obviousness grounds. POPR, 33 (citing to Sections IL.E1 to
II.E.7). Indeed, the strength of the cited art belies Patent Owner’s assertions that
the Petition did not present a compelling challenge. The disclosures of these
references, and the Petition’s explanation of their applicability to the Challenged
Claims, provide a compelling case of invalidity that is sufficient to warrant
institution.

Specifically, Patent Owner’s Fintiv Factor 6 assertion—based on solely on
attorney argument—that Petitioner’s grounds rest on mere “possibilities and
assumptions on how the cited art might be combined” disregards the extensive,
corroborated explanations for the Bosnyak-392-Son and Bosnyak-129-Albuerne
combinations that are provided in the Petition. POPR, 38. Indeed, the Petition
included separate and extensive sections—all bolstered by expert corroboration—
dedicated to detailing each combination and further explaining why a POSITA
would have pursued the combination and expected success in doing so. See

Petition, 11-13, 48-50. Moreover, the Bosnyak-392-Son combination relies on the
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robust and relevant disclosure of Bosnyak-392 for most of the claimed features, in
so doing looking to Son for “implementation details” concerning “specific
nanotube aspect ratios to use.” Petition, 11-13; see also LGES-1003, 9433-38.
Thus, Patent Owner’s assertion that the Petition provides “no reason”
(POPR, 9, 21) for why a POSITA would have combined the comprehensive
teachings of Bosnyak-392 and Bosnyak-129 with Son and Albuerne, respectively,
falls flat. Moreover, even assuming, for sake of argument, that Bosnyak-392 and
Bosnyak-129 somehow expressed a “desire” for properties such as “long
nanotubes” as Patent Owner asserts, there is simply no basis to Patent Owner’s
teaching away arguments in contravention of Dr. Gido’s well-reasoned
explanations. POPR, 9, 21. Rather, a POSITA would have weighed the numerous
unrebutted benefits of implementing the distribution ratios of Son and Albuerne.
See Petition, 11-13, 48-50; see also LGES-1003, 4433-38, 114-118; Medichem,
S.A. v. Rolabo, S.L.,437 F.3d 1157, 1165 (Fed. Cir. 2006) (holding that “[a] given
course of action often has simultaneous advantages and disadvantages, and this
does not necessarily obviate motivation to combine.”); Winner Int’l Royalty Corp.
v. Wang, 202 F.3d 1340, 1349 n.8 (Fed. Cir. 2000) (“The fact that the motivating
benefit comes at the expense of another benefit...should not nullify its use as a
basis to modify the disclosure of one reference with the teachings of another.”); In

re Urbanski, 809 F.3d 1237, 1244 (Fed. Cir. 2016); In re Mouttet, 686 F.3d 1322,
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1334 (Fed. Cir. 2012)

Overall, Patent Owner’s assertions that “Petitioner does not present a
compelling invalidity challenge” do not withstand scrutiny. POPR, 33. The
Petition presents two independent, detailed cases for invalidity of the Challenged
Claims, bolstered by extensive argument, expert testimony, and evidentiary

support. The strength of these two grounds weighs in favor of institution.
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