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Control No. Patent Under Reexamination

. 90/019,036 7103640
Order Granting Request For
Ex Parfe Reexamination Examiner Art Unit | AIA (FITF) Status
PENG KE 3992 No

--The MAILING DATE of this communication appears on the cover sheet with the correspondence address--

The request for ex parfe reexamination filed 11/19/2021 has been considered and a determination has
been made. An identification of the claims, the references relied upon, and the rationale supporting the
determination are attached.

Attachments: a)(d PTO-892, by PTO/SB/0S, c)dJ Other:
1. The request for ex parfe reexamination is GRANTED.

RESPONSE TIMES ARE SET AS FOLLOWS:

For Patent Owner's Statement (Optional): TWO MONTHS from the mailing date of this communication
(37 CFR 1.530 (b)). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c).

For Requester's Reply (optional): TWO MONTHS from the date of service of any timely filed

Patent Owner's Statement (37 CFR 1.535). NO EXTENSION OF THIS TIME PERIOD IS PERMITTED.
If Patent Owner does not file a timely statement under 37 CFR 1.530(b), then no reply by requester

is permitted.

PENG KE/
Primary Examiner, Art Unit 3992

cc:Requester ( if third party requester )

U.S. Patent and Trademark Office
PTOL-471G(Rev. 01-13) Office Action in £x Parte Reexamination Part of Paper No. 20211214
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Application/Control Number: 90/019,036 Page 2
Art Unit: 3992

Detail Action
I Ou 11/19/2021, Third Party Reqguester ("Requester” filed a request {("Regquest”™) for
Q019,036 ex parfe reexamination of claims 17, IR and 24 of US Patent 7,103,640 iscued to
{“the "640 patent”} which was [Hled on 19/13/2000 as application 09/661,222 (222
application”), a continuation-in-part of application 09/503,441, filed on February 14, 2000
(abandoned), a continuation-in-part of application 09/367,461, filed on August 13, 1999
(abandoned), a continuation-in-part of application 09/111,896, filed on July 8, 1998
(abandoned). The “64{ patent also relied on Provisional Applications 60/277,408, filed on
March 19, 2001 and 60/209,070, filed on June 2, 2000. which claimed priority o L1LS.
Provisional App. No. 60/153 709, Filed Septeaber

2. The Reguest is Granted.

Proceedings

[

Kave 10, Inc. v. Amaron Web Services, Inc., 1118-cv-08173 (N.DHL).
4, 90/014.552. a request for ex-parte reexamination of claims 17, 18, and 24 of the "640

Patent was dended.

Information Disclosure Statement
5. Where the IDS citations are submitted but not described, the examiner is only responsible
for cursorily reviewing the references. The initials of the examiner on the PTO-1449 indicate
only that degree of review unless the reference is either applied against the claims, or discussed

by the examiner as pertinent art of interest, in a subsequent office action.
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Art Unit: 3992

See Guidelines for Reexamination of Cases in View of In re Portola Packaging, Inc., 110
F.3d 786, 42 USPQ2d 1295 (Fed. Cir. 1997), 64 FR at 15347, 1223 Off. Gaz. Pat. Office at 125
(response to comment 6).

Consideration by the examiner of the information submitted in an IDS means that the
examiner will consider the documents in the same manner as other documents in Office search
files are considered by the examiner while conducting a search of the prior art in a proper field of
search. The initials of the examiner placed adjacent to the citations on the PTO-1449 or
PTO/SB/08A and 08B or its equivalent mean that the information has been considered by the
examiner to the extent noted above.

Regarding IDS submissions MPEP 2256 recites the following: "Where patents,
publications, and other such items of information are submitted by a party (patent owner) in
compliance with the requirements of the rules, the requisite degree of consideration to be given
to such information will be normally limited by the degree to which the party filing the

information citation has explained the content and relevance of the information."

Affidavits, Declarations, or Other Written Evidence
6. The Examiner recognizes that a declaration by Joseph B. Greene (Exhibit 6) has been
referenced in support of Third Party Requester. The declaration has been considered and made of
record. The Examiner further notes that affidavits or declarations or other written evidence which
explain the contents or pertinent dates of prior art patents or printed publications in more detail
may be considered in reexamination (see: MPEP 2258(I)(E)), but any rejection must be based

upon the prior art patents or printed publications as explained by the affidavits or declarations or
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other written evidence. The rejection in such circumstances cannot be based on the affidavits or
declarations or other written evidence as such, but must be based on the prior art patents or
printed publications. In the instant case, the submitted Greene Declaration at least further

explains the contents of the prior art patents and printed publications in more detail.

REFERENCES

7. Prior Art Referepces oited:

i Crale Names Administrator’s Guide, Relase 2 0 (Oracie Corp., Redwood City, CA), published
1996 (CONAG") is new art that provides new. non-cumulative technological teaching that were
not previcusly considered and discussed on the record during the prosecution of "640 Patent.

it. Joseph B. Greene, Oracle DBRA Survival Gaide, 1 st ed. (Saros Poblishing, Indianapolis, Ind. )
ISBN: 0672306816, published Getober 1, 1995 ("OSG7) 18 new art that provides new, nou-
cumuiative technological teaching that were not previously considered and discussed on the
record during the prosecution of “640 Patent.

i1, LLS. Patent No. 5,777,989 o JohoCGarvey, Filed December 19, 1995, issued July 7, 1998
{“McGarvey} is pnew ast that provides new, non-cunmdative techoological teaching that were not
previcusly considered and discussed on the record during the prosecution of 040 Patent.

v, U.S. Patent No. 5,301,286 to Purshotam Rajani, filed January 2, 1991, issued April 5, 1994
{“Bajani”} is new art that provides new, non-camulative technological teaching that were not
pwevionsly considered and discussed on the record during the prosecution of 640 Patent..

5. it is noted that the prior art applied may only consist of prior art patents or printed
publications; and any document that falls outside of these two categories will not be considered

as prioy art reference. See MPEP 2217
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PROSECUTION HISTORY

9. In the Patent 640, which s filed as 09/661,222 (“222 application”) issucd on Septernber
5, 2006, claims 1-25 were issued, and claims 1, 10, 17, and 1¥ being the independent claims.

In the notice of allowance issued on November 14, 2005, claims 24-58, with
independent 24, 33, 40, and 41 were allowed and renumbered to claim 1-25 with independent
clairos 1, 10, 17, and 18, No specific reason was given for the allowance, and the accompanied
Framiner's Amendment was to address an inadverient claim numbering ervor.

The previous office action was a non-final rejection mailed on February 9, 2005 (“the
2/9/05 Office action”), in which claims 1-9 and 12-23 (all of the pending claims at the time)
were rejected as being anticipated by: 1) a prior art publication to Beitz titled “Service Location
in an Open Distributed Environment” (“Beitz”); 2) U.S. Patent No. U.S. Pat. No. 5,950,173 to
Perkowski (“Perkowski”’); 3) U.S. Patent No. 5,978,773 to Hudetz et al. (“Hudetz”); and 4)
U.S. Pat. No. 5,913,210 to Call.

A comparison between the allowed claim set and the claim set that was rejected in
2/9/05 Office action is made below to shed light on why the claims were allowed in the original
prosecution.

Issued claims 17, 18, and 24 of the ‘640 Patent are system claims with claims 17 and 18,
being independent claims and claim 24 depending on claim 18. In the claim set that was rejected
in the 2/9/05 Office action, only claims 5-9, 19, and 20 were directed toward a system, with
claim 5 being independent and claims 6-9, 19, and 20 depending therefrom. Claim 5, that was
rejected in the 2/9/05 Office action, and allowed claims 17 and 18 are reproduced below for

discussion purposes:
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Rejected claim 5 in 2/9/05 Office action

Issued claim 17 of the ‘640 Patent

5. A system having a network distributed
tracking wire transfer protocol for storing
and identifying data with a distributed data
collection, comprising:

A data repository, the data repository for
storing data in a distributed data collection;

a client entity, the client entity for
manipulating data in the distributed data
collection; and

& First server entity, the first server entity
operative to locate data in the distributed data
collection;

wherein the first server entity is responsive to
a client request from the first client entity to
provide a redirection message to the first
client entity if the first server entity cannot
provide at least one location string to the
client entity corresponding to an identifier

string in the client request.

17. A system for retrieving data location
information for data stored in a distributed
network, the system comprising:

a plurality of data repeositories configured
to store data, wherein the data is associated
with a respective identifier string in each data
repository;

a data location server network having a
plurality of data location servers, each of the
plurality of data location servers containing
location strings associated with respective
identifier strings and each of the plurality of
data location servers having computer
executable code configured to execute the
following steps:

in response to receiving a data location
request from a client to retrieve a location
string associated with an identification string
provided in the data location request,
transmitting a redirect message to the
client if the identification string is not

associated with a location string at the
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data location server, wherein the redirect
message contains information for use by
the client to calculate a location of a
different data location server in the
plurality of data location servers, wherein
the different data location server contains

the location string.

Rejected claim 5 in 2/9/05 Office action

Allowed claim 18

5. A system having a network distributed
tracking wire transfer protocol for storing
and identifying data with a distributed data
collection, comprising:

A data repository, the data repository for
storing data in a distributed data collection;

a client entity, the client entity for
manipulating data in the distributed data
collection; and

& First server entity, the first server entity
operative to locate data in the distributed data
collection;

wherein the first server entity is responsive to
a client request from the first client entity to

provide a redirection message to the first

18. A system for retrieving data location
information for data stored in a distributed
network, the system comprising:

a data repository configured to store data,
wherein the data is associated with an
identifier string;

|a client responsive to a data query to query a
data location server for location
information associated with the identifier
string;

a data location server network comprising a
plurality of data location servers, at least one
of the plurality of data location servers
containing location information associated

with the identifier string, wherein each of the

Page 9 of 23




Application/Control Number: 90/019,036
Art Unit: 3992

Page 8

client entity if the first server entity cannot
provide at least one location string to the
client entity corresponding to an identifier

string in the client request.

plurality of data location servers comprises
computer executable code configured to
execute the following steps in response to
receiving a data location request from the
client:

if the data location server contains the
location string associated with the
identification string provided in the data
location request, the data location server
transmits location information for use by the
client to calculate a location of the data

associated with the identification string;

if the data location server does not contain
the location string associated with the
identification string, the location server
transmits a redirect message to the client,
wherein the redirect message contains
redirect information for use by the client
to calculate a location of a different data
location server in the plurality of data

location servers, wherein the different
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data location server contains the location

string.

As can be seen above, claim 5 that was rejected in the 2/9/05 Office action and allowed
claims 17 and 18 all generally recite a system comprising a data repository, a client, and a server
entity (or network of servers), wherein the server attempts to locate data requested by the client
in the data repository and provide that location information back to the client. Both sets of
claims also recite the use of identification strings that identify data and location strings that
identify data locations, and the server sending a redirect message to the client if the server
cannot locate the requested location string. The distinguishing feature between the rejected
claims and the allowed claims appears to be the contents of the redirect message. In rejected
claim 5, the contents of the redirect message are not claimed, whereas in the allowed claims, the
redirect message is said to, “contain redirect information for use by the client to calculate a
location of a different data location server in the plurality of location servers, wherein the
different data location server contains the location string.” Reviewing all of the claims rejected
in the 2/9/05 Office action, the Examiner finds that in addition to claim 5, independent claims 1
and 12, and dependent claims 7-8, 17-25 ail include Limitations regarding the redirect message,
however none of them require the redirect message to comprise information for use by the client
to calculate the location of a different location server, wherein the different location server
contains the Location string.

This limitation was also the focus of the Applicant’s remarks filed in response to the

2/9/05 Office action. The Applicant argued,

Page 11 of 23



Application/Control Number: 90/019,036 Page 10
Art Unit: 3992

“Referring to claim 24, when a user enters a request at a client for data at a first client,
the data query includes an identifier string (e.g. a File name or URT) and expects to receive
information (a location string) on where the data corresponding to that Filename resides...
..During this navigation process, if a data location server does not possess the sought after
location string, it transmits a location request traveled to the first client. The redirect message
back along the communication path the data location request traveled to the first client. The

redirect message that is sent back to the first server contains information with which the first

client is configured to determine a location of a second data location server that does contain

the sought after location string. In other words, the redirect message allows the first server to

calculate a new data location server address so that the first server “redirects’ its query to the

right data location server...

... Similarly, the method of claim 32 also includes the feature of redirection, however

claim 33 addresses a more simplified scenario such as shown in FIG, 12, where there are not

necessarily any intervening devices between the client and the data location servers.

New independent claims 41 and 42 relate to system configurations adapted to

incorporating software instructions implementing the redirection process,”’

See page 11 of the remarks filed 8/9/2005.

“In a hypothetical system that needs to track 100s of billions of objects across 100s of
millions of clients and repositories in which any object can “spontaneously and dynamically
change location from any client to any other client in real-time, there are significant challenges.

The claimed redirection feature 1s intended to help address and solve problems like these, using
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a theoretically on-point-failure-retry redirection method that configurable distributes

computation among client and servers.”

See page 12 of the remarks filed 8/9/05.

Regarding the applied prior art the applicant argued,

“In a hypothetical system that needs to track 100s of billions of objects across 100s of

millions of clients and repositories in which any object can “spontaneously and dynamically”

change location From any client to any other client in real-time, there are significant

challenges. The claimed redirection feature is intended to help address and solve problems like

these, using a theoretically one-point-failure-retry redirection method that configurable

distributes computation among clients and Servers.

None of the previously cited references teach or suggest the features of claims 24-43,

Beitgz et al. discloses a system that needs some type of improved data management
system, for example see p. 32 of Beitz, but fails to address how that data management system
would be implemented. Accordingly, Beitz does not Leach or suggest a redirection mechanism

as recited in the pending claims.

Cali discloses mapping UPC codes to IP addresses in a Standard relational database

using mirrored servers each having a complete copy of a look-up table. (See Col. 3, line 61 -

Col, 4, line 9), Call does not disclose or suggest the claimed redirection mechanism.

Perkowski discloses linking consumers to product information using a relational

database. Perkowski teaches the use of traditional relational databases using centralized or
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mirrored deployments. (see col. 7, lines 38-42; col. 11, lines 34-61; col. 12, lines 30-35; and col.

18, lines 13-35). Perkowski fails to teach or suggest a redirect message containing information

for a client or server to determine the location of another data location server, a client or server

computing redirection information or of the location of servers changing dynamically,

Similarly, Hudetz et al. discloses mapping UPC numbers to IP addresses that can
provide the consumer more information on the product. The disclosure mentions in passing a
database that stores the UPC-to-IP data table and does not disclose or suggest a dynamic data

management system with a redirection Function. (See FIG. 4; Col. 7, fines 1-9).”

See pages 12-13 of the remarks filed 5/9/05.

in light of the foregoing, if a new reference or combination of references teaches or fairly
suggests o redirect message containing redirect information, for use by the client that requested a
data location string from a data location server, o calculate a location of a different data
location server of a plurality of data location servers, wherein the different data location server

contains the location string, then that reference or combination of reference would raise an SNQ.

Substantial New Question of Patentability

10. The following italicized sections of claim 17, which reprehensive of claim 18, are utilized
by the examiner to show how specific teachings of the proposed references create a substantial

new question of patentability.

Claim 17: A system for retrieving data location information for data stored in a

distributed network, the system comprising:
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a plurality of data repositories configured to store data, wherein the data is associated

with a respective identifier string in each data repository;

a data location sewer network having a plurality of data location servers, each of the
plurality of data location servers containing location strings associated with respective identifier
strings and each of the plurality of data location servers having computer executable code

configured to execute the following steps:

in response to receiving a data location request from a client to retrieve a location string
associated with an identification string provided in the data location request, transmitting a

redirect message to the client if the identification string is not associated with a location string

at the data location server, wherein the redirect message contains information for use by the

client to calculate a location of a different data location server in the plurality of data location

servers, wherein the different data location server contains the location string.

Priority and Patent Term

11. As mentioned above, the ‘640 patent was filed as application 09/661,222, filed on
September 13, 2000 (U.S. Patent 7,103,640), a continuation-in-part of application 09/503,441,
filed on February 14, 2000 (abandoned), a continuation-in-part of application 09/367,461, filed
on August 13, 1999 (abandoned), a continuation-in-part of application 09/111,896, filed on July
8, 1998 (abandoned). The Overton application also relied on Provisional Applications
60/277,408, filed on March 19, 2001 and 60/209,070, filed on June 2, 2000.

MPEP 2701(1) states the following:

A patent granted on a continuation, divisional, or continuation-in-part application that

was filed on or after June 8, 1995, will have a term which ends twenty years from the
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filing date of earliest application for which a benefit is claimed under 35 U.S.C. 120, 121,

365(c), or 386(c) regardless of whether the application for which a benefit is claimed

under 35 U.S.C. 120, 121, or 365(c) was filed prior to June 8, 1995.

Based on the citation above, the Overton patent is expired. The term of twenty years from the
filing date of the earliest filed application (09/111,896, filed on July 8, 1998) for which a benefit
is claimed plus the term adjustment of 810 days under 35 U.S.C. 154(b) has passed. The patent
expired on September 25, 2000.

12. 37 C.F.R. 1.530(j) states, “No enlargement of claim scope. No amendment may enlarge
the scope of the claims of the patent or introduce new matter. No amendment may be proposed
for entry in an expired patent. Moreover, no amendment, other than the cancellation of
claims, will be incorporated into the patent by a certificate issued after the expiration of the
patent.” (emphasis added). Thus, because the patent is expired no amendments of the claims
will be allowed aside from the cancellation of claims.

Additionally, in making the determination of whether to order reexamination, the Office
will determine the proper meaning of the patent claims by giving the claims their broadest
reasonable interpretation consistent with the specification (see In re Yamamoto, 740 F.2d 1569
(Fed. Cir. 1984)), except in the case of an expired patent (in a reexamination involving claims of
an expired patent, claim construction is pursuant to the principle set forth by the court in Phillips
v. AWH Corp., 415 F.3d 1303, 1316, 75 USPQ2d 1321, 1329 (Fed. Cir. 2005) (words of a claim
"are generally given their ordinary and customary meaning” as understood by a person of
ordinary skill in the art in question at the time of the invention, see Ex parte Papst-Motoren, 1

USPQ2d 1655 (Bd. Pat. App. & Inter. 1986)).
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Issue I

ONAG in view of OSG & McGarvey

13. The Request shows that the combination of ONAG, OSG and McGarvey teaches
following limitations of claim 17 in ‘644 patent:

transmitting a redirect message to the client if the identification string is not

associated with a location string at the data location server, wherein the redirect message

contains information for use by the client to calculate a location of a different data location

server in the plurality of data location servers, wherein the different data location server

contains the location string.
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It is agreed that ONAG, OSG and McGarvey raise an SNQ as to at least claim 17 and 18

of ‘644} patent as pointed out above. There is a substantial likelihood that a reasonable examiner
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would consider the teachings of ONAG, OSG and McGarvey important in deciding whether or

not claims 17 and 18 are patentable.

Issue II

ONAG in view of OSG, McGarvey, & Rajani

14. Requester asserts a substantial new question of patentability to the claim 24 as being
obvious over the combined teaching of ONAG in view of OSG, McGarvey, & Rajani. A substantial
new question of patentability with respect to independent claims 17 and 18 have been established.
(see Issue 1 above). According, it is agreed that the combinations proposed above raise a
substantial new question of patentability with respect to claim 24 because claims 24 are depended

on claim 18,

Scope of Reexamination
15. Claims 17, 18 and 24 will be reexamined as requested in the Request and are hereby

Ordered.

Conclusion
Extensions of time under 37 CFR 1.136(a) will not be permitted in these proceedings

because the provisions of 37 CFR 1.136 apply only to "an applicant” and not to parties in a
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reexamination proceeding. Additionally, 35 U.S.C. 305 requires that reexamination proceedings
"will be conducted with special dispatch” (37 CFR 1.550(a)). Extension of time in ex parte
reexamination proceedings are provided for in 37 CFR 1.550(c).

The patent owner is reminded of the continuing responsibility under 37 CFR 1.565(a) to
apprise the Office of any litigation activity, or other prior or concurrent proceeding, involving
Patent No. 6,922,72% throughout the course of this reexamination proceeding. See MPEP §§
2207, 2282 and 2286.

All correspondence relating to this ex parte reexamination proceeding should be directed as
follows:
By U.S. Postal Service Mail to:

Mail Stop Ex Parte Reexam

ATTN: Central Reexamination Unit Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

By FAX to:
(571) 273-9900
Central Reexamination Unit

By hand to:

Customer Service Window
Randolph Building

401 Dulany St.
Alexandria, VA 22314

By EFS-Web:

Registered users of EFS-Web may alternatively submit such correspondence via the electronic
filing system EFS-Web, at
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bttpsifels uspto. povielilefmvporntal/efs registered

EFS-Web offers the benefit of quick submission to the particular area of the Office that needs to
act on the correspondence. Also, EFS-Web submissions are "soft scanned" (i.e., electronically
uploaded) directly into the official file for the reexamination proceeding, which offers parties the
opportunity to review the content of their submissions after the "soft scanning" process is
complete.

Any inquiry concerning this communication or earlier communications from the Reexamination
Legal Advisor or Examiner, or as to the status of this proceeding, should be directed to the

Central Reexamination Unit at telephone number (571) 272-7705.

/PENG KE/
Primary Examiner, Art Unit 3992

Conferees:

/RSD/

/ALEXANDER J KOSOWSKYV/
Supervisory Patent Examiner, Art Unit 3992
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