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I. INTRODUCTION

Pursuant to 35 U.S.C. § 317 and 37 C.F.R. §§ 42.72, 42.74, Petitioner Minka
Lighting, LLC (“Petitioner”) and Patent Owner Wangs Alliance Corp. (“Patent
Owner”) jointly move to terminate this infer partes review proceeding (IPR2024-
01027) pursuant to a confidential agreement related to U.S. Patent No. 11,028,854
(the “’854 Patent”), the patent subject to the instant proceeding.

The Board authorized the parties to file a joint motion on July 24, 2024,
EX1038, which was originally filed on August 6, 2024. See Paper 7. The Board
denied the motion without prejudice on August 21, 2024, and authorized the parties
to file a Renewed Motion to Terminate that addresses certain points raised by the
Board. See Paper 10. The parties are submitting this renewed joint motion to
terminate, as well as a true copy of the agreement reached between the parties,
(EX1039), and additional filings that make clear that EX1039 is the only agreement
between the parties relating to the ’854 Patent. Because Minka Lighting, LLC is the
only Petitioner in this inter partes review proceeding, the agreement resolves all
disputes related to the *854 Patent, and this proceeding should be terminated as to

both Petitioner and Patent Owner.
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II. THE REQUESTED RELIEF IS WARRANTED

On Sep. 20, 2023, Patent Owner WAC filed a complaint in the International
Trade Commission (“ITC Investigation™”). See Smart Ceiling Fans, Components
Thereof, and Associated Systems and Software; Inv. No. 337-TA-1374 (ITC).

On June 13, 2024, Petitioner filed a petition for inter partes review in this
proceeding. Paper 1. On July 2, 2024, Patent Owner and Petitioner came to an
agreement that resolved the underlying dispute in this inter partes review
proceeding, the ITC Investigation, and several other pending cases. EX1039.

On July 3, 2024, Patent Owner WAC moved to terminate the ITC
investigation. EX1039. The parties’ agreement is memorialized within WAC’s
motion to terminate the ITC investigation, including its agreement with respect to
this IPR. EX1039, 3 n.1; see also EX2001, EX2002. On August 2, 2024, WAC
submitted a declaration confirming that the entirety of the parties’ agreement was
captured in Footnote 1 of Complainant’s Unopposed Motion to Suspend the
Procedural Schedule and to Terminate the Investigation in Its Entirety, and that “no
further agreements between the or among the parties, written or oral, are
forthcoming.” EX2001.

On August 14, 2024, the ALJ issued an Initial Determination granting
Complainant’s Unopposed Motion to Suspend the Procedural Schedule and to

Terminate the Investigation in Its Entirety. EX2002.
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Pursuant to 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(b), a true copy of the
parties’ agreement resolving the dispute in this proceeding was submitted as EX1039
by the parties, along with a request that the agreement is treated as business
confidential information to be kept separate from the files of this proceeding under
37 C.F.R. § 42.74(c). Paper 14. The agreement memorialized in EX1039 is the
complete agreement between the parties. No other agreements, written or oral exist
outside of EX1039, or are forthcoming. See EX2001. EX1039, EX2001, and the
statements herein fully address points 1, 2, and 3 in Paper 10.

Therefore, the parties certify that there are no other collateral agreements or
understandings made in connection with, or in contemplation of, the termination of
this proceeding under 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(b), which are not
reflected in WAC’s motion to terminate. See EX2001.

Termination of this proceeding is appropriate here because all disputes
between Petitioner and Patent Owner regarding the *854 Patent have been resolved.
Joint motions to terminate because of settlement are routinely granted. Moreover,
termination is proper because these proceedings are still at an early stage—the
petition was filed recently, Patent Owner has not filed a preliminary response, and
the Board has not issued a decision on institution. See Samsung Elecs. Co. v.
Fundamental Innovation Sys. Int’l, Ltd., IPR2018-00605 (PTAB July 16, 2018)

(Paper No. 10).
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III. CONCLUSION

U.S. Patent No. 11,028,854

Accordingly, the parties respectfully request termination of this proceeding.

Dated: September 3, 2024
Respectfully Submitted,

/s/ John Scheibeler

John Scheibeler (Reg. No. 35,346)
WHITE & CASE LLP
1221 Avenue of the Americas
New York, New York 10020-1095

Yar Chaikovsky (Reg. No. 39,625)
Jake Gold
WHITE & CASE LLP
3000 El Camino Real, 2 Palo Alto
Square Suite 900,
Palo Alto, CA 94306

Ethan Plail
WHITE & CASE LLP
701 Thirteenth Street, NW
Washington, DC 20005-3807

Attorney for Petitioner

/s/ David C. Radulescu

David C. Radulescu, Ph.D. (Reg. No.
36,250)
Jonathan Auerbach (Reg No. 59,193)
RADULESCU LLP
5 Penn Plaza, 19th Floor
New York, New York 10001

Attorney for Patent Owner
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CERTIFICATE OF SERVICE

Pursuant to 37 C.F.R. § 42.6(e), I hereby certify that on this 3™ day of
September, 2024, I caused to be served a true and correct copy of the foregoing and

any accompanying exhibits by email on the following counsel:

John Scheibeler (Reg. No. 35,346)
WHITE & CASE LLLP
1221 Avenue of the Americas
New York, New York 10020-1095
E: jscheibeler@whitecase.com

Yar Chaikovsky (Reg. No. 39,625)
Jake Gold
WHITE & CASE LLP
3000 El Camino Real, 2 Palo Alto Square Suite 900,
Palo Alto, CA 94306
E: yar.chaikovsky@whitecase.com
E: jake.gold@whitecase.com

Ethan Plail
WHITE & CASE LLP
701 Thirteenth Street, NW
Washington, DC 20005-3807
E: ethan.plail@whitecase.com

Dated: September 3, 2024 /s/ David C. Radulescu

David C. Radulescu, Ph.D. (Reg. No. 36,250)
Jonathan Auerbach (Reg No. 59,193)

RADULESCU LLP

5 Penn Plaza, 19th Floor

New York, New York 10001

E: david@radip.com

E: jonathan@radip.com

E: WAC IPRs Service@radip.com

Attorneys for Patent Owner

5
RENEWED JOINT MOTION TO TERMINATE



	EXHIBIT LIST
	I. INTRODUCTION
	II. THE REQUESTED RELIEF IS WARRANTED
	III. CONCLUSION

