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1 
REQUEST FOR REFUND OF POST-INSTITUTION FEES 

Petitioner Minka Lighting, LLC (“Petitioner”) respectfully requests a refund 

of post-institution fees in the amount of $22,500. 

On June 13, 2024, Petitioner filed a petition for inter partes review in this 

proceeding.  Paper 2.  As required by 37 C.F.R. § 42.15(a), Minka deposited $41,500 

with the U.S. Patent and Trademark Office (“USPTO”) at the time of filing the 

Petition in order to cover associated fees.  Minka’s payment consisted of $19,000 in 

fees associated with the request for Inter Partes Review, and a further $22,500 in 

post-institution fees. 

On July 2, 2024, Patent Owner and Petitioner came to an agreement that 

resolved the underlying dispute in this inter partes review proceeding, the ITC 

Investigation, and several other pending cases.  EX1039.  On September 3, 2024, 

with Board authorization (see Papers 12, 13), the parties filed a “Renewed Joint 

Motion to Terminate.” Paper 14.   

On September 3, 2024, the Board granted the parties Renewed Joint Motion 

to Terminate and terminated this proceeding prior to institution.  Thus, inter partes 

review was not instituted.  Accordingly, Minka requests a refund of the post-

institution fees paid to the USPTO in connection with this proceeding, totaling 

$22,500, to be paid to deposit account 50-3672 (referencing Attorney Docket 

1903726-0006). 
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2 
REQUEST FOR REFUND OF POST-INSTITUTION FEES 

Dated: September 17, 2024 
 

 
 

Respectfully Submitted, 

 /s/ John Scheibeler     

John Scheibeler (Reg. No. 35,346) 
WHITE & CASE LLP 
1221 Avenue of the Americas 
New York, New York 10020-1095 
 

Yar Chaikovsky (Reg. No. 39,625) 
Jake Gold 

WHITE & CASE LLP 
3000 El Camino Real, 2 Palo Alto 
Square Suite 900, 
Palo Alto, CA 94306 
 

Ethan Plail 
WHITE & CASE LLP 
701 Thirteenth Street, NW 
Washington, DC 20005-3807 
 

Attorneys for Petitioner 



IPR2024-01027 U.S. Patent No. 11,028,854 

3 
REQUEST FOR REFUND OF POST-INSTITUTION FEES 

CERTIFICATE OF SERVICE 

Pursuant to 37 C.F.R. § 42.6(e), I hereby certify that on this 17th day of 

September, 2024, I caused to be served a true and correct copy of the foregoing and 

any accompanying exhibits by email on the following counsel: 

 
David C. Radulescu, Ph.D. (Reg. No. 36,250) 
Jonathan Auerbach (Reg No. 59,193) 

RADULESCU LLP 
5 Penn Plaza, 19th Floor 
New York, New York 10001 

E: david@radip.com 
E: jonathan@radip.com 
E: WAC_IPRs_Service@radip.com 

 
Dated: September 17, 2024 /s/ John Scheibeler     

John Scheibeler (Reg. No. 35,346) 
WHITE & CASE LLP 
1221 Avenue of the Americas 
New York, New York 10020-1095 
 

Yar Chaikovsky (Reg. No. 39,625) 
Jake Gold 

WHITE & CASE LLP 
3000 El Camino Real, 2 Palo Alto 
Square Suite 900, 
Palo Alto, CA 94306 
 

Ethan Plail 
WHITE & CASE LLP 
701 Thirteenth Street, NW 
Washington, DC 20005-3807 
 

Attorneys for Petitioner 

 


