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2DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Li Does Not Inherently Disclose “metal 
impurities” in Emitter Regions

Grounds 1 and 2 (as well as 3 and 4)
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Inherency – Legal Standard
“A party must, therefore, meet a high standard in order to 
rely on inherency . . .”

“[T]he limitation at issue necessarily must be present, or the 
natural result of the combination of elements explicitly 
disclosed by the prior art.”  
PAR Pharms., Inc. v. TWI Pharms., Inc., 773 F.3d 1186, 1195-96 (Fed. Cir. 2014)
(cited in POR at p. 12)
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Inherency – Legal Standard
“The mere fact that a certain thing may result from a given 
set of circumstances is not sufficient to render the result 
inherent.”
Millenium Pharms., Inc. v. Sandoz Inc., 862 F.3d 1356, 1367 (Fed. Cir. 2017)
(cited in POR at pp. 12-13)
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Petitioner Improperly Assumed a Large Level of 
Impurities in Li’s Substrate

Ex. 1005, Fig. 5A

“Petitioner Improperly Assumes that Li’s 
Substrate Will Include a ‘Quite Large’ Level of 
Metal Impurities” 
POR at p. 14
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Petitioner Improperly Assumed a Large Level of 
Impurities in Li’s Substrate

Pet.’s Reply at p. 2

Ex. 1087 (Carroll Depo. Tr.) at 25:5-18
(cited in Pet.’s Reply at p. 2)
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Petitioner Improperly Assumed a Large Level of 
Impurities in Li’s Substrate

Ex. 1011, p. 13
(cited in PO’s Sur-Reply at p. 3)

Ex. 1011, p. 11
(cited in PO’s Sur-Reply at p. 3) Ex. 1011, p. 11

(cited in PO’s Sur-Reply at p. 3)
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Petitioner Ignored “Pileup” at Interfaces

POR at p. 17
(reproducing Ex. 1005, Fig. 5A with annotations)

“Petitioner Ignores ‘Pileup’ at Interfaces” 
POR at p. 16
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Petitioner Ignored “Pileup” at Interfaces

Patent Owner’s Sur-Reply at p. 4
(reproducing Ex. 1025, Fig. 5 with 
annotation)

Pet.’s Reply at p. 14
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Inherency – Legal Standard
“The record before us . . . is replete with showings that the 
claimed product, if it was produced in the Fermi [prior art] 
process, was produced in such miniscule amounts and under 
such conditions that its presence was undetectable.”
In re Seaborg, 328 F.2d 996, 998-99 (C.C.P.A. 1964)
(cited in POR at 13)
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Inherency – Legal Standard
“[I]nherent anticipation requires . . . more than the presence 
of an unrecognized de minimis quantity of claimed substance 
in the prior art.”
Crown Packaging Tech., Inc. v. Ball Metal Beverage Container Corp., 635 F.3d 1373, 
1383 (Fed. Cir. 2011)
(cited in PO’s Sur-Reply at p. 11)
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Petitioner Failed to Consider the Duration of Li’s 
Dopant Diffusion Step

Ex. 1005, Fig. 5A

“Petitioner Failed to Consider the Duration of 
Li’s Dopant Diffusion Step” 
POR at p. 22
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Petitioner Failed to Consider the Duration of Li’s 
Dopant Diffusion Step

POR at p. 25
Ex. 2021, ¶ 84
(cited in Patent Owner’s Sur-Reply at p. 6)
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Petitioner Failed to Consider Characteristics of Li’s 
Dielectric Film

Ex. 1005, Fig. 5A

“Petitioner Failed to Consider Key 
Characteristics of Li’s Dielectric Film 510” 
POR at p. 26
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Petitioner Failed to Account for Decreased 
Gettering into Boron-Doped Regions

“Petitioner’s Admission that Boron Is Used in 
Its Proposed Combinations Further 
Undermines Its Inherency Arguments” 
PO Sur-Reply at p. 17

Ex. 1005, Fig. 5A
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Petitioner Failed to Account for Decreased 
Gettering into Boron-Doped Regions

Pet.’s Reply at p. 20

Ex. 1028 (Liu-1), p. 2279
(cited in PO’s Sur-Reply at p. 18)
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Petitioner Failed to Account for Decreased 
Gettering into Boron-Doped Regions

Petition at pp. 40, 42
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Petitioner Failed to Account for Decreased 
Gettering into Boron-Doped Regions

Petition at p. 42

Petition at pp. 41-42
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Petitioner’s New “Dopant-as-Impurity” Argument Is 
Unavailing

Pet.’s Reply, p. 7 n.3

Ex. 1087 (Carroll Depo.) at 35:21-36:3
(cited in POR’s Sur-Reply at p. 20)
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The Differences Between Li and the ’315 Patent

Ex. 2021, ¶ 101
(cited in PO’s Sur-Reply at p. 13)

The ’315 Patent

Ex. 1005 (Li), ¶ [0049]
(cited in PO’s Sur-Reply at pp. 13-14)

Li
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The Differences Between Li and the ’315 Patent

Petition, p. 44
(cited in PO’s Sur-Reply at p. 14)

Ex. 2021, ¶ 103
(cited in PO’s Sur-Reply at p. 15)
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Grounds 3 and 4 Are Duplicative of Grounds 1 and 
2

Grounds 3 and 4
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Petitioner Fails to Make Out a Prima Facia Case of 
Obviousness Under § 103

Petition at p. 69 Petition at p. 74
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Grounds 3 and 4 Rely on Inherency

Ex. 2022 (Banerjee Depo.), 181:16-20
(cited in POR at p. 37)

Ex. 2022 (Banerjee Depo.), 67:15-22
(cited in POR at pp. 37-38)
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Hu and Ramappa Do Not Remedy the Deficiencies 
of Li

Ex. 1017 (Hu), Fig. 5
(cited in POR at p. 39)

Ex. 1017 (Hu), 9:47-53 (annotated)
(cited in POR at p. 39)

Ex. 1025 (Ramappa), p. 3775
(cited in POR at p. 40)
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It Would Not Have Been Obvious to Implement the 
Claimed “dopant concentration” in Li

Grounds 1 and 3
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There Is No Optimal Dopant Concentration

Petition at p. 15
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Li Is Unlike King

Ex. 1006 (King) at p. 366
(cited in POR at pp. 48-49)

Ex. 1003 (Banerjee Dec.) at ¶ 199
(cited in POR at p. 49)
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Li Is Unlike Swanson-352

POR at p. 50
(reproducing Ex. 1015, Fig. 7, with 
highlighting added)

Ex. 1015, Figs. 1, 2
(cited in POR at pp. 51, 52)

Ex. 1015, 3:22-26
(cited in POR at p. 52)
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Li Is Unlike Marvin

POR at p. 54
(reproducing Ex. 1035, Fig. 1, partial, with highlighting added)
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Li Is Unlike Marvin

Ex. 1035, pp. 826-827 (highlighting added)
(cited in POR at pp. 54-55)

Ex. 1035, p. 827 (highlighting added)
(cited in POR at p. 55)
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The Industry Trend Was Toward Higher Dopant 
Concentrations

Ex. 2021, ¶ 146
(cited in POR at p. 55)
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Petitioner’s “Obvious to Try” Theory Is New and 
Unavailing

Pet.’s Reply at p. 23

Petition at p. 15
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The Li + Muller Combination Is 
Unavailing

Grounds 2 and 4
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Petitioner Fails to Proffer Any Benefits of Li + 
Muller Compared to Li

Petition at p. 62
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Petitioner Fails to Proffer Any Benefits of Li + 
Muller Compared to Li

Petition at pp. 62-63

Ex. 1003 (Banerjee Dec.) 
(cited in POR at p. 59)



37DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Petitioner Ignores the Drawbacks to Modifying Li

POR at p. 57
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Petitioner Ignores the Drawbacks to Modifying Li

Pet.’s Reply at p. 29

Ex. 1005 (Li) at ¶ [0024]
(cited in PO’s Sur-Reply at pp. 24-25)


