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PATENT OWNER’S EXHIBIT LIST 

 
No. Description 

Ex. 2001 Cellco Partnership d/b/a/ Verizon Wireless et al. v. Headwater Research 
LLC, IPR2024-01042, Paper 5 (IPR Petition) (PTAB June 20, 2024) 

Ex. 2002 Email from counsel for Headwater Kristopher Davis to counsel for 
Verizon and T-Mobile re Preliminary Election of Asserted Claims 

Ex. 2003 Email from counsel for Headwater Kristopher Davis to counsel for AT&T 
re Preliminary Election of Asserted Claims 
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The sole justification Petitioners give for filing two petitions is that it could 

not challenge all 68 claims asserted in the parallel district court litigation in a single 

petition. Paper 3 (“Ranking Paper”). However, even assuming that were so, since 

the instant Petition and the parallel petition (Ex. 2001, “-01042 Petition”) were filed, 

Patent Owner has narrowed each of the parallel cases such that it now only asserts 

the same 8 claims against each Petitioner. Ex. 2002 (asserting only claims 1, 8, 44, 

47, 61, 88, 98, and 120 against Verizon and T-Mobile); Ex. 2003 (same as to AT&T). 

All eight still-asserted claims are challenged in the -01042 Petition. Ranking 

Paper at 1; Ex. 2001. The only still-asserted claim challenged in the instant Petition 

is independent claim 1. Ranking Paper at 1; Pet. But as Petitioners admit, not only 

is same prior art combination used against claim 1 in both petitions, but “the analysis 

for claim 1 is identical for both Petitions.” Ranking Paper at 1. Moreover, to the 

extent the Board is inclined to institute either petition, Petitioners rank the -01042 

Petition, not the instant Petition, as their “preferred Petition.” Id. at 2. 

At bottom, because the instant Petition does not contain any unique challenge 

to any claim asserted in the district court litigations, and otherwise only challenges 

non-asserted claims, it should be denied as an unnecessary parallel petition. See, e.g., 

Apple, Inc. v. Spier Techs. Ltd., IPR2023-00543, Paper 8 at 10 (PTAB Aug. 8, 2023) 

(denying institution of a second petition because it addressed only claims not 

asserted in the co-pending litigation). 
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Date: October 16, 2024 Respectfully submitted, 
 
 /Amy E. Hayden/   
 Reza Mirzaie, Reg. No. 69,138 
 Marc A. Fenster, pro hac vice forthcoming 
 Dale Chang, Reg. No. 61,476 
 Amy E. Hayden, Reg. No. 64,817 
 Neil A. Rubin, Reg. No. 67,030 
 Philip X. Wang, Reg. No. 74,621 
 James A. Milkey, Reg. No. 79,503 
 RUSS, AUGUST & KABAT 
 12424 Wilshire Blvd., 12th Floor 
 Los Angeles, CA 90025 
  
 Counsel for Patent Owner 
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CERTIFICATION REGARDING WORD COUNT 
 
 Pursuant to 37 C.F.R. §42.24(d), Patent Owner certifies that there are 264 

words in the paper excluding the portions exempted under 37 C.F.R. §42.24(a)(1). 

Date: October 16, 2024 /Amy E. Hayden/   
 Reza Mirzaie, Reg. No. 69,138 
 Marc A. Fenster, pro hac vice forthcoming 
 Dale Chang, Reg. No. 61,476 
 Amy E. Hayden, Reg. No. 64,817 
 Neil A. Rubin, Reg. No. 67,030 
 Philip X. Wang, Reg. No. 74,621 
 James A. Milkey, Reg. No. 79,503 
 RUSS, AUGUST & KABAT 
 12424 Wilshire Blvd., 12th Floor 
 Los Angeles, CA 90025 
  
 Counsel for Patent Owner 
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CERTIFICATE OF SERVICE (37 C.F.R. § 42.6(e)(1)) 
 

The undersigned hereby certifies that the above document was served on 

October 16, 2024, by filing this document through the Patent Trial and Appeal Case 

Tracking System as well as delivering a copy via electronic mail upon the following 

attorneys of record for the Petitioner: 

Patrick D. McPherson (Reg. No. 46,255) 
Kevin P. Anderson (Reg. No. 43,471)  
DUANE MORRIS LLP 
901 New York Avenue N.W., Suite 700 
East Washington, DC 20001 
PDMcPherson@duanemorris.com 
KPAnderson@duanemorris.com 

 
Joseph A. Powers (Reg. No. 47,006) 
DUANE MORRIS LLP 
30 South 17th Street 
Philadelphia, PA 19103 
JAPowers@duanemorris.com  
 

Date: October 16, 2024 /Amy E. Hayden/   
 Reza Mirzaie, Reg. No. 69,138 
 Marc A. Fenster, pro hac vice forthcoming 
 Dale Chang, Reg. No. 61,476 
 Amy E. Hayden, Reg. No. 64,817 
 Neil A. Rubin, Reg. No. 67,030 
 Philip X. Wang, Reg. No. 74,621 
 James A. Milkey, Reg. No. 79,503 
 RUSS, AUGUST & KABAT 
 12424 Wilshire Blvd., 12th Floor 
 Los Angeles, CA 90025 
  
 Counsel for Patent Owner 
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