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I. INTRODUCTION 

Cellco Partnership d/b/a Verizon Wireless, Verizon Corporate Services 

Group Inc., T-Mobile USA, Inc., and AT&T Services, Inc., (collectively, 

“Petitioners”) filed concurrent Petitions for an inter partes review (“IPR”) of U.S. 

Patent No. 8,924,543 (“the ’543 Patent”) in IPR2024-01041 and IPR2024-01042.  

The sole reason for separate Petitions is the excessive number of claims that were 

allowed for the ‘543 Patent, the large number of claims being asserted in the 

underlying litigation, and the large number of words in those claims.  The ‘543 

Patent has 1 independent claim and 120 dependent claims, of which the Patent 

Owner has asserted 68 claims in the underlying litigation.  Petitioners challenge the 

68 asserted claims between the two Petitions.   

In IPR2024-01041, Petitioners presented the following ground: 

Ground Claims Basis Reference 
1 1-7, 11-13, 22-23, 30-33, 

35-41, 90-93, and 112-113 
§ 103 Poh, alone, or in view of Maes  

In IPR2024-01042, Petitioners presented the following grounds: 

Ground Claims Basis Reference 
1 1, 8-10, 15, 21, 28, 42, 43, 

45, 46, 87-89, 96, 98-99, 
120-121 

§ 103 Poh, alone, or in view of Maes  

2 16, 44, 47, 57-66, 68-72, 80 
and 85-86 

§ 103 Poh, alone, or in view of Maes, 
in further view of Burnett 

The only overlap in the Challenged Claims between Petitions is claim 1, and 

the analysis for claim 1 is identical for both Petitions.  Petitioners were forced to 
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include claim 1 in each Petition because of the abnormal structure of the claim set 

with only a single independent claim.  In order to minimize the burden on the 

Board for reviewing two petitions, the description of the State of the Art and the 

description of the prior art relied on for Ground 1 is substantially the same between 

Petitions, and Ground 2 of the 1042 IPR includes one additional reference.  

Further, dependent claims directed to common features have been grouped together 

in one of the Petitions.  Thus, the difference between the Petitions is essentially 

limited to the analysis of the dependent claims. 

To the extent that the Board exercises its discretion to only institute one 

Petition, Petitioners respectfully select IPR2024-01042 as the preferred Petition 

merely on the basis that Petition challenges more dependent claims (39) than are 

challenged in IPR2024-01041 (28 dependent claims). 

Respectfully submitted, 
 
BY: /Kevin P. Anderson/  
Kevin P. Anderson  
USPTO Reg. No. 43,471 
Duane Morris LLP 
 

Dated:   

June 20, 2024
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