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On Nov. 14, 2024, the original district court (W.D. Tex.) granted transfer to 

the Northern District of California. Ex. 1035. On Dec. 9, 2024, the transferee court 

scheduled an initial case management conference for April 16, 2024. Accordingly, 

there is no trial date and there will be no schedule until months after this Board rules 

on institution (by Jan. 30, 2025). Given the changed facts, the Fintiv arguments 

advanced in Patent Owner’s Preliminary Response (“POPR”) no longer apply. 

The POPR argued that discretionary denial is proper because the original trial 

date would precede the final written decision by two months. Paper 6, 17-18. This is 

no longer true. Analyzing similar facts where a parallel case was transferred from 

Texas to N.D. Cal, the Board held the fact “that no trial date has been set weighs 

significantly against exercising [] discretion to deny institution of the proceeding.” 

Google v. Uniloc 2017, IPR2020-00441, Paper 13 at 33-36 (Jul 17, 2020). The POPR 

also highlighted resources expended by the parties and the expectation that the Texas 

court will have conducted a claim construction hearing before institution. Paper 6, 

18-19. In fact, no claim construction hearing was conducted before transfer. In 

Google, the original district court case had progressed much further—a claim 

construction order had issued and fact discovery was closed. Google, Paper 13 at 36. 

Nonetheless, the Board declined to exercise its discretion, finding all other Fintiv 

factors “small in comparison” to the “various impacts of transferring [from Texas] 

to [N.D. Cal.].” Id. at 38. Here too, transfer is dispositive of the Fintiv analysis.  
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      Respectfully submitted, 
 
Dated: December 20, 2024  BY:  /s/    Paul R. Hart   
      Paul R. Hart, Reg. No. 59,646 

      COUNSEL FOR PETITIONER 
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CERTIFICATE OF SERVICE ON PATENT OWNER 
UNDER 37 C.F.R. § 42.105 

Pursuant to 37 C.F.R. §§ 42.6(e) and 42.105, the undersigned certifies that on 

December 20, 2024, a true and correct copy of the foregoing Reply to Patent Owner’s 

Preliminary Response re Fintiv in Light of Transfer and supporting exhibits were 

served electronically on counsel for Patent Owner at the following address: 

Cortney S. Alexander (cortneyalexander@kentrisley.com) 
Olivia Murbutt (oliviamarbutt@kentrisley.com) 

 
       
      BY:  /s/ Paul R. Hart  
      Paul R. Hart, Reg. No. 59,646 

      COUNSEL FOR PETITIONER 
 


