From: Cortney Alexander

To: Director PTABDecision Review

Cc: Paul Hart; "Trials" via PTAB; Adam Seitz; Kevin Rongish
Subject: IPR2024-01048

Date: Tuesday, February 11, 2025 10:44:45 PM
Attachments: image001.png

2025-02-11 FINAL PO Request for Director Review re Institution Decision on "648 Patent (IPR2024-01048).pdf

CAUTION: This email has originated from a source outside of USPTO. PLEASE CONSIDER THE SOURCE before
responding, clicking on links, or opening attachments.

Dear Honorable Director Stewart,

| write on behalf of Patent Owners S.M.R Innovations LTD and Y.M.R Tech in IPR2024-
01048. Patent Owners notify the Director that they have filed a Request for Director Review
of the Board’s decision to institute IPR. A copy of that request is attached.

Respectfully submitted,
Cortney Alexander
Lead Counsel for Patent Owners

KR Kent & Risley LLC
5755 N POINT PKWY STE 57
ALPHARETTA GA 30022
Office: 404.855.3867

Mobile: 404.915.7002

Fax:  770.462.3299

cortneyalexander@kentrisley.com | www.KentRisley.com | LinkedIn

IPR2024-01048
Ex. 3100


mailto:CortneyAlexander@kentrisley.com
mailto:Director_PTABDecision_Review@uspto.gov
mailto:paul.hart@eriseip.com
mailto:PTAB@eriseip.com
mailto:adam.seitz@eriseip.com
mailto:kevin.rongish@eriseip.com
mailto:cortneyalexander@kentrisley.com
https://gcc02.safelinks.protection.outlook.com/?url=http%3A%2F%2Fwww.kentrisley.com%2F&data=05%7C02%7CDirector_PTABDecision_Review%40uspto.gov%7C19edb2f8df48409fb41608dd4b178c16%7Cff4abfe983b540268b8ffa69a1cad0b8%7C1%7C0%7C638749286842383985%7CUnknown%7CTWFpbGZsb3d8eyJFbXB0eU1hcGkiOnRydWUsIlYiOiIwLjAuMDAwMCIsIlAiOiJXaW4zMiIsIkFOIjoiTWFpbCIsIldUIjoyfQ%3D%3D%7C60000%7C%7C%7C&sdata=R%2FUKRYP7y49biexDb4IlW7oitHi86KOtJV1fEA7NLAE%3D&reserved=0
https://gcc02.safelinks.protection.outlook.com/?url=https%3A%2F%2Fwww.linkedin.com%2Fin%2Fcortney-alexander-8649746%2F&data=05%7C02%7CDirector_PTABDecision_Review%40uspto.gov%7C19edb2f8df48409fb41608dd4b178c16%7Cff4abfe983b540268b8ffa69a1cad0b8%7C1%7C0%7C638749286842408367%7CUnknown%7CTWFpbGZsb3d8eyJFbXB0eU1hcGkiOnRydWUsIlYiOiIwLjAuMDAwMCIsIlAiOiJXaW4zMiIsIkFOIjoiTWFpbCIsIldUIjoyfQ%3D%3D%7C60000%7C%7C%7C&sdata=dVsxelGdSdefP2ukIlsGVNDuZYQmNxw2%2BM5OSrqn%2Bnw%3D&reserved=0





UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

APPLE INC.,

Petitioner,

V.

S.M.R INNOVATIONS LTD and Y.M.R TECH LTD,

Patent Owners.

[PR2024-01048

U.S. Patent 10,547,648

PATENT OWNERS’ REQUEST FOR
REHEARING BY THE DIRECTOR





L.

II.

A.

B.

I1I.

Table of Contents

Introduction and SUMMATY .........c.c.cooviiiiiiiiieeiieeee e 1
The Board Abused Its Discretion Regarding All Independent Claims............. 1
Ground 1 (Independent Claims 1 and 15) .......ccccvvvviviiiiieniienieecieeceeeee, |
Ground 2 (Independent Claim 19)........cccccvveviiiiiiieiiiicieceeeecee e, 8
CONCIUSION. ....eieiiiieiiieciiee ettt ettt e st e et e eteeeteeesabeessbeeensaeenseeensneennas 15





PATENT OWNERS’ EXHIBIT LIST

Exhibit Description
Number
2001 | Second Amended Complaint, Civil Action No. 6:23-cv-479-ADA

(W.D. Tex.)

2002 | Notices of Deposition of Petitioner’s Witnesses in Civil Action No.
6:23-cv-479-ADA (W.D. Tex.)

2003 | Notices of Deposition of Patent Owners’ Witnesses in Civil Action
No. 6:23-cv-479-ADA (W.D. Tex.)

2004 | Docket Sheet for Civil Action No. 6:23-cv-479-ADA (W.D. Tex.)

2005 | Patent Owners’ Preliminary Infringement Contentions in Civil
Action No. 6:23-cv-479-ADA (W.D. Tex.)

2006 | Petitioner’s Invalidity Contentions in Civil Action No. 6:23-cv-479-

ADA (W.D. Tex.)

11






2007 | Scheduling Order in Civil Action No. 6:23-cv-479-ADA (W.D.
Tex.)

2008 | Joint Claim Construction Statement in Civil Action No. 6:23-cv-
479-ADA (W.D. Tex.)

111






I. Introduction and Summary

The Board instituted trial based on its finding that, on the current record,
Petitioner demonstrated a reasonable likelihood that it would prevail on Ground 1
raised in the petition. The Board’s decision involved an abuse of discretion because
(1) it relied on a mapping of the art to the challenged claims that Petitioner did not
raise; and (2) it relied on a preliminary claim-construction that contradicted both
Federal Circuit authority and the inventors’ statements during prosecution that
Patent Owners raised in their Preliminary Response.

II. The Board Abused Its Discretion Regarding All Independent Claims
A. Ground 1 (Independent Claims 1 and 15)

Claim 1(b) of the ’648 patent recites, inter alia, “identifying one or more
available devices compatible to handle the media content and connected to the
LAN.” Claim 1(d) recites “wirelessly signaling the one or more available devices
indicating an availability of a media content at the mobile device.” Thus, claim
1(d)’s reference to “one or more available devices” relies on claim 1(b) for
antecedent basis. This means that the one or more available devices that are
wirelessly signaled in claim 1(d) are the same as those identified in claim 1(b).

Petitioner’s proposed combination did not teach or suggest at least claim
1(d). The Petition asserted that Zhang teaches both claim 1(b) and claim 1(d). In
setting out its assertion, Petitioner stated that “Zhang’s mobile device performs the

following key steps™: (1) Device discovery; (2) Service query; (3) Request transfer;
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and (4) Remote control. Petition, 22 (citing Zhang, 3:44-56, 6:40-44).

With respect to claim 1(b), Petitioner asserted that Zhang’s mobile device
satisfies this claim element based on information it receives from helper servers in
Zhang’s steps 2 and 3. In particular, Petitioner relied on a helper server’s response
to a service request in Zhang’s step 3 in asserting that Zhang teaches claim 1(b):
“In Zhang’s third step, ‘request transfer,’ a helper server responds the service
query, indicating its availability to handle the requested service.” Petition at 15
(emphasis added). Thus, in Petitioner’s mapping, the proposed combination
completes claim 1(b) only after the helper device responds to the mobile device’s
service request (Zhang’s step three) by providing information about its availability.

Petitioner argued that claim 1(d) is met by the service request itself that is
sent by a mobile device to a helper device during Zhang’s step 3:

Regarding wirelessly signaling a helper server indicating an
availability of a media content at the mobile device, Zhang teaches
transmitting a service request to a helper server, and when a server
accepts, a session is set up between a “helper client” (mobile device)
and helper server using TCP. A POSITA would have understood that
wirelessly signaling a service request would have indicated the

availability of media content at the mobile device.

Petition at 23 (emphasis added).
In sum, Petitioner argued that claim 1(b) is satisfied when Zhang’s helper

server responds to a service request and that claim 1(d) is met by Zhang’s mobile
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device sending a service request. Thus, the action that Petitioner relied on for claim
1(d) is performed prior to an action Petitioner relied on for step 1(b).

That does not work because (as discussed above) in claim 1(d), the devices
that are wirelessly signaled are those that were already identified in claim 1(b).
Thus, claim 1(d) cannot be performed before claim 1(b) is performed. Petitioner’s
argument was that Zhang wirelessly signals “the one or more available devices”
before actually determining if they are available. This cannot be. Since the mobile
device has not identified an available device before sending the service request, the
service request itself cannot (as Petitioner argued) constitute “wirelessly signaling
the one or more available devices indicating an availability of a media content at
the mobile device,” as recited in claim 1(d).

The prosecution history makes this even clearer. The claim originally recited
“wirelessly signaling the one or more devices.” The Examiner rejected the claim
under 35 U.S.C. § 112, asserting that it was not clear whether this phrase referred
to “the one or more available devices [recited earlier in the claim] or different one
or more devices.” EX1002, 240. In response, the inventors noted that the Examiner
stated that it was “not clear whether the claimed ‘one or more devices’ indicates
the one or more available devices or different one or more devices.” EX1002, 261.
They then addressed the Examiner’s concern by stating that they “amended the

claim to recite ‘one or more available devices’ and not ‘one or more devices.”” Id.





Thus, the inventors confirmed that the language in this claim element referred to
the one or more available devices identified in the preceding step. This indicated
that the device(s) that are wirelessly signaled in claim 1(d) are those that were
identified as available in claim 1(b). Petitioner’s combination does not satisfy this
requirement of claim 1 and therefore failed. Independent claim 15 recites similar
language to claim 1 and thus failed for the same reasons.

In its Institution Decision, the Board concluded that even if claim 1(b) must
precede claim 1(d), Zhang nonetheless satisfies these steps because it “1) discovers
(identifies) connected available and unavailable helper servers, and then 2) sends
(wirelessly signals) service requests to compatible available and unavailable helper
servers.” Id. This mapping of Zhang to claim 1 relies on Zhang’s first two steps
(alone) as satisfying claim 1(b), apparently asserting that nothing in Zhang’s third
step 1s necessary to map Zhang onto claim 1(b). The Board justified this
characterization based on its interpretation of the term “available” in claim 1(b).

The Board’s reasoning is inconsistent with Petitioner’s mapping of Zhang to
claim 1(b) in the petition. Petitioner relied on Zhang’s steps 1-3 (not just steps one
and two) in arguing that Zhang discloses claim 1(b). Specifically, Petitioner argued
that Zhang’s third step satisfied claim 1(b)’s requirement of “identifying one or
more available devices compatible to handle the media content and connected to

the LAN”: “In Zhang’s third step, ‘request transfer,” a helper server responds [to]





the service query, indicating its availability to handle the requested service.
Specifically, in response to the service query, the helper ‘server makes the
admission decision S648 and informs the client whether its service request can be
granted right away, has to be queued],] or is denied (e.g. not enough total resource
on the server or authentication failure) S646.”” Petition, 15.

Nowhere did Petitioner argue that the “available” aspect of claim 1(b) was
satisfied in Zhang’s first two steps. /d. at 14-16. That is why Petitioner relied on a
helper server’s response to a service query in Zhang’s step three as allowing a
mobile device to identify available devices. Thus, the Board relied on a different
mapping of Zhang to claim 1(b) than that presented by Petitioner in the petition.
This constitutes an abuse of discretion. See, e.g., Netflix, Inc. v. DivX, LLC, 84
F.4th 1371, 1377 (Fed. Cir. 2023) (“We have likewise reprimanded the Board for
finding a claim unpatentable based on theories not presented in the petition.”).

As the Federal Circuit has noted, “It is the petitioner that bears the burden of
proof in IPRs.” In re Magnum Oil Tools Int’l, Ltd., 829 F.3d 1364, 1380 (Fed. Cir.
2016) (citing 35 U.S.C. § 316(e)). The Federal Circuit has rejected the proposition
“that the Board is free to adopt arguments on behalf of petitioners that could have
been, but were not, raised by the petitioner during an IPR.” Id. at 1381. “[T]he
Board must base its decision on arguments that were advanced by a party . . .

[W1hile the PTO has broad authority to establish procedures for revisiting earlier-





granted patents in IPRs, that authority is not so broad that it allows the PTO to
raise, address, and decide unpatentability theories never presented by the petitioner
and not supported by record evidence.” Id. The Board abused its discretion by
relying on a mapping of Zhang to claim 1(b) that was not advanced by Petitioner.

The Board also failed to follow Federal Circuit authority in preliminarily
disagreeing with Patent Owners’ argument that claim 1(b) must be performed
before claim 1(d). As discussed above, that interpretation is supported by the fact
that claim 1(d)’s reference to “one or more available devices” relies on claim 1(b)
for antecedent basis. This means that the one or more available devices that are
wirelessly signaled in claim 1(d) are the same one or more available devices
identified in claim 1(b). The Board’s preliminary disagreement (stating that
antecedent dependence “alone does not directly or implicitly require performing
step 1b before step 1d”) is not in accordance with Federal Circuit authority.

When determining if method steps that do not explicitly recite an order must

(133

nonetheless be performed in the order written, “‘[f]irst, we look to the claim
language to determine if, as a matter of logic or grammar, they must be performed
in the order written.””” Hytera Communs. Co. v. Motorola Sols., Inc., 841 Fed.
Appx. 210, 218 (Fed. Cir. Jan. 19, 2021) (quoting Altiris, Inc. v. Symantec Corp.,
318 F.3d 1363, 1369 (Fed. Cir. 2003. Hytera held that an antecedent-basis

relationship between two claim steps provided grammatical evidence that the steps





had to be performed in the order written: “in claim 7, each step of the method
provides an antecedent basis for the steps that follow. That includes ‘a’ timeslot in
the ‘preparing’ step, which grammatically provides antecedent basis for ‘the’
timeslot in the ‘determining’ step.” Hytera, 841 Fed. Appx. at 218. The court
rejected the argument that “the antecedent basis is not meaningful,” holding that
“the fact that the ‘determining step says ‘the’ when it could have said ‘a’ reinforces
our conclusion that it is meant to come after the ‘preparing’ step.” Id.

Hytera is consistent with other Federal Circuit decisions. For example, in
Wi-Lan, Inc. v. Apple Inc., 811 F.3d 455 (Fed. Cir. 2016), the court similarly relied
on antecedent basis as evidence that two steps needed to be performed in order:

The text of the asserted claims requires randomizing the modulated
data symbols before combining them. Claim 1 recites a computing
means that "produce[s] modulated data symbols corresponding to an
invertible randomized spreading" and a means to combine that
"combine[s] the modulated data symbols." . .. The text of the claim
thus requires producing randomized symbols and then combining

those randomized symbols.

Id. at 462 (emphasis in original); see also Medtronic v. Teleflex Life Scis. Ltd.,
2024 U.S. App. LEXIS 6703, at *9 (Fed. Cir. Mar. 21, 2024).

As discussed above, the prosecution history confirms that Patent Owners’
interpretation is correct. In response to the Examiner’s question, the inventors

indicated that “the one or more available devices” recited in claim 1(d) were





indeed the same wireless devices identified in claim 1(b). The Board did not
meaningfully address this evidence from the prosecution history.

B. Ground 2 (Independent Claim 19)

The Boad instituted on all claims and grounds based on its decision to
institute on claim 1. However, it provided comments on claim 19 preliminarily
disagreeing with Patent Owners’ arguments. The Board abused its discretion in its
comments because the Board combined prior-art references in a way that was not
advanced in the petition.

Independent claim 19 is written from a different perspective than the *648
patent’s other independent claims. For example, whereas claim 15 is directed to a
“mobile apparatus for informing a device about an availability of media content,”
claim 19 is directed to “a device for informing a user about an availability of media
content at a mobile device.” In other words, claim 15 focuses on a mobile device
that informs another device about an availability of media content at the mobile
device. Claim 19, on the other hand, focuses on the (secondary) device that is
informed about availability of media content at the mobile device and, in turn,
informs the user of the secondary device about such media content.

When claim 19 speaks of informing a user about the availability of media
content at the mobile device, it indicates that the media content is available to be

rerouted from the mobile device to the user’s device. This is reflected, for example,





in claim 19(b), which recites that the device includes instructions for
“communicating information to an intermediate routing device connected to a local
area network (LAN) for indirectly receiv[ing] messages or media content routed
from one or more available devices connected to the LAN via the intermediate
routing device.” In other words, the user’s device communicates information to an
intermediate routing device that allows the device to receive media content routed
from another device (e.g., the mobile device) connected to the LAN. This is
consistent with the specification. See *648 patent at 1:22-26; 4:26-46; 9:46-50.

Claim 19(c) recites instructions allowing the user’s device to receive a signal
from the mobile device indicating an availability of a media content at the mobile
device. Claim 19(d), in turn, recites instructions by which the device informs its
user about availability of media content at the mobile device. Since the user of the
(secondary) device is informed about availability of media content at the mobile
device, it means that the media content has not yet been rerouted to the user’s
device from the mobile device. It is available for rerouting to the user’s device, but
it has not yet been rerouted. (This arrangement affords the device’s user the
opportunity to choose whether to accept the media content.)

This is consistent with the specification, including, for example, the
embodiment described at *648 patent col. 12, lines 1-10. In that embodiment, when

a call comes into a cell phone (corresponding to the mobile device recited in claim





19), the nearby phone (corresponding to the user’s device recited in claim 19) rings
to indicate that a call is coming into the cell phone. The ’648 patent also
specifically discloses that such an arrangement allows the user of the secondary
device the choice to accept media content (e.g., audio content comprising a phone
call): “As a further example, an incoming phone call directed at a land/fixed line
may be rerouted to a mobile device, thus, effectively using the mobile as a cordless
phone. Such a technique may ease acceptance of a phone call in a hotel lobby, at a
colleague's office, at a restaurant and in many other settings.” Id. at 5:18-23.

Petitioner’s proposed combination involved four references. None of them
seeks to inform the user of a device about media content (such as a phone call) that
is available for rerouting from another device. Petitioner’s proposed combination
relied on Zhang as its base reference. In Zhang, the helper device (not a user)
makes the decision on whether to admit, deny, or queue a service request. This is
reflected in the Petition:

In Zhang’s third step, “request transfer,” a helper server responds the
service query, indicating its availability to handle the requested
service. Specifically, in response to the service query, the helper
“server makes the admission decision S648 and informs the client
whether its service request can be granted right away, has to be
queued[,] or is denied (e.g. not enough total resource on the server or

authentication failure) S646.” Zhang, 7:22-25, 7:58-60.

Petition, 15.
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Petitioner acknowledged that Zhang does not disclose claim 19(d)’s
recitation of “third program instructions executable by the processor to inform the
user of said device about an availability of a media content at the mobile device
with one or more of the following: flash light, ring, and play a loudspeaker sound.”
Instead, Petitioner argued it would have been obvious to modify Zhang based on
Skinner to achieve this claim element.

Skinner teaches using a sensor to “detect[] the occurrence of an event and
notifying a user of the event as well as the nature of the event.” Skinner, Abstract.
For example, the detected event could be “the receipt of a signal (as for example, a
telephone ring signal).” Skinner at 4:13-20, 4:38-42. Skinner teaches that the
message could be sent to other communication devices by a controller associated
with the sensor. Skinner at 5:9-31, 5:63-6:6. The messages can be presented to the
communication devices by, for example, the following means: “audible (such as a
series of beeps or audible speech); visual (such as a text message or a flashing
light); mechanical (such as vibrations); and electrical (ESD) sensory-based.”
Skinner, 6:34-39. Thus, while Skinner teaches using a sensor to detect that a phone
has rung, Petitioner points to nothing in Skinner disclosing that a phone call will
still be available at the original phone when the notification is received by a
communication device. Skinner certainly does not teach routing a phone call from

a device that originally received the call to another device. Thus, Skinner’s
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notification does not teach that a phone call is available at the original phone for
routing to another communication device.

Accordingly, in the proposed combination, when Zhang’s mobile device
sends a service request to a helper device asking it to accept routing of a phone
call, the helper device would make the decision to accept, deny, or queue that
request. The Petition does not state otherwise. Thus, any flashing or ringing at the
helper device (per Skinner’s teaching) would not notify a user that media content is
currently available at the mobile device. Rather, in the proposed combination, the
flashing or beeping would be notifying the user that the phone call had already
been accepted by the users device. In other words, at that point, the media content
would no longer be available at the mobile device—it would have been routed to
the user’s device. Similarly, if the helper device denied the request, any flashing or
beeping would not notify the user of the availability of the phone call because the
device would have already turned down the service request and the phone call
would no longer be available to the helper device. Thus, the proposed combination
does not teach or suggest “third program instructions executable by the processor
to inform the user of said device about an availability of a media content at the
mobile device.”

In its comments on claim 19, the Board stated, “Preliminarily, we disagree

with Patent Owner’s first argument because, for example, the event that triggers
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the flashing or ringing could be the incoming service request (rather than the
incoming media content following acceptance of the service request).” Institution
Decision, 24. However, nowhere in Petitioner’s discussion of claim 19(d) did it
propose that its combination of references would involve an incoming service
request triggering flashing or ringing. See Petition, 55. Nor does the Board cite any
passage in the petition combining the cited references in this way.

Petitioner’s analysis for claim 19(d) referenced its analysis of claim 1(d).
Claim 1(d) does not require informing a user about an availability of a media
content at the mobile device via a flash light, ring, or a loudspeaker sound. While
Petitioner did discuss Zhang’s service request in the context of claim 1(d), the
petition made clear that this service request is an electronic communication
between the mobile device and a helper server; it is not a flashing, ringing, or
sound to inform a user of the helper server about the availability of content at a
mobile device. For example, Petitioner described Zhang’s service request this way:
“The [service] request may contain the following information for the server
admission control: the MIME type of the user data, the requested service on the
data (e.g. displaying, printing or storing), a flag indicating whether the actual data
or a URL will follow, the length of the data in bytes, the expected duration of the
service, and optionally, authentication information.’” Petition, 23-24. Nowhere did

Petitioner suggest that a service request would trigger the helper server to “inform
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the user of said device about an availability of a media content at the mobile device
with one or more of the following: flash light, ring, and play a loudspeaker sound,”
as recited in claim 19(d).

Petitioner’s discussion of claim 19(d) also referenced its discussion of
claims 7, 11, 15, 16, and claim 19(Pre). Its discussion of these claim elements did
not mention Zhang’s “service request.” They certainly did not describe triggering a
flashing or ringing based on a service request. As noted above, the Federal Circuit
has rejected the proposition “that the Board is free to adopt arguments on behalf of
petitioners that could have been, but were not, raised by the petitioner during an
IPR.” In re Magnum QOil Tools, 829 F.3d at 1381.

The Board’s comments on claim 19 also included the following statement:

We also note that Zhang teaches that the mobile device retains state
information. Ex. 1004, 10:48—63. When the mobile device moves,
causing a change in helper servers, state information is passed to the
new helper server so that it can resume providing the helper service to
the data indicated in the saved state information. /d. Thus, it appears
that Zhang’s media content remains available at the mobile device,
even after the media content has been routed to the first helper server,
because other helper servers are able to later obtain the media content

from the mobile device.

Institution Decision, 24. This comment does not justify the Board’s preliminary

disagreement with Patent Owners’ argument on claim 19(d). The Board does not
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explain how the mobile device’s retention of “state information” would mean that
the media content itself remained available at the mobile device.

In any case, the Board provides no citation to the petition tying its comments
to any argument advanced by the Petitioner. Neither the Petitioner’s discussion of
claim 19(d) nor the other claims that involve informing the user about the
availability of media content at the mobile device (claims 7 and 11) mentioned
Zhang’s teaching about the retention of state information by the mobile device.
While this teaching of Zhang was mentioned in Petitioner’s discussion of claim
1(d), that claim element does not involve informing the user about the availability
of media content at the mobile device by flashing, ringing, or the like. Petitioner’s
discussion of claim 1(d) does not indicate that Zhang’s teaching about retention of
state information is somehow relevant to claim 19(d) or informing the user about
the availability of media content at the mobile device by flashing, ringing, or
playing a sound. The Board’s reliance on this teaching of Zhang in its comments
regarding claim 19(d) therefore constitutes an abuse of discretion because it relies
on an argument that Petitioner did not make.

III. Conclusion

For the foregoing reasons, Patent Owners request that the Director grant
Director Review and vacate the Board’s decision instituting trial.

Dated: February 11, 2025 Respectfully submitted,
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