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U.S. Patent No. 10,613,355 

Petition, 12-13

Ex. 1001, Fig. 7

Ex. 1001, Fig. 8

Ex. 1001, 2:16-22
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Ex. 1001, claim 1 (highlight added)

Independent Claim 1 Of The ’355 Patent

Petition, 22-26
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Summary Of Unpatentability Grounds

Petition, 17
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Sikonowiz Is 
Analogous Art



6DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Page  6

Ex. 1005, 135-136

Sikonowiz Teaches Conformal Coating

Petition, 22-26
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Sur-Reply, 14

Sikonowiz Is Analagous Art

Sur-Reply, 14-15
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The Scope of Analogous Art is Broad

Our

“Two separate tests define the scope of analogous prior art: 
(1) whether the art is from the same field of endeavor, 
regardless of the problem addressed and, (2) if the reference 
is not within the field of the inventor's endeavor, whether the 
reference still is reasonably pertinent to the particular 
problem with which the inventor is involved.”

In re Bigio, 381 F.3d 1320, 1325 (Fed. Cir. 2004)

Reply, 2-5
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The Scope of Analogous Art is Broad

Our
"The Supreme Court's decision in KSR … directs us to 
construe the scope of analogous art broadly[.]”

Wyers v. Master Lock Co., 616 F.3d 1231, 1238 (Fed. Cir. 2010).   

Our

“[I]t is necessary to consider the reality of the circumstances—
in other words, common sense—in deciding in which fields a 
person of ordinary skill would reasonably be expected to 
look[.]”

In re Bigio, 381 F.3d 1320, 1326 (Fed. Cir. 2004).

Reply, 2-3
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Sikonowiz Is From The Relevant Field Of Endeavor

Reply, 2-5

Ex. 1001, 2:18-22 (highlighting added)

Petition, 18

Ex. 1005
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Sikonowiz Is Reasonably Pertinent 

Our

“[R]eferences are ‘reasonably pertinent’ only if ‘a person of 
ordinary skill would reasonably have consulted those 
references and applied their teachings in seeking a solution to 
the problem that the inventor was attempting to solve.’”

Airbus S.A.S. v. Firepass Corp., 941 F.3d 1374, 1382 (Fed. Cir. 2019) (quoting In re 
GPAC Inc., 57 F.3d 1573, 1578 (Fed. Cir. 1995)).   

Reply, 2-5
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Ex. 1005, 135-36 (highlighting added)

Sikonowiz Is Reasonably Pertinent

Petition, 23-24

Ex. 1001, 2:23-28 (highlighting added)
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Patent Owner’s Expert Confirms That Sikonowiz Is Reasonably Pertinent

Reply, 3-5

Ex. 1034, 30:1-10 (highlighting added)

Ex. 1034, 48:4-12 (highlighting added)

Ex. 1035, 32:12-21 (highlighting added)
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Patent Owner Misapplies In re Bigio

Our

“[T]he Board concluded that Flemming's toothbrush was in Bigio's field of endeavor because 
‘the structural similarities between toothbrushes and small brushes for hair would 
have led one of ordinary skill in the art working in the specific field of hairbrushes to 
consider all similar brushes including toothbrushes.’ The Board thus correctly set the 
field of the invention by consulting the structure and function of the claimed invention as 
perceived by one of ordinary skill in the art.”

In re Bigio, 381 F.3d 1320, 1326 (Fed. Cir. 2004)

Our

“Again emphasizing the correct ‘ordinary skilled artisan’ standard, the Board then observed 
that the toothbrush art could function as well for brushing facial hair: ‘[W]e determine 
that it would have been readily apparent to one of ordinary skill in the art that Flemming's 
toothbrush may easily be used for brushing hair (e.g., human facial hair)[.]’”

Sur-Reply, 14-15

In re Bigio does not support Patent Owner’s contention that Sikonowiz must reference 
eyewear to be in the same field of endeavor as the ’355 patent. (See Sur-Reply 14-15).
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Sur-Reply, 1-2

A POSA Would Not “Immediately Dismiss” Sikonowiz

Sur-Reply, 1-2, 17

Sur-Reply, 1-2

In its Sur-Reply, Patent Owner argues for the first 
time: 

• “a POSITA would immediately dismiss 
[Sikonowiz’s] 1981 discussion of conformal 
coatings for bulky, cumbersome integrated circuit 
chips as outdated and irrelevant to the small-
form-factor, sophisticated circuit designs 
demanded by consumer electronics.”
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Ex. 1005, 135-36 (highlighting added)

Conformal Coatings Were Common In Eyewear in 2000s

Petition, 23-24

Ex. 1001, 27:5-10 (highlighting added)
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Conformal Coatings Were Common In Eyewear in 2000s

Ex. 1034, 30:1-10 (highlighting added)

Ex. 1035, 32:12-21 (highlighting added)

Reply, 4-5
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Ex. 1001, 2:23-28

Conformal Coatings Were Common In Eyewear in 2000s

Reply, 4-5



19DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Page  19Petition, 24-25

Ex. 1002, ¶74 (highlighting added) 

Conformal Coatings Were Common In Eyewear in 2000s

Ex. 1002, ¶74 (highlighting added) 
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Motivation to 
Combine Sikonowiz
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Motivation to Combine Sikonowiz

Petition, 24-26

• “[T]o prevent moisture and contaminants from 
damaging the PCB and its related electronics.”

• “‘Many surface mount technologies cannot perform 
adequately without the use of a conformal coating.’”

• “[C]onformal coatings were commonplace with PCBs 
as far back as the 1980s and continuing into the 
2000s[.]”

• “[T]he coated PCB would accomplish its intended 
function with the added benefit of keeping moisture and 
contaminants from interfering with the electronics.”

• “The coating would advantageously moisture proof and 
seal the electronic components and electrical 
connections of the PCB[.]”

Petition, 24-26
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Patent Owner’s Motivation To Combine Argument Fails 

A POSA would not be motivated to combine Howell-719 
and Sikonowiz because: 

• a POSA would interpret Sikonwiz as requiring the 
entire PCB to be coated with a conformal layer

• the conformal layer would impair the speaker’s 
functionality

Sur-Reply, 19
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Patent Owner’s Motivation To Combine Arguments Fail

• Howell-719 does not require the speaker to be 
mounted on the PCB

• A POSA would know to mask off portions of the PCB

Reply, 5-7
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Ex. 1004, [0050] (highlighting added)

Howell-719 Does Not Requre The Speaker On The PCB

Petition, 22 (highlighting added)

Petition, 20, 22; Reply 6-7
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A POSA Is Not An Automaton

Our
“A person of ordinary skill in the art is also a person of 
ordinary creativity, not an automaton.”

KSR International Co. v. Teleflex Inc., 550 U.S. 398, 421 (2007)

Reply, 7
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A POSA Would Understand How to Implement Sikonowiz’s Conformal Layer

Ex. 1002, ¶135 (highlighting added)
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A POSA Would Know To Mask Portions Of The PCB

Reply, 11

Ex. 1034, 51:8-15
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Sur-Reply, 21

Sur-Reply, 21-22

Use of a Capacitive Touch Switch Does Not Teach Away From a Conformal Coating 

Sur-Reply, 21
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Use of a Capacitive Touch Switch Does Not Teach Away From a Conformal Coating 

• As PO’s expert acknowledges, neither the prior 
art nor the Petition require the capactive touch 
switch to be mounted on the PCB

• A POSA is not an automaton:
• The entire PCB need not be coated
• A POSA would know to mask off portions of 

the PCB
• A conformal coating can still be used to protect 

the capacitive touch switch while allowing it to 
function 

Reply, 7-8
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Neither The Prior Art Nor Petition Requires Mounting The Capacitive Touch Switch On A PCB

Ex. 1004, [0097] (highlighting added)

Ex. 1002, ¶70 (highlighting added)
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A POSA Is Not An Automaton: Would Understand How to Apply Conformal Layer

Reply, 8

Our
“A person of ordinary skill in the art is also a 
person of ordinary creativity, not an 
automaton.”

KSR International Co. v. Teleflex Inc., 550 U.S. 398, 421 (2007)
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The Conformal Coating Would Protect The Capacitive Touch Switch 

Petition, 21-22; Reply, 7

Ex. 1004, [0097] (highlighting added)
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The Conformal Coating Would Protect The Capacitive Touch Switch 

Ex. 1002, ¶138 (highlighting added)
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The Conformal Coating Would Protect The Capacitive Touch Switch 

Reply, 8

Ex. 1001, claim 13 (highlighting added)

Ex. 1001, claim 19 (highlighting added)
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Patent Owner’s “Complexity” Arguments Are Futile

POR, 37-39 (annotated)

POR, 37-39
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• Blum-130 does not require a reprogrammable 
controller

• A POSA would know to mask off portions of the PCB
• Conformal coatings can be easily removed when 

repair work is required 

Patent Owner’s “Complexity” Arguments Are Futile

Reply, 10-12

Reply, 10-12
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Blum-130 Does Not Require a Reprogrammable Controller

Ex. 1006, 6:39-47 (highlighting added)

Reply, 10-12
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Sur-Reply, 24-25 (highlighting added)

Patent Owner’s “Complexity” Arguments Are Futile
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Sinokowiz Teaches Ease of Application and Removal

Ex. 1005, 136 (highlighting added)
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Complexity/Expense Do Not Negate Motivation to Combine

Our

“[T]he ‘mere disclosure of alternative designs does not teach away.’ In re 
Fulton, 391 F.3d 1195, 1201 (Fed. Cir. 2004). This court has further explained that 
just because better alternatives exist in the prior art does not mean that an inferior 
combination is inapt for obviousness purposes.” In re Gurley, 27 F.3d 551, 553 
(Fed. Cir. 1994).

In re Mouttet, 686 F.3d 1322, 1334 (Fed. Cir. 2012)

Our
“‘A given course of action often has simultaneous advantages and disadvantages, 
and this does not necessarily obviate motivation to combine.’”

Allied Erecting & Dismantling. Co. v. Genesis Attachments, LLC, 825 F.3d 1373, 1381 (Fed. Cir. 2016) (citing 
Medichem, S.A. v. Rolabo, S.L., 437 F.3d 1157, 1165 (Fed. Cir. 2006) (citation omitted))

Our
Even if adding a conformal coating created additional work, “the law does not 
exclude from an obviousness determination solutions which are more complex[.]” 

Polaris Wireless, Inc. v. Trueposition, Inc., IPR2013-00323, Paper 62 at 36 (citing KSR, 550 U.S. at 417)
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Ground 6
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Blum-130, Sikonowiz, and Howell-719 Render Claim 14 Obvious 

Ex. 1004, Fig. 1 (annotated)

Ex. 1006, Fig. 21 (annotated)

Ex. 1001, claim 14

Petition, 52-53
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Ex. 1002, ¶¶148-149

A POSA would be motivated to combine Howell-719 and 
Blum-130 because capacitive touch switches:
• are not susceptible to wear, fatigue, and loosening due 

to mechanical movement
• permit glasses to have a switch without disrupting the 

typical smooth, slim profile of glasses
• eliminate the need to carry a second device to 

remotely control the lenses
• have been known for decades 

Petition Sets Forth the Motivation to Combine Howell-719 and Blum-130

Petition, 54-56



44DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Page  44

Sur-Reply, 9 (highlighting added)

Petitioner Sets Forth the Motivation to Combine Howell-719 and Blum-130

Sur-Reply, 9
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Patent Owner’s Reliance On Xerox Is Misplaced

Our

“Dr. Jones offers only a verbatim restatement of the assertion being supported, without any 
supporting evidence or technical reasoning . . . This is particularly problematic in cases 
where, like here, expert testimony is offered not simply to provide a motivation to combine 
prior-art teachings, but rather to supply a limitation missing from the prior art. See KSR 
Intern. Co. v. Teleflex Inc., 550 U.S. 398, 421 (2007) (stating that a ‘factfinder . . . must be 
cautious of arguments reliant upon ex post reasoning’); Arendi S.A.R.L. v. Apply, Inc., 832 
F.3d 1355, 1361–62 (Fed. Cir. 2016) (holding that reliance on common sense in an 
obviousness analysis is ‘typically invoked to provide a known motivation to combine, not 
to supply a missing claim limitation’)[.]”

Xerox Corp. v. Bytemark, Inc., IPR2022-00624, Paper 9 at 16 (PTAB Aug. 24, 2022).
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POR, 23 (highlighting added)

POR 23

PO’s “Unsuitability” Arguments Do Not Negate Motivation to Combine
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PO’s “Unsuitability” Arguments Do Not Negate Motivation to Combine

Our
“In evaluating whether a reference is analogous, we 
have consistently held that a patent challenger must 
compare the reference to the challenged patent.”

Sanofi-Aventis Deutschland GmbH v. Mylan Pharms. Inc., 66 F.4th 
1373, 1377 (Fed. Cir. 2023) (citing Donner Tech., LLC v. Pro Stage 
Gear, LLC, 979 F.3d 1353, 1359 (Fed. Cir. 2020))

POR, 22-24

Patent Owner’s Response does not suggest: 

• that Blum-130 teaches away from using a capacitive 
touch switch

• that Howell-719 teaches away from using a capacitive 
touch switch in electroactive eyewear (as described in 
Blum-130)

Reply, 17-20
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POR, 23-24

PO’s Arguments Regarding Alternative Switches Fails
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Our

“[T]he ‘mere disclosure of alternative designs does not 
teach away.’ In re Fulton, 391 F.3d 1195, 1201 (Fed. Cir. 
2004). This court has further explained that just because 
better alternatives exist in the prior art does not mean that an 
inferior combination is inapt for obviousness purposes.” In re 
Gurley, 27 F.3d 551, 553 (Fed. Cir. 1994).

In re Mouttet, 686 F.3d 1322, 1334 (Fed. Cir. 2012).

PO’s Arguments Regarding Alternative Switches Fails

Reply, 19-20



50DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Page  50

POR, 24

POR, 24

Patent Owner’s Argument Regarding “Continuous Variance” Fails
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Petition, 54 (highlighting added)

Petition, 54

A POSA Would Have Been Motivated To Use A Capacitive Touch Switch
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Patent Owner’s Argument Regarding “Continuous Variance” Fails

Sur-Reply, 10 (highlighting added)
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Patent Owner’s Argument Regarding “Continuous Variance” Fails

Ex. 1006, 28:37-51 (annotated)
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Patent Owner Remaining Arguments Fail 

Sur-Reply, 10

Sur-Reply, 10; Petition, 54-56

Ex. 1006, 28:37-51

Blum-130’s “simplest embodiment” is a way to change the 
lenses’ focal distance.  
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Neither Complexity Nor Expense Negate Motivation to Combine

POR, 24
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Neither Complexity Nor Expense Negate Motivation to Combine

Our
Even if adding a conformal coating created additional work, 
“the law does not exclude from an obviousness determination 
solutions which are more complex[.]” 

Polaris Wireless, Inc. v. Trueposition, Inc., IPR2013-00323, Paper 62 at 36 
(citing KSR, 550 U.S. at 417)

Our

“[T]he fact that the two disclosed apparatus would not be 
combined by businessmen for economic reasons is not the 
same as saying that it could not be done because skilled 
persons in the art felt that there was some technological 
incompatibility that prevented their combination.”

Orthopedic Equip. Co. v. United States, 702 F.2d 1005, 1013 (Fed. Cir. 1983)

Reply, 11
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Claim 13
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Ex. 1001, claim 13 (highlight added)

Independent Claim 13 Of The ’355 Patent

Petition, 32-35
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POR, 39-41

The Prior Art in Grounds 1, 3, 6 and 7 Disclose the Method of Claim 13

POR, 39-41
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The Prior Art in Grounds 1, 3, 6 and 7 Disclose the Method of Claim 13

Our
“‘[A] reference must be considered not only for what it 
expressly teaches, but also for what it fairly suggests.’”

Bradium Techs. LLC v. Iancu, 923 F.3d 1032, 1049 (Fed. Cir. 2019) (quoting In 
re Baird, 16 F.3d 380, 383 (Fed. Cir. 1994)) 

POR, 39-41; Sur-Reply, 26-28; Reply, 12-13
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The Prior Art in Grounds 1, 3, 6 and 7 Disclose the Method of Claim 13

Reply, 12-13

Grounds 1 and 3 Grounds 6 and 7

Ex. 1004 Ex. 1006
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Grounds 1 and 3 – Howell-719 Discloses A Method

Reply, 12-13

Ex. 1004, [0111] (highlighting added)

Ex. 1004, [0018] (highlighting added)
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Grounds 6 and 7 – Blum-130 Discloses A Method

Reply, 12-13

Ex. 1006, 3:45-46

Ex. 1006, Fig. 21

Ex. 1006, claim 27
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The Prior Art in Grounds 1, 3, 6 and 7 Disclose the Method of Claim 13

Our

“[T]he Board's observation that appellant did not provide the type of 
detail in his specification that he now argues is necessary in prior art 
references supports the Board's finding that one skilled in the art 
would have known how to implement the features of the references 
and would have concluded that the reference disclosures would have 
been enabling.”

In re Epstein, 32 F.3d 1559, 1568 (Fed. Cir. 1994)

Our
explaining that the patent demonstrates that alleged invention was 
within scope of the ordinary skill in the art, “and it does so not by what 
[the patent] discloses but by what it does not disclose.”

Abbott Labs. v. Andrx Pharms., Inc., 452 F.3d 1331, 1341 (Fed. Cir. 2006) 
(emphasis in original)

POR, 39-41; Sur-Reply, 26-28
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Grounds 4 and 5

Claim 14
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Ground 4 - Howell-719, Sikonowiz, and Howell-158 Render Claim 14 Obvious 

Petition, 42-49

Ex. 1004, Fig. 1 (annotated) Ex. 1007, Fig. 21 (annotated)

Petition, 44

Ex. 1001, claim 14
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Ground 5 - Howell-719, Sikonowiz, and Blum-130 Render Claim 14 Obvious 

Petition, 42-48

Petition, 47

Ex. 1004, Fig. 1 (annotated) Ex. 1006, Fig. 21 (annotated)

Ex. 1001, claim 14
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Howell-719 Teaches Multiple Switches
Sur-Reply, 3-4

Sur-Reply, 7
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Page  69Petition, 45; Reply, 15

Ground 4 Does Not Eliminate The Capacitive Touch Switch

Ex. 1004, [0081] (highlighting added)

Ex. 1007, [0163] (highlighting added)

Petition, 45 (highlighting added)
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Petition, 47 (highlighting added)

Petition, 47

Ground 5 Does Not Eliminate The Capacitive Touch Switch

Ex. 1002, ¶148 (highlighting added)
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Howell-719 Discloses Use Of Multiple Switches

Reply, 15

Ex. 1004, [0093] (highlighting added) 

Ex. 1004, [0087] (highlighting added) 

Ex. 1004, [0062] (highlighting added) 

Ex. 1004, [0075] (highlighting added)Ex. 1004, [0074] (highlighting added)
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Sur-Reply, 5

Sur-Reply, 6-7

Patent Owner’s “Switch Type” Argument Fails

Sur-Reply, 5-7
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Page  73Reply, 14-15

Howell-719 Discloses Various Switch Types

Ex. 1004, [0093] (highlighting added) Ex. 1004, [0087] (highlighting added) 

Ex. 1004, [0075] (highlighting added)
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Page  74Reply, 15

Ex. 1002, ¶¶124-125,  (highlighting added)

Patent Owner’s “Switch Type” Argument Fails
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Ground 7
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Blum-130, Sikonowiz, and Eichelberger Render Claim 14 Obvious 

Petition, 39-40

Ex. 1010, Figs. 1a-1b (annotated)

Petition, 39-40

Ex. 1001, claim 14
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Eichelberger Is 
Analogous Art
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Sur-Reply, 12 (highlighting added)

Sur-Reply, 12

Eichelberger Is From The Relevant Field Of Endeavor
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The Scope of Analogous Art is Broad

Our

“Two separate tests define the scope of analogous prior art: 
(1) whether the art is from the same field of endeavor, 
regardless of the problem addressed and, (2) if the reference 
is not within the field of the inventor's endeavor, whether the 
reference still is reasonably pertinent to the particular 
problem with which the inventor is involved.”

In re Bigio, 381 F.3d 1320, 1325 (Fed. Cir. 2004)

Reply, 2-5
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Page  80Reply, 3, 20-22 

The Scope of Analogous Art is Broad

Our
“The Supreme Court’s decision in [KSR] directs us to construe 
the scope of analogous art broadly[.]” 

Wyers v. Master Lock Co., 616 F.3d 1231, 1238 (Fed. Cir. 2010).   

Our

“[I]t is necessary to consider the reality of the circumstances—
in other words, common sense—in deciding in which fields a 
person of ordinary skill would reasonably be expected to 
look[.]”

In re Bigio, 381 F.3d 1320, 1326 (Fed. Cir. 2004).
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Eichelberger Is Directed To Consumer Electronics

Reply, 20-22

Ex. 1010, 1:56-60, 7:29-37 (highlighting added)

Ex. 1001, 2:18-22 (highlighting added)
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Eichelberger Is Reasonably Pertinent 

Our

“[R]eferences are ‘reasonably pertinent’ only if ‘a person of 
ordinary skill would reasonably have consulted those 
references and applied their teachings in seeking a solution to 
the problem that the inventor was attempting to solve.’”

Airbus S.A.S. v. Firepass Corp., 941 F.3d 1374, 1382 (Fed. Cir. 2019) (quoting In re 
GPAC Inc., 57 F.3d 1573, 1578 (Fed. Cir. 1995)).   

Reply, 5
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Sur-Reply, 12

Sur-Reply, 12-13

Eichelberger Is Reasonably Pertinent

Sur-Reply, 13 (highlighting added)
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Ex, 1002, ¶177 (highlighting added)

Reply, 21-22

Eichelberger Is Reasonably Pertinent
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Page  85Reply, 4, 21-22

Eichelberger Is Reasonably Pertinent 

Ex. 1001, 13:4-12 (highlighting added)

Ex. 1010, 7:29-37 (highlighting added)
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Page  86Sur-Reply, 13-14

Patent Owner’s Final Argument Mischaracterizes Blum-130

Sur-Reply, 13-14 (highlighting added)
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Ex. 1006, 28:37-41(highlighting added)

Reply, 22-23

Ex. 1006, 28:51-58 (highlighting added)

Patent Owner’s Final Argument Mischaracterizes Blum-130




