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Petition, 12-13

BACKGROUND

bilities, etc.

The present subject matter relates to various types of
eyewear including electronic functional members, includ-
ing, for example, electronic focusing eyeglasses, electro-
active eyeglasses, electronic eyewear providing 3D capa-

Ex. 1001, 2:16-22
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Independent Claim 1 Of The 355 Patent

1. An eyewear system comprising:
an eyewear frame:

an electronics assembly comprising electronic compo-
nents configured to control an electrical functional
member;

a capacitive touch switch coupled to at least one elec-
tronic component in the electronics assembly:

at least one electrical connective element electrically
connected to the electronic assembly and the electrical
functional member; and

a conformal layer over the electronic assembly to seal the
electronic components;

wherein the conformal layer is moisture proof and seals
electrical connections of the electronic component;

wherein the conformal layer is disposed in an enclosure of
the eyewear frame;

wherein the eyewear frame comprises a temple; and

wherein the electronic assembly 1s enclosed in the temple.

Ex. 1001, claim 1 (highlight added)

Petition, 22-26 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



Petition, 17

Ground References

Howell-719 and Sikonowiz

Howell-719, Sikonowiz,
Thomas, and Vogt

Howell-719, Sikonowiz, and
Eichelberger

Howell-719, Sikonowiz, and
Howell-158

Howell-719, Sikonowiz, and
Blum-130

Blum-130 i view of Sikonowiz
and Howell-719

Blum-130 i view of Sikonowiz
and Eichelberger
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Sikonowiz Teaches Conformal Coating

PRINTED
FIRCAITS [—

The purpose of a conformal coating is to cover a printed-circuit|
assembly and protect it from environmental hazards such as moisture,
dirt, and chemicals. Of these, moisture protection is probably of the
greatest general significance.

Ex. 1005, 135-136

b
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Sikonowiz Is Analagous Art

Patent Owner’s Sur-Reply to
Petitioner's Reply for Inter Partes Review
1.5, Patent No. 10.613.355

would not have found a capacitive switch operable in Blum-130 for many reasons,
including that such capacitive switch would be an inappropriate mechanism by which
to implement the “continuous variance™ functionality or the on/'off moveable “switch
positions” required by Blum-130_ (§ IL B, supra; EX-1006, 28:37-58.)

Accordingly, Eichelberger is non-analogous art and a POSITA would have
lacked the motivation to combine the prior art teachings.

III. CLAIM 1IS PATENTABLE
A, Ground 1: Claim 1 Is Patentable Over Howell-719 and Sikonowiz

Petitioner’s ground 1 argument for claim 1 rests on three faulty positions
articulated again in its reply. (Reply. 1-9). Claim 1 (and its dependents) are patentable
over ground 1 because Petitioner has not shown metivation to combine Howell-719
and Sikonowiz

First. Petitioner’s reply attempts to map Sikonowiz as analogous art to the "355
patent. (Reply. 2-5.) However. Sikonowiz fails both prongs of the analogous art test.
Sikenowiz is neither from the same field of endeavor as the claimed invention nor
“reasonably pertinent to the particular problem with which the inventor is involved.”
Sanofi-dventis, 66 F.4th at 1377 (citing In re Bigio, 381 F.3d at 1325, with approval).)

Sikonowiz is not from the same field of endeavor because it does not concern
eyewear. The challenged patent, including the “function[] and structure of the claimed

invention” informs the applicable field of endeavor Airbus 5.A.5, 941 F.3d at 1380
14

Sur-Reply, 14-15

Sikonowiz fails both prongs of the analogous art test.

Sikonowiz 1s neither from the same field of endeavor as the claimed invention nor
“reasonably pertinent to the particular problem with which the inventor is involved.”
Sanofi-Aventis, 66 F.4th at 1377 (citing In re Bigio, 381 F.3d at 1325, with approval).)
Sikonowiz is not from the same field of endeavor because it does not concern

cyewear.

Sur-Reply, 14
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The Scope of Analogous Art is Broad

&

“Two separate tests define the scope of analogous prior art:
(1) whether the art is from the same field of endeavor,
regardless of the problem addressed and, (2) if the reference
is not within the field of the inventor's endeavor, whether the
reference still is reasonably pertinent to the particular
problem with which the inventor is involved.”

In re Bigio, 381 F.3d 1320, 1325 (Fed. Cir. 2004)

Reply, 2-5 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



The Scope of Analogous Art is Broad

"The Supreme Court's decision in KSR ... directs us to
construe the scope of analogous art broadly[.]”

’ Wyers v. Master Lock Co., 616 F.3d 1231, 1238 (Fed. Cir. 2010).

“[I]t is necessary to consider the reality of the circumstances—
in other words, common sense—in deciding in which fields a
person of ordinary skill would reasonably be expected to
look[.]”

In re Bigio, 381 F.3d 1320, 1326 (Fed. Cir. 2004).

Reply, 2-3 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



Sikonowiz Is From The Relevant Field Of Endeavor

10O
u 3

S010613335B2

on United States Patent 101 Patent No.:  US 10,613,355 B2

Blum et al. (45) Date of Patent; Apr. 7, 2020

m . !
s

The present subject matter relates to various types of
eyewear including electronic functional members, includ-
ing, for example, electronic focusing eyeglasses, electro-

Ecizltiit\;:s:eifflasses, electronic eyewear providing 3D capa- » R INTED
Ex. 1001, 2:18-22 (highlighting added) 7 IRCG’TS

The references are analogous art because they are from the same field as the

'355 patent, e.g.. eyewear and/or consumer electronics. Ex. 1002 925; Ex. 1001,

Abstract: Unwired Planet, LLC v. Google Inc.. 841 F.3d 995, 1000 (Fed. Cir. 2016).

Petition, 18

HAYDEN

Ex. 1005

Reply, 2-5 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 10



Sikonowiz Is Reasonably Pertinent

&

‘[Rleferences are ‘reasonably pertinent’ only if ‘a person of
ordinary skill would reasonably have consulted those
references and applied their teachings in seeking a solution to
the problem that the inventor was attempting to solve.”

Airbus S.A.S. v. Firepass Corp., 941 F.3d 1374, 1382 (Fed. Cir. 2019) (quoting In re
GPAC Inc., 57 F.3d 1573, 1578 (Fed. Cir. 1995)).

Reply, 2-5 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 1



Sikonowiz Is Reasonably Pertinent

10O
3

US010613335B2

o United States Patent o) Patent No.:  US 10,613,355 B2
Blum et al. (45) Date of Patent; Apr. 7, 2020

54 MOISTURE-RESISTANT

EYE WEAR

(51) Ink.ClL
G02C 10N
G028 277018

) Us.Cl
CFC
(201

Petition, 23-24

Unfortunately, it has been found that in some environ-
ments, particularly those having high humidity or causing
the wearer to sweat, commercially available electronic eye-
wear and frames may suffer from shorting of electronic
connections and thus impede or cause the electronic appli-
cation used with the eyvewear to fail.

Ex. 1001, 2:23-28 (highlighting added)

Conformal Coating

The purpose of a conformal coating is to cover a printed-circuit
assembly and protect it from environmental hazards such as moisture,
dirt, and chemicals. Of these, moisture protection is probably of the

greatest general significance.

Ex. 1005, 135-36 (highlighting added)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

PRINTED
IRCUITS

‘
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Patent Owner’s Expert Confirms That Sikonowiz Is Reasonably Pertinent

Q Would a POSITA have considered a conformal
coating as a solution to address the issue of high
moisture and liquids in electronic eyewear prior
to the '355 patent?

A Conformal layer is very common, in
particular on printed circuit boards, to protect
the electronics from any number of things. So
wouldn't be surprised if others had attempted to
use that to make moisture-resistant electronics,

potentially in eyewear.

Ex. 1034, 30:1-10 (highlighting added)

Reply, 3-5

Q If a student appreoached you and asked you
for resources about conformal coatings prior to
2006, what resources would you have directed the
student to?

A There's many textbooks on creation of
printed circuit boards and their protection. I
think there's two in our exhibits.

Well,

Sikonowski [sic] is one of them

Q Would a POSITA have considered prior to
2006 using a conformal layer to protect
electronics in eyewear from water?

A A conformal later -- sorry.

A Conformal layers can protect from many
different things: Chemical, abrasion, wear,
vapor, but a conformal layer is a very standard

application to printed circuit boards for many

different protection needs.

Ex. 1034, 48:4-12 (highlighting added)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

Ex. 1035, 32:12-21 (highlighting added)
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Patent Owner Misapplies In re Bigio

In re Bigio does not support Patent Owner’s contention that Sikonowiz must reference
eyewear to be in the same field of endeavor as the '355 patent. (See Sur-Reply 14-15).

i“[ﬂhe Board concluded that Flemming's toothbrush was in Bigio's field of endeavor because

have led one of ordinary skill in the art working in the specific field of hairbrushes to
consider all similar brushes including toothbrushes.’ The Board thus correctly set the
field of the invention by consulting the structure and function of the claimed invention as
perceived by one of ordinary skill in the art.”

‘the structural similarities between toothbrushes and small brushes for hair would
/L.

“Again emphasizing the correct ‘ordinary skilled artisan’ standard, the Board then observed
that the toothbrush art could function as well for brushing facial hair. ‘[W]e determine
that it would have been readily apparent to one of ordinary skill in the art that Flemming's
toothbrush may easily be used for brushing hair (e.g., human facial hair)[.]"”

In re Bigio, 381 F.3d 1320, 1326 (Fed. Cir. 2004)

Sur-Reply, 14-15 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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A POSA Would Not “Immediately Dismiss” Sikonowiz

UNITED STATES PATENT AND TRADEMAREK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

i In its Sur-Reply, Patent Owner argues for the first
o time:

E-VISION OPTICS. LLC.

Patent Owner.
11

« “a POSITA would immediately dismiss

Case No. IPR2024-01069

Patent No. 1061335 [Sikonowiz’s] 1981 discussion of conformal
coatings for bulky, cumbersome integrated circuit
PATENT OTNER'S SUR-TEPLYTO PETTIONER S REPLY chips as outdated and irrelevant to the small-

form-factor,  sophisticated  circuit  designs
demanded by consumer electronics.”

Mail Stop PATENT BOARD
Patent Trial and Appeal Board
USS. Patent and Trademark Office PO. Sur-Rep |y, 1-2

Box 1450
Alexandria, VA 22313-1450

Sur-Reply, 1-2, 17 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 15



Conformal Coatings Were Common In Eyewear in 2000s

igning and Creating

RINTED
IRCUITS

’

Petition, 23-24

Conformal coatings may be applied by a variety of methods jy,.
cluding vacuum deposition, dipping, or spraying. The first of thege
techniques is used with coatings deposited from the vapor phase. Djp.
ping and spraying are employed with liquid conformal coatings, which
require time to cure into hard, protective films, For printed-circuit ap-
plications, the most important coatings are epoxy, parylene, acrylic
polyurethane, and silicone.

Ex. 1005, 135-36 (highlighting added)

urethane, silicone, or epoxy.

The
conformal coating may have any suitable thickness, but is
typically less than 1 mm thick, and more preferably less than
0.5 mm thick. The coating may comprise any suitable
material, such as a brushed, spray or dip applied acrvlic,

Ex. 1001, 27:5-10 (highlighting added)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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Blum et al. 5} Date of Patent: Apr. 7,2020

US010613355B2
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Conformal Coatings Were Common In Eyewear in 2000s

Q Would a POSITA have considered a conformal
coating as a solution to address the issue of high
1 UNITED STATES PATENT AND TRADEMARK OFFICE . o . . .
moisture and liquids in electronic eyewear prior
2
' ?
3 BEFORE THE PATENT TRIAL AND APPEAL BOARD to the '355 patent?
4 A Conformal layer is very common, in
? LUXOTTICA OF AMERICA, INC., particular on printed circuit boards, to protect
[ Petitioner, . )
the electronics from any number of things. So
7 V.
a E-VISION OPTICS, LLC, wouldn't be surprised if others had attempted to
9 Patent Owner. use that to make moisture-resistant electronics,
o potentially in eyewear.
11 IPR2024-01069 - - -
o Ex. 1034, 30:1-10 (highlighting added)
12 U.S. Patent No. 10,613,355
13 Q Would a POSITA have considered prior to
4 .
14 2006 using a conformal layer to protect
15 REMOTELY CONDUCTED VIDEQOTAPED DEPOSITION OF ) )
electronics in eyewear from water?
16 JAMES OLIVER PHD
17 WEDNESDAY, JUNE 11, 2025 A A conformal later -- sorry.
18 1:00 P.M. CDT
19
A Conformal layers can protect from many
20 | JOB NO.: 587934
21 | pacEs: 1 - &0 different things: Chemical, abrasion, wear,
22 | REPORTED BY: KARISA EKENSEARIR, CCR RPR REMR RDR vapor, but a conformal layer is a very standard
application to printed circuit boards for many
different protection needs.

Ex. 1035, 32:12-21 (highlighting added)

Reply, 4-5 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 17



Conformal Coatings Were Common In Eyewear in 2000s
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Unfortunately, it has been found that in some environ-
ments, particularly those having high humidity or causing
the wearer to sweat, commercially available electronic eye-
wear and frames may suffer from shorting of electronic
connections and thus impede or cause the electronic appli-
cation used with the eyewear to fail.

Ex. 1001, 2:23-28
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Conformal Coatings Were Common In Eyewear in 2000s

Indeed. compared to PCBs in the 1980s, by the early 2000s, PCBs had generally
become smaller and typically utilized more surface mount components. As IPC-
2221A documents. a POSITA would have recognized that. ““due to the tight spacing

UNITED STATES PATENT AND TRADEMARK OFFICE of leads and land traces.” “[m]any surface mount technologies cannot perform

BEFORE THE PATENTTRIAL AND APPEAL BOARD adequately without the use of a conformal coating.™ Ex. 1021 at 25. This principle

LUXOTTICA OF AMERICA INC.. - - -
Petitioner. known to a POSITA would have provided further motivation to apply a conformal
V.

£ VISION OPTICS. LLC. coating as taught in Sikonowiz to Howell-719.

Pateat Owner. Ex. 1002, 174 (highlighting added)

Patent 10,613,355 Because conformal coatings were

DECLARATION OF JOHN FELAND . - . 5 - F
IN SUPPORT OF PETITION FOR INTER PARTES REVIEW commonplace with PCBs as early as the 1980s and continuing into the 2000s (see

OF U.S. PATENT NO. 10,613,355
[PC-2221A). a POSITA would have had a reasonable expectation of success in

applying Sikonowiz’s teachings to Howell-719.

Ex. 1002, 174 (highlighting added)

Petition, 24-25 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 19
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Motivation to Combine Sikonowiz

Filed June 21, 2024

On behalf of Luxottica of America Inc.

By: Al S Razai (Reg. No. 60.771)
Joseph F. Jennings (Reg. No. 40.664)
Jacob L. Peterson (Reg. No. 65.096)
K»OBBE, MARTENS, OLSON & BEAR, LLP
2040 Main Street. 14th Floor
Irvine, CA 92614
Tel.: (949) 760-0404
Fax: (949) 760-9502
Email" luxotticalPR-355@knobbe com

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

LUXOTTICA OF AMERICA INC.,
Petitioner.

V.

E-VISION OPTICS, LLC,
Patent Owner.

Case IPR2024-01069
Patent 10.613.355

PETITION FOR INTER PARTES REVIEW OF
U.S.PATENT NO. 10,613,355

Petition, 24-26

“ITlo prevent moisture and contaminants from
damaging the PCB and its related electronics.”

“Many surface mount technologies cannot perform
adequately without the use of a conformal coating.”

“[Clonformal coatings were commonplace with PCBs
as far back as the 1980s and continuing into the
2000s[.)”

“[Tlhe coated PCB would accomplish its intended
function with the added benefit of keeping moisture and
contaminants from interfering with the electronics.”

“The coating would advantageously moisture proof and
seal the electronic components and electrical
connections of the PCBI.]”

Petition, 24-26

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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Patent Owner’s Motivation To Combine Argument Fails

Patent Owner’s Sur-Reply to
Petitioner’s Reply for Jnter Partes Review
U.S. Patent No. 10,613 355

A POSA would not be motivated to combine Howell-719
and Sikonowiz because:

Freure |

 a POSA would interpret Sikonwiz as requiring the
entire PCB to be coated with a conformal layer

(EX-1004. FIG. 1.) The speaker 24 must be connected to the circuit board in some

manner to function as described in Howell-719.

Thus, if a POSTTA were to apply a conformal coating to the circuitry of Howell- ° h f 1 1 y 1 d . p 0 h p k ’
719. Sikonowiz would direct the POSITA to cover “the components mounted on the (.:On O.rma ayer wou impair the speaker’s
[cizcuit board] as well* (EX-1005, 21.) And as Patent Owner explained in ifs response, ﬁlnctlonallty
“applying a conformal layer to the PCB with those components would have adversely
impacted the speaker’s functionality” (Paper 18, “POR.” 3435 (citing EX-2004, Sur- Reply, 19

9101).) Accordingly. a POSITA would not have undertaken the path proposed by
Petitioner precisely because the combination of Howell-719 and Sikonowiz would

have impaired performance.

19

Sur-Reply, 19 DEMONSTRATIVE EXHIBIT = NOT EVIDENCE 22



Patent Owner’s Motivation To Combine Arguments Fail

Filed: June 23, 2025

On behalf of Luxottica of America Inc.
By: Al S. Razai (Reg. No. 60.771)

Benjamin B. Anger (Reg. No. 62.207)

Alexander B. Stein (Reg No. 71.397)

Jacob L. Peterson (Reg. No. 65.096)

Morgan, Lewis & Bockius LLP

600 Anton Boulevard, Suite 1800

Costa Mesa, CA 92626

Tel.: (714) 830-0600

Fax: (714) 830-0700

Email: MLB-Luxottica-IPR-355@morganlewis com

UNITED STATES PATENT AND TRADEMARK OFFICE

* Howell-719 does not require the speaker to be

BEFORE THE PATENT TRIAL AND APPEAL BOARD mounted On the PCB
LUXOTTICA OF AMERICA INC.. e A POSA would know to mask off pOftiOﬂS of the PCB
Reply, 5-7

E-VISION OPTICS, LLC,

Patent Owner.

Case No. IPR2024-01069
Patent No. 10,613,355

PETITIONER’S REPLY IN SUPPORT OF PETITION FOR
INTER PARTES REVIEW OF U.S. PATENT NO. 10,613,355

Reply, 5-7 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 23



Howell-719 Does Not Requre The Speaker On The PCB

0 W [0050] Inone embodiment, the pair of glasses 10 shown in
as United Si . . . .
" Patent Applcation Publiction. s v s 200248715 1 FIG. 1 includes a radio, and the speaker is a part of the radio.

All the electronics for the radio are at least partially embed-
: ded in the glasses. For example, the electronics can be on a
T A ——— printed circuit board, and the board is in one of the temples '

(34) EVENT EYEGLASSES

(52 US €L 354

5 ¥ MINC "
SUITE A-22
LOS ALTOS, CA 94022 (US) - .
R NI of the glasses.
ccei e

122) Fikd: Jul. 15, 2008

Ex. 1004, [0050] (highlighting added)

Related US. Application Data

i of application Mo, 10864011,

. As a POSITA would
know. printed circuit boards have conductive traces on their surfaces electrically
connecting electronic components mounted on the board to each other, and they have

conductive leads or connectors to electrically connect the mounted electronics to off-

board electronic components. Ex. 1002 §71; Ex. 1030 at 1498-99.

Petition, 22 (highlighting added)

Petition, 20, 22; Reply 6-7 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 24



A POSA Is Not An Automaton

“A person of ordinary skill in the art is also a person of
ordinary creativity, not an automaton.”

KSR International Co. v. Teleflex Inc., 550 U.S. 398, 421 (2007)

Reply, 7 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 25



A POSA Would Understand How to Implement Sikonowiz’s Conformal Layer

PRINTED
IRCUITS

’ HAYDEN

Petition, 48-49; Reply 6-7

Since conformal coating materials are often insulators, a POSITA would therefore
understand that edge connector strips should be left uncoated to permit electrical
contact with off-board components. Indeed. HANDBOOK OF MATERIALS AND
PROCESSES FOR ELECTRONICS, published in 1970, documents this principle: “In the
assembly and processing of electronic components. resists or maskants may be
needed to “stop off’ certain areas from conformal coating or solder. For example. in
the conformal coating of printed-circuit boards. the edge connector strip should be
left uncoated to allow electric contact with an edge connector.” Ex. 1019 at 5-11
(chapter 5. p. 11). This principle would have been immediately apparent to a

POSITA.

Ex. 1002, 1135 (highlighting added)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

LUXOTTICA OF AMERICA INC..
Petitioner,

v.

E-VISION OPTICS, LLC,
Patent Owner.

Case [PR2024-01069
Patent 10,613 355

DECLARATION OF JOHN FELAND
IN SUPPORT OF PETITION FOR INTER PARTES REVIEW
OF U.S. PATENT NO. 10,613,355

Luxottica Ex. 1002
IPR Petition USP 10,613,355




A POSA Would Know To Mask Portions Of The PCB

1 UNITED STATES PATENT AND TRADEMARE OFFICE
2
3 BEFORE THE PATENT TRIAL AND APPEAL BOARD
4 . . \ . .
) Q My question 1s a little more specific.
3 LUXOTTICA OF AMERICA, INC.,
[ Petitioner, .
i Would a POSITA have known prior to 2006
J Ve
g8 E-VISION QPTICS, LLC, i
that applying a conformal layer on such an
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Use of a Capacitive Touch Switch Does Not Teach Away From a Conformal Coating

Patent Owner’s Sur-Reply to
Petitioner’s Reply for Inter Partes Review
U.5. Patent No. 10.613.355

masking any components during the conformal coating process. Second, while
Sikonowiz does discuss a temporary “solder mask™ this discussion is limited to
soldering. and regardless. the only masking Sikonowiz discloses is of the “printed
circuit wiring.” to facilitate electrical commections to and from the board. (See EX-
1005, 18-19: see, also. EX-1002. 135 (“[E]dge comnector strips should be left

pncoated fo permi electrical contact with off board components.)) Third, a POSITA would not have applied Sinkonowiz’s conformal coating to

Even if a POSITA were to apply the solder masking concepts of Sikonowiz to

conformal coatings. at most. this would mean that the connector strips remain . . - . . . .
] o capacitor components in Petitioner’s combination because doing so would have
uncoated. (See EX-1005. 18. 19) But a speaker and its associated movable

components are not connector strips. and so a POSITA would read Sikonowiz as

coating the speaker. Ao becaus coatng fhe entit speaker and dapheagmm would lead resulted in an inoperable system in which the “capacitive touch switch” was fully

to decreased, and even inoperable performance. the proposed combination would

never be atlempled. (2004, T1100-102.) coated with a conformal layer. (EX-2004, 99105, 106.)

Third, a POSITA would not have applied Sinkonowiz’s conformal coating to

Sur-Reply, 21

capacitor components in Petitioner’s combination because deing so would have
resulted in an inoperable system in which the “capacitive touch switch™ was fully
coated with a conformal layer. (EX-2004, 1105, 106.)

Petitioner sidesteps Patent Owner’s argument that a POSITA would not be

motivated to reduce the performance of the Howell-719 “capacitive effect” switch.

21
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Use of a Capacitive Touch Switch Does Not Teach Away From a Conformal Coating
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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD
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Petitioner,
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Patent Owner.

Case No. IPR2024-01069
Patent No. 10,613,355

PETITIONER'S REPLY IN SUPPORT OF PETITION FOR
INTER PARTES REVIEW OF U.S. PATENT NO. 10,613,355

Reply, 7-8

As PQO’s expert acknowledges, neither the prior
art nor the Petition require the capactive touch
switch to be mounted on the PCB
A POSA is not an automaton:

« The entire PCB need not be coated

« A POSA would know to mask off portions of

the PCB

A conformal coating can still be used to protect
the capacitive touch switch while allowing it to
function

Reply, 7-8

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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-
Neither The Prior Art Nor Petition Requires Mounting The Capacitive Touch Switch On A PCB

00 0 OO
US 2005024871971
o United States

o Patent Application Publication o) Pub. No.: US 2005/0248719 A1
oll et al. “)

[0097]

All of the electronic components can be self-
contained inside the temple of the glasses. The components
can be coupled to a printed circuit board. In other embodi-
ments, some of the components are embedded fully or
partially in other areas of the glasses, such as the lens holders
or the bridge of the glasses. Or, one or more electrical
components can be in a shield of the glasses.

Ex. 1004, [0097] (highlighting added)

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

70.  The switch ““can be used to turn the speaker on. or to tune the frequency LUXOTTICA OF AMERICA TC.
of aradio.” Id. § 74. The switch is therefore operably coupled to the audio electronics E—ws;gz_lp‘gf;_.m
that control the speaker. Indeed. to function as a switch for the audio system, the Fren 1013355
switch must be coupled to at least one electronic component in the electronics BSUTRORT O LN St e e
assembly discussed above for element 1[b].

Ex. 1002, 170 (highlighting added)
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A POSA Is Not An Automaton: Would Understand How to Apply Conformal Layer

Reply, 8

“A person of ordinary skill in the art is also a
person of ordinary creativity, not an
automaton.”

KSR International Co. v. Teleflex Inc., 550 U.S. 398, 421 (2007)

For example, a mask
“may be needed to ‘stop off” certain areas from conformal coating or solder.” Ex.
1019, 5-11 (chapter 5. p. 11). Patent Owner’s expert, Dr. Feland, acknowledged that
a POSITA would “have known prior to 2006 that a mask could be used to prevent
the deposition of a conformal coating over electrical contacts.” Ex. 1034, 58:8-12:
see also id.. 43:7-44:8 (“The petitioner suggestions putting [the conformal coating]
over the whole [capacitive touch switch] that’s what I'm saymg a POSITA would

not agree to.”).

Reply, 8

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

IPR2024-01069 — Patent 10.613 355
Luxottica of America Inc. v. e-Vision Optics, LLC

Even if the capacitive touch switch were mouated to the PCB. a POSITA
would have knows that not all areas and components of the PCB requise a conformal
coating. Id.. 7135 (citing Ex. 1019, 5-11 (chapter 5. p. 11)). For example. a mask
“may be needed to “stop off’ certain areas from conformal coating or solder.” Ex
1019, 5-11 (chapter 5. p. 11). Patent Owaner's expert. Dr. Feland, acknowledged that
2 POSITA would “have knowa prior to 2006 that a mask could be used fo prevent
the deposition of a conformal coating over electrical contacts.” Ex. 1034, 58:8-12;
see also id., 43:7-44:8 (“The pefitioner suggestions putting [the conformal coating]
over the whole [capacitive touch switch] that's what I'm saying a POSITA would
not agree to.”). Patent Owner’s argument to the contrary improperly freats the
POSITA as a mere automaton. KSR, 550 U.S. at 421 (A person of ordinary skill in
the art is also a person of ordinary creativity, not an|automaton ”).

Furthermore, even if the capacitive touch switch were coated. Dr. Feland
confirms that the conformal coating would protect the switch while still allowing the
sensor to funetion. Ex 1002, 1795, 114, 138. Claim 19 of the 355 patent confirms
this, reciting that “the conformal coating protects a portion of the capacitive touch
switch™ Ex. 1001, claim 19. Dr. Oliver does not dispute that a partially coated

capacifive touch switch would still be functional. Ex. 2004, 7106.

31




The Conformal Coating Would Protect The Capacitive Touch Switch

0 0 A 0
US 20050248719A1
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A pair of glasses with first and sccond leas holders for

122) Fikd: Jul. 15, 2008

All of the electronic components can be self-
contained inside the temple of the glasses. The components
can be coupled to a printed circuit board. In other embodi-
ments, some of the components are embedded fully or
partially in other areas of the glasses, such as the lens holders
or the bridge of the glasses. Or, one or more electrical
components can be in a shield of the glasses.

Ex. 1004, [0097] (highlighting added)
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The Conformal Coating Would Protect The Capacitive Touch Switch

UNITED STATES PATENT AND TRADEMARK OFFICE Addltlonall}’ . d

BEFORE THE PATENT TRIAL AND APPEAL BOARD - = B -
POSITA would understand that a conformal coating would protect a portion of the

LUXOTTICA OF AMERICA INC..

Petitioner capacitive touch switch from, for example, environmental hazards such as moisture,
V.
E-VISION OPTICS, LLC. dirt, and chemicals.” Ex. 1005 at 135-36. It would have therefore been obvious to
VIET.
Case IPR2024-01069 mount the capacitive touch switch on a PCB and apply a conformal coating to both

Patent 10,613,355

the board and the switch.

DECLARATION OF JOHN FELAND
IN SUPPORT OF PETITION FOR INTER PARTES REVIEW

OF U.S. PATENT NO. 10,613,355 Ex. 1002, 1138 (hlghllghtlng added)

Lurottica Ex_ 1002
IPR. Petition USP 10,613,355
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The Conformal Coating Would Protect The Capacitive Touch Switch

L | 13. A method of manufacturing an eyewear system com-
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- Ex. 1001, claim 13 (highlighting added)

19. The eyewear of claim 14, wherein the conformal
coating protects a portion of the capacitive touch switch.
Ex. 1001, claim 19 (highlighting added)
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Patent Owner’s “Complexity” Arguments Are Futile

UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE PATENT TRIAL AND APPEAL BOARD

LUXOTTICA OF AMERICA INC..
Petitioner
v
E-VISION OPTICS, LLC

Patent Owner

Case No. IPR2024-01069
Patent No. 10,613,355

PATENT OWNER'S RESPONSE TO PETITION

Mail Stop PATENT BOARD
Patent Trial and Appeal Board
U.S. Patent & Trademark Office
P.O. Box 1450

Alexandria. VA 22313-1450

POR, 37-39

Blum-130 specifically discusses the need to reprogram the controller chip. for

example to update a prescription for electro-active lenses:
If a POSITA were to mount the controller on a PCB and apply a conformal
coating as Petitioner suggests. doing so would prevent an electrical connection to

the controller necessary to reprogram it. (EX-2004. 9115.) In that case. any

reprogramming would require maintenance and therefore repair work. an added ex-

pense. (Id.) But as explained in Petitioner’s own cited art. conformal coatings need

to be chemically stripped away or burned away before any repair work can occur.

POR, 37-39 (annotated)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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Patent Owner’s “Complexity” Arguments Are Futile

Filed: June 23, 2025

On behalf of Luxottica of America Inc.
By: Al S. Razai (Reg. No. 60.771)

Benjamin B. Anger (Reg. No. 62.207)

Alexander B. Stein (Reg No. 71.397)

Jacob L. Peterson (Reg. No. 65.096)

Morgan, Lewis & Bockius LLP

600 Anton Boulevard, Suite 1800

Costa Mesa. CA 92626

Tel.: (714) 830-0600

Fax: (714) 830-0700
Email: MLB-Luxottica-IPR-355@morganlewis com
| * Blum-130 does not require a reprogrammable
UNITED STATES PATENT AND TRADEMAREK OFFICE
controller
ST A A e * A POSA would know to mask off portions of the PCB
LUXOTTICA OF AMERICA INC., * Conformal coatings can be easily removed when
peticnce repair work is required

E-VISION OPTICS, LLC,

Reply, 10-12

Patent Owner.

Case No. IPR2024-01069
Patent No. 10,613,355

PETITIONER’S REPLY IN SUPPORT OF PETITION FOR
INTER PARTES REVIEW OF U.S. PATENT NO. 10,613,355

Reply, 10-12 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 36



Blum-130 Does Not Require a Reprogrammable Controller

USOD6TI3LI0B2

a» United States Patent o) Patent No:  US 6,733,130 B2
Blum et al. 5) Date of Patent: “May 11, 2004
(34) METHOD FOR REFRACTING AND (56) References Cited
DISPENSING ELECTRO-ACTIVE
SPECTACLES U8, PATENT DOCUMENTS
.

(U51: Dan Kat
(L

E-Vistan, L1C, Roanoke, YA (US)

In one inventive embodiment, controller 540 1s
a “read-only” type, supplying the voltage to grid elements to
obtain the necessary array of refractive indices to correct the
vision for a specific distance. As the patient’s prescription
changes, a new controller 540 must be programmed and
mserted into the eyewear by the specialist. This controller
would be of a class of ASIC’s, or application specific
integrated circuits, and its memory and processing com-
mands permanently imprinted.

Ex. 1006, 6:39-47 (highlighting added)

(73 Assignes:

(") MNotiee:  Sul

(21 Appl No.: 107281,204
(22} Filed: Oet. 28, 2002

{B5) Prior Publication Data

(31y It €17
(32 US, CL
(38) Ficld of

169, 41, 15
665, 6o,

36 Claims, 21 Drawing Sheets
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Patent Owner’s “Complexity” Arguments Are Futile

Patent Owner’s Sur-Reply to

e eem o, 10613355 Petitioner’s reply
Finally. Petitioner’s ground 2 (for dependent claim 4) relies on Petitioner’s
ground 1 argumeats for independent claim 1. (Pet.. 35-37,) Because ground 1 fals. merely states that Blum-130 also discloses a controller “that 1s not reprogrammed, but

ground 2 fails for at least the same reason.
B.  Ground 6: Claim 1 Is Patentable Over Blum-130 and Sikonowiz [ . L. . ) N > e g
atent Ovne respectuly equests the Board fnd clin | pateutble over instead replaced.” (Reply, 10 (citing EX-1006, 6:32-47).) But a conformal coating
ground 6 for at least two reasons: (i) Sikonowiz is non-analogous art; and (ii)
combiaing Sikonowiz’ teschings with those of Blum-130 would result in could prevent or hinder the operation of such a “replaceable” Blum-130 controller as
inoperable system and would not be attempted.
SHKORONIZIE ROB-ARIOZ0NS AT 1St climed iavention s demonstrtedsbove well, for example, due the inherent difficulty of removing a coated component from a
and in the POR. See § ITLA. supra. For this reason alone, Petitioner’s ground 6 fails.
Even if a POSITA were to apply the non-analogous teachings of Sikonowiz to - - . . .
o _ circuit board. (See EX-1005, 21-22.) Not only would the conformal coating hinder
Blum-130. the result would be an inoperative electroactive eyewear system. and as
such. a POSITA would not have attempted the combination.

In tsseply, Petitioner does not dispute hat covering the Blum-130 contrller replacement, but chemical stripping or burning are often required to remove such

with a conformal coating would “prevent an electrical connection to the controller
accessary o seproggam i (See generaly Reply. POR. 38, Instead, Pettioner s sply coatings, limiting the ability of the combined system to be maintained or otherwise
merely states that Blum-130 also discloses a controller “that is not reprogrammed. but

instead replaced.” (Reply, 10 (citing EX-1006, 6:32-47).) But a conformal coating

repaired. (See id.)

could prevent or hinder the operation of such a “replaceable™ Blum-130 controller as

well. for example, due the inherent difficulty of removing a coated component from a Sur_Reply’ 24_25 (hlghllghtlng added)

24

Sur-Reply, 24-25 DEMONSTRATIVE EXHIBIT = NOT EVIDENCE 38



Sinokowiz Teaches Ease of Application and Removal

igning and Creating

IRINTED
' R Acrylic conformal coatings offer the advantages of long potlife
IRca I ' S and ease of application. When repair work is needed, acrylic confor-
' mal coatings are easily removed from the board with methylene chlo-

ride or some related chlorinated hydrocarbon.

Si
conformal coatings are rarely thicker than 0.005 in., they cannotnﬁz
expected to provide the same protection against physical abuse affoq.
ed by encapsulation. On the other hand, components on the circyit
board remain accessible for adjustment or repair—something not po.
sible after a board has been encapsulated.

Ex. 1005, 136 (highlighting added)

¥

Reply, 11-12 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 39



Complexity/Expense Do Not Negate Motivation to Combine

Reply, 9, 11, 19

1

[T]he ‘mere disclosure of alternative designs does not teach away.’ In re
Fulton, 391 F.3d 1195, 1201 (Fed. Cir. 2004). This court has further explained that
just because better alternatives exist in the prior art does not mean that an inferior
combination is inapt for obviousness purposes.” In re Gurley, 27 F.3d 551, 553
(Fed. Cir. 1994).

In re Mouttet, 686 F.3d 1322, 1334 (Fed. Cir. 2012)

A given course of action often has simultaneous advantages and disadvantages,
and this does not necessarily obviate motivation to combine.™

Allied Erecting & Dismantling. Co. v. Genesis Attachments, LLC, 825 F.3d 1373, 1381 (Fed. Cir. 2016) (citing
Medichem, S.A. v. Rolabo, S.L., 437 F.3d 1157, 1165 (Fed. Cir. 2006) (citation omitted))

Even if adding a conformal coating created additional work, “the law does not
exclude from an obviousness determination solutions which are more complex|.]”

Polaris Wireless, Inc. v. Trueposition, Inc., IPR2013-00323, Paper 62 at 36 (citing KSR, 550 U.S. at 417)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 40




DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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Blum-130, Sikonowiz, and Howell-719 Render Claim 14 Obvious

14. Eyewear comprising:

power source

2170

receiver

a capacitive touch switch operably coupled to an elec-

tronic component in the plurality of electronic compo-
nents.

Ex. 1001, claim 14

Petition, 52-53 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

Iy
\\\ v FIouRe |

Ex. 1004, Fig. 1 (annotated)




Petition Sets Forth the Motivation to Combine Howell-719 and Blum-130

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

LUXOTTICA OF AMERICA INC..
Petitioner.

E-VISION OPTICS, LLC,
Patent Owner.

Case IPR2024-01069
Patent 10,613,355

DECLARATION OF JOHN FELAND
IN SUPPORT OF PETITION FOR INTER PARTES REVIEW
OF U.S. PATENT NO. 10,613,355

Petition, 54-56

A POSA would be motivated to combine Howell-719 and

Blum-130 because capacitive touch switches:

 are not susceptible to wear, fatigue, and loosening due
to mechanical movement

* permit glasses to have a switch without disrupting the
typical smooth, slim profile of glasses

e celiminate the need to carry a second device to
remotely control the lenses

* have been known for decades

Ex. 1002, 11148-149

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




Petitioner Sets Forth the Motivation to Combine Howell-719 and Blum-130

Patent Owner’s Sur-Reply to
Petitioner’s Reply for Inter Partes Review
U.S. Patent No. 10.613.355

B. Ground 6: Claim 14 Is Patentable Over Blum-130, Sikonowiz, and
Howell-719

Claim 14 is patentable over ground 6 at least because Petitioner’s motivation to
combine s based only on conclusory statements by Pefifioner’s expert In 1ts reply, Petitioner again points to the conclusory statements of Dr. Feland.
In its reply, Petitioner again points to the conclusory statements of Dr. Feland.
Petitioner does not dispute that ifs aleged motivation fo add the Howell-710 capacitive Petitioner does not dispute that its alleged motivation to add the Howell-719 capacitive

effect switch to Blum-130 is based on an essentially idenfical paragraph in Dr.
Feland's testimony (Compars Pet. 54 with EX-1000, €143 ) Petitioner's expert effect switch to Blum-130 1s based on an essentially identical paragraph in Dr.
merely repeats the same conclusory statements found in the petition. Dr. Feland’s
testimony is therefore insufficient to support Peitioner’s motivation to combine Feland’s testimony. (Compare Pet., 54 with EX-1002, 9148.) Petitioner’s expert

allegations. Xerox Corp. v Byremark, Inc., IPR2022-00624, Paper ¢ at 15 (PTAB Aug.

24, 2022) (precedential) (finding an expert’s declaration that “mercly repeats” merely repeats the same conclusory statements found m the petition. Dr. Feland’s
conclusory assertions without additional supporting evidence or any techmical
seasoning is “entied fo litle weight.” particulary where the festimony is offered to testimony 1s therefore insufficient to support Petitioner’s motivation to combine
supply a limitation missing from the prior art); 37 CFR. § 42.65(a)).

Feoner's conclusory basis fof combiniag price atteachings lacks specificiy allegations. Xerox Corp. v. Bytemark, Inc., IPR2022-00624, Paper 9 at 15 (PTAB Aug.

Petitioner fails to articulate an adequate motivation to combine the capacitive effect

switch of Howell-719 with Blum-130; thus, the proposed ground 6 combination rests S ur- Re p | y, 9 (h | g h | ig h tl n g a d d ed)
on liffle more than hindsight bias. (Compare Pet.. 54 with EX-1002, 1148)) And

Petitioner cannot use claim 14 itself as guidepost. Pefitioner must put forward some

9

Sur-Reply, 9 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 44



Patent Owner’s Reliance On Xerox Is Misplaced

&

“Dr. Jones offers only a verbatim restatement of the assertion being supported, without any
supporting evidence or technical reasoning . . . This is particularly problematic in cases
where, like here, expert testimony is offered not simply to provide a motivation to combine
prior-art teachings, but rather to supply a limitation missing from the prior art. See KSR
Intern. Co. v. Teleflex Inc., 550 U.S. 398, 421 (2007) (stating that a ‘factfinder . . . must be
cautious of arguments reliant upon ex post reasoning’); Arendi S.A.R.L. v. Apply, Inc., 832
F.3d 1355, 1361-62 (Fed. Cir. 2016) (holding that reliance on common sense in an
obviousness analysis is ‘typically invoked to provide a known motivation to combine, not

to supply a missing claim limitation’)[.]"

Xerox Corp. v. Bytemark, Inc., IPR2022-00624, Paper 9 at 16 (PTAB Aug. 24, 2022).

Sur-Reply, 9

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



PO’s “Unsuitability” Arguments Do Not Negate Motivation to Combine

POR 23

Patent Owner’'s Response to

Petition for Inter Partes Review

Patent No. 10,613,355

(EX-1002, 1148.) Because Dr. Feland's tesimony 1s “conclusory and factually un-

supported.” it should be given little to no weight 4ctivevideo Networks, Inc. v.Ver-

1zon Comme 'ns, Inc.. 694 F 3d 1312, 132728 (Fed. Cir. 2012). Because Petitioner's

argument regarding the alleged motivation to combine Blum-130 and Howell-719 1s

conclusory, 1t must also be rejected. See In re Magnum Oil Tools Int’l, Lid.. 829 F 3d

1364. 1380 (Fed. Cir. 2016) (declaring that “a petitioner cannot employ mere con-
clusory statements™).

Second. of all the available options for a switch, a POSITA would not have
been motivated to use a capacitive touch switch. Both Blum-130 and the "355 patent
disclose electro-active eyewear. whereas Howell-719 is directed to eyewear with a
speaker. (See, e.g.. EX-1006. Abstract: EX-1001. 2:18-22, 2:50-62.) As such. a
POSITA would not have found Howell-719’s disclosures suitable for Blum-130"s
electro-active eyewear. Moreover. as Petitioner recognizes. Blum-130 discloses dif-
ferent types of switches and their associated benefits in electro-active eyewear, in-
cluding the manual switch. which Petitioner argues a POSITA would have been mo-
tivated to replace with Howell-719’s capacitive touch switch. (See, e.g.. EX-1006,
30:55-58 (“The manual switch. . used for overnding the microgyroscope for certain
visual functions at or above the 180, such as working on a computer.”)) In fact,

Blum-130 discloses specific alternative to the manual switch, 1.e.. an eye-tracker, for

23

Second, of all the available options for a switch, a POSITA would not have
been motivated to use a capacitive touch switch. Both Blum-130 and the *355 patent
disclose electro-active eyewear, whereas Howell-719 1s directed to eyewear with a
speaker. (See, e.g., EX-1006, Abstract; EX-1001, 2:18-22, 2:50-62.) As such, a

POSITA would not have found Howell-719’s disclosures suitable for Blum-130’s

electro-active eyewear.

POR, 23 (highlighting added)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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PO’s “Unsuitability” Arguments Do Not Negate Motivation to Combine

D STTE AT A B Patent Owner’s Response does not suggest:

BEFORE THE PATENT TRIAL AND APPEAL BOARD

LUXOTTICA OF AMERICA INC..

Petitioner

* that Blum-130 teaches away from using a capacitive

e touch switch
o o » that Howell-719 teaches away from using a capacitive
PATENT OWNER'S RESPONSE TO PETITION touCh SWitCh in electroactive eyewear (aS described in

Blum-130)

POR, 22-24

“In evaluating whether a reference is analogous, we
have consistently held that a patent challenger must
compare the reference to the challenged patent.”

Sanofi-Aventis Deutschland GmbH v. Mylan Pharms. Inc., 66 F.4th
1373, 1377 (Fed. Cir. 2023) (citing Donner Tech., LLC v. Pro Stage
Gear, LLC, 979 F.3d 1353, 1359 (Fed. Cir. 2020))

Reply, 17-20 DEMONSTRATIVE EXHIBIT = NOT EVIDENCE 47




PO’s Arguments Regarding Alternative Switches Fails

Patent Owner s Response to

Petition for Inter Partes Review

Patent No. 10,613,355

(EX-1002. 148.) Because Dr. Feland's testimony is “conclusory and factually un-

supported.” it should be given little to no weight. Activevideo Networks, Inc. v.Ver-

izon Commc ‘ns, fnc.. 694 F 3d 1312, 1327-28 (Fed. Cir. 2012). Because Petitioner’s

argument regarding the alleged motivation to combine Blum-130 and Howell-719 is

conclusory. it must also be rejected. See fn re Magnum Qil Tools Int'l, Ltd., 8290 F.3d

1364, 1380 (Fed. Cir. 2016) (declaring that “a petitioner cannof employ mere con-
clusory statements™).

Second, of all the available options for a switch. a POSITA would not have
been motivated to use a capacitive touch switch. Both Blum-130 and the "355 patent
disclose electro-active eyewear, whereas Howell-719 is directed to eyewear with a
speaker. (See, e.g.. EX-1006, Abstract; EX-1001, 2:18-22, 2:50-62.) As such. a
POSITA would not have found Howell-719"s disclosures suitable for Blum-130"s
electro-active eyewear. Moreover. as Petitioner recognizes. Blum-130 discloses dif-
ferent types of switches and their associated benefits in electro-active eyewear, in-
cluding the manual switch, which Petitioner argues a POSITA would have been mo-
tivated to replace with Howell-719°s capacitive touch switch. (See, a.g., EX-1006.
30:55-58 (“The manual switch.. used for overriding the microgyroscope for certain
visual functions at or above the 180. such as working on a computer.”).) In fact.

Bhlum-130 discloses specific alternative to the manual switch. i.e.. an eye-tracker. for

23

POR, 23-24

the same purpose Petitioner proposes for the capacitive touch switch.

In fact,

Blum-130 discloses specific alternative to the manual switch, 1.e.. an eye-tracker. for

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

POR, 23-24
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PO’s Arguments Regarding Alternative Switches Fails

i “[Tlhe ‘mere disclosure of alternative designs does not

teach away.’ In re Fulton, 391 F.3d 1195, 1201 (Fed. Cir.
2004). This court has further explained that just because
better alternatives exist in the prior art does not mean that an
inferior combination is inapt for obviousness purposes.” In re
Gurley, 27 F.3d 551, 553 (Fed. Cir. 1994).

In re Mouttet, 686 F.3d 1322, 1334 (Fed. Cir. 2012).

Reply, 19-20 DEMONSTRATIVE EXHIBIT = NOT EVIDENCE 49



Patent Owner’s Argument Regarding “Continuous Variance” Fails

Patent Owner's Response to

Petition for Inter Partes Review

Patent No. 10,613,355

the same purpose Petitioner proposes for the capacitive touch switch (Id, 30:65- Additionally, Blum-130 discloses that “the switch 1s analog not digital, and

31:1)

Additonally. Blucn-130 discloses that “the switch is analog not digital. and provides continuous variance of the focal length of the lens by adjusting a knob

provides continuous variance of the focal length of the lens by adjusting @ knob
erfever vl e el contro on oo (SC006, 283558 (emplans or lever much like a volume control on a radio.” (EX-1006, 28:55-58 (emphasis
added).) To enable continuous variance functionality in a capacitive touch switch, a
POSITA would have needed to include multiple capacitive touch switches. or at least
 ve complenfouch aich it alier capablic. hich sould hve been cot added).) To enable continuous variance functionality in a capacitive touch switch, a
prohibitive. (EX-2004. 973.) As a result. and contrary to Petitioner's assertions, a

POSITA would not hase been motvated fo replace any of Bhuay 130's switch op- POSITA would have needed to include multiple capacitive touch switches, or at least

tions with a capacitive touch switch. (Jd.)
Ground 6 filsbecause a POSITA would nothave been motivated o ncorpo- a very complex touch switch with slider capabilities, which would have been cost-

rate Howell-719’s switch mto Blum-130’s eyewear. Accordingly, Petitioner’s cited
1or art combination m Ground 6 does not render obvious the claimed capacitive -y - ’ .. .
- i prohibitive. (EX-2004, 973.) As a result, and contrary to Petitioner’s assertions, a

touch switch.

3. Ground 7: Petitioner’s Reliance an Eichelberger is Mis-

placed POSITA would not have been motivated to replace any of Blum-130’s switch op-

Claim 14 is patentable over the cited prior art combination in Ground 7 (Blum-

130, Sikonowiz, and Eichelberger) because Eichelberger is non-analogous art. And

tions with a capacitive touch switch. (/d.)

2 POR, 24

POR, 24 50

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE



A POSA Would Have Been Motivated To Use A Capacitive Touch Switch

IPR Petition — Patent 10.613.355
Luxotfica af America Inc. v. e-Vision Optics, LLC

options for a switch to control the electro-active lenses. including combining sensors

and a manual switch to allow for a mixture of automated and manual inputs to control

the etectro-active lenses. Ex. 1006 cols 28-30. As discussed in Ground 1, Howell A POSITA would have been motivated to use such a capacitive touch switch
719 discloses a capacitive touch switch satisfying element 1[c]. Supra §VILA 3.
A POSITA would have been moivated fo se such a capaciive ouch switch with Blum-130’s glasses. Ex. 1002 §148. A person needing Blum-130’s electro-

with Blum-130°s glasses. Ex. 1002 T148. A person needing Blum-130’s electro-
active lenses would be expected to require frequent switching operations to change . . -~ . . B
active lenses would be expected to require frequent switching operations to change

the lenses” focal distance as the person looked at objects at different distances. Jd.

Manual switches relying on mechanical movement to close a circuit are susceptible . i . o i
o weas. Sigue. snd Toosening, which. over the course of fepested switching the lenses” focal distance as the person looked at objects at different distances. /Id.
operations, can lead to eventual failure. Jd' Capacitive touch switches do not rely on
wechanical moveme, elimisating tis source of falure. 1d. Moreover, usig a Manual switches relying on mechanical movement to close a circuit are susceptible
capacitive touch switch permits the glasses to have a switch without a protmuding
putton (hat would isruptthe typicalsmoct st profie of gasses. I Tl avoids to wear, fatigue, and loosening, which, over the course of repeated switching
Blum-130"s inconvenient alternative of needing to carry a second device that
temotely controls the lenses. Jd. (citing Ex. 1006 29:40-51). A capacitive touch . . - .
operations, can lead to eventual failure. /d. Capacitive touch switches do not rely on

switch would therefore have been an ideal choice for a switch in eyewear in lhe early

2000s, when glasses were often marketed as fashion accessories. Jd.

Incorporating Howell-719°s capaciive fouch switch iato Blum-130 would mechanical movement, eliminating this source of failure. 7d.

Petition, 54 (highlighting added)

constifute a simple substitution or addition of a specific known type of switch

54

Petition, 54 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 31



Patent Owner’s Sur-Reply to
Petitioner’s Reply for Infer Paries Review
U.S. Patent No. 10,613,355

“explanation as to how or why the references would be combined to arrive at the
claimed mvention...[otherwise] hindsight bias [becomes] the thread that stitches
together prior art patches into something that is the claimed invention.” Metaleraft of
Mayville, Inc. v. The Toro Co_, 848 F3d 1358, 1367 (Fed. Cir. 2017) (citation omitted).

Moreover, in the reply, Petitioner now pivots from its original contention in its
petition of Blum-130s “change [of] the lenses’ focal distance,” (Pet, 54) and now
relies on a purported “simplest embodiment” in Blum-130 where “the electro-active
lenses are etther on or off.” (Reply. 19 (citing EX-1006, 28:40-41.) Petitioner’s pivot
fails because the cited portion of Blum-130 describes a mechanical, movable switch
with different physical positions inapposite to that of a touch switch. (See EX-1006.
28:37-58) In this purported simplest embodiment, Blum-130 requires “two switch
positions.” (Id., 28:38-39 (emphasis added).) Blum-130 describes a first, (or “off)
posttion, a second (or “on”) position. (Jd. 28: 37-58.) Therefore. not only would
implementation of Blum-130"s “vanable focal length” control using a capacitive effect
switch not be attempted due to the requirement for “continuous vanance” adjustment,
as demonstrated in the POR at pages 29 and 30. the implementation of the “simplest
embodiment” Blum-130 switch using a capacitive effect switch would also not be
attempted. as now proposed in the reply. (Reply. 19) Even in its “simplest

embodiment,” Blum-130 requires movement between “switch positions.” and a

10

Sur-Reply, 10; Reply, 18-19, 22-23

Patent Owner’s Argument Regarding “Continuous Variance” Fails

Therefore, not only would
implementation of Blum-130’s “variable focal length” control using a capacitive etfect
switch not be attempted due to the requirement for “continuous variance” adjustment,
as demonstrated in the POR at pages 29 and 30, the implementation of the “simplest
embodiment” Blum-130 switch using a capacitive effect switch would also not be

attempted, as now proposed in the reply.

Sur-Reply, 10 (highlighting added)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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Patent Owner’s Argument Regarding “Continuous Variance” Fails

A0 0 OO

067331 3012

g ttes Patent e e Syt In order to provide a variable focal length to the user, the

i ELECTROSACTIVE

electro-active lenses are switchable. At least two switch

positions are provided, however, more are provided if
needed. In the simplest embodiment, the electro-active
lenses are either on or off. In the off position, no current
flows through the wires, no voltage 1s applied to the erid
assemblies, and only the fixed lens power is utilized. This
would be the case in a user requiring a far field distance
correction, for example, assuming of course, the hybrid
electro-active lens utilizes either a single vision or multifo-
cal lens blank or optic which corrects for distance vision as
part of its construction. To provide near vision correction for
reading, the switch would be on, providing a predetermined
voltage or array of voltages to the lenses, creating a positive
add power 1n the electro-active assemblies.

Ex. 1006, 28:37-51 (annotated)

Sur-Reply, 10; Reply, 18-19, 22-23 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 93



Patent Owner Remaining Arguments Fail

Patent Owner's Sur-Reply to
Petitioner's Reply for Futer Partes Review
U.S. Patent No. 10,613,355
“explanation as to how or why the references would be combined to arrive at the
claimed invention.. [otherwise] hindsight bias [becomes] the thread that stitches
together prior art patches mto something that is the claimed mvention.” Metalcraft of
Mayville, Inc. v. The Tore Co.. 848 F.3d 1358. 1367 (Fed. Cix. 2017) (citation omutted)
Moreover, in the reply, Petitioner now pivots from its original contention in its
petition of Blum-130"s “change [of] the lenses” focal distance.” (Pet.. 54) and now
relies on a purported “simplest embodiment™ in Blum-130 where “the electro-active
lenses are either on or off” (Reply. 19 (citing EX-1006, 28:40-41)) Petitioner’s pivot
fails because the cited portion of Blum-130 describes a mechanical, movable switch
with different physical positions inapposite to that of a touch switch. (See EX-1006.
28:37-38.) In this purported simplest embodiment, Blum-130 requires “two switch
positions.” (Id., 28:38-39 (emphasis added)) Blum-130 describes a first, (or “off)
position. a second (or “on™) position. (4. 28: 37-38.) Therefore, not ouly would
implementation of Blum-130’s “variable focal length” control using a capacitive effect
switch not be attempted due to the requirement for “continuous variance” adjustment.
as demonstrated in the POR at pages 29 and 30, the implementation of the “simplest
embodiment” Blum-130 switch using a capacitive effect switch would also not be
attempted, as now proposed in the reply. (Reply, 19) Even in its “simplest

embodiment.” Blum-130 requires movement between “switch positions.” and a

10

Sur-Reply, 10; Petition, 54-56

Moreover, in the reply, Petitioner now pivots from its original contention in its
petition of Blum-130’s “change [of] the lenses’ focal distance.” (Pet.. 54) and now
relies on a purported “simplest embodiment™ in Blum-130 where “the electro-active
lenses are either on or off.” (Reply. 19 (citing EX-1006. 28:40-41.) Petitioner’s pivot
fails because the cited portion of Blum-130 describes a mechanical. movable switch

with different physical positions inapposite to that of a touch switch.

Sur-Reply, 10

Blum-130’s “simplest embodiment” is a way to change the
lenses’ focal distance.

Ex. 1006, 28:37-51

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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Neither Complexity Nor Expense Negate Motivation to Combine

Patent Owner’s Response to

Petition for Inter Partes Review

Patent No. 10,613 355

the same purpose Petitioner proposes for the capacitive touch switch. (Jd., 30:65-
31:1)

Additionally, Blum-130 discloses that “the switch 1s analog not digital. and

provides confinnons variance of the focal length of the lens by adjusting a knob

or lever much like a volume control on a radie” (EX-1006, 28:55-58 (emphasis

added).) To enable continuous variance functionality in a capacitive touch switch. a

To enable continuous variance functionality n a capacitive touch switch, a
POSITA would have needed to include multiple capacitive touch switches, or at least

a very complex touch switch with slider capabilities, which would have been cost-

POSITA would have needed to include multiple capacitive touch switches, or at least
prolubitive. (EX-2004. T73.) As a result. and contrary to Pefitioner’s assertions. a

POSITA would not have been motivated to replace any of Blum-130"s switch op- . . . P .
a very complex touch switch with slider capabilities, which would have been cost-

tions with a capacitive touch switch. (Jd.)

Ground 6 fails because a POSITA would not have been motivated to incorpo-

prohibitive. (EX-2004, 973.)

rate Howell-7192°s switch into Blum-130’s eyewear. Accordingly. Petitioner’s cited

prior art combination in Ground 6 does not render obvious the claimed capacitive
POR, 24
touch switch.
3. Ground 7: Peritioner’s Reliance on Eichelberger is Mis-
placed

Claim 14 is patentable over the cited prior art combination in Ground 7 (Blum-

130, Sikonowiz, and Eichelberger) because Eichelberger 1s non-analogous art. And

24

POR, 24 DEMONSTRATIVE EXHIBIT = NOT EVIDENCE 5



Neither Complexity Nor Expense Negate Motivation to Combine

Reply, 11

Even if adding a conformal coating created additional work,
“the law does not exclude from an obviousness determination
solutions which are more complex|[.]”

Polaris Wireless, Inc. v. Trueposition, Inc., IPR2013-00323, Paper 62 at 36
(citing KSR, 550 U.S. at 417)

“[T]he fact that the two disclosed apparatus would not be
combined by businessmen for economic reasons is not the
same as saying that it could not be done because skilled
persons in the art felt that there was some technological
incompatibility that prevented their combination.”

Orthopedic Equip. Co. v. United States, 702 F.2d 1005, 1013 (Fed. Cir. 1983)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 956




Claim 13

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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Independent Claim 13 Of The 355 Patent

13. A method of manufacturing an eyewear system com-
prising;:

disposing a plurality of electronic components on a
capacitive touch switch;

connecting the plurality of electronic components via
electrical connections to form an electronic assembly;

depositing a conformal layer over at least a portion of the
electronic assembly and at least a portion of the capaci-
tive touch switch; and

coupling the electronic assembly and the capacitive touch
switch with the conformal layer to an enclosure of an

eyewear frame.
Ex. 1001, claim 13 (highlight added)

Petition, 32-35 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 58



The Prior Art in Grounds 1, 3, 6 and 7 Disclose the Method of Claim 13

Patent Owner s Response to

Petition for Inter Partes Review

Patent No. 10,613,355

cited art discloses a “method for manufacturing eyewear.” See TorPharm, Inc. v.
Ranbaxy Pharmaceuticals, Inc., 336 F.3d 1322, 1327 (Fed. Cir. 2003) (“[T]here are
1o per se rules relating the patentability of product and process in either direction...a
process yielding a well-known product may yet be nonobvious.”) (citation omitted).
In Grounds 1 and 3. Petitioner contends that “Howell-719 discloses an eye-

wear system and ifs construction.” (Petition at 32.) But none of the materials Peti-
tioner points to (Figure 1. paragraphs [0027] — [0107], and section VILA.1 of the
petition) even mention a method. The claimed steps, for example. “depositing a con-
formal layer over at least a portion of the electronic assembly and at least a portion

of the capacitive touch switch.” would not have been obvious fo a POSITA simply

by looking at Figure 1 or paragraphs [0027] — [0107].

(Petitioner at 10 (EX-1004. FIG. 1 with Petitioner's annofations).) Because Howell-

719 does not even disclose a conformal laver. this step would not have been apparent

40

POR, 39-41

Even though claim 13 requires “[a] method of manufacturing an eyewear sys-
tem,” Petitioner fails to address this requirement in Grounds 1, 3, 6, and 7 and does
not show where in Howell-719 or Blum-130 a method such as manufacturing steps

is taught or suggested. Thus, claim 13 is additionally patentable because none of the

cited art discloses a “method for manufacturing eyewear.”

POR, 39-41

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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The Prior Art in Grounds 1, 3, 6 and 7 Disclose the Method of Claim 13

[11]

[A] reference must be considered not only for what it
expressly teaches, but also for what it fairly suggests.”

Bradium Techs. LLC v. lancu, 923 F.3d 1032, 1049 (Fed. Cir. 2019) (quoting /In
re Baird, 16 F.3d 380, 383 (Fed. Cir. 1994))

POR, 39-41; Sur-Reply, 26-28; Reply, 12-13 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 60



The Prior Art in Grounds 1, 3, 6 and 7 Disclose the Method of Claim 13

Reply, 12-13

Grounds 1 and 3
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Grounds 1 and 3 — Howell-719 Discloses A Method

00 00O 0O 0
US 2005024871941
n United States

a2 Patent Application Publication e Pub. No.: US 2005/0248719 A1
Howell et al. (43 Pub. Date: Nov. 10, 2005

wwwwwwww

Reply, 12-13

[0018] The invention can be implemented in numerous
ways including, a method, system, device, apparatus, and a
computer readable medium. Several embodiments of the
invention are discussed below.

Ex. 1004, [0018] (highlighting added)

[0111] Numerous specific details are set forth in order to
provide a thorough understanding of the present invention.
However, it will become obvious to those skilled in the art
that the invention may be practiced without these specific
details. The description and representation herein are the
common meanings used by those experienced or skilled 1n
the art to most effectively convey the substance of their work
to others skilled in the art. In other instances, well-known
methods, procedures, components, and circuitry have not
been described 1n detail to avoid unnecessarily obscuring
aspects of the present mnvention.

Ex. 1004, [0111] (highlighting added)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE




Grounds 6 and 7 — Blum-130 Discloses A Method

US006733130B2
(12) United States Patent (10) Patent No.: US 6,733,130 B2
Blum et al. 45) Date of Patent: *May 11, 2004
(54) METHOD FOR REFRACTING AND (56) References Cited
DISPENSING ELECTRO-ACTIVE
SPECTACLES U.S. PATENT DOCUMENTS

27. A method for constructing an electro-active lens
comprising the activities of:

Ex. 1006, claim 27

“Attaching” can include bonding, depositing,
adhering, and other well-known attachment methods.

FIG.21

Ex. 1006, 3:45-46

Ex. 1006, Fig. 21

Replyr 12-13 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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The Prior Art in Grounds 1, 3, 6 and 7 Disclose the Method of Claim 13

explaining that the patent demonstrates that alleged invention was
within scope of the ordinary skill in the art, “and it does so not by what
[the patent] discloses but by what it does not disclose.”

Abbott Labs. v. Andrx Pharms., Inc., 452 F.3d 1331, 1341 (Fed. Cir. 2006)
(emphasis in original)

%

“[T]he Board's observation that appellant did not provide the type of
detail in his specification that he now argues is necessary in prior art
references supports the Board's finding that one skilled in the art
would have known how to implement the features of the references
and would have concluded that the reference disclosures would have
been enabling.”

In re Epstein, 32 F.3d 1559, 1568 (Fed. Cir. 1994)

POR, 39-41; Sur-Reply, 26-28 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 64



Claim 14
Grounds 4 and 5
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Ground 4 - Howell-719, Sikonowiz, and Howell-158 Render Claim 14 Obvious

2%

Ex. 1004, Fig. 1 (annotated) Ex. 1007, Fig. 21 (annotated)

Due to the close similarity between
Howell-719 and Howell-158, 1t would have been obvious to a POSITA to
mcorporate Howell-158’s accelerometer into Howell-719’s glasses. Ex. 1002 ¢ 124.
Howell-719’s glasses would benefit from the ability to detect when a user 1s wearing

the glasses.

14. Eyewear comprising:

an accelerometer or a gyroscope;

a capacitive touch switch

Petition, 44

Ex. 1001, claim 14

Petition, 42-49 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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Ground 5 - Howell-719, Sikonowiz, and Blum-130 Render Claim 14 Obvious

FIG.21

Ex. 1004, Fig. 1 (annotated) Ex. 1006, Fig. 21 (annotated)

Incorporating Blum-130’s accelerometer- or gyroscope-based switch
controls mto Howell-719 represents using a sumple substitution of one known
alternative (accelerometer/gyroscope-based motion detector allowing for head

movement to activate switch) for a component (physical switches) serving the same

purpose (allowing the user to activate switch to control functionality while the user

1s wearing the glasses and cannot see the switches) with the added benefit of hands-

free control. /d.

14. Eyewear comprising:

an accelerometer or a gyroscope;

a capacitive touch switch

Petition, 47

Ex. 1001, claim 14

Petition, 42-48 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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Howell-719 Teaches Multiple Switches

Patent Owner’s Sur-Reply to
Petitioner’s Reply for [nrer Partes Review
U.S. Patent No. 10.613.355

II.  CLAIM 14 IS PATENTABLE

Claim 14 requires both a capacitive touch switch and at least one of an
accelerometer or gyroscope. But as Patent Owner explained in its response. none of
Petitioner’s four grounds establishes that a POSITA would have been motivated to
create the claimed eyewear, which must inchude both controls.

A.  Grounds 4 and 5: Claim 14 Is Patentable Over Howell-719,
Sikonowiz, and Howell-158

For both grounds 4 and 5. Petitioner originally proposed substiruting either
Howell-158"s accelerometer (ground 4) or Blum-130"s gyroscope (ground 5) for
Howell-719°s “capacitive effect” sensor. (Pet.. 44-47.) But as the Board correctly
recognized 1n its institution decision in relation to ground 5, Petitioner’s combination
replaced Howell-7197s switch with a different component. (Institution Decision, 29-
30.) The Board’s reasoning equally applies to ground 4 at least because Petitioner relies
on the same rationale of substinuring for Howell-719°s capacitive effect sensor. (Pet..
44-47) As such. neither combination includes the two different controls required by
claim 14.

With respect fo ground 4, claim 14 is patentable at least because Petitioner’s
combination effectively removes and replaces Howell-719°s “capacitive effect” sensor
with Howell-158’s “accelerometer.” (See Pet.. 42-48 (“[ilncorporating Howell-158's

accelerometer-based “being worn’ detector thus represents using a simple substitntion

Sur-Reply, 3-8

Sur-Reply, 3-4

With respect to ground 4, claim 14 is patentable at least because Petitioner’s
combination effectively removes and replaces Howell-719’s “capacitive effect” sensor
with Howell-158’s “accelerometer.” (See Pet., 42-48 (“[iJncorporating Howell-158’s

accelerometer-based ‘being worn’ detector thus represents using « simple substitution

of one known alternative (accelerometer-based ‘being worn’ detector) for another,
similar component (magnetic-based ‘ready to be worn’ detector) with predictable
results.”)) If a POSITA were to make the ground 4 combination, at least claim element

14[d] would be missing.

With respect to ground 5, claim 14 is patentable at least because Petitioner’s
combination effectively removes and replaces Howell-719’s “capacitive effect” sensor
with Blum-130’s “gyroscope.” (See Pet., 42-48 (“[i]ncorporating Blum-130’s
accelerometer- or gyroscope-based switch controls into Howell-719 represents using
a simple substitution of one known alternative (accelerometer/gyroscope-based
motion detector allowing for head movement to activate switch) for a component
(physical switches).”) If a POSITA were to make the ground 5 combination, at least

claim element 14[d] would not be satisfied.

Sur-Reply, 7

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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Ground 4 Does Not Eliminate The Capacitive Touch Switch

a9 United States

a2 Patent Application Publication o) Pub. No.: US 2006/0023158 Al
Howell et al. (43) Pub. Date: Feb. 2, 2006

[0163] In one embodiment, a motion detector is used as a
“being worn™ sensor. A threshold can be set, such that if the
amount of motion exceeds the threshold, the eyewear is
assumed to be worn. The motion detector can, for example,

be achieved by a mechanical means or an accelerometer. Incorporating
Ex. 1007, [0163] (highlighting added) Howell-158’s accelerometer-based “being worn” detector thus represents using a
a9y United States ) o X ) .
«» Patent Application Publication o Pub. No.: US 2005/0248719 A1 simple substitution of one known alternative (accelerometer-based “being wom™
Howell et al. (43) Pub. Date: Nov. 10, 2005

- _ _ detector) for another, similar component (magnetic-based ‘“ready to be worn”
[0081] The switch can be activated by magnetic forces ) P (mag g

156. For example, there can be a magnetic sensor or a Hall
effect detector inside a temple proximate to a joint of a pair
of glasses. FIG. 6 shows a section of a pair of glasses 250 Petition, 45 (highlighting added)
with such a detector 254. The detector 254 is electrically
connected to a printed circuit board 255. When the temple
252 is in its extended position, as when the glasses 250 are
ready to be worn, the detector 254 will be directly adjacent
to a magnet 256 inside a lens holder 258 at the correspond-
ing joint 260.

Ex. 1004, [0081] (highlighting added)

detector) with predictable results. Ex. 1002 125.

Petition, 45; Reply, 15 DEMONSTRATIVE EXHIBIT - NOT EVIDENCE 69



Ground 5 Does Not Eliminate The Capacitive Touch Switch

IPR Petition — Patent 10.613.355
Lurottica of America Inc. v. e-Vision Optics, LLC

functionality of the glasses. Jd. 30:39-45. In “another exemplary embodiment, a
combination of a rangefinder and a microgyroscope” controls the switch. Jd. 30:59—
60.

Howell-719 describes that the user may operate switches to control audio
‘while wearing the glasses. Ex. 1004 93. Since the user might not be able to see the
switches, Howell-719 describes using different tactile cues (rough versus smooth
surface or different heights) to allow the user to distinguish between switches. Ex.
1002 ¥130. Incorporating Blum-130's accelerometer- or gyroscope-based switch
controls into Howell-719 represents using a simple substimtion of one known
alternative (accelerometer/gyroscope-based motion detector allowing for head
‘movement to activate switch) for a component (physical switches) serving the same
purpose (allowing the user to activate switch to control functionality while the user
is wearing the glasses and cannot see the switches) with the added benefit of hands-
free control. Jd. Blum-130’s disclosure of the accelerometer/gyroscope-based switch
in glasses highly similar to those of Howell-719 demonstrates a POSITA would have
a reasonable expectation of success. Id.

In Ground 5 as well, element 14[b] would have been obvious

3. 14[c]: conformal coating

Element 14[c] recites: “a conformal coating, deposited over at least a portion

of the plurality of electronic components, to protect the plurality of electronic

47

Petition, 47

Incorporating Blum-130’s accelerometer- or gyroscope-based switch
controls into Howell-719 represents using a simple substitution of one known
alternative (accelerometer/gyroscope-based motion detector allowing for head
movement to activate switch) for a component (physical switches) serving the same
purpose (allowing the user to activate switch to control functionality while the user
1s wearing the glasses and cannot see the switches) with the added benefit of hands-

free control. Id.

Petition, 47 (highlighting added)

Manual switches
relying on mechanical movement to close a circuit are susceptible to wear, fatigue,
and loosening, which, over the course of repeated switching operations, can lead to
eventual failure. Capacitive touch switches do not rely on mechanical movement,

elimimating this source of failure.

Ex. 1002, 1148 (highlighting added)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

UNITED STATES PATENT AND TRADEMARK OFFICE
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Petitioner,
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Patent Owner.
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OF U.S. PATENT NO. 10,613,355
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Howell-719 Discloses Use Of Multiple Switches

To illus-
trate, there are two mechanical switches on the glasses. The
top surfaces of the two switches have different texture. One
switch has a smooth surface and the other has a rough
surface. Pushing the rough surface implies incrementing one
step and pushing the smooth surface implies decrementing
one step. This type of perception design is based on tactile
effect. In another example, the heights of the two switches
are different. The taller switch 1s for one effect and the
shorter is for another. In yet another embodiment, the lateral
position of the two switches has significance. For example,
the two mechanical switches are on the top surface or edge
of a temple. By pushing the switch closer to the lens holder,
the volume of the speaker in the glasses goes up; and by
pushing the switch further away from the lens holder, the
volume of the speaker goes down. In another example, the
two switches are under the two ends of a piece of materials,

[0087] As described, in a number of embodiments, the
switch can provide different degrees or ranges of control. In
one embodiment, there are two degrees of control, such as
in an on/off switch. In another embodiment, there can be
multiple discrete degrees, steps or positions. For example,
the switch is a roller with discrete notches to indicate
different discrete positions. Or, there can be two mechanical
switches, placed side-by-side. Pushing one switch will incre-
ment one step, and pushing the other will decrement one

step.

Ex. 1004, [0087] (highlighting added)

In yet another embodiment, there can
be one or more switches at the glasses to change the
frequencies.

Ex. 1004, [0093] (highlighting added)

If the glasses have two speakers, such as one on each
of the temples, there can be two switches, one on each
temple to control the corresponding speaker.

Ex. 1004, [0062] (highlighting added)

Reply, 15

Ex. 1004, [0074] (highlighting added)

The control can take perception into consideration,
such as based on texture, height and lateral position of
multiple switches.

Ex. 1004, [0075] (highlighting added)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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Patent Owner’s “Switch Type” Argument Fails

Patent Owner’s Sur-Reply to But HO\Vell- 719
Petitioner’s Reply for Inter Partes Review
U.S. Patent No. 10,613,355

switch 28 for an accelerometer n an aftempt to satisfy clement 14[0]. Petiioner cannot does not disclose or suggest that the two related switches could be of a different type
use switch 28 to also satisfy element 14[d].

Petitioner’s reliance in the reply on Howell 719's “two switches™ does not (e.g., capacitive effect and magnetic-based), and Petitioner has not provided a
change this result. (Reply. 15.) At Howell-719 §74. cited by Petitioner in the reply.

o switches are disclosed for glasses having fwo speakers. e.2. <o that each speaker motivation for incorporating different switch #fypes for each respective speaker.
may be controlled by its own switch. (Jd.. 15 (citing EX-1004, 774.) But Howell-719

does not disclose or suggest that the two related switches could be of a different type S ur- Re p |y, 5

(e.g.. capacitive effect and magnetic-based). and Petitioner has not provided a

meotivation for incorporating different switch fypes for each respective speaker. Indeed.
Howell-719’s single switch 1s substituted

it would be impractical and confusing fo implement eyewear having a first switch type
(e.g.. capacitive effect) for operating a left speaker, while also having a second switch
ype (2., magnetic-based) for operating  right speaker. (Soe EX2004, 64, 65.) for an accelerometer, and Howell-719 does not describe operating the accelerometer

And regardless. Howell-719 does not disclose or suggest the two-switch. two-function
(Howell-719’s switch, per Petitioner) with another switch of a different type. And 1t

eyewear postulated by Petitioner.
At Howell-719 Y93, also cited by Petifioner in the reply. again Howell-719
diclnacs “tn swirhes™ of e sare e 3 mechunical swikch (i, 15 (ciing EX. would not be obvious to add a second switch of a different type to Howell-719 because

1004, 193.) Not only does Howell-719 not show switches of different types, the
iscussion at Howell-719 %93 describes featores fo factlly distinguishing befween Howell-719 discloses no reason to deprecate the functionality of its eyewear by adding

unnecessary switches of different types.

Sur-Reply, 6-7

Sur-Reply, 5-7 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 72



Howell-719 Discloses Various Switch Types

[0075] The switch in the glasses can have different
attributes. It can be activated by different type of forces,
including mechanical, radiation, magnetic, electrical, and
temperature. The switch can also be activated remotely by a
remote device. The switch can be based on one or more
detectors. The switch can have different degrees or ranges of
control, such as binary, multiple discrete steps or incremen-
tal control. The switch can be placed at different position on
the glasses, such as on the side or top surface of a temple or
at a joint. The control can take perception into consideration,
such as based on texture, height and lateral position of
multiple switches.

Ex. 1004, [0075] (highlighting added)

[0087] As described, in a number of embodiments, the
switch can provide different degrees or ranges of control. In
one embodiment, there are two degrees of control, such as
in an on/off switch. In another embodiment, there can be
multiple discrete degrees, steps or positions. For example,
the switch is a roller with discrete notches to indicate
different discrete positions. Or, there can be two mechanical
switches, placed side-by-side. Pushing one switch will incre-
ment one step, and pushing the other will decrement one
step.

Reply, 14-15

Ex. 1004, [0087] (highlighting added)

[0093] Inone embodiment, the user can be using a switch
when the glasses are worn. Depending on the position and
the type of switch, the user may not be able to see the switch
when he is manipulating it. In one embodiment, the design
of the switch takes into consideration perception. To illus-
trate, there are two mechanical switches on the glasses. The
top surfaces of the two switches have different texture. One
switch has a smooth surface and the other has a rough
surface. Pushing the rough surface implies incrementing one
step and pushing the smooth surface implies decrementing
one step. This type of perception design is based on tactile
effect. In another example, the heights of the two switches
are different. The taller switch is for one effect and the
shorter is for another. In yet another embodiment, the lateral
position of the two switches has significance. For example,
the two mechanical switches are on the top surface or edge
of a temple. By pushing the switch closer to the lens holder,
the volume of the speaker in the glasses goes up; and by
pushing the switch further away from the lens holder, the
volume of the speaker goes down. In another example, the
two switches are under the two ends of a piece of materials,
such as a rocker-lever, which can be plastic. Rocking the
plastic piece forward is an increment motion, and rocking
the plastic piece backwards is a decrement motion.

Ex. 1004, [0093] (highlighting added)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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Patent Owner’s “Switch Type” Argument Fails

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

LUXOTTICA OF AMERICA INC..
Petitioner.
v

E-VISION OPTICS. LLC.
Patent Owner.

Case IPR2024-01069
Patent 10.613.355

DECLARATION OF JOHN FELAND
IN SUPPORT OF PETITION FOR INTER PARTES REVIEW
OF U.5. PATENT NO. 10,613,355

Reply, 15

Due to the close similarity between Howell-
719 and Howell-158, it would have been obvious to a POSITA to incorporate

Howell-158’s accelerometer into Howell-719°s glasses. Howell-719’s glasses would

benefit from the ability to detect when a user 1s wearing the glasses.

Incorporating Howell-158"s accelerometer-based
“being worn™ detector thus represents using a simple substitution of one known
alternative (accelerometer-based “bemg worn” detector) for another. similar

component (magnetic-based “ready to be worn” detector) with predictable results.

Ex. 1002, 11124-125, (highlighting added)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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Ground 7

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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Blum-130, Sikonowiz, and Eichelberger Render Claim 14 Obvious
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Ex. 1010, Figs. 1a-1b (annotated)

Eichelberger discloses a capacitive touch switch that includes a double-sided

printed circuit board 16 on which electrodes 18b and 18c are fabricated. Ex. 1010

3:20-23, 3:43-47, 3:54-57.

A POSITA would have been motivated to use the
capacitive touch switch from Eichelberger in Howell-719 because using a switch
with a double-sided printed circuit board and the ability to mount electronics directly
thereon would facilitate efficient use of space. Ex. 1002 ¥109; see also Ex. 1010
3:53-57 (teaching this as a “further advantage™ of the‘ double-sided PCB). Such

efficiency 1s vital in designing eyewear with embedded electronics because the space

for the electronics 1s limited. Ex. 1002 9109.

Petition, 39-40

Petition, 39-40 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

14. Eyewear comprising:

a capacitive touch switch operably coupled to an elec-
tronic component in the plurality of electronic compo-
nents.

Ex. 1001, claim 14
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Eichelberger Is From The Relevant Field Of Endeavor

Patent Owner’s Sur-Reply to
Petitioner’s Reply for Infer Partes Review
U.S. Patent No. 10,613,355

Petitioner merely casts a wide, nebulous net i order to loop m as many tangential
prior art documents as possible. This ignores the “reality of circumstances™ that each
of the "355 patent’s claims. figures, background and detailed descrption directly
concems, enables, and describes “eyewear,” and specifically “electronic eyewear.”
(EX-1001. cls. 1. 13. 14: FIGS. 1-27. 2:18-35, 6:66-28:63.) The inventor would thus
have understood the relevant field to be eyewear, and not some undefined concept of
any device sold to a consumer that uses electricity. Petitioner does not dispute that
Eichelberger includes no specific disclosure of eyewear or how to apply its teachings
specifically to evewear. As such, Eichelberger does not address the same field of
endeavor as the mvention. and so Eichelberger fails prong 1 of the analogous art
standard.

Second. Eichelberger 1s not reasonably pertinent to the problem faced by the
inventor. Petitioner accuses Patent Owner of an overly narrow field that “conflates the
alleged “field” with the problem the “355 patent seeks to solve.” (Reply. 22.) But Patent
Owner’s framing of the problem i terms of eyvewear does not “exclude any reference
outside of that field.” (Jd.. citing Donner Tech., LLC v. Pro Stage Gear; LLC, 979 F.3d
1353, 1360-61 (Fed. Cir. 2020).) Rather. other non-eyewear references could
conceivably be applicable to the problem faced by the inventor— moisture proof

eyewear —but only if such reference “logically would have commanded itself to [the]

12

Sur-Reply, 12

standard.

Petitioner does not dispute that
Eichelberger includes no specific disclosure of eyewear or how to apply its teachings
specifically to eyewear. As such, Eichelberger does not address the same field of

endeavor as the invention, and so Eichelberger fails prong 1 of the analogous art

Sur-Reply, 12 (highlighting added)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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The Scope of Analogous Art is Broad

&

“Two separate tests define the scope of analogous prior art:
(1) whether the art is from the same field of endeavor,
regardless of the problem addressed and, (2) if the reference
is not within the field of the inventor's endeavor, whether the
reference still is reasonably pertinent to the particular
problem with which the inventor is involved.”

In re Bigio, 381 F.3d 1320, 1325 (Fed. Cir. 2004)

Reply, 2-5 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 79



Reply, 3, 20-22

The Scope of Analogous Art is Broad

“The Supreme Court’s decision in [KSR] directs us to construe
the scope of analogous art broadly[.]”

’ Wyers v. Master Lock Co., 616 F.3d 1231, 1238 (Fed. Cir. 2010).

“[I]t is necessary to consider the reality of the circumstances—
in other words, common sense—in deciding in which fields a
person of ordinary skill would reasonably be expected to
look[.]”

In re Bigio, 381 F.3d 1320, 1326 (Fed. Cir. 2004).

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 80




Eichelberger Is Directed To Consumer Electronics

4,290,052
Sep. 15, 1981

United States Patent (9 . Nt
Eichelberger et al. . ' ' - [45]

(12) United States Patent

Blum et al.

US 10,613,355 B2
Apr. 7, 2020

(10) Patent No.:
45) Date of Patent:

- Accordingly, it is desirable to provide a capacitive
touch entry panel structure having capacitive touch
entry sensors so positioned as to provide a high degree
of user safety and sensor reliability, with low manufac-
turing costs therefor.

Due to the contactable nature of the touch pad elec-
trode 60z and 61a of the prior art apparatus, relatively
large spacings therebetween is required. That is, if the
front surface 63z of the insulator substrate is covered
with water or detergent and the like, as often happens
with appliances (wherein touch pad sensors are often
utilized), the increase in dielectric constant due to the
water, or the conductive effects due to surface contami-
nation, will form a parasitic impedance

BACKGROUND

The present subject matter relates to various types of
eyewear including electronic functional members, includ-
ing, for example, electronic focusing eyeglasses, electro-
active eyeglasses, electronic eyewear providing 3D capa-
bilities, etc.

Ex. 1010, 1:56-60, 7:29-37 (highlighting added)

Reply, 20-22

Ex. 1001, 2:18-22 (highlighting added)

81
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Eichelberger Is Reasonably Pertinent

&

‘[Rleferences are ‘reasonably pertinent’ only if ‘a person of
ordinary skill would reasonably have consulted those
references and applied their teachings in seeking a solution to
the problem that the inventor was attempting to solve.”

Airbus S.A.S. v. Firepass Corp., 941 F.3d 1374, 1382 (Fed. Cir. 2019) (quoting In re
GPAC Inc., 57 F.3d 1573, 1578 (Fed. Cir. 1995)).

Replyr 5 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 82



Eichelberger Is Reasonably Pertinent

Patent Owner’s Sur-Reply to
Petitioner’s Reply for Infer Partes Review
U.S. Patent No. 10,613,355

Petitioner merely casts a wide, nebulous net i order to loop m as many tangential
prior art documents as possible. This ignores the “reality of circumstances™ that each
of the "355 patent’s claims. figures, background and detailed descrption directly
concems, enables, and describes “eyewear,” and specifically “electronic eyewear.”
(EX-1001. cls. 1. 13. 14: FIGS. 1-27. 2:18-35, 6:66-28:63.) The inventor would thus
have understood the relevant field to be eyewear, and not some undefined concept of
any device sold to a consumer that uses electricity. Petitioner does not dispute that
Eichelberger includes no specific disclosure of eyewear or how to apply its teachings
specifically to evewear. As such, Eichelberger does not address the same field of
endeavor as the mvention. and so Eichelberger fails prong 1 of the analogous art
standard.

Second. Eichelberger 1s not reasonably pertinent to the problem faced by the
inventor. Petitioner accuses Patent Owner of an overly narrow field that “conflates the
alleged “field” with the problem the “355 patent seeks to solve.” (Reply. 22.) But Patent
Owner’s framing of the problem i terms of eyvewear does not “exclude any reference
outside of that field.” (Jd.. citing Donner Tech., LLC v. Pro Stage Gear; LLC, 979 F.3d
1353, 1360-61 (Fed. Cir. 2020).) Rather. other non-eyewear references could
conceivably be applicable to the problem faced by the inventor— moisture proof

eyewear —but only if such reference “logically would have commanded itself to [the]

12

Sur-Reply, 12-13

mnventor.

Second, Eichelberger 1s not reasonably pertment to the problem faced by the

Sur-Reply, 12

Here, Eichelberger would not have commanded itself to the inventor’s
attention. As one example, the inventor would have understood that Eichelberger’s
teaching of large format switches (up to a “one-half inch square”) and rudimentary
designs from the early 1980s, such as that shown in Eichelberger FIG. 1b, would have

likely been inapplicable to demands of complex, moisture-proof eyewear.

Sur-Reply, 13 (highlighting added)
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Eichelberger Is Reasonably Pertinent

177. Incorporating Eichelberger’s capacitive touch switch would also

UNITED STATES PATENT AND TRADEMARK OFFICE constitute a simple substitution or addition of a specific known type of switch

BEFORE THE PATENT TRIAL AND APPEAL BOARD

(capacitive touch switch) for or to a genus of switches disclosed m Blum-130

LUXOTTICA OF AMERICA INC.,
Petitioner,

(manual switch). Capacitive touch switches had been known for decades.

'S

E-VISION OPTICS. LLC. “ - . ~ (e K . .
Patent Ovier. Considering the prevalence of capacitive touch switches in consumer electronics,
Case [PR2024-01069 mcluding 1n glasses as disclosed mn Howell-719, a POSITA would have a reasonable

Patent 10,613,355
DECLARATION OF JOHN FELAND expectation of success.

| ' ' Ex, 1002, 1177 (highlighting added)

OF U.5. PATENT NO. 10,613,355

Luxottica Ex. 1002
IPR Petiion USP 10,613,355

Reply, 21-22 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 84



Eichelberger Is Reasonably Pertinent

a2 United States Patent

Blum et al.

US 10,613,355 B2
Apr. 7,2020

(10) Patent No.:
45) Date of Patent:

(54) MOISTURE-RESISTANT EYE WEAR (58) Field of Classification Search

4,290,052

United States Patent [ 1]
' ~ Sep. 15, 1981

Eichelberger et al. [45]

4,123,631 10/1978 LeWIS ovrverrrvisseresccnennenns 3407365 C
FOREIGN PATENT DOCUMENTS

[54] CAPACITIVE TOUCH ENTRY APPARATUS
HAVING HIGH DEGREE OF PERSONAL
SAFETY )

Electro-active eyewear or electronic eyewear may be
exposed to moisture and liquids. Such moisture may come
from the natural environment (e.g., rain, snow), from the
human body in the form of oils and perspiration, and from
consumer products such as liquid lens cleaners and cosmet-
ics. The ingress of such materials into and between the
electronic components of the eyewear can cause damage,
e.g., electrical short circuits.

Due to the contactable nature of the touch pad elec-
trode 60z and 61a of the prior art apparatus, relatively
large spacings therebetween is required. That is, if the
front surface 63a of the insulator substrate is covered
with water or detergent and the like, as often happens

with appliances (wherein touch pad sensors are often

utilized), the increase in dielectric constant due to the
water, or the conductive effects due to surface contami-
nation, will form a parasitic impedance

Ex. 1001, 13:4-12 (highlighting added)

Reply, 4, 21-22

Ex. 1010, 7:29-37 (highlighting added)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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Patent Owner’s Sur-Reply to
Petitioner’s Reply for Inter Partes Review
U.S. Patent No. 10.613.355

would not have found a capacitive switch eperable in Blum-130 for many reasons,
including that such capacitive switch would be an inappropriate mechanism by which
to implement the “continuous variance™ functionality or the on/off moveable “switch
positions” required by Blum-130. (§ ILB. supra; EX-1006, 28:37-38.)

Accordingly, Eichelberger is non-analogous art and a POSITA would have
lacked the motivation to combine the prior art teachings.

II. CLAIM1IS PATENTABLE
A, Ground 1: Claim 1 Is Patentable Over Howell-719 and Sikonowiz

Petitioner’s ground 1 argument for claim 1 rests on three faulty positions
articulated again in its reply. (Reply, 1-9). Claim 1 (and its dependents) are patentable
over ground 1 because Petitioner has not shown motivation to combine Howell-719
and Sikonowiz.

First, Petitioner’s reply attempts to map Sikonowiz as analogous art to the "355
patent. (Reply, 2-3.) However, Sikonowiz fails both prongs of the analogous art test
Sikonowiz is neither from the same field of endeavor as the claimed invention nor
“reasonably pertinent to the particular problem with which the inventor is involved.”
Sanafi-Aventis, 66 F4th at 1377 (citing In re Bigio. 381 F3d at 1325_ with approval).)

Sikonowiz is not from the same field of endeaver because it does not concem
eyewear. The challenged patent. including the “function[] and structure of the claimed

invention” informs the applicable field of endeaver. Airbus 5.4.5., 941 F.3d at 1380
14

Sur-Reply, 13-14

Moreover, even if a POSITA were to employ non-analogous art, there would
still be no motivation to combine a capacitive touch switch with the Blum-130
evewear. For example, and as demonstrated herein in relation to ground 6, a POSITA
would not have found a capacitive switch operable mn Blum-130 for many reasons,
mcluding that such capacitive switch would be an mappropriate mechanism by which
to implement the “continuous variance” functionality or the on/off moveable “switch

posifions” required by Blum-130. (§ IL.B, supra; EX-1006, 28:37-58.)

Sur-Reply, 13-14 (highlighting added)
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uz United States Patent () Patent No: US 6,733,130 B2
Blum et al. 45y Date of Patent: *May 11, 2004

In order to provide a variable focal length to the user, the
electro-active lenses are switchable. At least two switch
positions are provided, however, more are provided if
needed. In the simplest embodiment, the electro-active
lenses are either on or off.

Ex. 1006, 28:37-41(highlighting added)

s Claed

If a mid-field
correction 1s desired, a third switch position can be included.
The switch could be microprocessor controlled, or manually
!,_ user controlled. In fact, there could be several additional
S . positions included. In another embodiment, the switch is
s analog not digital, and provides continuous variance of the
focal length of the lens by adjusting a knob or lever much
like a volume control on a radio.

Ex. 1006, 28:51-58 (highlighting added)

Reply, 22-23 DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 87





