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I. DENIAL UNDER SECTION 314(a) AND FINTIV IS APPROPRIATE

Petitioner’s schedule update is applicable only to Petitioner’s parallel case, in
which claim construction is complete and the parties await a Markman order. But in
the parallel Lenovo case, expert reports are due Feb-March 2025; trial is set for July
2025. (EX-2013, 1.) Given both cases’ schedule, discretionary denial is appropriate.

Patent Owner is unaware of any post-Memo decision discretionarily denying
institution in these circumstances, but Fintiv’s goal of avoiding duplicative litigation
and wasted resources is best served by an exception on these facts. See Memo, In-
terim Procedure for Discretionary Denials in AIA Post-Grant Proceedings with Par-
allel District Court Litigation (June 21, 2022). IPRs were meant to “limit unneces-
sary and counterproductive litigation costs,” id., 1, and require “a holistic view of
whether efficiency and integrity of the system are best served by denying or institut-
ing.” Apple Inc. v. Fintiv, Inc., [IPR2020-00019, Paper 11 at 6 (Mar. 20, 2020).

The Board has recognized duplicative-proceeding potential in multi-defend-
ant litigation. In Cisco Systems, Inc. v. Estech Systems, Inc., decided pre-Memo, the
Board found, despite the petitioner’s and the RPIs’ Sotera stipulations, ongoing in-
validity litigation by others favored discretionary denial. IPR2021-00329, Paper 13
at 11-15 (July 6, 2021). Here, because of parallel Lenovo litigation, Petitioner’s stip-
ulation does not address “concerns of duplicative efforts” or “potentially conflicting

decisions.” Sotera Wireless, Inc. v. Masimo Corp., IPR2020-01019, Paper 12 at 19
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(Dec. 1, 2020). If the Board institutes here, the Board and the district court will labor
to decide the same issues, and even if the Board finishes first, the race will “increase
... litigation costs,” create “potential conflict between the ... (PTAB) and district
court proceedings,” and increase the “potential for inefficiency and gamesmanship.”
Memo at 1.

Not one of Petitioner’s cited cases share the same facts here. In Hilti AG v.
Specified Techs. Inc., there was no unbound third party in parallel litigation, no over-
lap in written prior art, and no dispute of the stipulation until patent owner’s sur-
reply. IPR2024-00193, Paper 17 at 10 (May 14, 2024). In Meta Platforms, Inc. v.
Immersion Corp., there was no unbound third party in parallel litigation, and the
stipulation removed all post-institution overlap. IPR2023-00946, Paper 13 at 15
(Dec. 8, 2023). In Box, Inc. v. Topia Technology, Inc., patent owner did not demon-
strate actual overlap with parallel litigation; moreover, the Board would not have
discretionarily denied “even absent the stipulation.” IPR2023-00427, Paper 17 at 8,
19 (Aug. 4, 2023). In Structural Wrap, LLC v. System Stormseal Pty Ltd., patent
owner did not apply Fintiv factors to third-party litigation, so the Board could not
assess the need for denial. IPR2024-00084, Paper 13, at 13-15 (May 9, 2024).

Here, Lenovo raises identical invalidity grounds; Patent Owner has addressed
the Fintiv factors based on both parallel litigations; and, despite the stipulation, par-

allel litigation will proceed to trial on the same grounds. (Paper 9, 1-3.)
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I1. DENTAL UNDER SECTION 325(d) IS APPROPRIATE

A.  All Grounds Rely on Prior Art Previously Before the Patent Office

# Reference(s) # Reference(s)

1 | Howell-596, Howell-158 4 | Howell-596, Hattor1-913

2 | Howell-596, Howell-158, Hattori-913 | 5 | Kokonaski-166, Howell-158
3 | Howell-596 6 | Kokonaski-999, Howell-158
Red references before patent office; orange references cumulative.

First, Petitioner’s assertion that Howell-158 was not “meaningfully ad-
dressed” contradicts precedential guidance that previously presented art includes
IDS references. Advanced Bionics, IPR2019-01469, Paper 6, 7-8 (Feb. 13, 2020);
Biocon Pharma v. Novartis Pharms., IPR2020-01263, Paper 12, 9 (Feb. 16, 2021).

Second, Howell-158 identifies Howell-596 as related and incorporates it by
reference, demonstrating its cumulative nature. (Paper 8, 21-22.) Even if one as-
sumes Petitioner is correct as to the alleged disclosure of the three Howell-596 fig-
ures, they merely illustrate what is already disclosed in Howell-158. (EX-1006,
116, cls. 24-27, 485, Fig. 8G (“electronic device housing™), 199 (“power source”™),
Fig. 17A, 4183 (“sensors™), 95, 141 (“controller”).) Petitioner seeks to distinguish
Howell-596 from Howell-158 to avoid discretionary denial, yet relies on their sub-
stantial similarity to support motivation to combine. (Petition, 21-22.)

Third, Petitioner concedes that every reference cited in Grounds 5-6 was

before the patent office and that both Kokonaski references satisfy the first Advanced
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Bionics prong. (Petition, 3-7.) Petitioner’s sole assertion that the examiner “did not
meaningful address Howell-158” is incorrect, as detailed above.
Petitioner only asserts Hattori-913 against two dependent claims and should

not prevent the Board from discretionarily denying institution.

B. The Examiner Did Not Err

Petitioner’s assertion of error regarding Howell-158 is belied by the fact that
Petitioner relies on only one paragraph as allegedly disclosing an insulating layer.
(Paper 8, 29-30.) Petitioner accuses Patent Owner of relying merely on “attorney
argument,” but Howell-158 speaks for itself, describing the adhesive double-sided
tape (alleged insulating layer) as “glue[ing]” the temple pieces together. (EX-1006,
953.) Were such tape implemented, it would nullify any benefit of purported modu-
larity/removability. (Paper 8, 29-30.) Petitioner belatedly offers new argument, sug-
gesting a modified tape, disposed between the frame and one electrical component,
but it is unclear from the cursory discussion how modularity would be maintained.

Ground 3, alone, does not support error, particularly since Petitioner relies on
purported obviousness to fulfill the key limitation the examiner found missing in the
prior art. Petitioner cites Howell-596 as supporting such a modification by teaching
“protect[ion]” of the circuit board; however, this teaching is duplicative of Howell-
158. (Petition, 48-49; EX-1006, 84.) None of Petitioner’s grounds are based solely

on new art. Discretionary denial under Section 325(d) is appropriate.
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