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Ex. 1001, Fig. 1 (annotated)

Patent No. 8,905,541

Petition, 8-10

Ex. 1001, Fig. 16 (annotated) Ex. 1001, Fig. 27 (annotated)

Ex. 1001, 2:6-9 (highlighting added)Ex. 1001, 7:47-51 (highlighting added)
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Claim 1
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Ex. 1001, claim 1 (highlight added)

Independent Claim 1 Of The ’541 Patent

Petition, 15-24
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Ground 1
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Ex. 1004, Figs. 1, 17B (annotated)

Howell-596 and Howell-158 Render Claim 1 Obvious

Petition, 15-21

Ex. 1001, claim 1
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Ex. 1006, [0053] (highlighting added)

Howell-596 and Howell-158 Render Claim 1 Obvious

Petition, 21-24

Ex. 1001, claim 1

Ex. 1004, Fig. 17B (annotated)
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Page  8Petition 22-23

Ex. 1001, claim 1

“Howell-158 incorporates by reference Howell-596[.]”

Petition, 22-23

“[T]o ‘prevent circuits from being shorted’ and 
‘reduce leakage current’” 

“[A] 2003 Generic Standard on Printed Board 
Design instructed that metal-cased components 
shall be ‘insulated from adjacent electrically 
conductive elements.’” 

“[S]ince long before the priority date, it had been 
standard practice to insulate electric components.” 

Howell-596 and Howell-158 Render Claim 1 Obvious
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Sur-Reply, 2-3

Petitioner Specified Where Howell-158’s Insulating Layer Would Be Applied

Sur-Reply, 2-3



10DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Page  10Reply, 3-4

Ex. 1001, claim 1 (highlight added)

Ex. 1006, [0053] (highlighting added)

Ex. 1001, claim 1 (highlighting added)

Patent Owner Demands More Than The Claims Require
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Petition, 22-23 (highlighting added)

Reply, 3-4; Petition, 22-23

Ex. 1002, ¶69 (highlighting added)

Petitioner Specified Where Howell-158’s Insulating Layer Would Be Applied
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Sur-Reply, 4

Sur-Reply, 4

Patent Owner’s Argument Regarding How To Apply The Insulating Layer Fails
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Patent Owner Does Not Dispute That Howell-158 Teaches An Insulating Layer

POR, 11

POR, 11
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Our

“[T]he Board's observation that appellant did not provide the type of 
detail in his specification that he now argues is necessary in prior art 
references supports the Board's finding that one skilled in the art 
would have known how to implement the features of the references 
and would have concluded that the reference disclosures would have 
been enabling.”

In re Epstein, 32 F.3d 1559, 1568 (Fed. Cir. 1994)

Our
explaining that the patent demonstrates that alleged invention was 
within scope of the ordinary skill in the art, “and it does so not by what 
[the patent] discloses but by what it does not disclose.”

Abbott Labs. v. Andrx Pharms., Inc., 452 F.3d 1331, 1341 (Fed. Cir. 2006) 
(emphasis in original)

PO does not identify anything in the ’541 patent teaching application of the claimed insulating layer.  
Thus, one skilled in the art would have known how to apply the insulating layer. 

A POSA Would Have Known How To Apply The Insulating Layer

Sur-Reply, 2-4; POR, 15-22



15DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Page  15Reply, 4

Ex. 1006, [0053] (highlighting added)

Ex. 1002, ¶67 (highlighting added)

Howell-158 Includes An Example Of How To Apply An Insulating Layer
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Our

“The test for obviousness is not whether the features of a 
secondary reference may be bodily incorporated into the 
structure of the primary reference . . . . Rather, the test is what 
the combined teachings of those references would have 
suggested to those of ordinary skill in the art.”

In re Keller, 642 F.2d 413, 425 (CCPA 1981)

A POSA Would Have Known How To Apply The Insulating Layer

Reply, 8
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POR, 18

Claim 1 Is Broadly Directed To Eyewear With A Frame
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Page  18Reply, 5-6

Ex. 1019, 45:4-7 (highlighting added)

Ex. 1001, claim 1 (highlighting added)

Claim 1 Is Broadly Directed To Eyewear With A Frame



19DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Page  19

Sur-Reply, 9-10

The Insulating Layer Need Not Cover The Electronics 

Sur-Reply, 9-10
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Page  20Reply, 7-8; Petition, 6, 20

Ex. 1004, Figs. 17A-17B (annotated)Ex. 1004, Figs. 15A (annotated)

Reply, 7

The Insulating Layer Need Not Cover The Electronics 
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Sur-Reply, 1

The Insulating Layer Would Not Impede Functionality

Sur-Reply, 1; Reply, 8-9

Ex. 2014, ¶55 (highlighting added)

Sur-Reply, 1 (highlighting added)
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Sur-Reply, 11

Patent Owner’s “Alternatives” Are Irrelevant

Sur-Reply, 11; Reply, 9-10

Ex. 2014, ¶56 (highlighting added)

Sur-Reply, 11 (highlighting added)

James Oliver, Ph.D
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Page  23Reply, 10, 25-26

Our

“[T]he ‘mere disclosure of alternative designs does not 
teach away.’ In re Fulton, 391 F.3d 1195, 1201 (Fed. Cir. 
2004). This court has further explained that just because 
better alternatives exist in the prior art does not mean that an 
inferior combination is inapt for obviousness purposes. In re 
Gurley, 27 F.3d 551, 553 (Fed. Cir. 1994).

In re Mouttet, 686 F.3d 1322, 1334 (Fed. Cir. 2012).

Patent Owner’s “Alternatives” Are Irrelevant
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Page  24Reply, 9-10

Patent Owner’s “Alternatives” Are Irrelevant

Ex. 1006, [0053] (highlighting added)

Ex. 1004, Fig. 16CEx. 1004, [0190], [0196] (highlighting added)
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Silicone Is Insulative 

Reply, 9-10

Ex. 1002, ¶162  (highlighting added)

Ex. 2014, ¶¶79, 81  (highlighting added)
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Claim 12
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Ex. 1001, claims 1, 12 (highlight added)

Dependent Claim 12 Of The ’541 Patent

Petition, 33-34
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Ex. 1001, claims 1, 12 (highlight added)

Howell-596 And Howell-158 Render Dependent Claim 12 Obvious

Petition, 33-34

Ex. 1004, Figs. 17A, 17B (annotated)

Howell-596
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Ex. 1001, claims 1, 12 (highlight added)

Petition, 33-34

Ex. 1006, [0053] (highlighting added)

Howell-596 And Howell-158 Render Dependent Claim 12 Obvious

Howell-596, Figs. 17A, 17B (annotated)
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Page  30Petition, 33-34

Ex. 1006, [0053] (highlighting added)

Ex. 1001, 7:45-47 (highlighting added)
Ex. 1001, claims 1, 12 (highlight added)

Howell-596 And Howell-158 Render Dependent Claim 12 Obvious
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Sur-Reply, 15

A POSA Would Have Been Motivated To Combine Howell-158 And Howell-596

Sur-Reply, 15
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Sur-Reply, 13

The Insulating Layer May Comprise The Electronics Module 

Sur-Reply, 13
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Ex. 1001, 2:20-21, 59:18-19, 58:50-55 (highlighting added)

The Insulating Layer May Comprise The Electronics Module 

Reply, 11-12
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Claim 18
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Ex. 1001, claim 18

Dependent Claim 18 Of The ’541 Patent

Petition, 19, 41-43

Ex. 1004, Fig. 17B (annotated)
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POR, 32

A POSA Would Be Motivated To Maintain Proportions Of Traditional Eyewear

POR, 32

\
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Petition, 41(highlighting added)

A POSA Would Be Motivated To Maintain Proportions Of Traditional Eyewear

Ex. 1002, ¶125 (highlighting added)

Ex. 1002, ¶124 (highlighting added)

Reply, 14-16
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A POSA Would Know How To Maintain Proportions Of Traditional Eyewear

Petition, 41-42 (highlighting added)

Sur-Reply, 16-17

Petition 42 (highlighting added)

Reply, 14-16
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Page  39Reply, 15

Discovering Workable Ranges Is Not Inventive

Our
“[I]t is not inventive to discover the optimum or workable ranges by 
routine experimentation.”

In re Aller, 220 F.2d 454, 456 (C.C.P.A. 1955).

Our“[D]iscovery of an optimum value of a result effective variable ... is 
ordinarily within the skill of the art.” 

In re Applied Materials, Inc., 692 F.3d 1289, 1295 (Fed. Cir. 2012) (citing In re 
Boesch, 617 F.2d 272, 276 (CCPA 1980)).

Our

“[T]he Board's observation that appellant did not provide the type of 
detail in his specification that he now argues is necessary in prior art 
references supports the Board's finding that one skilled in the art 
would have known how to implement the features of the references 
and would have concluded that the reference disclosures would have 
been enabling.

In re Epstein, 32 F.3d 1559, 1568 (Fed. Cir. 1994).
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Ground 3
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Ex. 1004, Fig. 17A (annotated)

Howell-596 Renders Claim 1 Obvious

Petition, 47-49

Ex. 1001, claim 1 (highlighting added)
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Sur-Reply, 19

Sur-Reply, 19

Howell-596 Renders Claim 1 Obvious
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Ex. 1001, 58:50-55 (highlighting added)

Petition, 48 (highlighting added)

Howell-596 Renders Claim 1 Obvious

Reply, 17-19
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POR, 35 (annotated)

Patent Owner’s Disclaimer Argument Fails 

POR, 35
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Patent Owner’s Disclaimer Argument Fails 

Ex. 1003, 76

Ex. 1003, 66 (highlighting added)

Reply, 12-13



46DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Page  46Reply, 12-13

Our
“The party seeking to invoke prosecution history disclaimer bears 
the burden of proving the existence of a ‘clear and unmistakable’ 
disclaimer that would have been evident to one skilled in the art.”

Trivascular, Inc. v. Samuels, 812 F.3d 1056, 1064 (Fed. Cir. 2016) (internal citation omitted).

Our“[P]ermissive language does not limit the scope of the claim term.”

Profectus Tech. LLC v. Huawei Techs. Co., 2014 WL 1575719, at *6 (E.D. Tex. Apr. 17, 
2014), aff’d, 823 F.3d 1375 (Fed. Cir. 2016).

Our

“We find the passage does not support Samsung’s [disclaimer] 
argument. In the main, paragraphs 1 and 2 above are descriptions 
of the asserted references, as opposed to a description of . . . 
claim 1.”

N. Telecom Ltd. v. Samsung Elecs. Co., 215 F.3d 1281, 1294 (Fed. Cir. 2000).

Patent Owner’s Disclaimer Argument Fails 
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Ground 5
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Ex. 1008, [0084] (highlighting added)

Kokonaski-166 And Howell-158 Render Claim 1 Obvious

Ex. 1001, claim 1Ex. 1008, ¶87 (highlighting added)

Ex. 1006, [0053] (highlighting added)

Petition, 53-57
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Petition, 22-23

“[T]o ‘prevent circuits from being shorted’ and 
‘reduce leakage current’” 

“[A] 2003 Generic Standard on Printed Board 
Design instructed that metal-cased components 
shall be ‘insulated from adjacent electrically 
conductive elements.’” 

“[S]ince long before the priority date, it had been 
standard practice to insulate electric components.” 

Ex. 2014, ¶82 (highlighting added)

Kokonaski-166 And Howell-158 Render Claim 1 Obvious

Petition 56-57; Reply, 21-22
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Sur-Reply, 24 (highlighting added)

Ex. 2014, ¶82

Kokonaski-166 And Howell-158 Render Claim 1 Obvious

Sur-Reply, 24
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Kokonaski-166 And Howell-158 Render Claim 1 Obvious

Ex. 1008, [0006] (highlighting added)

Patent Owner’s contention that metal frames and/or 
an insulating layer would detract from aesthetic 
considerations is subjective and speculative.  

Sur-Reply, 24
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Ex. 1008, Figs. 1B, 1C (annotated)

Kokonaski-166 And Howell-158 Render Claim 1 Obvious

Petition, 53-57

Ex. 1001, claim 1

Ex. 1008, [0087] (highlighting added)
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Kokonaski-166 And Howell-158 Render Claim 1 Obvious

Ex. 1008, [0084] (highlighting added)

Sur-Reply, 25 (highlighting added)

Sur-Reply, 25; Reply, 22
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Kokonaski-166 And Howell-158 Render Claim 1 Obvious

Petition 56-57 (highlighting added)

Sur-Reply, 22; Petition, 56-57

Sur-Reply, 22
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Kokonaski-166 And Howell-158 Render Claim 1 Obvious

Ex. 1002, ¶¶ 161-162 (highlighting added)

Sur-Reply, 21-22 (highlighting added)

Sur-Reply, 21-22; Reply, 20-22



56DEMONSTRATIVE EXHIBIT – NOT EVIDENCE
DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Page  56

Patent Owner’s Disclaimer Argument Fails

Sur-Reply, 22-23

Sur-Reply, 22-23; Reply, 13, 19

Our

“The party seeking to invoke prosecution history 
disclaimer bears the burden of proving the existence 
of a ‘clear and unmistakable’ disclaimer that would 
have been evident to one skilled in the art.”

Trivascular, Inc. v. Samuels, 812 F.3d 1056, 1064 (Fed. Cir.
2016) (internal citation omitted).
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Ground 6 
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Kokonaski-999 And Howell-158 Render Claim 1 Obvious

Petition, 67-69

Ex. 1001, claim 1

Ex. 1008, ¶87 (highlighting added)

Ex. 1006, [0053] (highlighting added)

Ex. 1009, Fig. 2 (annotated); Petition, 69 (highlighting added)
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Page  59Sur-Reply, 26-28

Ex. 2014, ¶89

Kokonaski-999 Does Not Require Metal Frames To Facilitate Communication
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Ex. 1009, [0032] (annotated)

Reply, 25-26

Kokonaski-999 Does Not Require Metal Frames To Facilitate Communication
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Page  61Sur-Reply, 27; Reply, 10, 25-26

Our

“[T]he ‘mere disclosure of alternative designs does 
not teach away.’ In re Fulton, 391 F.3d 1195, 1201 
(Fed. Cir. 2004). This court has further explained that 
just because better alternatives exist in the prior art 
does not mean that an inferior combination is inapt 
for obviousness purposes. In re Gurley, 27 F.3d 551, 
553 (Fed. Cir. 1994).

In re Mouttet, 686 F.3d 1322, 1334 (Fed. Cir. 2012).

Sur-Reply, 27 (highlighting added)

Patent Owner’s “Alternatives” Are Irrelevant




