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E-Vision Optics, LLC (“Patent Owner”) submits this Patent Owner’s 

Response to the petition of Luxottica of America Inc. (“Petitioner”) seeking inter 

partes review (“IPR”) of U.S. Patent No. 10,598,960 (“the ’960 Patent”). 

I. INTRODUCTION 

Claims 11-26 of the ’960 Patent are directed to eyewear comprising innova-

tive embedded electronics application modules that enable the eyewear to perform 

various functions by wirelessly communicating with external devices. The Board 

should reject Petitioner’s challenges to those claims and instead find them patenta-

ble. 

First, Petitioner’s proffered prior art combinations disregard constraints (e.g., 

size, weight, power, and heat dissipation) that a person of ordinary skill in the art 

(“POSITA”) would have considered when designing eyewear-embedded electron-

ics. Rosenblatt’s disclosure of wireless communications between a “key” and a host 

device—on which all of Petitioner’s grounds 4-9 challenging claims 11-26 rely—is 

irrelevant because the “key” would be embodied in a computer too large, heavy, and 

power-hungry for eyewear. And neither Rosenblatt nor any other art cited by Peti-

tioner provides any teachings on how to alter the “keys” in Rosenblatt’s wireless 

communications techniques to make them suitable for embedding in eyewear. As a 

result, a POSITA would not have been motivated to combine Rosenblatt’s teachings 
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with those of prior art directed to eyewear, because a POSITA would not have had 

a reasonable expectation of success.  

Second, Petitioner’s addition of tertiary references Gunaratne and Nielsen to 

challenge claims 19 and 25, respectively, compounds a POSITA’s lack of motivation 

to combine and expectation of success, because the additional references lack any 

teaching regarding their interaction with eyewear or the wireless communication 

techniques of Rosenblatt. Gunaratne relates to analysis of facial recognition data to 

detect drowsiness, but requires capturing images of the user (such as with a camera), 

managing a large database of images of drowsy faces, and running a matching algo-

rithm to evaluate whether the captured images are similar to the drowsy faces, all of 

which lack any relation to eyewear or any teaching or suggestion of how to interface 

them with Rosenblatt’s wireless communications techniques. Nielsen is directed to 

adjusting a webpage’s font size based on user preferences stored in a database, and 

has no relation to eyewear or to Rosenblatt’s wireless communication techniques. A 

POSITA would not have been motivated to implement these teachings within eye-

wear or in the context of wireless communication techniques such as those of Ros-

enblatt, nor would a POSITA have had any reasonable chance of success in doing 

so.  
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II. The ’960 Patent 

A. Inadequacy of the Prior Art 

Before the ’960 Patent, “commercial eyewear comprising electronics [were] 

limited to one application in addition to the conventional eyeglass lenses housed 

within said eyewear.” (EX-1001, 1:24-26.) The electronics placed within eyewear 

would focus on a single function, such as “commercially available electronic focus-

ing eyeglasses, commercially available eyeglasses with a built in MP3 player, [or] 

commercially available eyeglasses with video for occupation purposes.” (Id., 1:26-

32.) At the time of the invention, eyeglasses with a built-in camera were “expected” 

to be commercially available “soon.” (Id.) Although eyewear featuring such single-

application electronic devices became more diversified, it failed to enable the user 

to enjoy a plurality of electronic functions without discomfort or inelegance. Thus, 

at the time of the inventions claimed in the ’960 Patent, there was “a need for a single 

pair of fashionable eyewear capable of […] utilizing one or more of a multitude of 

different application devices while the wearer is wearing the eyewear. (Id., 1:59-62.) 

B. Innovations of the ’960 Patent 

The ’960 Patent provides innovative electronic modules and docking stations 

for eyewear. For example, the patent claims eyewear featuring “application 

modules” that “can each fit together with the docking station and may be utilized 
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one or more at a time while the eyewear is being worn by a wearer.” (Id., 1:5-7.) 

This modularity of the embedded electronics brings significant new benefits for the 

design of electronically enhanced eyewear: for instance, an “application module may 

include one or more of an electronic device configured to perform a function; an 

attachment mechanism configured to secure the application module to the docking 

station in a substantially fixed position; and/or a plurality of preconfigured 

application connection points.” (EX-1001, 2:21-26.) An application module can 

thereby package discrete, individual functions of the eyewear such as “audio 

playback, audio recording, acoustic amplification, acoustic canceling, hearing aid, 

video playback, video recording, photography, fall detection, alertness monitoring, 

pedometer, geo-location, pulse detector, wireless communication, virtual reality, 

augmented reality, gaming, eye tracking, pupil monitoring, lens control, automated 

reminder, lighting, lasing, and alarm.” (Id., 3:54-60.)  

Two or more application modules can be joined to enhance eyewear with 

several functions. (Id., 4:47-50.) The use of multiple application modules in the 

eyewear may, for instance, enable some application modules to handle user 

commands and provide controls while others provide other functions, such as 

augmented reality, gaming, or sending sound to external audio systems. (Id., 13:9-

37.) The use of application modules, such as exemplary embodiments 226 and 236 
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in each temple of the eyewear shown in Figure 3, below, allows such advanced 

functions while keeping the eyewear both fashionable and comfortable due to the 

application modules’ weight distribution. (Id., 2:12-18.) 

 

C. Claim Construction 

Petitioner takes conflicting claim construction positions in two proceedings. 

Here, Petitioner contends the Board need not construe any claim terms. (Petition, 

11.) But in co-pending district court litigation Petitioner has proposed construing the 

claim term “application module.” (EX-2013, 9-12.) Notwithstanding Petitioner’s 



  Patent Owner’s Response to 
Petition for Inter Partes Review 

  Patent No. 10,598,960 
 

6 

inconsistent positions, however, for purposes of the IPR, Patent Owner agrees that 

no terms require construction and construes all terms consistent with their plain and 

ordinary meaning.  

D. Level of Ordinary Skill in the Art 

A person of ordinary skill in the art would have a bachelor’s degree in me-

chanical engineering, electrical engineering, computer engineering, or equivalent 

degree and, in addition, approximately two years of work experience with embedded 

electronic devices (EX-2014, ¶28.) More advanced degrees or training in a related 

discipline or both can compensate for shorter work experience.  (EX-2014, ¶¶27-

31.) Patent Owner’s expert, Dr. James Oliver, is qualified to offer opinions under 

this standard. (Id.) 

III. Prior Art Overview 

A. Jannard-740 

Jannard-740 is “directed to wearable audio devices, and in particular, devices 

that humans can wear on their heads and that include electronics such as, for exam-

ple, speakers, microphones, processors, transmitters, receivers, video display tech-

nology, and/or interface electronics for interacting with a wireless network and/or 

providing content to a user.” (EX-1005, [0003].) Jannard-740 acknowledges that 

head-mounted devices may comprise electronics that “can be used for portable 
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entertainment, personal communications, and the like” and “in conjunction with” 

distinctly larger electronics devices such as “cellular telephones, cordless tele-

phones, radios, tape players, MP3 players, portable video systems, hand-held com-

puters and laptop computers.” (Id., [0005].) 

Jannard-740 discloses “a dual speaker eyewear system” with an “electronics 

module [that] is supported by the eyeglass and in electrical communication with each 

of the first and second speakers” dedicated to the eyewear’s audio speaker function-

ality, which “may include an MP3 format memory, a radio frequency receiver, a 

radio frequency transmitter, a cellular telephone, Video display technology, or other 

electronic devices.” (Id., [0010]-[0011].) 

 

(EX-21005, FIG. 1.) 
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B. Chen 

Chen is directed to “an eyewear temple assembly that provides the flexibility 

to add thermal regulation to eyewear in an integrated and concealed manner.” (EX-

1010, Abstract.) Chen states that “the present invention relates to prior works of art 

that provide thermal regulation of the head.” (Id., 1:20-22.) According to Chen, the 

function of its invention addresses the needs of: 

“eyewear users, like athletes or construction workers, [who] live and 

work in harsh thermal conditions, such as summers and winters in the 

Southwest. For example, heat exhaustion, which includes important 

symptoms such as dizziness, nausea, and headaches, often occurs above 

an internal body temperature of 40° C. (104°F.) […] consequently, reg-

ulating head temperature is important. An elegant solution would be to 

have protective eyewear with additional thermal regulation capabili-

ties.”  

(Id., 2:16-30.)  

To do so, Chen discloses the use of removable heating or cooling cartridges 

that can be placed in eyewear temples to deliver the desired thermal regulation 

(“[s]pecifically, the invention being presented is an eyewear temple assembly com-

prised of exchangeable cartridges, which can provide thermal regulation of a user’s 
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head”). (Id., 2:49-52.) An example cartridge 4 and its compartment 7 is shown in 

Figure 1, below: 

 

(EX_1010, FIG. 1.) 

C. Rosenblatt 

Rosenblatt is “directed to a system for remotely directing a host device to per-

form an operation using a key.” (EX-1007, Abstract.) For instance, it describes host 

devices as including, on the one hand, “light or light Switch, curtains or shades, an 

elevator, a conveyer belt, a motorized device, or any other device or system that may 

be moved from at least a first to a second position or state.” (Id., [0033].) On the 

other hand, host devices can be embodied in personal computers to allow a user to 

“access personalized settings or information.” (Id., [0032] (“host device 120 or other 

device 130 may include a computer, a workstation, a cellular telephone, a mobile 
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communications device, a personal media device, a set-top box, a television system, 

or any other suitable electronic device”).)  

Contrary to Petitioner’s depiction, Rosenblatt’s “keys” are not all the same—

they differ in their abilities, their size, and the complexity of their electronics circuits. 

In smaller, less complex embodiments, Rosenblatt discloses incorporating keys into 

devices such as a credit card, a surgical implant, a garment clip, a “coin-sized ob-

ject,” or car keys. (Id., [0007], [0043].) Other embodiments, however, require the 

“key” to be a cell phone or a laptop computer: “In some embodiments, the key or its 

functionality may be incorporated in an electronic device, for example in a cellular 

telephone, a mobile communications device, a pocket-sized personal computer (e.g., 

an iPAQ or a Palm Pilot) a personal media device (e.g., an iPod), a camera, a video 

recorder, a computer (e.g., a laptop computer), a key (e.g., car keys), a remote con-

troller, or any other suitable electronic device.” (EX-1007, [0007].) Figure 5, for 

example, depicts Rosenblatt’s host device as computer 560 for which “a key may be 

integrated in any of key fob 520, object with clip 530 (e.g., a clip configured to be 

attached to an article of clothing or accessory), mobile telephone 540, and personal 

media device 550 using any suitable approach.” (Id., [0059].) 
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(EX-1007, FIG. 5.) 

Rosenblatt distinguishes keys embodied in computers and cell phones by call-

ing out their advanced computing and networking capabilities. For instance, Rosen-

blatt discloses that in some embodiments, “key 200 may include a power supply, a 

user interface and a display. Key 200 may also include a processor distinct from 

communications circuitry 202.” (Id., [0041].) Additionally, the key may comprise 

“memory [which] may be configured to store data by communication circuitry” 

within the key. (Id., [0037].) Key memory may serve to “host a database of the host 

devices to which key 200 was paired” and “store instructions that key 200 can 
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transmit to cause each host device to perform one or more operations.” (Id., [0038]; 

see also, id., FIG. 2.) 

 

(EX-1007, FIG. 2.) 

D. Gunaratne 

Gunaratne “relates to a system for detecting drowsiness in a machine operator, 

and in particular, to a system having a facial action database with a plurality of stored 

high priority sleepiness facial actions that are used for rapidly detecting drowsiness 
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in a machine operator.” (EX-1008, [0001].) Gunaratne discloses a “system and a 

process for detecting drowsiness in an individual operating a machine. The system 

includes an image acquisition module that can electronically capture a plurality of 

facial images of the individual.” (Id., [0004].) To detect machine-operator drowsi-

ness, Gunaratne’s system implements a software “face localization module” which 

analyzes captured images of operators’ faces using to generate “face mesh grids” 

and identify the boundaries of facial features such as the eyes and mouth. (Id., 

[0004], [0019].) The orientation of the analyzed facial features is then compared 

with the images stored in a “facial action database” to determine a probability that 

the face shows signs of sleepiness. (Id., [0022]-[0031].) 

Figure 10 shows a flowchart of Gunaratne’s software process for acquiring 

and analyzing facial imagery to assess a probability of sleepiness as well as the se-

verity of the sleepiness evidenced by the facial data: 
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(EX-1008, FIG. 10.) 

E. Nielsen 

Nielsen “relates to information retrieval, and more particularly to adaptively 

changing the font size with which information retrieved over a network is displayed” 
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(EX-1009, 1:9-12.) Nielsen discloses “apparatus, systems, methods and computer 

program products which allow for an adaptive User Interface within a network 

browser that will utilize information gathered over time to display retrieved pages 

with font sizes that are desired by the user, even if that user has not visited a partic-

ular page before.” (Id., 1:66-2:4.)  

Nielsen teaches that network browsers, such as web browsers, can be config-

ured to “to record font size changes in a database and after a certain number of 

changes to the same font size for a particular page are recorded, the user is asked if 

this is the preferred font size” or “to infer from previous font size preference settings 

made by the user, the appropriate font size to use when accessing a related [web] 

page for the first time.” (Id., 2:7-20.) Figure 3A provides an example of Nielsen’s 

tracking changes to the font size on several websites, and Figure 4 is a flowchart of 

Nielsen’s database of font size preferences for a set of webpages and its use to apply 

the preferred font size when browsing the web page: 
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(EX-1009, FIGs. 3A, 4.) 
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IV. Claims 11-18, 20-24, and 26 Are Patentable  

Petitioner challenges claims 11-18, 20-24, and 26 under only two grounds—

Jannard-740 and Rosenblatt (ground 4) and Chen and Rosenblatt (ground 7.) Both 

of these grounds rely on Rosenblatt, but a POSITA would not have been motivated 

to implement Rosenblatt’s teachings in combination with those of either Jannard-

740 or Chen. Thus, Petitioner’s ground 4 and 7 obviousness combinations fail, and 

claims 11-18, 20-24, and 26 are patentable.  

As further evidence that Petitioner’s ground 7 fails, Chen’s and Rosenblatt’s 

teachings—even if combined as Petitioner proposes—fail to render obvious all lim-

itations of claims 11-18, 20-24 and 26. And as further evidence that Petitioner’s 

ground 4 fails, Jannard-740’s and Rosenblatt’s teachings—even if combined—fail 

to render obvious all limitations of claim 24.  

A. Independent Claim 11 Is Patentable 

Claim 11 recites: 

 Eyewear comprising: 

an eyewear frame having a first temple and a second temple; and 

an application module mechanically coupled to the eyewear 

frame, the application module including a wireless chip to com-

municate with a wireless enabled device, 
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wherein the wireless enabled device is configured to recognize a 

presence of a wearer of the eyewear based at least in part on com-

munication with the wireless chip. 

Petitioner asserts that a POSITA would have been motivated to implement 

Rosenblatt’s disclosure of a “key”—which allegedly embodies key limitations of 

claim 11—in the eyewear of either Jannard-740 (ground 4) or Chen (ground 7. (Pe-

tition, 46-51, 64-70.) But a POSITA would not have been motivated to combine 

Rosenblatt with either primary reference. And in the case of ground 7, even if a 

POSITA were to combine the references’ teachings as suggested, the resulting com-

bination still does not render obvious all limitations of claim 11.  

1. A POSITA would not have been motivated to implement the 
teachings of Rosenblatt in Jannard-740. 

A POSITA would not have been motivated to combine the eyewear teachings 

of Jannard-740 with Rosenblatt’s “key” of to achieve eyewear “wherein the wireless 

enabled device is configured to recognize a presence of a wearer of the eyewear 

based at least in part on communication with the wireless chip,” as required by claim 

11. The excessive size and power requirements needed to implement Rosenblatt’s 

key within the confines of the eyewear of Jannard-740 would render the combination 

inoperable. (EX-2014, ¶47.)  
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A POSITA would have understood that Rosenblatt describes several distinct 

types of “keys” when disclosing that a key can be “incorporated in an electronic 

device, for example in a cellular telephone, a mobile communications device, a 

pocket-sized personal computer (e.g., an iPAQ or a Palm Pilot) a personal media 

device (e.g., an iPod), a camera, a video recorder, a computer (e.g., a laptop com-

puter), a key (e.g., car keys), a remote controller, or any other suitable electronic 

device.” (EX-1007, [0007].) A POSITA would have known that garment clips and 

car keys, for instance, cannot host the same electrical components as laptop comput-

ers and are, accordingly, much more limited in terms of size, functionality, and 

power-requirements. (EX-2014, ¶¶48-49.)  

Rosenblatt describes embodiments of the disclosed key that include “a power 

supply, a user interface and a display.” (EX-1007, [0041].) Such keys may “include 

a processor distinct from communications circuitry 202.” (Id., [0041].) To a 

POSITA, this disclosure would have indicated that such keys are embodied in a de-

vice the size of a small computer or a cell phone, at the very least. (EX-2014, ¶¶49-

52.) Similarly, Rosenblatt’s disclosure of key memory that can “host a database of 

the host devices to which key 200 was paired” and “store instructions that key 200 

can transmit to cause each host device to perform one or more operations” would 

have indicated to a POSITA that the keys incorporate operating and program 
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software to host such databases, functionality that could not have been done at the 

time of the invention in a device as rudimentary as car keys or a garment clip. (Id., 

[0038]; EX-2014, ¶53.) Thus, based on Rosenblatt’s teachings, wireless communi-

cation between a “key” and a wireless-enabled device, on which Petitioner relies as 

allegedly rendering obvious the limitations of claim 11, would have required at the 

time of the invention of the ’960 Patent that the key be embodied in computers (in-

cluding laptops and pocket-sized computers) or cell phones with similarly complex 

functionality.  

Rosenblatt’s “key” would therefore have comprised integrated circuits includ-

ing processor, memory, storage, and wireless communications chips. (EX-2014, 

¶¶53-54.) For example, Petitioner relies on Rosenblatt’s disclosure of a key creating 

its own personal area network. (Petition, 50; EX-1003, ¶163; EX-1007, [0058] (“By 

virtue of the presence of a key, a personal area network may exist about person.”), 

[0010] (“When a key is brought in proximity of a host device such that the host 

device is within the personal area network created by the key.”).) But a POSITA 

would have understood that, to create its own personal area network based on Ros-

enblatt’s teachings, the “key” would need to be a computer comprising processor, 

memory, storage and wireless networking components. (EX-2014, ¶49.) 
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A POSITA would have known that the typical dimensions of such compo-

nents and of the printed circuit boards and enclosures that house them would, at the 

time, range from a few cubic inches to over half a cubic foot. (EX-2014, ¶55; EX-

2018; EX-2019; EX-2020; EX-2021) Moreover, a POSITA would have been aware 

of design constraints for supplying power to such components and dissipating the 

heat they generate: batteries, heatsinks and power supplies for those components, at 

the time of the invention, would have significantly increased the size of the device 

and added considerable weight (EX-2014, ¶¶50-56; EX-2022; EX-2025.) A 

POSITA would have brought that knowledge to bear when considering the design 

of eyewear with embedded electronics and assessed the limited space, weight, and 

power that eyewear could hold without being too cumbersome, dangerous, or un-

comfortable.  

As such, a POSITA would have been aware that the only computer “keys” in 

Rosenblatt that would be expected to communicate wirelessly with wireless-enabled 

devices “configured to recognize a presence of a wearer of the eyewear based at least 

in part on communication with the wireless chip” could not be adequately shrunk to 

fit inside the eyewear of Jannard-740 and still worn comfortably. Such computers 

would have dwarfed the size, weight, and power limitations of Jannard-740’s eye-

wear. (EX-2014, ¶¶51-56.) Petitioner’s combinations would therefore have been 
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inoperable, and a POSITA would not have had a reasonable expectation of success 

in making such a combination. Accordingly, a POSITA would not have been moti-

vated to combine prior art teachings as Petitioner suggests.  

Petitioner’s arguments for alleged motivation to combine are conclusory and 

unsupported.  

First, Petitioner alleges that eyewear such as those in Jannard-740 are a “suit-

able device in which to incorporate Rosenblatt’s key or its functionality,” in line 

with Rosenblatt’s disclosure of placing a “key” in a “headset,” which would purport-

edly motivate a POSITA to obtain the “benefit” of that combination (Petition, 47-

48; EX-1003, ¶156; EX-1007, [0043].) Rosenblatt’s disclosure of keys ranges from 

car keys and garment clips to cell phones and laptops, as discussed above. A 

POSITA would have understood that those are different devices with different capa-

bilities and components, yet Petitioner never assesses what those differences would 

be and under what conditions a given “key” would be suitable for embedding in 

eyewear. Contrary to Petitioner’s argument, the excessive size, weight and power of 

computer components would have rendered eyewear unsuitable for the type of Ros-

enblatt “keys” the petition seeks to invoke (as discussed above.)  

Second, Petitioner’s allegation that the combination would “represent nothing 

more than the simple addition” of “known elements” and the “use of a known 



  Patent Owner’s Response to 
Petition for Inter Partes Review 

  Patent No. 10,598,960 
 

23 

technique” to “improve a similar device” yielding “predictable results” (Petition, 47-

48; EX-1003, ¶156) is a conclusory statement that fails to establish reasonable ex-

pectation of success as required to demonstrate motivation to combine. KSR v Tele-

flex, 550 U.S. 398, 418 (2007.) As discussed above, the need for embedding com-

puter hardware and software to achieve the requisite “key” disclosed in Rosenblatt, 

the incompatible constraints of eyewear such as those disclosed in Jannard-740, and 

the absence of any teachings or suggestions in those references as to how to achieve 

a working combination leaves a POSITA without a reasonable chance of success. 

(EX-2014, ¶¶55-56.) 

2. A POSITA would not have been motivated to implement the 
teachings of Rosenblatt in Chen. 

Ground 7 is predicated on a combination wherein Rosenblatt’s disclosure of 

a “key” in wireless communication with a host device is inserted into the temple of 

an eyewear frame, disclosed in Chen. It differs from ground 4 in that Chen replaces 

Jannard-740 as the reference for the eyewear. As set out above in section IV.A.1, a 

POSITA would not have been motivated to insert the key in Rosenblatt in the temple 

of any eyewear frame to achieve the invention in claim 11 of the ’960 Patent because 

the only keys disclosed in Rosenblatt that could do so would be embodied in small 

computers (or “smart” cell phones with equivalent functionality) whose size, weight 

and power requirements would be too large to fit in an eyewear temple. This makes 
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the insertion of a Rosenblatt key in eyewear inoperable whether the eyewear is as 

described in Jannard-740 or in Chen, therefore ground 7 fails for at least the same 

reasons as ground 4. (EX-2014, ¶61.) Ground 7’s reliance on Chen also fails for the 

additional reasons discussed in this Section.  

In the case of Ground 7, the lack of motivation to combine Rosenblatt with 

Chen to achieve the invention of claim 11 is further demonstrated by the difference 

in subject matter between Chen, directed to eyewear containing thermally regulating 

removable cartridges, and the ’960 Patent, directed to eyewear with electronic ap-

plication modules capable of wireless interaction with other devices. (EX-2014, ¶ 

62.) 

The ’960 Patent pertains to the field of wearable embedded electronics, 

namely “commercial eyewear comprising electronics” (EX-1001, 1:24-25.) More 

specifically, the ’960 Patent is directed to “electronic eyewear modules and systems 

to be worn by a wearer.” (Id., 1:66-67.) The disclosure and claims of the ’960 Patent 

focus on the function and design of electronic modules that fit in eyewear, notably 

the invention of “application modules” whose embodiments “may include one or 

more of an electronic device configured to perform a function.” (Id., 2:22-23.) 

Additionally, “sub-function connections [are] used to support the function of the 

electronic device” (Id., 2:28-29.) 
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Chen, in contrast offers no meaningful discussion pertaining to the field of 

electronics embedded in eyewear. It “present[s] an eyewear temple assembly that 

provides the flexibility to add thermal regulation to eyewear in an integrated and 

concealed manner” (EX-1010, Abstract) by placing in the eyewear temples 

“exchangeable cartridges, which can provide thermal regulation of a user’s head.” 

(Id., 2:49-52.) Chen’s description of its “field of the invention” further states that 

“the present invention relates to prior works of art that provide thermal regulation of 

the head.” (Id., 1:20-22.) A POSITA would have understood Chen’s field of 

endeavor to be thermally regulated clothing (i.e., cooling or heating garments), such 

as cooling hats and headbands, which typically use materials with heating or cooling 

attributes (such as phase-changing materials; see, e.g., EX-2023, EX-2024) rather 

than electronics to achieve the desired effect. (EX-2014, ¶62.)  

Petitioner mischaracterizes Chen as featuring teachings on embedded 

electronics by misquoting, by omitting Chen’s reference to thermal regulation as the 

only stated function of Chen’s cartridge, an isolated mention that “[t]he removable 

cartridge comprises of [sic] materials and components, including electronic or non-

electronic or any combination thereof, which will provide functions such as thermal 

regulation” in Chen. (EX-1010, 2:60-63 (emphasis added); see Petition, 5, 66, 67, 

69; EX-1003, ¶¶59, 227, 230, 234.) Contrary to Petitioner’s suggestion, Chen never 
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explains what electronic components would be featured in the eyewear it describes 

and fails to disclose any specific design of embedded electronics in its claims or in 

the description of its embodiments. (See EX-1010, 2:60-63, 5:61-64.)  

Petitioner further mischaracterizes Chen as a reference that “discloses 

eyewear with wireless communication circuitry.” (Petition, 64; EX-1003, ¶224.) The 

petition cites a single survey of unrelated patents in Chen’s “background” section 

stating that “[e]yewear with integrated electronic components have also been 

described recently” in one unrelated patent pertaining to “a Bluetooth component 

being integrally embedded into the temple” and in another unrelated patent about a 

“power and control system for battery-powered, electro-chromic eyewear.” (EX-

1010, 1:63-2:5; see petition, 67-70, EX-1003, ¶¶159-167.) But a POSITA would 

have understood that Chen’s background only made a passing reference to a patent 

in a different field, as Chen lacks any example or description of electronic 

components in the specification, claims, or drawings—all of which pertain, instead, 

to eyewear cartridges providing thermal regulation generally. Chen’s lack of 

disclosure of any specific design for electronic modules in eyewear would have left 

a POSITA without any guidance as to how to configure Chen’s eyewear in 

combination with Rosenblatt’s wireless communication techniques. A POSITA 
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would therefore have lacked any reasonable chance of succeeding in that 

combination. (EX-2014, ¶63.) 

3. Ground 7 also fails because Petitioner’s combination of 
Chen and Rosenblatt does not disclose or suggest the 
claimed application module.  

Even if a POSITA were to combine the references’ teachings as Petitioner 

argues under ground 7, the resulting combination still does not render obvious all 

limitations of claim 11. In addition to lacking a motivation to combine references as 

explained above, the combination of Chen and Rosenblatt fails to disclose the 

following limitations of claim 11: “an application module mechanically coupled to 

the eyewear frame, the application module including a wireless chip to communicate 

with a wireless enabled device.”  

Petitioner incorrectly concludes that Chen’s “cartridge is an application 

module, and Chen thus discloses an “application module” because Chen mentions 

that its thermally regulating cartridge can be “electronic or non-electronic or any 

combination thereof” (EX-1007, 2:60-63) and permits “installment of cartridge(s) 

comprised of different, unique capabilities.” (Id., 4:22-24.) But Chen does not 

disclose or suggest that the cartridge includes—or even could include—“a wireless 

chip to communicate with a wireless enabled device.” (EX-2014, ¶64.) Petitioner’s 
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combination of Chen with Rosenblatt under ground 7 fails to render claim 11 

obvious for this additional reason.  

B. Independent Claim 22 Is Patentable 

Claim 22 recites:  

 Eyewear comprising: 

an eyewear frame having a first temple and a second temple; 

an application module mechanically coupled to the eyewear the 

application module comprising a transmitter and a wireless chip to 

wirelessly transmit a password from the application module from a 

wearer of the eyewear to a computer to access the computer. 

The petition relies on Rosenblatt’s “key” to allegedly embody the limitation 

“to wirelessly transmit a password from the application module from a wearer of the 

eyewear to a computer to access the computer.” (Petition, 59.) For the same reasons 

previously discussed in connection with independent claim 11 (see Section 

IV(A)(1), supra), Petitioner’s assertion that a POSITA would have implemented 

Rosenblatt’s “key” as an “application module” within Jannard-740’s or Chen’s 

eyewear fails.  

In particular, a POSITA would have understood that Rosenblatt’s disclosure 

of a key that provides “authentication information” and enables a user to “provide 

login data to the key for transmission to [the] computer” (EX-1007, [0061], [0095]), 
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implies that the key comprises a computer system equipped with at least a processor, 

memory, and wireless communications chip. The resulting computer system would 

not, at the time of the invention, be viewed by a POSITA as suitable for embedding 

in eyewear due to its excessive size, weight and power requirements. (EX-2014, ¶60; 

see Section IV(A)(1), supra.) As a result, a POSITA would not have been motivated 

to combine Rosenblatt with Jannard-740 or Chen, nor would he or she have had a 

reasonable expectation of success in doing so. (See Section IV(A)(1), supra.)  

Furthermore, for the same reasons discussed above in connection with claim 

11, the combination of Chen and Rosenblatt is also deficient regarding claim 22, 

because Chen fails to disclose the limitations of “an application module 

mechanically coupled to the eyewear the application module comprising a 

transmitter and a wireless chip to wirelessly transmit a password from the application 

module from a wearer of the eyewear to a computer to access the computer.” (See 

Section IV(A)(2), supra.)  

C. As grounds 4 and 7 fail to render independent claims 11 and 22 
obvious, they also fail to render obvious dependent claims 12-18, 
20-21, 23-24 and 26 

As discussed above in Sections IV.A and IV. B, grounds 4 and 7 do not render 

independent claims 11 and 22 obvious. As a result they also do not render obvious 

claims 12-18, 20-24, and 26 for the same reasons. Because Petitioner’s arguments 
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regarding those dependent claims are itemized in the petition and because they are 

deficient for additional reasons, Patent Owner also addresses them individually be-

low. 

1. Dependent Claim 12 Is Patentable 

Claim 12 recites the “eyewear of claim 11, wherein in response to recognizing 

the presence of the wearer, the wireless enabled device is configured to control light 

in the wearer's environment based at least in part on the wearer's preferences.” Peti-

tioner asserts only grounds 4 and 7 against this dependent claim. 

Petitioner relies on Rosenblatt for the limitations of claim 12, however, a 

POSITA would not have been motivated to combine the computer networking and 

communication disclosures of Rosenblatt with the eyewear of Jannard-740 or Chen 

in this regard. As discussed regarding independent claim 11, a POSITA would have 

understood that Rosenblatt’s “keys” would only be capable of advanced wireless 

networking and computing functionality if, indeed, they comprised a fully function-

ing computer that would not fit in the eyewear of Jannard-740 or Chen. (EX-2014, 

¶¶41-68.)  

In particular, Rosenblatt’s discussion of how to configure a key to control light 

via a host device shows that a qualifying “key” must be a computer with: the capa-

bility of creating its own network (“as long as lamp 660 is within the network created 
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by the key, lamp 660 may be turned on” (EX-1007, [0065] (emphasis added)); 

memory; and software for “an instruction to perform an operation with a host device, 

an identifier for a user profile or for user preferences, or user profile or user prefer-

ence data.” (Id., [0037].) At the time of the invention, such computers would largely 

exceed the typical size, weight and power constraints of electronics embedded in 

eyewear and a POSITA would therefore not consider such a combination as reason-

ably operable. (EX-2014, ¶¶41-68.) 

2. Dependent Claim 13 Is Patentable 

Claim 13 recites: the “eyewear of claim 11, wherein in response to 

recognizing the presence of the wearer, the wireless enabled device is configured to 

control temperature in the wearer’s environment based at least in part on the wearer’s 

preferences.” Petitioner asserts only grounds 4 and 7 against this dependent claim. 

As with independent claim 11 and dependent claim 12, discussed above, a 

POSITA would have known that the “keys” disclosed in Rosenblatt regarding the 

control of temperature of a heating or air-conditioning system (EX-1007, [0037], 

[0066]) required embedding a full computer that exceeded typical constraints on 

size, power and weight for eyewear at the time. (EX-2014, ¶¶41-68.) 
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3. Dependent Claim 14 Is Patentable 

Claim 14 recites: the “eyewear of claim 11, wherein in response to 

recognizing the presence of the wearer, the wireless enabled device is configured to 

control an external audio device based at least in part on an instruction from the 

wearer.” Petitioner asserts only grounds 4 and 7 against this dependent claim. 

As discussed with respect to independent claim 11, a POSITA would not have 

been motivated to combine Rosenblatt’s “key” with the eyewear of Jannard-740 or 

Chen to convey a wearer’s instructions to a wireless-enabled device and thereby 

control an external audio device. Only computers (such as a laptop, handheld 

computer or smartphone) exceeding typical size, weight and power constraints of 

eyewear would be expected by a POSITA to qualify as such keys. (EX-2014, ¶¶41-

68.) 

4. Dependent Claim 15 Is Patentable 

Claim 15 recites: the “eyewear of claim 11, wherein in response to 

recognizing the presence of the wearer, the wireless enabled device is configured to 

control an external video device based at least in part on an instruction from the 

wearer.” Petitioner asserts only grounds 4 and 7 against this dependent claim. 

Similarly to claim 14, a POSITA would not have been motivated to combine 

Rosenblatt’s “key” with the eyewear of Jannard-740 or Chen as only computers of 
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excessive typical size, weight and power demands of the eyewear would qualify as 

such keys. (EX-2014, ¶¶41-68 .)  

5. Dependent Claim 16 Is Patentable 

Claim 16 recites: “the eyewear of claim 11, wherein the wireless enabled de-

vice is located in an automobile.” Petitioner asserts only grounds 4 and 7 against this 

dependent claim. 

As discussed above regarding claim 11, a POSITA would not have been mo-

tivated to combine Rosenblatt’s “key” with the eyewear of Jannard-740 or Chen due 

to the fact that the “key” would embody a computer whose size, weight and power 

would make it unsuitable for embedding in eyewear. (EX-2014, ¶¶41-68.) Claim 

16’s limitations envisage that an application module (which the petition maps to 

Rosenblatt’s key) would be in wireless communication with a wireless enabled de-

vice inside an automobile. As a result, a POSITA would have understood that Ros-

enblatt’s key would be unsuitable for embedding in eyewear when communicating 

with a wireless-enabled device in an automobile, rendering the petition’s combina-

tion inoperative. 

6. Dependent Claim 17 Is Patentable 

Claim 17 recites: “the eyewear of claim 16, wherein in response to 

recognizing the presence of the wearer, the wireless enabled device is configured to 
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control at least one function of the automobile.” Petitioner asserts only grounds 4 

and 7 against this dependent claim. 

As discussed above regarding claim 16, a POSITA would have understood 

that Rosenblatt’s key would need to embody a full computer to communicate 

wirelessly with a wireless enabled device, including when that device is configured 

to control at least one function of an automobile. A POSITA would therefore not 

have been motivated to combine Rosenblatt with Jannard-740 or Chen regarding 

claim 17. 

7. Dependent Claim 18 Is Patentable 

Claim 18 recites: the “eyewear of claim 16, wherein the wireless enabled 

device is configured to control a seat, a radio, a temperature, and/or a speed of the 

automobile.” Petitioner asserts only grounds 4 and 7 against this dependent claim. 

As discussed above regarding claim 16, a POSITA would have understood 

that Rosenblatt’s key would need to comprise a computer to communicate wirelessly 

with a wireless enabled device when that device is configured to control an 

automobile seat, radio, temperature and/or speed. (EX-2014, ¶¶41-68.) A POSITA 

would therefore not have been motivated to combine Rosenblatt with Jannard-740 

or Chen in respect of this claim. 



  Patent Owner’s Response to 
Petition for Inter Partes Review 

  Patent No. 10,598,960 
 

35 

8. Dependent Claim 20 Is Patentable 

Claim 20 recites: the “eyewear of claim 11, wherein the wireless chip is a 

Bluetooth chip.” Petitioner asserts only grounds 4 and 7 against this dependent 

claim. 

As discussed above for claim 11, a POSITA lacked a motivation to combine 

the key in Rosenblatt with the eyewear in Jannard-740 or Chen because the key 

would need to embody a full computer and thereby exceed feasible size, weight and 

power for embedding electronics in eyewear. A POSITA would have faced this issue 

whether or not the wireless chip used in the “key” communicated using the Bluetooth 

standard. (EX-2014, ¶¶41-68.)  

9. Dependent Claim 21 Is Patentable 

Claim 21 recites: “the eyewear of claim 11, wherein the wireless enabled 

device is at least one of a cell phone, a smart phone, a computer, an iPad, and/or a 

tablet.” Petitioner asserts only grounds 4 and 7 against this dependent claim. 

As discussed above for Claim 11, a POSITA would not have been motivated 

to combine the key in Rosenblatt with the eyewear in Jannard-740 or Chen as it 

would have to be a computer requiring excessive size, weight and power (EX-2014, 

¶41-68), including in the event that the key was in wireless communication with a 

“computer and laptop.” (EX-1007, [0061].)  
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10. Dependent Claim 23 Is Patentable 

Claim 23 recites: “the eyewear of claim 22, wherein receiving the password 

at the computer enables access to the computer.” A POSITA would not have been 

motivated to combine the key in Rosenblatt with the eyewear of Jannard-740 or Chen 

for the reasons discussed above in respect of claim 22. 

11. Dependent Claim 24 Is Patentable 

Claim 24 recites: the “eyewear of claim 22, wherein the wireless enabled 

device is configured to adjust a brightness and/or a volume of the computer.” 

Petitioner asserts only grounds 4 and 7 against this dependent claim. A POSITA 

would not have been motivated to combine the key in Rosenblatt with the eyewear 

of Jannard-740 or Chen for the reasons discussed above in respect of claim 22, 

including in the event that the key was in communication with a wireless enabled 

device configured to adjust brightness or volume of the computer.1 

 
1 Petitioner asserts that “wireless enabled device” must be construed as “com-

puter” to avoid indefiniteness. The distinction between the two is irrelevant to Patent 

Owner's arguments in this proceeding, as the prior art also fails to disclose or render 

obvious a computer. 
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Furthermore, the resulting combinations of Rosenblatt with Jannard-740 and 

Rosenblatt with Chen fail to disclose the limitations of claim 24. The petition and its 

accompanying expert declaration incorrectly cite to Rosenblatt as evidence of 

“adjusting a brightness or volume of the computer” but Rosenblatt merely indicates 

that a computer “may include a display” (EX-1007, [0051]-[0053]), without 

discussion of brightness or volume control in a computer. (See petition, 59, 73; EX-

1003, ¶¶ 207-209, 253.) 

12. Dependent Claim 26 Is Patentable 

Claim 26 recites: the “eyewear of claim 22, wherein the wireless enabled 

device is configured to access an email via the computer.” Petitioner asserts only 

grounds 4 and 7 against this dependent claim. A POSITA would not have been 

motivated to combine the key in Rosenblatt with the eyewear of Jannard-740 or Chen 

for the reasons discussed above in respect of claim 22. 

V. Dependent Claim 19 Is Patentable 

Claim 19 recites: the “eyewear of claim 16, wherein the wireless enabled 

device is configured to control a functionality of the automobile to awake the wearer 

should the wearer fall asleep.” Petitioner asserts grounds 5 and 8 against this 

dependent claim, which add Gunaratne to the combination of Jannard-740 or Chen 

(respectively) and Rosenblatt. 



  Patent Owner’s Response to 
Petition for Inter Partes Review 

  Patent No. 10,598,960 
 

38 

As set out above (Section IV.A and IV.C.5) for independent claim 11 and its 

dependent claim 16, a POSITA would not have been motivated to combine 

Rosenblatt’s applicable “key,” i.e. a small computer or cell phone with equivalent 

functionality to a computer, with the eyewear of Jannard-740 or Chen. The size, 

power, and weight constraints of such eyewear would have rendered that 

combination inoperable. EX-2014, ¶70. 

A POSITA would also not have been motivated to combine Gunaratne’s 

drowsiness detection system with the eyewear of Jannard-740 or Chen, or with 

Rosenblatt’s system for remotely directing a host device to perform an operation 

using an electronic key, for multiple reasons.  

First, Gunaratne is directed to subject matter that is very different from 

Jannard-740’s (eyewear with embedded audio system), Chen’s (eyewear with 

heating/cooling cartridges) or Rosenblatt’s (wireless communications between 

various electronic keys and a host device.) Instead, Gunaratne’s subject matter 

pertains to database management, data analysis and pattern recognition. Gunaratne 

discloses the use of software databases comprising digital images of sleepy faces 

with image acquisition software so that a picture of a machine operator can be 

compared to those sleepy faces. If the software described in Gunaratne finds a 

sufficiently similar pattern of drowsiness in the operator’s picture, it activates an 
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alarm. (See EX-1008, Abstract, [0017]-[0031].) An example of a flowchart of 

Gunaratne’s software is provided in Figure 10 and shows the complex data analysis 

steps required: 
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A POSITA would have understood that Gunaratne’s subject matter made it 

relevant to the fields of image recognition, data analysis and database management, 

not the design of eyewear featuring embedded electronics (as is the case for Jannard-

740) or thermally regulating eyewear (for Chen), or even wireless communication 

techniques (such as those described in Rosenblatt). (EX-2014, ¶71.) This is further 

confirmed by Gunaratne’s lack of any mention of eyewear, computer hardware, 

embedded electronics, or wireless communications. (Id.) 

Second, a combination of Gunaratne with the eyewear of Jannard-740 or Chen 

and the wireless communication techniques of Rosenblatt would have offered a 

POSITA no reasonable chance of success. (EX-2014, ¶¶72-73.) To implement 

Gunaratne as part of an automobile wireless enabled device would have required an 

automobile computer that embodied the complex database structure and ran the 

image acquisition and recognition software of Gunaratne. Gunaratne, Jannard-740, 

Chen and Rosenblatt provide no guidance to a POSITA as to how to build such a 

wireless enabled device at all and, furthermore, fail to provide guidance as to how 

to install such a device within the constraints of an automobile. (EX-2014, ¶72.) 

Similarly, the alleged combinations provide no information to a POSITA as to how 

such a device (assuming the POSITA could build it) would be “configured to 

recognize a presence of a wearer of the eyewear based at least in part on 
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communication with the wireless chip” of an eyewear’s electronic application 

module. (Id.)  

Third, it is only through impermissible hindsight, guided by the teachings of 

the ’960 Patent, that a POSITA could have been motivated to combine Gunaratne 

with Jannard-740 or Chen and Rosenblatt as Petitioner asserts. “The invention must 

be viewed not with the blueprint drawn by the inventor, but in the state of the art that 

existed at the time.” Interconnect Planning Corp. v. Feil, 774 F.2d 1132, 1138 (Fed. 

Cir. 1985). An obviousness combination is only legitimate if the petition provides 

an “explanation as to how or why the references would be combined to arrive at the 

claimed invention,” failing which “we are left with only hindsight bias that KSR 

warns against.” Metalcraft of Mayville, Inc. v. The Toro Co., 848 F.3d 1358, 1367 

(Fed. Cir. 2017). The petition and its accompanying expert declaration fail to provide 

such an explanation, instead alleging that “Gunaratne suggests doing so” because it 

mentions rapid detection of driver drowsiness as improving driver, passenger, and 

bystander safety. (Petition, 61; EX-1003, ¶216.) Such passing mention of the safety 

benefits of avoiding driver drowsiness offers no information to a POSITA as to why 

combine the references or how to achieve the combination with a reasonable chance 

of success. (EX-2014, ¶73.) Petitioner’s and its expert’s conclusion that the 
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combination is the result of combining known techniques together in a “trivial” 

manner  reveals their reliance on impermissible hindsight. 

VI. Dependent Claim 25 is Patentable 

Claim 25 recites the: eyewear of claim 22, wherein the wireless enabled 

device is configured to adjust a font size of an application in the computer. Petitioner 

asserts grounds 6 and 9 against this dependent claim, which add Nielse to the 

combination of Jannard-740 or Chen (respectively) and Rosenblatt. 

As set out above (Sections IV.B) for independent claim 22, a POSITA would 

not have been motivated to combine Rosenblatt’s “key,” which in this case would 

require a small computer, with the eyewear of Jannard-740 or Chen. The size, power 

and weight constraints of such eyewear render that combination inoperable. 

A POSITA would also not have been motivated to combine Nielsen’s 

techniques for storing webpage font size preferences in a database and displaying 

fonts in the preferred size when accessing such webpages with the eyewear of 

Jannard-740 or Chen, or with Rosenblatt’s system for remotely directing a host 

device to perform an operation using an electronic key, for several reasons.  

First, a POSITA would be unlikely to consider Nielsen in the context of 

designing eyewear with embedded electronics (such as Jannard-740) or equipped 

with thermally regulating cartridges (such as Chen), let alone motivated to combine 
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those references. (EX-2014, ¶76.) Nielsen pertains to very different subject matter. 

Nielsen discloses software relevant to web browsing techniques (adapting a font size 

on a given web page) and further comprising database management software (e.g., 

to manage a database recording the user’s changes to a font size when browsing web 

pages). (EX-2014, ¶¶76-77.) Similarly, the subject matter of Nielsen would bear 

little to no relevance to a POSITA when considering Rosenblatt (wireless 

communications between various electronic keys and a host device), as Nielsen 

focuses on enhancements to the web browsing experience and offers no information 

pertaining to the interactions between an electronic “key” and a host device as 

described in Rosenblatt. Moreover, Nielsen offers no teachings on how its database 

systems for web-browser font adjustment would interact with electronically 

enhanced eyewear, leaving a POSITA without any reason to consider it when 

designing such eyewear, as well as no reason to consider joining it (somehow) with 

wireless communication techniques disclosed in Rosenblatt to do so, given that 

Rosenblatt features no disclosures on interfacing with web browsers at all. (EX-

2014, ¶77.)  

Second, a combination of Nielsen with the eyewear of Jannard-740 or Chen 

and the wireless communication techniques of Rosenblatt would have offered a 

POSITA no reasonable chance of success. (EX-2014, ¶¶78-79.) Nielsen provides no 
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teachings or suggestions regarding how to implement its database of webpage font 

changes and preferences in a computer in wireless communication with an electronic 

key such as disclosed in Rosenblatt, or when such a computer interacts with eyewear 

embedding an audio electronic system such as Jannard-740. (EX-2014. ¶¶77-79.) As 

Chen does not even disclose any eyewear embedding electronics capable of wireless 

communication, it also fails to provide a POSITA with a reasonable chance of 

success if attempting a combination with Rosenblatt and Nielsen. 

Third, there was no motivation to combine except in hindsight driven by the 

teachings of the ’960 Patent. Petitioner’s attempt to conjure a motivation to combine 

the references is unavailing except as impermissible hindsight. Interconnect 

Planning Corp. v. Feil, 774 F.2d 1132, 1138 (Fed. Cir. 1985.) The petition and its 

accompanying expert declaration simply allege that a POSITA would have been 

motivated to combine Nielsen because Nielsen “suggests doing so” and adding 

Nielsen’s techniques for adjusting font size on web pages to Rosenblatt would 

“realize the benefits disclosed in Nielsen.” (Petition, 62; EX-1003, ¶222.) Their 

portrayal of the combination as an assembly of a “known” technique to improve a 

“known” device that would have been “trivial” to a POSITA is conclusory and amply 

contradicted by the gap in relevant subject matter and the lack of any teachings that 

would yield a reasonable chance of success. (EX-2014, ¶¶74-79.) 
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VII. CONCLUSION 

For the foregoing reasons, Petitioner has failed to establish that the challenged 

claims of the ’960 Patent are unpatentable. Patent Owner respectfully requests the 

Board find the challenged claims patentable over the grounds in the Petition. 
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