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I. INTRODUCTION

Oura’s Response (POR, Paper 19) fails to differentiate the challenged claims
from prior art. PO’s secondary consideration evidence lacks nexus and cannot rebut
the Petition’s strong obviousness grounds. The challenged claims should be
canceled.

II. PO’S ARGUMENTS AGAINST GROUND 1 (MESTAS-ASAMI) FAIL

A.  Mestas-Asami Teaches Claim 1

1. Asami Is Analogous Prior Art

PO incorrectly asserts Asami is non-analogous art. POR, 43-45. Asami
teaches a gesture-recognition finger-ring. Ex-1002 9179; Ex-1079 96. PO’s
contention that “Asami does not teach performing physiological or health
monitoring” (POR, 44) is overly narrow; the 953 specification states: “In addition
or as an alternative to fitness monitoring...WCD 110 can function as a remote
input device through, for example, gesture recognition.” FEx-1001, 7:32-36.
Further, PO’s expert acknowledged “there is discussions of gesture recognition in
the patent.” Ex-1085, 17:15-19.

2. PO’s “Motivation” Argument Fails

PO argues a POSITA would lack motivation to combine Mestas and Asami

for various (incorrect) reasons. POR, 22-27.
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PO’s “different purposes” argument fails. PO claims Mestas and Asami
serve distinct purposes, fitness monitoring vs. gesture input. POR, 23. But PO
admits “gesture recognition is...mentioned in Mestas.” Id., 24. Gesture recognition
was a “need or problem known in the field...and addressed by the patent [that] can
provide a reason for combining.” Honeywell Int’l v. 3G Licensing, 124 F.4th 1345,
1353-54 (Fed. Cir. 2025). PO incorrectly claims that “Mestas’s gesture sensor is a
‘shoe-based sensor;’” Mestas also teaches detecting “physical gestures (e.g., waving
the user’s wrist in a particular pattern)” and “touch gestures.” Ex-1010 9221.

Mestas and Asami both address gesture recognition, motivating a POSITA to
combine their solutions for similar ends and benefits. Pet., 20; Ex-1002 94179-180;
Ex-1079 qq8-11.

PO’s ring form factor arguments fail. PO incorrectly claims implementing
Mestas’s device in a more compact form “is directly from the *953 Patent” and
“Mestas and Asami provide no such teaching.” POR, 24. PO’s expert Dr. Mercier
admitted Mestas teaches making devices smaller and tighter to prevent slippage, and
Asami discloses a small form factor finger-ring. Ex-1085, 54:22-55:4, 60:17-25,
77:3-6; Ex-1002 9181; Ex-1079 912.

Dr. Mercier also admitted the inventor did not invent the ring form factor,

curved batteries, or ring biometric sensors, Ex-1081, 15:11-23, and that the patent
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“doesn’t describe how to miniaturize batteries and other things like that.” Ex-1085,
125:9-14. Miniaturizing and integrating known components into a ring form factor
was routine. Ex-1081, 17:3-7; 18:17-19:9; Ex-1079 q[15.

Both Mestas and Asami teach different device circumferential sizes, as Dr.
Mercier concedes. Ex-1085, 60:17-25; POR, 24 (““‘Asami teaches that its device

299

‘may be enlarged in size as an arm ring or armlet’”). PO incorrectly argues that
Mestas’s ribbing to reduce slippage teaches away from a finger-ring. POR, 26. A
POSITA would have been motivated to reduce device size to minimize slippage by
using a finger-ring. Ex-1079 44[13-14; Pearce v. Mulford, 102 U.S. 112, 116 (1880)
(“nothing patentable in merely reducing the size of the bracelet...”).

PQO’s argument that a POSITA would have worn both Asami’s finger-ring and
Mestas’s wristband mischaracterizes the prior art. POR, 25. In only one out of three
embodiments, Asami teaches device parts may be electrically separated into signal
supply-side and measurement-side devices. Ex-1014 49136, 137; Ex-1079 q16.

As Dr. Anthony explained, design incentives and market forces would have
motivated a POSITA to combine Mestas with Asami, yielding a device easier to

wear, less obtrusive, and more likely to be used continuously. Ex-1002 9181;

Ex-1079 917.
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PO’s no expectation of success arguments fail. PO contends miniaturization
and integration would be non-trivial, and a POSITA would not have expected
success adapting Mestas’s “curved battery system [] to the severe size constraints of
a functional finger ring.” POR, 26. But Dr. Mercier acknowledged electronic
components were trending smaller, thus a POSITA would have sought smaller
curved batteries. Ex-1081, 147:20-149:11. He also admitted making a curved
battery from a flat one was “within the skill set of a POSITA at the time.” Ex-1085,
131:9-17; Ex-1079 q18.

By 2013, relevant components were available in miniaturized forms; Dr.
Mercier admits the patent assumes those miniaturized components exist. Ex-1085,
122:14-123:5, 125:9-14; Ex-2020, 172:6-173:2; Ex-2022, 138:7-142:22. PO’s
argument that Mestas’s components “would necessitate a scaling down by a factor
of 5 to 10 times” (POR, 27) does not rebut obviousness, as the art and market had
already achieved such miniaturization. Ex-1079 9919-25. Dr. Mercier admits a
POSITA “would consider shrinking functionality,” and only disputes the scaling’s
extent, providing no reasoning why “[f]ive or 10X 1s not reasonable.” Ex-1085,

52:21-53:11.
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3. 1[pre]: “configured as a ring”

PO argues Mestas is limited to a wristband and “does not list fingers or other
small body parts as suitable locations for its device.” POR, 29. However, Mestas-
Asami teaches this limitation, as Asami is a finger-ring, and a POSITA would have
been motivated to combine them. Supra §I1.A.2; Ex-1079 926.

4. 1[a]/1][b]: Interior & Exterior Enclosure Portion/Structure

PO incorrectly argues Mestas’s “encasement member” is a single housing, not
separate interior/exterior portions. POR, 31-32. Mestas teaches inner and outer
molded portions serving the same claimed functional separation. Ex-1010, qq151-
158. PO also incorrectly argues injection molding means Mestas does not teach
interior/exterior structures “coupled together.” POR, 32. While PO agreed with
Petitioner that “no terms need to be construed” (POR, 22), PO’s contention
“‘coupling’ implies an assembly of two separate structural pieces” is an improper,
unsupported claim construction. Ex-1079 4927-28. PO’s expert admitted the claim
does not require the “interior enclosure portion” and “exterior enclosure structure”
be separate structural pieces later brought together (Ex-1085, 105:24-106:11); while
he pointed to a specification embodiment (id., 98:2-6), “it is improper to read a
limitation from the specification into the claims.” Liebel-Flarsheim v. Medrad, 358

F.3d 898, 904 (Fed. Cir. 2004); Ex-1079 429.
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5. 1[c]: Curved Battery Proximate Exterior Enclosure
PO does not dispute Mestas’s curved battery is proximate to the exterior
enclosure. Ex-1010, Fig. 6; POR, 34. PO only contends Mestas’s battery is too
large and “incompatible with a compact finger ring.” Id. This argument relitigates
the finger-ring limitation; further, Petitioner does not propose using Mestas’s
batteries as described. Predictable scaling-down is routine engineering; as shown
above and acknowledged by PO’s expert, miniaturization market forces would have
driven a POSITA to scale down the components. Ex-1085, 122:14-123:5, 125:9-14;
supra §I1.A.2; Ex-1079 431. A POSITA would consider the references’ collective
teachings while “employing ordinary creativity.” Janssen Pharms. v. Teva Pharms.
USA, 97 F.4th 915, 928 (Fed. Cir. 2024); Paper 9 at 30-31 (criticizing PO’s focus on
“characterizations of the individual references” instead of comprehensively
assessing their collective teachings).
6. 1[d]: Flexible PCB Proximate the Curved Battery
PO acknowledges Ground 1 relies on Mestas, and does not dispute Mestas
discloses this limitation, but reiterates its miniaturization argument. POR, 36.
Mestas teaches a flexible PCB proximate to the curved battery, as required, and the
packaging would simply be scaled down to a smaller ring form factor. See Ex-1010,

Figs. 6, 14-15; Ex-1079 932-33.
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PO’s assertion that Asami lacks a battery or PCB is incorrect and irrelevant.
POR, 37. PO’s expert admitted “there has to be” a power supply in Asami, which
could be implemented through a battery. Ex-1085, 74:4-7. The combination
supplies all required elements. Ex-1079 434.

7. 1[e]: EM induction or RF charging mechanism,
microprocessor, sensor module, LED, and transceiver

PO concedes Mestas discloses all components but re-argues the form factor,
POR, 40-41, rebutted above. Supra §11.A.3. PO’s contention that Asami is missing
many components is irrelevant, as Ground 1 relies on Mestas for electronic
components. POR, 40-41; Ex-1079 ¢36.

8. 1[f]: Transparent Window

PO and its expert concede Mestas discloses “illumination regions” facilitating
“electromagnetic transmission”, meeting the claim. Ex-1085, 72:9-14; POR, 42. PO
again merely recycles its miniaturization argument, rebutted above. Id. PO’s
argument that Asami does not teach this limitation is irrelevant, given Mestas’s
disclosure. Id.; Ex-1079 q937-38.

B. Mestas-Asami Teaches Dependent Claims 2-6, 11-14

PO does not contest Mestas teaches the recited elements of Claim 2
(processor/transceiver), but repeats Mestas is not a ring and criticizes the transceiver

for not “transmitting/receiving data packets based on fine-grained physiological
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sensor data” (POR, 46-47), improperly adding a non-existent limitation into the
claim. Ex-1079 9939-40.

Regarding Claim 5 (capacitive sensor), PO does not dispute Mestas teaches
capacitive sensing for user interaction, instead rearguing the form factor. POR, 48;
Ex-1079 41.

PO does not separately challenge Claims 3-4, 6, 11-14, only arguing that
Mestas-Asami does not teach independent claim 1. POR, 49.

III. PO’S ARGUMENTS AGAINST GROUND 2 (MESTAS-SCHRODER)
AND GROUND 3 (MESTAS-SCHRODER-MESTAS) FAIL

A. Motivation To Combine
1. Mestas-Schroder

PO incorrectly argues no motivation to combine Mestas and Schroder. POR,
49-51. Both references concern wearable biometric sensing devices; given their
similar structural components, a POSITA would be motivated to combine them for
a compact, multifunctional ring device. Ex-1002 49271-273; Ex-1079 9943-47.

PO applies an unduly narrow test, arguing “Schroder’s focus is security and
discrete event interaction, not continuous physiological health monitoring.” POR,
49-50. The ’953 Patent, while including embodiments for a wearable computing
device (WCD) sensing physiological parameters, also describes a device sensor

generating and reading a “capillary map in order to identify [the user] as the
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authorized user of the WCD,” similar to Schroder’s focus. Ex-1001, 23:22-24,
Ex-1007, 9:62-10:9. A POSITA would consider both Mestas and Schroder within
the 953 Patent’s field. Ex-1002 4271; Ex-1079 944; Honeywell, 124 F.4th at 1353-
54.

PO argues, relying on Figure 3, that Schroder’s “externally accessible,
replaceable chip module” teaches away from integrating all components in a ring.
POR, 50. But the Petition relies on a different embodiment, Figure 8, and PO’s
expert conceded Figures 4, 7, and 8 show embodiments without the external chip
module. Ex-1081, 77:12-18, 82:4-13, 124:3-7, 145:24-146:2. The Board noted the
same. Paper 9 at 31, 34-35 (the Petition relies on Figure 8 to show the recess for
placing the components).

PQO’s assertion “Mestas’s battery and PCB would require non-trivial scaling”
(POR, 50) is unpersuasive. Dr. Mercier acknowledged electronic components were
trending smaller, motivating a POSITA to use smaller curved batteries. Ex-1081,
147:20-149:11. By 2013, advances in miniaturization and flexible PCB technology
were well-known and within a POSITA’s skill set, and miniaturized components
were available. Ex-1079 946; Ex-2020, 172:6-173:2; Ex-2022, 138:7-142:22.

PO also contends Mestas’s “continuous monitoring system” has different

power requirements than Schréder’s event-driven security functions (POR, 51), but
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this does not defeat a POSITA’s motivation, given miniaturization trends. Ex-1079
47; Ex-2022, 138:7-143:1 (discussing the availability and scalability of curved
batteries for use in rings).

2. Schroder-Mestas

PO argues no motivation to combine, repeating its Ground 2 arguments
rebutted above. POR, 62-64. These again rely on Schréder’s Figure 3 embodiment
with its “external, replaceable chip module” and arguing Schroder and Mestas are
directed to “disparate functions”. Id., 62-63. This ignores the 953 Patent-described
sensor can generate and read a “capillary map to identify [the user] as the authorized
user of the WCD,” the same focus as Schroder. Ex-1001, 23:22-24; Ex-1007, 9:62-
10:9.

While PO argues “Mestas’s system would have to be scaled down and
completely redesigned to fit in a small ring like Asami or Schréder” (POR, 63-64),
Petitioner does not propose bodily incorporating Mestas’s battery into Schroder’s
ring. Ex-2021, 307:7-17; Ex-1079 q71. Instead, a POSITA would implement
Mestas’s teaching of an appropriately sized curved battery into Schroder to avoid
increasing the ring’s thickness or straining the battery or housing. Pet., 60; Ex-1002
9337. Both parties’ experts agree the 953 Patent assumes appropriately sized

batteries were available. Ex-1085, 125:9-14; Ex-1081, 17:24-18:16; Ex-1079 4971-

10
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77. And both agree there are teachings on how to configure Schréder’s components.
Ex-2020, 212:6-214:13; Ex-1081, 130:18-131:14. A reference need not “disclose
what is well known in the art.” Visual Memory v. NVIDIA, 867 F.3d 1253, 1261
(Fed. Cir. 2017). A POSITA would know how to select battery specifications to fit
inside Schroder’s ring and how to source such a battery. Ex-2021, 315:9-316:19-
21,454:2-455:11; Ex-1079 474. This configuration is an obvious “matter of choice.”
In re Dailey, 357 F.2d 669, 672-73 (CCPA 1966).

PO asserts a POSITA would have used a coin-sized, not a curved battery
(POR, 64), but vendors sold appropriate, curved batteries at the time. Ex-2021,
315:9-316:19-21,454:2-455:11. PO’s expert admitted making a curved battery from
a flat one was “within the skill set of a POSITA at the time.” Ex-2020, 172:6-173:2;
Ex-1079 q78; Ex-1081, 148:24-149:1; Ex-1085, 131:8-17.

Given the miniaturization trends, PO’s argument about Mestas’s and Schroder
different power requirements (POR, 64) fails. A POSITA would be motivated to

use a right-sized curved battery. Ex-1002 4337; Ex-1079 4947, 79.

11
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B. Mestas-Schroder and Schroder-Mestas Teach Claims 1, 38
1. Preamble: “configured as a ring”

PO contends Mestas is limited to a wristband “or other large body part athletic
device.” POR, 53, 64-65. But the combination meets this limitation, because
Schrdder is a finger-ring.

PO also argues Schroder does not teach a “wearable computing device with
the comprehensive physiological monitoring capabilities and integrated
componentry of the *953 Patent.” POR, 53, 64. But, as explained above, the *953
Patent discloses WCD’s application to a capillary map. Supra §IIILA. PO’s claim
view is unduly narrow and improperly adds requirements—e.g., “comprehensive
physiological monitoring”—not in the claim. See Ex-1001, Cls. 1, 38; Ex-1079
9949, 80-81.

2. 1[a]/1[b]/38[a]/38[f]: Interior & Exterior Enclosure
Portion/Structure

Mestas- Schroder. PO asserts Mestas does not disclose elements 1[a]/1[b],
citing §VII.A.3/Ground 1 arguments, rebutted above. POR, 54; supra §11.A 4.

For 38[a]/[f], PO argues ‘““Petitioner relies on Mestas alone,” citing §VII.A.3,
but Petitioner relies on Schroder, which teaches one ring half could be made of PET,
typically transparent. Pet., 55, 57. PO claims “Schroder does not explicitly state

that its interior ring half (component 16) is transparent” (POR, 55), but Schréder

12
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teaches either half can be PET. Ex-1007, 15:10-11, 15:14-15. See KSR Int’l v.
Teleflex, 550 U.S. 398, 405 (2007) (where “there are a finite number of identified,
predictable solutions, a [POSITA] has good reason to pursue the known options.”).
Schroder also teaches capturing a vein image with an IR sensor touching the user’s
skin; both experts agree this requires a transparent window on the internal, skin-
facing surface. Ex-1079 4951-53; Ex-2022, 134:10-11; Ex-1082, 196:17-8, 197:9-
199:21.

PO further argues Schroder’s ring halves do not “retain[] one or more
electronic components” (POR, 54), but Dr. Mercier agreed “inlay 12, with chip
module 10 and various other components on it, is inserted into a recess between ring
halves 16 and 18.” Ex-1081, 82:10-13, 101:12-16; Ex-1079 9454-55.

Schrioder-Mestas. PO repeats its Ground 2 arguments, conceding that
“Schroder’s ring halves 16 and 18 could form a housing around inlay 12” (POR, 65),
but argues “Schrdoder’s main electronics (chip module 10) are typically external,”
citing Figure 3. Again, as the Board also noted, the Petition relies on Figure 8, where
the electronics are inside the ring; PO’s expert conceded Figures 4, 7, 8 show
different embodiments than Figure 3. See Pet., 72; Ex-1081, 77:12-18, 82:4-13,
124:3-7, 145:24-146:2; Paper 9 at 31, 34-35. PO’s claim the IR sensor is in the

external chip module similarly fails. POR, 66; Ex-1079 982.
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PO’s argument that Schroder does not teach a transparent interior component
(id., 66) is incorrect as demonstrated above. See also Ex-1079 q983-85.

3. 1[c]/38[c]: Curved Battery, Wirelessly Charged, Proximate
to Exterior Enclosure/Proximate the PCB

PO argues Mestas does not disclose these elements, citing its Ground 1
arguments repeating its rebutted miniaturization points. POR, 56, 67. As the Board
also noted, “Petitioner need not demonstrate obviousness of bodily incorporating
every feature of Mestas’s disclosure into Schroder’s disclosed apparatus.” Paper 9
at 31.

As discussed at Ground 1/Claim 1[c], Mestas’s curved battery is proximate to
the exterior enclosure and meets this claim element. Pet., 26-27; supra §I1.A.S.

PO argues Schroder has “no clear teaching of a curved battery proximate” the
PCB, but ignores the Petition relies on Mestas for this element. Id., 56. PO’s
argument that the combination does not disclose the “curved printed circuit board
comprising a microprocessor” similarly fails. Id., 67. See also Ex-1079 9956-57,
86.

4. 1[d]/38]b]: Flexible/Curved PCB Proximate the Curved
Battery/Proximate the Exterior Enclosure

Mestas- Schréder. PO argues Mestas does not disclose these elements, citing

Ground 1 arguments. POR, 56. PO relies only on its 1[d] arguments in challenging

14
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limitation 38[b]. Id., 57. As explained for 1[d], Mestas’s curved battery is proximate
to the flexible curved PCB. Pet., 26-27. In his declaration Dr. Mercier attempted to
distinguish between claim 1’s “flexible PCB” and claim 38’s “curved PCB,” but
admitted in deposition a POSITA could design a curved PCB to fit inside a ring. Ex-
1085, 130:16-23; Ex-1079 959.

Schréder-Mestas. PO claims “Schroder’s inlay 12 is a thin antenna carrier,
not the comprehensive flexible PCB of Claim 1” (POR 68), but the claim does not
recite a “comprehensive” limitation. Schrdder teaches its inlay or “carrier foil” is a
PCB, as it is made of “flexible carrier material,” such as “Kapton,” a polyimide foil
widely used for flexible printed circuits. Ex-1079 q987-88; Ex-1007, 12:28-29;
Ex-2023,9; Ex-1081, 80:17-81:10. Similarly, the 953 Patent describes a PCB made
of “flexible material...such as polyimide.” Ex-1001, 16:35-37. Schroder’s “carrier
foils” are made using “milling, lasering, etching,” with components on specific foil
layers, enabling a multilayer carrier foil composite. Ex-1007, 13:23-51.

In Figures 4-10, Schroder’s inlay 12 is described as containing chip module
10, antenna 8, and other “electronic devices.” Id., 12:1-3, 13:22-47. A POSITA
would recognize this inlay with electronic components and interconnecting circuitry
constitutes a PCB. Ex-1079 989. The Board agreed, finding Schréder’s text and

Figure 8 support that inlay 12 is a flexible PCB arranged in a recess between ring
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components 16 and 18. Paper 9 at 34. Dr. Mercier conceded Schroder’s carrier foil
may have depressions for inserting electronic devices, confirming that “inlay 12,
with chip module 10 and various other components on it, is inserted into a recess
between ring halves 16 and 18 in Schroder.” Ex-1081, 105:9-108:9, 82:10-13,
101:12-16. PO’s claim that “Schroder’s microprocessor is in its separate chip
module 10, not integral to a curved PCB” is incorrect. POR, 69. Schroder describes
chip module 10, with “at least two physically separate processors,” on the flexible
PCB. Ex-1007, 10:60-61, 15:19-22; Ex-1002 9392; Ex-1079 990.

Mestas also expressly discloses the PCB as proximate to the curved battery.
Ex-1002 9213; Ex-1010 q168.

5. 1]e]/38[d]/38]e]: Plurality of Components, Including a Sensor
Module and LED

PO again argues motivation to combine, but does not dispute that Mestas and
Schroder together teach all claim elements. POR, 57-58, 69-70. In particular, PO
argues Mestas does not disclose Element I[e], citing its Ground 1 arguments,
rebutted above. Supra §I11.A.7.

PO also incorrectly asserts Mestas does not disclose sensors and LED in 38[d]
and 38[e]. POR, 57-58, 70. But Mestas teaches heart-rate sensors, which a POSITA

would understand are capable of “sensing a condition of the user.” Ex-1002 4325;
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Ex-1079 9961, 91. PO concedes this, but repeats its form-factor argument. POR,
58.

Finally, PO’s argument that neither Mestas nor Schroder “teaches an LED for
user feedback or integrated physiological sensing” (POR, 58, 70) is incorrect
because the claim does not require those particular purposes. Ex-1001, Cls. 1, 38;
Ex-1079 9961, 92.

6. 1[£]/38[f]: Transparent Window/Interior Enclosure Portion

PO asserts Mestas does not disclose Element 1[f], again citing Ground 1
arguments rebutted above. POR, 59; supra §II.A.8. PO concedes ‘“Mestas has
display windows” (POR, 71), enabling electromagnetic transmission and satisfying
the claim. Ex-1079 962, 93.

PO further argues neither Mestas nor Schroder discloses limitation 38[f],
claiming “Petitioner fails to explain how the disclosure of transparent potting would
disclose a transparent interior enclosure portion.” POR, 59, 72. But Mestas teaches
an interior enclosure portion, Pet., 23, 57, which Schréder teaches can be made of
PET, a transparent polymer resin. Id., 55; Ex-1007, 15:14-15; Ex-1002 q9317-318;

Ex-1079 99 63, 93.
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C. Mestas-Schroder and Schroder-Mestas Teach Dependent Claims
2-6, 11, 14-15, 39, 41-43

PO does not separately challenge these claims aside from its claims 1 and 38
arguments, rebutted above. POR, 60, 72.

D. PO’s Lack of Enablement Argument Fails

PO argues Mestas and Schroder would not have enabled a POSITA to achieve
the claimed invention, citing “technical gaps related to miniaturization, power
management, mechanical and electrical integration, and functional implementation.”
POR, 60-61, 72-73. This is just another version of the expectation of success
argument, rebutted above. PO’s expert conceded “the analysis to determine power
requirements, volume, availability of space, et cetera, those were all routine design
considerations an engineer would do to implement a system.” Ex-1085, 92:22-93:4.
PO’s focus on Schroder’s Figure 3, with “its main electronics housed in an external,
replaceable chip module,” is misplaced as described above. POR, 60. See Ex-1079
q965-67, 95.

A reference is presumed enabled; PO does not rebut that presumption. In re
Sasse, 629 F.2d 675 (CCPA 1980). And even “a non-enabling reference may qualify
as prior art for...determining obviousness under 35 U.S.C. §103.” Symbol Techs. v.

Opticon, 935 F.2d 1569, 1578 (Fed. Cir. 1991).

18



U.S. Patent No. 10,281,953
Petitioner’s Reply

IV. PO’S ARGUMENTS AGAINST GROUND 4 (SCHRODER-MESTAS-
ASAMI) FAIL

A. Motivation To Combine

PO incorrectly contends a POSITA “would not turn to Asami” because
“Asami’s gesture input is for a different purpose.” POR, 73-74. Schréder-Mestas
and Asami share similar structural components, both addressing wearable biometric
sensing devices. Ex-1002 9406. Adding Asami’s advanced intuitive gesture
interface aligns with industry trends toward multi-modal input and user-friendly
devices. Id. §183; Ex-2022, 108:5-20; Ex-1079 996.

Asami’s main function is gesture recognition, an expressly-listed *953 Patent
WCD function (Ex-1001, 9:14-19); a POSITA would seek to implement Asami’s
features in Schroder-Mestas. Ex-2022, 108:5-109:12; Ex-1079 497. See Honeywell,
124 F.4th at 1353-54.

B.  Schroder-Mestas-Asami Teaches Claims 11-15

1. Claims 11, 12

PO incorrectly argues the Petition is “conclusory.” POR, 75. The Petition

cites Ground 1, showing the three-way combination covers these claims for the same

reasons as Mestas-Asami. Pet., 77; Ex-1079 9998-101.

19



U.S. Patent No. 10,281,953
Petitioner’s Reply

PO repeats its motivation to combine argument, rebutted above, claiming
Asami cannot add a “specific processing method” because the Schroder-Mestas
combination fails. POR, 76; supra §IIL.A.

PO further asserts “Asami’s disclosure is highly specific to its purpose,” while
“[t]he 953 Patent, in contrast, envisions a much broader application of this
functionality.” POR, 76. The claims being broader than the prior art does not aid
PO. In re Peterson, 315 F.3d 1325, 1329 (Fed. Cir. 2003) (“[E]ven a slight overlap
in range [between the claims and the prior art] establishes a prima facie case of
obviousness.”).

2. Claims 13-15

PO does not challenge these claims beyond claim 1; its arguments fail as

discussed. Supra §II1.B.

V. PO’S ARGUMENTS AGAINST GROUND 5 (SCHRODER-MESTAS-
WISSMAR) FAIL

A.  Motivation to Combine

PO asserts no motivation to combine Schroder-Mestas with Wissmar,
incorrectly arguing Wissmar’s conformal coatings do not address integrating
Mestas’s system into Schroder’s ring. POR, 78. Schroder-Mestas and Wissmar

share similar structural components and address wearable biometric sensing devices.
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Pet., 79; Ex-1002 9417. PO repeats previous motivation-to-combine points, rebutted
above. Supra §IILA.

PO claims a POSITA would not use Wissmar because its coating solves
different problems than the general encapsulation by “potting.” POR, 78-79. But
Wissmar teaches coating “chosen to optimize the hermetic encapsulation and thus
increase the lifetime of the internal, electrical components.” Ex-1013 487. PO’s
expert admitted Wissmar’s “conformal coating” is “used to cover or protect the
electronics.” Ex-1085,94:11-16. This directly addresses the 953 Patent’s problem.
Ex-1079 99103-104; Ex-1002 4425; see Honeywell, 124 F.4th at 1353-54.

B. Claim 40: Potting comprises an epoxy

PO repeats Wissmar’s epoxy coating is “structurally and functionally
different” from the patent’s “interior enclosure portion,” citing Fig. 13. POR, 79-
80. But Wissmar expressly discloses epoxy for hermetic encapsulation of
electronics, as PO’s expert admitted. Ex-1085, 94:5-16. Ex-1013 987. The
limitation requires only that “the potting comprises an epoxy;” Ex-1001, CI. 40.
PO’s argument demands more from the prior art than the claim, and fails. Ex-1079
q105.

C. Claims 41-43

PO does not address these claims, conceding them.
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VI. PO’S OBJECTIVE INDICIA ARGUMENTS FAIL

PO’s evidence does not overcome the Petition’s strong obviousness case.
Lectrosonics v. Zaxcom, IPR2018-01129, Paper 33 at 33 (PTAB Jan. 24, 2020)
(precedential); Fox Factory v. SRAM, 944 F.3d 1366, 1373 (Fed. Cir. 2019).

A. ITC’s ’178 Patent findings are not binding here

The Board is not bound by an ALJ’s decision. Apple v. Fintiv, IPR2020-
00019, Paper 11 at 8 (PTAB Mar. 20, 2020). PO has also not shown coextensiveness
with the *178 Patent claims extends to the 953 Patent.

B. No nexus presumption

PO argues “Ring Gen. 3 and Gen. 4 are coextensive commercial embodiments
of the 953 Patent,” specifically independent claim 1. POR, 82-92. But a nexus
presumption is improper unless PO shows the specific “product ‘embodies the
claimed features, and is coextensive with them.”” Fox Factory, 944 F.3d at 1373.
Because Oura Ring Gens. 3 and 4 include unclaimed features materially impacting
functionality, a nexus presumption does not apply. /d. at 1376.

First, the Oura Ring Application, essential to Gen. 3 and 4 according to PO’s
expert, is not claimed in the ’953 Patent but is covered by PO’s Patent No.
10,842,429. Ex-2019 921; Ex-2024 at 88, 93-95; Ex-2051; Ex-1086, 24:65-25:16.

The ’429 claims cover calculation and display of sleep, readiness, activity scores,
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and their display on a user interface, significant features not claimed by the *953
Patent. Fox Factory, 944 F.3d at 1375; Ex-1079 99108-109.

Second, the Oura Membership released with Gen. 3, and working “hand-in-
hand” with the Oura Ring, provides “nuanced insights” based on collected data.
Ex-2019 921. This feature is not claimed in the 953 Patent. Ex-1079 110.

Third, Oura Ring Gen. 3 and 4’s sleek, comfortable design and materials are
not claimed in the *953 Patent but are covered by Patent No. 11,599,147. Ex-2100,
11; Ex-2102; Ex-2059, 2; Ex-2098; Ex-1082, 216:4-10, 18:24; Ex-1087, 33:56-62,
34:33-36. PO’s obtaining the 147 Patent for these materials demonstrates they are
additional significant features not claimed by the 953 Patent. Ex-1079 q111.

Finally, PO cites the same products for objective indicia across four patents,
but the claims do not cover the same alleged invention, so nexus cannot be presumed.
Fox Factory, 944 F.3d at 1377. The claims of U.S. Patent Nos. 11,868,178,
10,139,859, 11,874,702, and the ’953 Patent do not cover the same invention. For
example, the 953 Patent claims recite “windows that facilitate[] at least one of data
acquisition, data transmission, electromagnetic radiation acquis[iJtion, and
electromagnetic transmission,” not recited in the other three patents. Ex-1001, cl. 1.
This is a significant feature, as shown by PO’s arguments that the prior art allegedly

fails to teach it. Ex-1079 9112. PO does not analyze which secondary considerations
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evidence asserted across the four patents is attributable to this claimed feature and
which not. Nexus cannot be presumed.

C. PO has not proven actual nexus

PO cannot show actual nexus between the objective indicia evidence and the
’953 claims, as the evidence relates only to significant unclaimed features.

1. Commercial success

PQO’s sales are not tied to the *953 claimed features. Earlier generations with
the same features had -, and _ for later versions are due to
unclaimed features and marketing. Ex-1080; Ex-1083, 192:19-193:2; Ex-1079
9115-116; PO’s revenue comes not just from the ring but also from memberships
and other sources. Ex-2019 436 n.8; Ex-1083, 194:17-195:23. PO did not create a
new market segment; similar products and designs existed before Oura’s Gen. 3, and
market growth follows general trends, not Oura’s innovation. Ex-2089; Ex-1081,
15:11-14; Ex-1080 (§$IIL.H, IIL.E.6, III.E.8). Therefore, PO has not shown Gens. 3
and 4’s “success” or sales are a result of the 953 claimed subject matter.

a. Sales are based on unclaimed features

PO argues Oura’s success is shown by substantial sales and sales growth since
Gen. 3’s introduction and continued increase with Gen. 4. POR, 93-94. But these

sales are not due to the claimed subject matter.
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Gens. 1/2 and 3/4 differ little, yet Gens. 1 and 2 were less successful. Ex-
1080 9169; Ex-2019, 54, 59. If the *953 claimed subject matter drove commercial
success, Gens. 1 and 2 would have also been successful. Sales data shows otherwise.
Id. PO claims monthly unit sales since Gen. 3’s launch_ earlier averages,
but PO did not distinguish between Gen. 2 and 3 sales after Gen. 3’s launch, so Gen.
3 sales figures include Gen. 2 sales. POR, 94; Ex-1079 4120. PO also failed to
distinguish sales between Gen. 3’s Heritage and Horizon models, even though
Heritage features a “plateau” design and PO does not explain how that design is
coextensive with the 953 Patent claims. Ex-2098; Ex-2056; Ex-2099. Mr. Clarke
did not separate sales for Heritage and Horizon to support commercial success for
the product coextensive with the claims. Ex-1080 99226-231 (§III.E.5).

PO contends Gen. 3 sales - over time, but the only enhanced
capabilities were expanded sensors and improved battery life, which are not recited
in the *953 Patent and do not make Gen. 3 structurally different from Gens. 1 and 2.
Thus, any commercial success is attributable to unclaimed features or “serendipitous
timing”—mnot the 953 Patent. Ex-1080 99175-207.

PO further argues Oura Ring unit sales growth matches Oura membership
subscriber growth (POR, 80), but the 953 Patent does not recite a membership or

sensor data processing to provide health insights. Ex-2019 921; Ex-1082, 222:16-
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224:13; Ex-1079 9124.

PO asserts Gen. 4’s Q1 FY2025 sales _ FY?2024 sales (POR,
94), but Gen. 4 includes the same unclaimed features as Gen. 3. While PO attributes
success to the ring, Dr. Anthony testified “having good marketing” leads to sales.
Ex-2020, 68:16-60:22. Mr. Clarke downplays PO’s marketing efforts (Ex-1083,
179:13-186:2), but PO’s marketing expenses _ in FY2021 to
B i» Fv2022 o ] in FY2023 (Ex-2107, 5; Ex-2108, 5; Ex-2109, 6;
Ex-2110, 6 (] from October 2024 to Q1 2025); Ex-1079 7125). ||

_ and hiring experienced professionals in marketing, sales, and

product development naturally led to increased sales. Ex-2047, 5; Cardiovascular
Sys. v. Shockwave Med., IPR2019-00405, Paper 99 at 62 (PTAB Feb. 2,2023). The
aspects PO markets are not the unique characteristics of the 953 Patent, but rather
the “insights shared through corresponding software” (Ex-1080 99150-157 (§II1.D)).

b.  Contribution from Generations 3-4 to PO’s company
doesn’t show success

PQO’s claim that all revenue is attributable to the Oura Ring is incorrect. POR,

95. Evidence shows
I 5x-2019 936 n.8; Ex-1079 9126. The Oura Ring is
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not PO’s only product, as users also pay for_
B <1083, 194:17-195:23.

Nor does Oura’s “network of partnerships” show marketplace success, as they
span “a range of areas such as women'’s health, metabolic health, behavioral health,
and fitness and lifestyle” and “glucose biosensing,” POR, 96-97, not claimed in the
’953 Patent. Ex-1079 127; Arthrex v. Gelfand, IPR2023-00014, Paper 45 at 53-54
(PTAB Mar. 11, 2024) (nexus undermined because “License does not
identify...value...attributable to each...patent.”). It is also unclear which generation
launch generated the “over 600 partnerships.”

c. PO did not create a new wearables market segment

PO did not create a new market segment; similar products and designs existed
before Gen. 3. Ex-2089; Ex-1079 9128; Ex-1081, 15:11-14; Ex-1080 99150-266.
PO’s evidence addresses only unclaimed features like health tracking (Ex-2089),
battery life, and application support (Ex-2026, Ex-2060). Mr. Clarke confirmed
others were in the market before or around the same time as PO. Ex-1083, 205:13-
209:3. The Oura Ring Gen. 3, launched in 2022, was not novel enough to garner
praise. Ex-1080 q9277-282 (§III.H). The wedding ring design was introduced in
2016 by the Touch with its HB Ring. Id. From 2016-2018, four of six smart rings

had the wedding ring form factor, making it dominant before Gen. 3. Id.
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The wedding ring form factor was established before Gen. 3, and market
growth follows general adoption trends, not Oura’s innovation. Ex-1080 99249-255,
262-266 (§§IILE.6, II1.E.8). In fact, the smart ring market is predicted to taper off
in the near future, reflecting the normal pattern of adoption and diffusion of
innovations rather than the novelty of PO’s patent. /d. Thus, market entry by other
companies, including Samsung, is not due to Oura’s leadership or innovation, but to
providing “its customers one more reason to prefer its ecosystem over Apple’s as
Apple does not have a smart ring.” Ex-1080 99262-266 (§111.E.8).

2. No copying by others

PO does not argue copying. And PO cannot show Gen. 3 is coextensive with
the challenged claims to show copying. Nonetheless, Dr. Anthony addresses PO’s
copying testimony. Ex-1079 4129-130; Ex-2019 q9247-254.

3. No long-felt need

PO’s evidence does not show a long-felt need or that others tried and failed to
solve the problem. POR, 99-101. Comfortable, compact rings with curved batteries
and PCBs were well-known in the art. Ex-1002 944; Ex-1079 q9131-133; Ex-1080
99267-282; In re Huai-Hung Kao, 639 F.3d 1057, 1068 (Fed. Cir. 2011) (no nexus
“Iw]here the offered secondary consideration...results from something other than

what is...novel in the claim”); Samsung Elecs. v. Dodots Licensing Sols., IPR2023-
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00701, Paper 50 at 36 (PTAB Oct. 22, 2024).

PO’s reliance on Asada and Dr. Mercier’s inability to commercialize a
wearable ring with a curved battery does not demonstrate others tried and failed to
solve the problem. POR, 100; Lifecore Fitness v. Woodway, IPR2023-00836, Paper
44 at 56-57 (PTAB Oct. 22, 2024) (rejecting argument that “no one had successfully
commercialized a [product]” as evidence of long-felt need).

Given the strong obviousness evidence, PO’s secondary considerations—
even if considered—do not prove patentability. See Sud-Chemie v. Multisorb
Techs., 554 F.3d 1001, 1009 (Fed. Cir. 2009) (“[S]econdary considerations will not
necessarily overcome a strong prima facie showing of obviousness.”).

VII. CONCLUSION
Claims 1-6, 11-15, and 38-43 should be cancelled.

Respectfully Submitted,

/s/ William M. Fink
William M. Fink (Reg. No. 72,332)
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