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Development of Wearable Rings

BATTERY TRANSMITTER
CPU, ASIC MEMS ACCEL.

Outer Ring
(Aluminum)

.
R ——naeries

Inner Ring
(Elastic Fabric)

Optical
Sensor Unit

Figure 7-1 Isolating ring sensor designed for motion artifact minimization

Ex 10835, Figs. 7-1, 8-1.

Ex. 2025, Fig. 4

© No housing components

Figure 8-1 First Prototype Ring Sensor

o Flat, coin-type batteries Paper 20t 9
o Printed circuit boards and battery located outside the ring

Paper 18 at 6-14
DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 4

Patent Owner Oura
Ex. 2137, Page 4



Wearable Technology

Public Version

Development of Wearable Rings

Mobile Monitoring

with Wearable
Photoplethysmographic
Biosensors

H. HARRY ASADA, Technical and Clinical Aspects of a Ring Sensor for
ey Ambulatory, Telemetric, Continuous He alth Monitoring

EW REISN
SOKWOO RHEE, AND
REGINALD C. HUTCHINSON

in the Field, in the Hospital, and in the Home

earable biosensors

uous cardiovascular (CV) monitoring in

mmberof vl etings. Beneit may el

zed in the diagnosis and reatment of a number

o s s, WES, B conptogion ns spengiais

alarm algorithms, can increase surveillance capabilites for

CV catastrophe for high-risk subjects. WBS could also play a

ole in the treatment of chronic discases, by providing infor-

mation that enables precise itration of therapy o detecting
Iapses i patient compliance.

n easily

visit and cosly hospital admission.

In this article we will address both technical and clinica s-
sues of WBS. First, design concepts of a WBS will be pre-
sented, with emphasis on the ring sensor developed by the
author’s group at MIT. The ring sensor is an ambulatory,tele-
metri, continuous health-monitoring device. This WBS com-
bines miniaturized data acquisition features with advanced
photoplethysmographic (PPG) echmiques to acquie data rc-

lance of people during hazards
fireighting,etc.), or such sensors could be dispensed during
a mass civilian casualty occurrence. Given that CV physio-
logic parameters make up the “vital signs” that are the most

far superior o existing fingertip PG sensors 1. In particular,
th sing seor i capale of sy monioig 2 patents

‘oxygen saturation, and heart rate variability. Techni-
aal mu:i including motion artifact, interference with blood
. will be addressed, and ef-

WBS

of atrisk mb)::u “This same approach may also have uilty
inmonitor

presenid. Second, bised on the ing seor tehiology he

seney departments. For hospital inpaients wh require CV

tethers pa-
tients in a tangle of cables, whereas wearable CV sensors

tentials of WBS monitoring will be addressed.

WBS System Paradigm

of tripping and falling, a perennial problem for hospital
atients who are ill, medicated, and in an unfamiliar seting.
On a daily basis, wearable CV sensors could detect a
missed dose of medication by sensing untreated elevated
blood pressure and could trigger an antomated reminder for
the patient to take the medication. Moreover, it is important
for doctors o ttrate the treatment of high blood pressure,
since both insufficient therapy as well as excessive therapy
eading o sbnormally low blood presures) nressemrtal
int

Wittt raceon which o bae thapy desslon: s
possible that continuous blood pressure monitoring would

The
tion must be adequate to make reliable physiologic measure-
ments during activities of daily living or even more
demanding circumstances such as fitness training or military

prompt some action that improves health outcomes. Finally,
the systems must be cost effective when compared with less
expensive, lower technology altematives.

WBS Design Paradigm
‘The monitoring environments for out-of-hospital, wearable

ity. Similarly, WBS would be able to log the physiologie sig-

Compactness, stability of signl, motion and other distur-
durabiliy, d

heart rate and blood pressure), permitting the patient and
healtheare provider to assess compliance with a regimen

cemploying WBS may delect exacerbations in very carly (and

JEEEENGINEEANG uAGAZNE

low power consumption comprise the major design consider-
ations. Additionally, since WBS devices are to be wor with-

pervision, it is imperative that they are
simple to use and comfortable to wear for long periods of
time. A challenge unique to wearable sensor design is the

Ve

Petitioner Samsung Ex-1037, 0001

Ex. 1037

Fig. 9. First prototype ring sensor with RF transmitter powered
by a coin-size cell battery.

Ex. 1037, at7

Paper 18 at 9-10
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Development of Wearable Rings

A.

[Iln the 2012-2013 timeframe...l was aware of smart ring designs, including...the
designs by Professor Harry Asada at MIT, in part because that’s where | went to
grad school, and | met with him there....

And | very quickly concluded that the most logical way to build such a device was
to follow the prior art, including Professor Asada’s and the other art that | found in
the literature on this topic, and place the battery at the top of the device....

[W]hat | can say is that a POSITA who was...exactly in this space at the time of
invention had considered various different ways of building a smart ring, and |
concluded, at the time, that | wasn’t able to make it sufficiently small.

Ex. 1081, 35:9-37:10, Ex. 2018, 11 75-76, 85; Paper 18 at 13
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Development of Wearable Devices

10 14

12 \2

Fig. 3
Ex. 1007 (Schréder), Fig. 3 Ex. 1010 (Mestas), Fig. 2 Ex. 1006 (Yuen), Fig. 2

Paper 18 at 14-19
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Level of Skill of POSITA

Proposed by Petitioner:

1. Atleast four-year degreein 2. Atleasttwo years’ experience in
electrical engineering, academia or industry studying or
biomedical engineering, optical developing physiological
engineering, or related field of monitoring devices such as non-
study, or equivalent experience; invasive biosensors. A person of
and ordinary skill in the art would

have also been familiar with, for
example, sensor system design
and signal processing.

Paper 3 at7
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The ’859 Patent: Summary of Grounds

1 Yuen/Mestas (Claims 1, 11, 13-20)

2 Schroder/Mestas (Claims 1, 11, 13-20)

Paper 31 at i-viii
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Yuen and Mestas Do Not Render Claim 1 Obvious

(TR
ax United States Patent o Patent No:  US 10,139,859 B2
von Badinski o al. 4%y Date of Patent: Nov, 27,2018

) WEARABLE COMPUIENG DENICE

T Amigser MOTIV INC, Saa

Ex. 1001
Paper 18 at 28

1[pre]
1[alli]
1[a]lii]

1[aliii]

1[b]

1[eli]
1[clii]

1[clliil]

1[c]liv]

1[d]

1[e]

11f]

1d]

A system, comprising:
a wearable ring computing device,

the ring computing device including a housing, the housing having an interior bounding member and an exterior bounding
member,

the interior bounding member and the exterior bounding member being configured for being coupled together to form a
waterproof cavity there between;

a curved battery positioned within the cavity, the curved battery having an arc approximating a corresponding arc of the ring
housing;

a sensor module, the sensor module positioned within the cavity and proximate the battery,

the sensor module comprising one or more sensors,

the one or more sensors comprising one or more of a pedometer, an accelerometer, a gyroscope, a heart rate sensor, a pulse
oximeter, a sleep monitor, an internal measurement unit, a thermometer, a Galvanic skin response sensor, and an
electrocardiogram,

the one or more sensors being configured to sense a change in a condition of a wearer of the ring;

a flexible printed circuit board positioned within the cavity proximate one or both of the curved battery and the sensor module,
the flexible printed circuit board portion comprising:

a processor, the processor configured for determining one or more of a number of steps taken, a quality of sleep, a heart rate,
blood pressure, and body temperature of a user of the ring computing device; and

a memory, associated with the processor for storing data; and

a semiconducting light element disposed at least partially within the housing.

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

Patent Owner Oura
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Yuen

USemwsil )

on United States Patent 191 Patest No. USB.954,138 B2
Yoen ot sl v Date of Patent: Feb, 10, 2018
(R POMLALE BRI THI MO ORI . [ p—
ER BRSO OF ORI I L
N

B T
T L o s——y

Ex. 1006

Paper 18 at 18-19, 30
FIG. 13 Ex. 1006, Figs. 2, 13

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 12
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LT

v United States

«x Patent Application Publication 0. Pul. No.: US 2014/0244009 Al
Mestas 149 Pub. Date: Aug. 28, 2014

(36 ACTIVITY MONTTORING, TRACKING AND Pabiicstinn € lomitantins
RONIZATION

Ex. 1010
Paper 18 at 17, Paper 37 at 7

Ex. 1010, Figs. 2, (showing unitary housing enclosing spine member)7B, Fig 16, (showing spine member)
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The ’859 Patent Claims Finger Worn Rings

a (57) ABSTRACT
/—/__—T_ﬁ—ﬁ . . .
— The present disclosure describes a wearable computing
= ——— device (WCD) in the form of a ring that can be worn on the
Live Feedback () finger of a human user.
treaming data (0:52) [

[[HeatRate [ Accelorometer | Gait |

2250

2210 " INNER & OUTER

CONNECTOR #2 HOUSINGS ARE
m X=0.2028 ELECTRICAL ELECTRICALLY
1
s [SOLATED PAD ISOLATED SEE DETAIL
E _ ABOVE

O

FIG. 11

2230
* INNER HOUSING CONDUCTS
THROUGH LEFT ONE HAND,
OQUTER HOUSING (WHEN
TOUCHED)

FIG. 22A FIG. 22B

Ex. 1001, Figs. 11, 22A, 22B, 23A, 25, 38.; Paper 18, 20-22.
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The ’859 Patent Claims Finger Worn Rings

RING BASED NAVIGATION AID o~
DESCRIPTION: GPS ON MOBILE 2v50
DEVICE RELAYS MAGNETIC CORRECT

HEADING INFORMATION OVER DIRECTION

BLUETOOTH TO RING WHICH 2335

GIVES FEEDSACK TO USER, 25

USING LED & MAGNETOMETER ;‘ i

RIGHT OF

POINTING TO
2310 | RING CORRECT
INDICATES
2325 GREEN COURSE 251 O
2300 2345

¥ X3
RING S % \‘ /'_:‘?’-,,
2520 7/ ot
A
/ 234 / 25m PHOTOS

TR FIG. 25 SdlsdIsd=A ===

IMG_47020PG IMG_4703JPG INMG_ITOAIPG ING_IT08JPG IMG_ATORIPG IMG_4TOTIPG ING_4708.5PG

3812 aszj: 3&{2 FIG. 38

Ex. 1001, Figs. 11, 22A, 22B, 23A, 25, 38.; Paper 18, 20-22.
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The ’859 Patent Claims Finger Worn Rings

Although the WCD of the present disclosure 1s depicted as

MRININRIAN a ring that can be worn on the finger of a user, other shapes,
i sl R s designs, and form factors can be utilized for the WCD. For
o : example, the WCD can be in the form of a wrist band,
bracelet, necklace, earring, or any other type of wearable
accessory. In this regard. references to the finger of a user in
the present application can be considered to apply to other
portions of a human body depending on the form of the
WCD, such as wrist, neck, ear, etc.

options. The functions and structure of the device lend
themselves to both a ring version and a wrist-worn version.

Ex. 1001, 8:53-61; 43:47-48.; Paper 18, 20-23.
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The ’859 Patent Claims Finger Worn Rings

US SO AL

1 United States

e e =1~ T [0022] FIG. 1 shows one exemplary embodiment of the
T rechargeable wrist watch system 1 according to the inven-
o e s v 3 s "
oo tion. As shown in FIG. 1, the rechargeable wrist waich
T STAL on ABSTRAL | -4 - -~
T = system 1 includes a rechargeable wrist watch 100 and a wrist
walch charging device 200. |
. p
- - v P e . 1)
“"..“ 210 g N LT
T - - Ex. 2004, Para. 22; Paper 18, 23.
LT L)
United States
Thapocivciad paseic penty Patent Application Publication .« Peb Ne: US 20120293107 A1
] phore o Peh Dt Nov, 22,2012 (57) ABSTRACT
The Patent Ter Adjusinc P o s —
an indcatias of the adpsin o —— b e - = . =
R S A device configured to be worn around the wrist of a user and

desermises Pasent Term Ad et

Applicaat will be able 1
Rewbeval (PAIR)Y WER sind

operable to charge an electrical device is provided. The device
includes a cover and a band. The band is adapted 10 be womn
around a wrist of a user. The cover may be adapted to mount
onto the band. The band having a storage space configured for
holding electrical components operable to store and dis-
charge electrical power. such as a battery. The device further
includes an output operable to connect the battery to an elec-
trical device so as to charge the electrical device.

The Unined Sties sepeess .
For burancss lmvestmeat, imoovation. and comsmerc lizasen of
resoneces and ahantige o who invest and mamec
ek b encourage and faclitea buvinee mvestment o lrer
e workd 1o develop ux bnokgy, manuacure prodects, wd g1y

Ex. 2005, Abstract; Paper 18, 23.

Ex. 1004, 447-473; Paper 18, 20-24.

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 17
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The ’859 Patent Claims Finger Worn Rings

I. (Currently Amended) A system, comprising:

a wearable_ring computing device, the ring computing device including a housing, the

ot

housing having an interior bounding member and an exterior bounding member, the interior

bounding member and the exterior bounding member being configured for being coupled

together to form a waterproof cavity there between;

My 29,30

e e ey i Raghunath is not directed to a wearable computing device, in a first instance, and is

Sestifiod apydicutin, ihe Nling e it

Dvtermisation of Patest Term Adjustunost under 35 U.S.C. 134 ()
applic om o o0}

The Paseot Teems Adjustment is 45 da puee
an indeation of the adustment on Se frose puge.

) Prosevstion Agpl

certainly not directed to a wearable computing device that is configured as a ring. As such

he Patent Appiication Beformition

e e s sk O Raghunath neither discloses a ring, nor discloses a ring having the claimed components,

o relasing % iss
af the Office

e gt
of Duaa Mgy

including a curved battery, a sensory module, and a flexible printed circuit board. Further,

Ajagbe is not directed to a wearable computing device, in a first instance, and is

w b The USA oflers emmondous
goods here. Throagh SelecrlSA, o

o S e b 1. To lrarm more about why the USA i e besi comti
he world ta develop tecnokogy. manidactute prodect. s grow your bisiness, sisi SHctUSA g

certainly not directed to a wearable computing device that is configured as a ring. Rather,

Ajagbe is directed to a bracelet that serves as an energy store, such as for charging a cell
Peitoner Samsung Ex-1004, 0514 phone. As such Ajagbe neither discloses a ring, nor discloses a ring having the claimed

components, including a curved battery, a sensory module, and a flexible printed circuit board.

Ex. 1004, at472-473, 478.; Paper 18, 20-24.
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The ’859 Patent Claims Finger Worn Rings

I. (Currently Amended) A system, comprising:

a wearable_ring computing device, the ring computing device including a housing, the

housing having an interior bounding member and an exterior bounding member, the interior

UNITED STATES PATENT AND TRADEMARK OFFICE

bounding member and the exterior bounding member being configured for being coupled

BEFORE THE PATENT TRIAL AND APPEAL BOARD

together to form a waterproof cavity there between;

SAMSUNG ELECTRONICS CO., LTD.;

SAMSUNG ELECTRONICS AMERICA, INC.,

Petitioner

OURARING, INC.,

ent Owner

S S B A: So the intrinsic evidence of the specification of

e, oo o this patent, which effectively with the exception

i wepeelii il of this one introductory part describing the state

of the art, describes all the embodiments as

= finger-worn rings. And then the prosecution
o il el MO history specifically added claim language to
P oo include ring language. And read in light of that

Petitioner Samsung Ex-1085, 0001

specification, a person of ordinary skill would
understand that to be a finger-worn ring.

Ex. 1085, 29:6-14; Ex. 2018, 19 56-64; Ex. 1004, at 472-473, 478; Paper 18, 19-28; Paper 23, 2-3.
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The ’859 Patent Describes Two Separate Embodiments—The Finger

Worn Ring Embodiment is Claimed

Although the column 8 disclosure quoted above tends to broaden the

scope of the invention beyond a finger ring, it is unclear whether that

© The specification describes two separate
embodiments: a wrist-worn and finger-
worn embodiment.

disclosure supports construing the term “ring”” more broadly than a finger
ring. The column 43 disclosure quoted above tends to show that a ring and a

wrist-worn device are distinct embodiments.

Paper 8, 24.
(o) The C l_a | ms were am end ed to ad d the 1. (Currently Amended) A system, comprising:
l.| m |tat| on “ri ng” | nres po nse tO a reJeCt| on a wearable_ring computing device, the ring computing device including a housing, the

housing having an interior bounding member and an exterior bounding member. the interior

based on wrist-worn devices.

bounding member and the exterior bounding member being configured for being coupled

together to form a waterproof cavity there between;

o Al Claims issued with the “ring” limitation. Ex. 1004, 476,
The wrist-worn embodiment is not claimed.

Ring: a circlet, usually of precious metal worn especially on
the finger.

Paper 18, 23-28; Paper 37, 1-2. Ex.2117, 4

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 20

Patent Owner Oura
Ex. 2137, Page 20



Public Version

Yuen’s passing reference to a “toe band” does not disclose a Finger

Ring—Neither does Mestas

_ _ o o _ "band \'band\ # [in senses 1 & 2, fr. ME band, bond something that con-
35 The biometric monitoring device of the present inventions X gtmi’ts. frr.iOl}I baﬁg. ?kl%o‘(gfﬁ gmd(:_n Gto binlc_li; tn otlt:fr ien(s)t}rs{.({rb!l\df:‘.
: R e ande strip, fr. MF, fr. nda, of Gme origin; akin to nta
may also be m‘t‘eg‘raled ?md worn int a necklace, L.hL st band, fillet; akin to OE bindan to bind, bend fetter — more at BIND] (12¢) 1
bﬂ}- Pf“Ch- glasses, earring, or toe band. The devnc.:e may be : something that confines or constricts while allowing a degree of
built in such a way that the sensor package/portion of the movement 2 : something that binds or restrains legally, morally, or
biometric monitoring device is removable and can be worn in spiritually 3 : a strip serving to join or hold things together: as a
40 any number of ways including, but not limited to, those listed
above. Exhibit 2117: Paper 18, 27; Paper 37, 3.
Ex-1006 (Yuen) , 24:35-41; Paper 18, 31-32. [0143] In addition, the wearable athletic device may be
worn in a variety of locations on a user’s body including on a
K Toe band, you know, if this is something going user’s chest (e.g., a chest strap), around a user’s wrist, around
10  over a single large toe -~ I don't know about you, but my a user’s arm, on a user’s head, on a user’s ankle or thigh, and
11  toe is larger than any of my fingers -- my large toe, I the like.
12 should say. Exhibit 1010 (Mestas), 0143; Paper 18, 30.
13 But, again, this could be describing scmething
" SESELJUS SIS PAP TS S SR S S S Petitioner contends that a POSA “would have understood that Yuen’s
15 the one kind of throwaway description of other embodiments ) ) ) .
16  or other possible locations, and simply no additicnal ‘toe band’ is a wearable ring device.” Pet. 18. Petitioner does not present an
1 detail beyord this is given in Yuen. alternative argument that a finger ring would have been obvious in view of
Yuen and Mestas.
Exhibit 1081, 162:9-17; Paper 37, 3.

Paper 8, 26; Paper 18, 28.

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 21
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No Motivation to Combine Yuen and Mestas

USemwsil )

on United States Patent 191 Patest No. USB.954,138 B2
Yoen ot sl v Date of Patent: Feb, 10, 2018

Ex. 1006, Fig.13

Ex. 1006
Paper 18 at 18-19, 30

Ex. 1010, Fig.1

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 22
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Yuen’s passing reference to a “toe band” does not enable a Finger

Ring —Neither does Mestas

© Yuen and Mestas’s
form factor 5-10 times

too large

© Yuen’s electronics
package is flat and
planar

o Power requirements
are incompatible

o Mestas’s spine
member is
incompatible with
Yuen

12
13
14
15
16
1
18
19
20
21
22

N =

~J (o) wn oS w

Would a POSITA understand that the toe
band layout of components would be different than
illustrated in Figures 2 through 13?

MR. KAPPOS: Object to form.

A. Again, I wasn't opining exclusively around
Yuen. Buta POSITA applying Yuen by itself would
design it appropriately to encircle the person's
toe with appropriate layout and structure that
could very well look like a ring.

Q. Okay. And again, talking about Yuen by
itself, whatever that appropriate layout and

structure is, it's not explicitly shown in Yuen,
is it?

A. It's not explicitly shown in Yuen, which
is one of the reasons that a POSITA looking to
understand it — in more detail how to do it would
be motivated to combine the teachings of Mestas in

realizing that ring structure.

Doctor, I’'m talking about the battery of Figure
6. How much smaller would you have to
make it too have it fit in the ring? ... How big a
scaling factor would you be comfortable that
would require to—that would be required to
fit that in a ring?

Some place between 5 and 10 — with that
not having calculated it.

Have you in your work on this case
attempted to find whether there was a
battery available in 2013 that was
appropriate to fit in Schroder as you've
proposed?

| did not find it necessary to do that, no.

Exhibit 2022 (Dr. Anthony), 50:21-51:7; Paper 18, 32.

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

Ex. 2021 at312:16-313:12; 321:5-10

Paper 18, 32-38, 54-56; Paper 37, 1
2.3

Patent Owner Oura
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Yuen + Mestas does not render obvious limitation 1[a], 11[b][i], 14[a]

Sensor
protrusion

Attachment
Band

Main PCB

FIG. 4

1[pre]
1[a]li]
1[a][ii]

1/alii]
1[b]

11[pre]

11[bli]

.1;1.[[pre]

14[a]

A system, comprising:
a wearable ring computing device,

the ring computing device including a housing, the housing having an interior bounding member and an
exterior bounding member,

the interior bounding member and the exterior bounding member being configured for being coupled
together to form a waterproof cavity there between;

a curved battery positioned within the cavity, the curved battery having an arc approximating a
corresponding arc of the ring housing;

A wearable ring computing device the ring computing device comprising:

a housing, the housing having an interior bounding member and an exterior bounding member, the
interior bounding member and the exterior bounding member being configured for being coupled
together to form a waterproof cavity there between;

A ring computing device, comprising:

an interior bounding member, the interior bounding member being defined by a planar surface member

having a pair of opposed circumferential portions, the opposed circumferential portions being raised
above a first portion of the planar surface member

Paper 18, 41-44, Paper 37, 3-6
Ex. 1006, Fig. 4;

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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Yuen + Mestas does not render obvious limitation 1[a], 11[b][i], 14[a]

© Yuen’s skin side and environmental side
do not teach, distinct coupled, and
concentric interior and exterior

bounding members to form a waterproof

cavity.

© Yuen’s electronic module housing sits
atop the Yuen device. It is not a ring
housing.

o Petitioner never suggests modifying
Yuen’s housing into a ring housing or
modifying Yuen’s housing with Mestas.
Rather Petitioner, argues a POSITA
would curve the flat module on top of
Yuen into a curved module on top of
Yuen.

Paper 18, 41-44; Reply at 9, Paper 37, 3-6

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

Exterior Bounding

FIG. 4

THERMOGENERATORS /
840

FIG. 8

Paper 1, 20, Paper 18, 43
Ex. 1006, Figs. 3, 4 (modified by Petitioner);

Ex. 1001, Fig. 8

Petitioner’s definitions of “ring”:
An “encircling band”

An “object[] in the form of a circle whose
center is not filled”

“a circle which goes round something”

Petitioner argues “rings, which circle a
neck, toe or wrist, fall under ‘ring’s’ plain
meaning.

Ex. 1365, 3 Ex. 1366, 3, Ex. 1367, 3, Paper 23, 4
25

Patent Owner Oura
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Yuen + Mestas does not render obvious limitation 1[b], 11[c], 14[b]

1[a] a wearable ring computing device, the ring computing device including a housing, the
housing having an interior bounding member and an exterior bounding member, the
interior bounding member and the exterior bounding member being configured for
being coupled together to form a waterproof cavity there between;

’ 0 1[b] a curved battery positioned within the cavity, the curved battery having an arc
o Yuen S eleCtronIC framework WOUld need to be approximating a corresponding arc of the ring housing;
completely redesigned.

. . 11[b] a housing, the housing having an interior bounding member and an exterior bounding
o MeStaS,S battenes are 5'1 O times too la I‘ge for a member, the interior bounding member and the exterior bounding member being
ri ng Sized deVice The ITC ru led that replacing configured for being coupled together to form a waterproof cavity there between;
flat batteries with curved batteries would lower 11lel - acurved battery positioned within the cavity;
performance.
14[a] an interior bounding member, the interior bounding member being defined by a planar
- surface member having a pair of opposed circumferential portions, the opposed
o If a POSITA l00ked to MeStaS because Of ISSL’!eS c;:'cumferential port\i”ons beinlg raised abovela fLilrst porticl)n of tr:e planar surface
implementing curved, why would a POSITA pick member

and Chose Only the portions Of Mestas’s battery 14[b] a curved rechargeable battery, the rechargeable battery being configured for being
0 y wirelessly recharged;
system that comply with the ’859 Patent?

Paper 18, 44-48, Paper 37, 6-9, Paper 23, 9; Ex. 2122, 96.
DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 26
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Yuen + Mestas does not render obvious limitation 1[b], 11[c], 14[b]

3 Q.Soin Figure 4, the main PCB is shown.
4 Correct? Of Yuen?

5 A In Figure 4, there's a section pointed to

6 the main PCB.

7 Q. And that's shown as a flat component.
8 Correct?

9 A In Figure 4, it appears to be a flat

0 section.

Main PCB

Sensor
protrusion

o Yuen’s electronic framework would need to be

. Attachment
completely redesigned. pesil
FIG. 4
Paper 18, 44-48, Paper 37, 6-9, Paper 23 at 8-9; Ex 2122, 96; Ex-2022, 28:3-10
DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 20
Patent Owner Oura
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Yuen + Mestas does not render obvious limitation 1[b], 11[c], 14[b]

- ey T
AN

\i?‘ 3
SNE,

/"’f 1AL
AL
N7 £
'.:4' i
Battarzy 2 7

Main PCB

-
S

Sensor
protrusion

12
I‘,"‘ - Aﬂﬂ;:lrzml
i W e
L — S N v, e S
P AN X7
AR FIG. 4
28 104
%2 108
I agree with Oura that respondents’ obviousness argument 1s directly contrary to Niwa's
teachings of “a lughly flat battery™ and a stacked configuration. Oura Reply at 25-26. Respondents
provide no reason why one of skill would ignore Niwa's teachings and modify it to mclude a
curved battery and non-stacked components. Niwa itself, therefore, provides strong evidence
Paper 18, 44-48, Paper 37, 6-9, Paper 3 at 24; Ex 2122, 96
DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 28
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Mestas’s battery desigh teaches away from the ’859 patent

© Mestas has a battery cavity for batteries
formed by battery recess 59 and outer
housing cap 74.

o The battery cavity and PCB cavity are
separated by Mestas’s spine member.

o A POSITA adopting Mestas’s battery solution
into a ring design would create a ring where:

* The battery is not designed to arc approximate to
the ring housing arc, (shown in figure 2) but an
internal spine member’s battery recess.

* The battery is not proximate to the PCB

* The battery and other components do not share a
cavity

Paper 37, 6-9.
Ex. 1010, para 153; Figs. 2, (battery cover 74 sealing off battery cavity 59),7B, 8A, Fig 16 (circuit board in separate cavity)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 29
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A POSITA Would Not Combine Yuen With Mestas to Arrive at

a Finger-Worn Device

<Neither Yuen or Mestas suggests a finger-worn ring device.

Neither reference provides guidance on constructing a finger sized
device as claimed. Yuen provides no guidance for its toe band device

m

Scaling Yuen and Mestas 5-10 times smaller would be a significant
deterrent to a POSITA

Cherry picking sub-components from each reference to reconstruct the
’859 Patent is impermissible hindsight.

NN

Paper 18 at 29-38; Paper 37 at 10
DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 30
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Deficiencies of Ground 2:

Schroder + Mestas

IPR2024-01077

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

Patent Owner Oura
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A POSITA Would Not Combine Schroder With Mestas

( Devices have different functions (physiological vs. security)

Devices include different components and different power
requirements

Mestas’ device is worn on the wrist. Mestas only considers deploying
the device on large parts of the body. (chest, arm, head, ankle, or thigh)

YA

Mestas’ components cannot fit in Schroder’s inlay

a

Paper 18 at 57-60
DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 32
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Schroder Fails To Disclose Limitations 1[b], 11[c], 14[b]

inlay 12

chip module 10 14 hinged cover

o Schroder’s chip module is located outside and
above the ring so it can be replaced

FIG. 3 shows a cross section through an external secure
unit 2 in the form of a finger-ring 2 with a replaceable chip
module 10.

Ex. 1007 at 8:54-56

Ex 1007, Fig. 3
Paper 18 at 61-64.

The chip module 10 is protected
against external influences by a cover 14. The cover 14 is
e.g. a hinged cover or a cover that is connected e.g. by means
of a thread to the finger-ring 2.

Ex. 1007 at 8:60-63

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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A POSITA Would Not Combine Schroder With

Mestas

Q. Doctor, ’'m talking about the battery of Figure 6. How much smaller
would you have to make it too have it fit in the ring? ... How big a
scaling factor would you be comfortable that would require to—
that would be required to fit that in a ring?

A. Some place between 5 and 10 - with that not having calculated it.

Q. Have you in your work on this case attempted to find whether
there was a battery available in 2013 that was appropriate to fit in
Schroder as you've proposed?

A. ldid not find it necessary to do that, no.

Ex. 1010, FIG. 6
Paper 18 at 56-60
Ex. 2021 at 312:16-313:12; 321:5-10

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 34

Patent Owner Oura
Ex. 2137, Page 34



Public Version

A POSITA Would Not Combine Schroder With

Mestas

Q. In 2013 when you were working on this ring design, were you aware
of any off-the-shelf curved batteries that would work for aring form
factor that you were designing?

A. There were curved cells, but | - to my recollection, there weren’t any
that would be drop-linked for our application.

Q. Could a curved cell for a wrist wearable work for a ring form
factor?

A. If the ring was very, very, very big, but for our application, the sizes
of the other wearables that were out there were nowhere near
where we needed them to be. Capacity was great, but the size
was just massive. There was no way it would work.

Ex. 1010, FIG. 6
Paper 18 at 34-35, 56-60
Ex. 2024, 188:4-17
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A POSITA Would Not Combine Schroder With

Mestas

181. The power requirements of Schroder and Mestas would also be
different, given that Mestas is constantly monitoring health conditions and Schrioder
only takes vein pattern images in a security validation event. Given the typically low
power requirements of Schroder’s intended RFID and NFC applications, and its
description of the battery as optional, a POSITA would not be motivated to combine

the references, or have a reasonable expectation of success in doing so. Indeed, as

182. Dr. Anthony also neglects to address the fact that unlike coin or button
cells, flexible or curved batteries include flexible packaging materials such as
aluminum laminated films that house the clectrodes and clectrolyte. Ex. 2026. Thus
even if the battery itself could be miniaturized—and there is no evidence in the
record that such miniaturized batteries with the required power requirements
existed—a curved cell would have required a POSITA to separately address the issue
of battery packaging that also requires real estate which is already limited when

designing a finger-worn wearable ring device.

Ex. 2018, (Dr. Mercier) at 19 181-182

Paper 18 at 56-60

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

Patent Owner Oura
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10
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Fig. 3

14

Schroder’s Ring Halves are Not Interior/Exterior Bounding Members

Fig. 4

18
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— 12

Fig. 7

16

Fig. 8
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DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

Ex. 1007, Figs. 3,4, 7, and 8

Patent Owner Oura
Ex. 2137, Page 37

37



Public Version

The ITC Made Certain Findings Regarding Schroder

Fig. 3

18

Fig. 4

Ex. 1007, Figs. 3, 4

While Niwa and Schroder are both directed to ring-based devices, respondents have not
shown by clear and convincing evidence that one of ordinary skill in the art would combine them
to amive at the mvention of claim 1. PharmaStem Therapeutics, 491 F.3d at 1360 (an obviousness
defense requires “clear and convincing evidence that a person of ordinary skill in the art would
have had reason to attempt to make the composition or device, or carry out the claimed process™).
Furst, Schroder’s design, wlile disclosing separate housing components, only contemplates the
inclusion of an inlay between them. Schroder at 8:54-57 (regarding Fig. 3), 12:4-9 (regarding Fig
4). Dr. Rosing credibly testified that one of skill would understand that the thickness of Schroder’s
mlay is on the order of 100 microns. Rosing Tr. at 1218:18-25. This stands in stark contrast to the
battery m Niwa’s sensor, which is between two and five mm, or at least 20 tumes the thickness of
the inlay. See Niwa at [0201]. Respondents provide no logical reason why one of skill would
modify Niwa's nng to accommodate Schréder’s 100-micron inlay, when Niwa's components take

up a much larger volume.

Ex. 2122, 101

-1077 Paper 37, 9-12
-1078 Paper 38, 4, 9-10

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 38
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The ITC Made Certain Findings Regarding Schroder

Fig. 3

18

Fig. 4

Ex. 1007, Figs. 3, 4

Respondents argue that Schroder “shows a cavity formed by the intemal and external
housing components, in which the battery would reside.” Resp. Br. at 49, citing Alarcon Tr. at
1000:8-15, RDX-0001C-104; and Schroder at Fig. 4. Scludder, however, does not m fact disclose
that the battery would be m the cavity of Fig. 4. Schroder discusses the possibility of a battery
(although it does not show it) when addressing Fig. 3 but not when addressing the embodiment
shown m Fig. 4. Schroder at 11:46-67. In Fig. 3, the clup module 10 is disposed above and outside
of the mlay 12. While Schroder explains that the battery 1s “connected to the chip module 10™ and
that 1t may be used “to increase the range of the antenna coil 87 or “to operate alternative
communication channels™ and “electrome components,” there 1s no disclosure in Scludder that the
battery is disposed in the inlay embodiment of Fig. 4. While respondents contend that “Schroder
also discloses that the battery can reside within the curved recess shown i Figures 4-10 and would
be connected to the chip module 10 that resides within the recess between components 16 and 18,
Resp. Br. at 50 (emphasis removed), citing Alarcon Tr. at 1000:7-1001:11, there is, simply, no
such disclosure mn Schroder. Read in context, the evidence supports that one of skill would

understand that Schroder’s battery would be placed adjacent to the chip module 10 of Fig. 3

Ex. 2122, 114-115

-1077 Paper 37, 9-12
-1078 Paper 38, 4, 9-10
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Schroder Fails To Disclose Limitations 1[b], 11[c], 14[b]

US010303867B2

ent No.:  US 10,303,867 B2
I May 28,2019

In a further embodiment example, the external secure unit
2 has an energy storage device, e.g. an accumulator or a
battery. The energy storage device is connected to the chip
module 10 in order to supply the chip module 10 with energy
outside an electromagnetic field of a reader.

Petitioner Samsung Ex-1007, 0001

Ex. 1007, 11:46-50
Paper 18 at 67-64.
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Schroder and Mestas Fail To Disclose Limitations 1[b], 11[c], 14[b]

UNITED STATES PATENT AND TRADEMARK OFFICE

181. The power requirements of Schréder and Mestas would also be

BEFORE THE PATENT TRIAL AND APPEAL BOARD

e different, given that Mestas is constantly monitoring health conditions and Schréder

SAMSUNG ELECTRONICS AMERICA, INC.,
Petitioner,

only takes vein pattern images in a security validation event. Given the typically low

o power requirements of Schréder’s intended RFID and NFC applications, and its

IPR2024-01077

U.S. Patent No. 10,139,859

description of the battery as optional, a POSITA would not be motivated to combine

the references, or have a reasonable expectation of success in doing so. Indeed, as

DECLARATION OF DR. PATRICK MERCIER

Patent Owner Oura Ex. 2018. 1

Ex. 2018, 1181
Paper 18 at 61-64
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Petitioner Proposes Adopting Mestas’s Battery Design

Schroder-Mestas teaches Elements 1[B] and 11[C]. Ex-10029222. Schroder
-Mestas teaches a curved battery with an arc corresponding to the ring housing and
positioned within the cavity of the ring housing. /d. Schroder and Mestas cach
disclose a battery. Ex-1007, 11:46-50, 11:58-61 (powering a display); Ex-1010
9143. As explained above in Section XILLA.2.d (Ground 1, Elements 1[B] and
11[C])), Mestas’s Figure 6 (below) shows “batteries 142 [blue] have a curvilinear or
curved configuration.” Ex-1010 4Y157, 168. It would have been obvious, in view
of Mestas, that this shape allows the batteries to be positioned in recessed
compartments 50, 52 without increasing the wearable device’s thickness and to
allow for an elongated battery without stressing the battery or the housing. Ex-1010

€168; Ex-1002 9222.

Ex-1010, Fig. 8A, Paper 1, 56-67

Paper 1, 56

Ex-1010, Fig. 8A, 15 (showing 50, 52)
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Petitioner Proposes Adopting Mestas’s Battery Design

OUTSIDE ATTORNEYS' EYES ONLY - PROTECTIVE ORDER MATERIAL

U.S. Patent No. 10,139,859
Petitioner’s Reply

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

A POSITA would have been motivated to implement Mestas’s curved

SAMSUNG ELECTRONICS CO. LTD.;
SAMSUNG ELECTRONICS AMERICA, INC.,

e battery teaching, appropriately sized, into Schroder to avoid increasing the ring’s
OURARING INC.
Patent Owner.

thickness or straining the battery or housing. Pet., 53-54.

Case No. IPR2024-01077
U.S. Patent No. 10,139,859

PETITIONER'S REPLY IN SUPPORT OF
INTER PARTES REVIEW

OF US. PATENT NO. 10,139,859 Paper 23, 18
£
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Schroder Fails To Disclose Limitations 1[b], 11[c], 14[b]

Q. Have you in your work on this case attempted to find whether
there was a battery available in 2013 that was appropriate to fit
in Schroder as you've proposed?

A. ldid not find it necessary to do that, no.

Ex. 2021, 321:5-10
Paper 18. 32-35, 61-64
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Schroder Fails To Disclose Limitations 1[b], 11[c], 14[b]

Q. Doctor, I’'m talking about the battery of Figure 6. How ‘
much smaller would you have to make it too have it fit in
the ring? ... How big a scaling factor would you be
comfortable that would require to—that would be
required to fitthat in a ring?

A. Some place between 5 and 10 — with that not having
calculated it.

Ex. 2021, 313:12
Paper 18, 32-35, 61-64.

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 45

Patent Owner Oura
Ex. 2137, Page 45



Public Version

Schroder Fails To Disclose Limitations 1[b], 11[c], 14[b]

181. The power requirements of Schroder and Mestas would also be
different, given that Mestas is constantly monitoring health conditions and Schroder
only takes vein pattern images in a security validation event. Given the typically low
power requirements of Schroder’s intended RFID and NFC applications, and its
description of the battery as optional, a POSITA would not be motivated to combine

the references, or have a reasonable expectation of success in doing so. Indeed, as

182. Dr. Anthony also neglects to address the fact that unlike coin or button
cells, flexible or curved batteries include flexible packaging materials such as
aluminum laminated films that house the clectrodes and clectrolyte. Ex. 2026. Thus
even if the battery itself could be miniaturized—and there is no evidence in the
record that such miniaturized batteries with the required power requirements
existed—a curved cell would have required a POSITA to separately address the issue
of battery packaging that also requires real estate which is already limited when

designing a finger-worn wearable ring device.

Ex. 2018, (Dr. Mercier) at 19 181-182

Paper 18 at 56-60

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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Mestas’s battery desigh teaches away from the ’859 patent

© Mestas has a battery cavity for batteries
formed by battery recess 59 and outer
housing cap 74.

o The battery cavity and PCB cavity are
separated by Mestas’s spine member.

o A POSITA adopting Mestas’s battery solution
into a ring design would create a ring where:

* The battery is not designed to arc approximate to
the ring housing arc, (shown in figure 2) but an

internal spine member’s battery recess.

* The battery is not proximate to the PCB

* The battery and other components do not share a
cavity

Paper 37, 6-9,
Ex. 1010, Figs. 2, (battery cover 74 sealing off battery cavity 59),7B, Fig 16 (circuit board in separate cavity)
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POSITA Would Apply Teachings Of Prior Art

44— Circuit Boards

Outer Ring
< (Alununum)

Inner Rmg
(Elastic Fabric)

Optical
Sensor Unit

Figure 1 : Isolating ring sensor designed for motion artifact minimization

T e b L R |
Fig. 9. First prototype rAng sensor with RF transmitter powered
by a coin-size cell battery.

Ex-1002, para. 43, 71; Ex-1032; Ex-1037; Paper 37 at 12-16
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POSITA Would Apply Teachings Of Prior Art

A. Andinthe 2012-2013 time frame, as | was beginning to launch the
center, we were looking at all sorts of different types of wearable 10
device form factors. | was aware of smart ring designs, including, —
you know, the designs by Professor Harry Asada at MIT, in part
because that's where | went to grad school, and | met with him
there.

And when | was trying to look at different types of wearables |
could potentially make within my center, | had considered
designing a wearable smart ring, and | had done some exploration
on what would need to go into, you know, the design of such a ring
to make it small and comfortable and so on for a user to wear. . ,

And | very quickly concluded that the most logical way to build Fig. 3
such a device was to follow the prior art, including Professor
Asada's and the other art that | found in the literature on this topic,
and place the battery at the top of the device, as all the other prior
art did, simply because there's just not enough room in kind of the
body, if you will, of the ring that goes around the sides and the
bottom of the finger, while making the user comfortable.

Ex. 1081 at 35:16-36:12
Paper 37 at 12-16
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Schroder and Mestas Fails To Disclose Limitations 1[c]/11[d],

1[d]/11[e], and 14[d]

/“ 13
—{ = 12
16
Fig. 7
18
16 . 1 i 1240 12
o FIG. 12F
Ex. 1007, Figs, 7, 8 Ex. 1001, Fig. 12.

Paper 18, 64-73; Paper 37, 16-17
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Schroder and Mestas Fails To Disclose Limitations 1[c]/11[d],

1[d]/11[e], and 14[d]

Q. Where does the rectangle tell them to put the battery relative to the printed circuit
board relative to the antenna coil relative to the sensors, relative to any communication
module, relative to any power regulation circuitry? Where does the rectangle tell the
POSITA where to put all that stuff and how to arrange it?

* % %

A. Right. And as | was going through my declaration pointing out it's Schroder with the
knowledge of a POSITA, and | subsequently started to describe the various
arrangements of components inside of that cavity. So knowledge of POSITA in addition
to what's disclosed in Schroder gives them the guidance in how to arrange this.

Q. So Schroder doesn't tell them, but the knowledge of the POSITA fills in all those
blanks?

A. Yes. And | described that in the subsequent parts of my declaration, for example, on
pages 120, 121, 122, 123 and beyond.

Ex. 2020 at 208:5-209:15
Paper 18, 64-73; Paper 37, 16-17
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Schroder and Mestas Fails To Disclose Limitations 1[c]/11[d],

1[d]/11[e], and 14[d]

227.  Schroder-Mestas teaches Elements 1[D)/11[E]. Schroder-Mestas’s
Internal bounding

External boundin
member 9

member computing ring includes a flexible printed circuit board within the cavity proximate
~ 18

to the sensor module. Schroder’s finger ring has “a recess into which the inlay 12 is
inserted.” Ex-1007, 12:8-9. Inlay 12 consists of “flexible carrier material” like PET

and Kapton, which are commonly understood to be printed circuit board materials.

Id., 12:28-29. For example, as | described above in Section V.B.4, Kapton is
™~ 12

Flexible PCB commonly used for flexible PCBs because of their thermal stability, mechanical
Fig. 4 flexibility, and electrical insulation properties. Moreover, their properties allow
them to conform or adapt to various shapes and endure bending and flexing during
assembly while maintaining its analog or digital circuit functionality. See also Ex-
| _— 18
— = 12
16
Fig. 7
18
[ 1— 12
16
Fig. 8
Ex. 1002, 1227,
Ex. 1007, Figs, 7, 8 Paper 18, 64-73; Paper 37, 16-17
Paper 18, 64-73; Paper 37, 16-17
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Schroder and Mestas Fails To Disclose Limitations 1[c]/11[d],

1[d]/11[e], and 14[d]

Q. PET, Kapton, et cetera, are carrier materials that
would have been understood as materials that are
used for a printed circuit board, correct?

A. They could be, but not necessarily so. Printed --
flexible printed circuit boards often use polyimide
and other materials as well. But despite that, you
know, there's things like Kapton tape that I've used
in my own work that | don't use for printed circuit
boards but just as thin, you know, substrates on
which to place for items or stick things together, for
example.

Q. Okay. But you don't disagree that PET and Kapton
are materials that could be used for printed circuit
boards, correct?

A. That'sright. They could be used.

Ex. 1081, 80:22-81:10
Paper 18, 64-73; Paper 37, 16-17
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IPR2024-01078

Samsung Electronics et al. v. Ouraring

IPR2024-01077, IPR2024-0107/8
October 29, 2025
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Overview of the ’953 Patent

LT

”.:“’5"“ Patent E ;‘.@;.-‘:.-:...f“"”::;?';‘:‘m'?i o Title:

Wearable Device And Data
Transmission Method

o Priority Date:
November 29, 2013

o Challenged Claims:
1-6, 11-15, 38-43

Ex. 1001
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The ’953 Patent Claim 1

INSULATOR
LR

INSULATOR
&14n

1[al

1[b]

1c]

1[d]

1[e]

Ex. 1001

1(f]

1[pre] A wearable computing device, configured as a ring for being worn around the finger of a user, the

wearable computing device comprising:

an exterior enclosure structure for receiving the printed circuit board and for being coupled with the
interior enclosure portion to form a housing of the wearable computing device;

an exterior enclosure structure for receiving the printed circuit board and for being coupled with the
interior enclosure portion to form a housing of the wearable computing device;

a curved, rechargeable battery, disposed proximate the exterior enclosure, the rechargeable battery
configured for being wirelessly charged;

a flexible printed circuit board disposed proximate the curved battery, the flexible printed circuit
board comprising:

a plurality of components, the plurality of components disposed on the flexible printed circuit board,
the plurality of components comprising an electromagnetic induction or RF charging mechanism, a
microprocessor, a sensor module, a light emitting diode, and a transceiver;

wherein at least one of the interior enclosure portion and the exterior enclosure structure defines one
or more windows that facilitates at least one of data acquisition, data transmission, electromagnetic
radiation acquisition, and electromagnetic transmission.
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The 953 Patent: Summary of Grounds

1 Mestas/Asami (Claims 1-6, 11-14)

Mestas/Schroder (Claims 1-6, 11, 14-15,
38-39, 41-43)

Schroder/Mestas(Claims 1-6, 11, 14-15,
38-39, 41-43)

4  Schroder/Mestas/Asami (Claims 11-15)

Schroder/Mestas/Wissmar (Claims 40-
43)
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Deficiencies of Ground 1:

Mestas/Asami

IPR2024-01078
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LT

v United States

«x Patent Application Publication 0. Pul. No.: US 2014/0244009 Al
Mestas 149 Pub. Date: Aug. 28, 2014

(36 ACTIVITY MONTTORING, TRACKING AND Pabiicstinn € lomitantins
RONIZATION

Ex. 1010
Paper 19 at 18, Paper 38 at 2

Ex. 1010, Figs. 2, (showing unitary housing enclosing spine member)7B, Fig 16, (showing spine member)
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FIG. 1B

US20100219989A 1
a9 United States

12 Patent Application Publication (i, Pub. No.: US 2010/0219989 A1 it
Asami et al. (1) Pub, Date: Sep. 2, 2010
(54 INPUT SYSTEM ANDWEARABLE Publication Clasification
ELECTRICAL APPARATUS &
(75) lovemors:  Katsushi Asami, Nukata gum () Lon oot P00601)
Tehirn Akabord | (0] (52) US.CL A

Correspondonc

ABSTRACT

A warabbe gt

RESTON, VA
e o et of
() Amigors  DHYSOCORFORATION. B s
o an the finger, 5 o cverent
(20) ApphNo: 1262
e et the signal chtodes,
22 Fikd Feb 12, 2610 are Based ca the det
e sensor deteets the finger. A veor
00 Forvkzn Application Priotity Data inpust i determined by extracting only the traectoey of the
mathon of the finger desected when the finger is in contact
Fh 27,2000 (OF) 00036638 with the other oy part

FIG. 3B

&
[

Ex. 1014
Paper 19, 19-21

Ex. 1014, Figs., 1B, 2A, 3B
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A POSITA Would Not Combine Mestas with Asami

Devices have different functions (physiological vs. human-computer
interface)

Devices include different components and different power
requirements, no motivation to combine references into a ring device.

m

Mestas’ device is worn on the wrist. Mestas only considers deploying
the device on large parts of the body. (chest, arm, head, ankle, or thigh)

)

Mestas’ components cannot fit in Asami’s Device or any Ring Device
and Petitioner did not explain how a POSITA would redesign Mestas

-

Paper 19 at 22-27, 43-45; Paper 38 at 5-6
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A POSITA Would Not Combine Mestas with Asami

A POSITA would have been motivated to combine the functionality of
Mestas’s athletic monitoring device with Asami’s finger-ring because a POSITA
would have found it beneficial to implement Mestas’s device in a more compact

form that is not intrusive or obtrusive and is easier for the user to remember to wear.

Wearable devices are an emerging technology with many
applications for the wearer. They can improve lifestyles,
ease access to technology and help monitor activity within
the wearer’s body. However, bulky wearable devices can be
intrusive or interfere with a person’s daily life. As one strive
to design a small and compact wearable device, the power
capacity 1s limited due to its small size. In this regard, the
wearable device may require a charging operation frequently 35
which causes greater inconvenient for a wearer.

30

Paper 3 at 19

10

Ex. 1001, 1:31-32; Paper 19 at 24.

This invention overcomes the disadvantages of the prior
art by providing a wearable computing device (WCD) in the
shape of a ring. The wearable computing device can be worn
for extended periods of time and can take many measure-
ments and perform various functions because of its form
factor and position on the finger of a user.

Ex. 1001, 2:40-45; Paper 19 at 24.
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A POSITA Would Not Combine Mestas with Asami

Mestas’ Wristband Stergiou FIG. 6 Asami’s Finger-Ring

12

610

/ | \
13 1la 11b

Ex. 1010; Ex 1014; Ex. 2012; Ex. 2018, 1 96; Paper 19, 25
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Mestas’s desigh teaches away from the 953 patent (1[a], 1[b])

o Petitioner only cites to Mestas for this
element and points to inner and outer
portions of encasement member 24 as the
inner and outer portions of the claims

o Mestas does not teach two distinct “interior
enclosure portion” and “exterior enclosure
structure” coupled together to form the
housing.

Paper 3, 22-25; Paper 19, 30-32,
Ex. 1010, Figs. 2, (Exterior housing),7B, 16 (spine member 22)
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Mestas’s desigh teaches away from the 953 patent (1[c], 38[c])

o Petitioner only cites to Mestas for this element

o Mestas has a battery cavity for batteries formed
by battery recess 59 and outer housing cap 74.

o The battery cavity and PCB cavity are separated
by Mestas’s spine member.

o Mestas’s battery solution miniaturized into a ring
design would create a ring where:

* The battery is not proximate the exterior enclosure- it is
separated from the exterior enclosure by spine member
22

* The battery is not proximate to the PCB- it is separated
from the PCB by spine member 22

Paper 3, 25-26 Paper 19, 32-34, Paper 38, 1-4
Ex. 1010, Figs. 2, (battery cover 74 sealing off battery cavity 59),7B, Fig 16 (circuit board in separate cavity)

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 65

Patent Owner Oura
Ex. 2137, Page 65



Public Version

Mestas’s desigh teaches away from the ’953 patent (1[d], 38[b])

o Petitioner only cites to Mestas for this element.
Petitioner maps the interior portion of housing 24
as the interior enclosure portion of the claims.

o The battery cavity and PCB cavity are separated
by Mestas’s spine member.

© Mestas’s PCB solution miniaturized into a ring
design would create a ring where:

* The PCB is not proximate to the battery- it is separated by
spine member 22.

* The PCB is not enclosed by Petitioner’s mapped interior
enclosure portion- the exterior portion of the exterior
housing encloses Mestas’s PCB. (Claim element 1.a)

Paper 3, 25-26 Paper 19, 35-38, Paper 38, 1-4
Ex. 1010, Figs. 2, (Exterior housing),7B, 16 (spine member 22)
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Deficiencies of Ground 2/3:

Mestas/Schroder, Schroder/Mestas

IPR2024-01078
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POSITA would not combine Mestas/Schroder,

Schroder/Mestas

A POSITA would not combine Mestas with Schroder and would instead
follow prior art teachings

N

Mestas’s batteries are 5-10X too large, Petitioner’s cannot identify a
2013 battery that would work, or explain miniaturization

-

Schroder’s chip module sits above the ring, Schroder’s inlay is not a PCB,
Schroder’s ring halves are not interior/exterior enclosure structures

£

Mestas teaches away from a ’953 ring: battery and PCB separated by
spine, not proximate, and not in a shared cavity

-

Paper 3 at 25-26, 65, 73; Paper 19 at 26-27, 32—38, 49—
51, 54-57, 60-64, 67-69, 72-73; Paper 38 at 1-14.
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Claim 38[f]: No “transparent interior enclosure portion” taught or

suggested

© Mestas teaches a unitary outer encasement surrounding an
internal spine member, Schrdoder teaches ring halves.

18

o Schroder states some partial arc of the ring halves could be
made from PET, which can be transparent, but states that
large arcs of the ring halves are made of metal.

© Mestas discloses regions 64, 66 can be transparent not an

Fig. 4 o o g c
€ entire interior enclosure portion.

o There is no disclosure or motivation in the combined
. . o i Mestas-Schroder teachings to make the entire interior

The finger-ring 2 consists for this purpose of at least two L : - M e —
components. A first component consists of metal and a enclosure portion transparent to facilitate a Mestas-derive

second component consists of plastic. The first component physiological monitoring system.
consists e.g. of silver, gold. titanium, steel. Optionally, the
first component has e.g. a precious stone arranged therein.
Preferably, the first component forms an arc element of more

o Schroder’s potential need for optical access for a vein

than 180 degrees of the finger-ring 2. The second component sensor does not translate to making the entire interior
consists e.g. of PET, PVC, carbon. The second component enclosure portion of a combined Mestas-Schroder ring
transparent.
A S 2 E Paper 19 at 30-38, 41-42, 54-57, 67-69
DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 69
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Deficiencies of Ground 4:

Schroder/Mestas/Asami

IPR2024-01078
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A POSITA Would Not Combine Schroder with Mestas and

Asami

would not look to Asami to resolve issues.

(Mestas has more advanced gesture recognition, and sensors. A POSITA

Devices include different components and different power
requirements, no motivation to combine references into a ring device.

Schroder already had difficult fitting components. Adding in Asami and
Mestas components is not workable.

Paper 19 at 73-74
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Deficiencies of Ground 5:

Schroder/Mestas/Wissmar

IPR2024-01078
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A POSITA Would Not Combine Schroder with Mestas and

Wissmar

Wissmar discloses epoxy as a conformal coating, not as a structural
interior enclosure member”

Devices include different components and different power
requirements, no motivation to combine references into a ring device.

Schroder already had difficult fitting components. Adding in Wissmar
and Mestas components is not workable.

Paper 19 at 77-79, Paper 38 at 14-15
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Wissmar’s conformal coating is not the structural potting of Claim

40

2 Q. And I think the question that I'm asking
3 is -- is a little bit different, which is could one of
4 skill in the art use epoxy that performs both the
5 function of a conformal coating and also an enclosure?
6 A. Well, I -- I wouldn't call it -- it wouldn't
7  make sense to call it both things at the same time.
8 Either it's a conformal coating, or it's an enclosure.
9 And, yes, you can use epoxy to build either one of
10  those two things, but the conformal coating would be
11  something thin, and then presumably you'd have
12 samething else acting as the enclosure, or you make
13 that epoxy really thick and mechanically rigid and
14  sound and so on, and then it becomes a housing.
15 So you can use an epoxy to build either one,
16 but I wouldn't call them the same thing, if that makes
17 sense.
Ex-1085, 101:2-17, Paper 19 at 77-79, Paper 38 at 14-15
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Secondary Considerations

IPR2024-01077
IPR2024-01078
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Objective Indicia of Obviousness

< Commercial Success

< Long-Felt Need

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

Paper 18 at 77-98
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Oura Ring Gen. 3 and 4 practice the Asserted
Claims of the ’859 and 953 Patents

Oura Ring Gen. 3 Oura Ring Gen. 4

Ex-2029 Ex-2030

Paper 18 at 77-89; Ex 2018, para 216-246
DEMONSTRATIVE EXHIBIT - NOT EVIDENCE Paper 19 at 81-101; Ex. 2018, para 323-348 77
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Oura argues that 1t 1s entitled to a presumption of nexus because the products 1t relies on,
its Gen. 3 and Gen. 4, are commercial embodiments and coextensive with the asserted claims.
Oura Br. at 31. As detailed above with respect to technical domestic industry, the evidence supports

that Gen. 3 and Gen. 4 embody the asserted clanns. See also Sarrafzadeh Tr. at 1277:17-20.

Ex.2122,108-110

Paper 37 at 17-20

Respondents also contend that Oura’s marketing focus has little to do with the technology
claimed in the *178 patent and is directed instead to “mobile app features, not the claimed ring
components.” Resp. Br. at 66, citing RX-0036C.9-10. That document, however, and those pages
in particular, focus on the ring itself and identify one of Oura’s 2023 goals as solidifying “Oura as
the gold standard of the wearable industry, as new competitors emerge.” The evidence cited by
respondents does not show that Oura’s marketing focus was on unpatented features.

As for whether Oura’s app is responsible for the success of the product, as respondents
contend, the evidence supports that success of Gen. 3 and Gen. 4 1s fied to the “unique

characteristics of the claumed nvention.” See Fox Factory, 944 F.3d at 1373-74. As Mr. Chapp

testified, for Oura, “[i]t starts off with the ring” and how to “take something that looks really
complex and make it look really simple.” Chapp Tr. at 88:2—-8 and 89:3-9. This was confinmed by
inventor Strasser who stressed the importance of the ring form factor with the technology inside.
Strasser Tr. at 573:5-7 and 576:2-12. The evidence supports that “the ring form factor is the
foundation of the system that enables the data collection, that then in turn enables the functionality
of the device.” Mulhem Tr. at 1271:2-15. Thus, while the app may be part of the user’s experience
with the Gen. 3 and Gen. 4, and may be the focus of some of Oura’s marketing efforts, the evidence

supports that the driver of the experience is the ring itself.
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Commercial Success

} A. There are two products that comprise Oura Ring Gen 3, two {
debiting products. If by Gen 3 Ouraring you mean Oura Ring
Heritage and Oura Ring Gen 3 Horizon together, then, yes, there
was some commercial success, but the emphasis on "some.”

* % %

Q. So would you agree with me that Oura Ring Gen 4 had some
commercial success?

A. | would be unsurprised if it had at least some commercial
success. But, again, the fact that the sales conflate the data for
different products means that it’s difficult or impossible to tell
the extent that it had.

Ex. 2135, 15:13-17, 18:11-19
Paper 37 at 21
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Commercial Success

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

Patent Owner Oura
Ex. 2137, Page 80




Public Version

Commercial Success

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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Commercial Success

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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DEMONSTRATIVE EXHIBIT — NOT EVIDENCE
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Commercial Success

Oura argues that the Gen. 3 and Gen. 4 have been commercially successful. See Oura Reply
at 31-36. The Staff agrees that this commnercial success indicates non-obviousness. Staff Br. at 59.
Respondents contend that any alleged commercial success of Gen. 3 and Gen. 4 is due to
factors unrelated to the ’178 patent claims, which they contend is demonstrated by the failure of

the Motiv Ring. Resp. Reply at 64-65.

66. But as explained previously, Oura’s marketing expenses are- similar companies and
the ratio of marketing expenses to revenues has been steadily decreasing over time. In addition,
the evidence supports that revenues from sales of Oura products embodying the claims grew from
approximately _ in 2022 to _ mn 2023, and then to _ in the
first two quarters of 2024. Mulhern Tr. at 1258:7-20: CX-0723C; CX-0581C; CX-0955C, and

CX-0958C. As. Ms. Mulhemn testified, Oura exhibited a similar growth rate with respect to Oura’s
membership subscribers, increasing from - in September 2022 to -i.u September

2023, and then [ij in March 2024. Mulhern Tr. at 1259:4-9; €X-0042C; and €X-0573C.

This factor weighs in favor of a determination of non-obviousness for the asserted claims.

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

Ex.2122,110-112
Paper 37 at 20-28
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A Long-Felt Need Existed for Finger-Worn Ring Health Trackers

BATTERY TRANSMITTER
CPU, ASIC MEMS ACCEL.

Outer Ring
(Aluminum)

4 ——Barteries

Inner Ring
(Elastic Fabric)

Optical
Sensor Unit

Figure 7-1 Isolating ring sensor designed for motion artifact minimization

Ex. 2025, Fig. 4 Ex 1035, Figs. 7-1, 8-1.

o Prior smartrings were bulky, located electronics and
batteries on the back of the hand, etc.

o There was a need for a smart wearable that was more
comfortable than prior wearables and could be worn
around the clock.

Figure 8-1 First Prototype Ring Sensor

Ex. 1005

Paper 18 at 6-14
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Oura Ring Satisfied Need for Round-the-Clock Monitoring

fitness bands, the Oura Ring is sleek and compact. In fact, wearing it is so seamless

that I've rarely thought about it since I first put it on. It's the most wearable ring of

its class, and way less noticeable than any watch could ever be. I've even slept with it

on my index finger every night since first getting it, it's really that comfortable.

Ex.2100at 11

-

_' Since using the Oura Ring 4, | also noticed feWer gaps in my sleep and stress data that were
'l previously caused by the Oura Ring 3 twisting too far off from the ring's proper orientation.
ﬂ But most importantly, for me, I've found the new design makes the Oura Ring 4 more

. - \ d Ex.2102at7

Unless you've got the Gucci version, you probably won't turn heads. The ring is

perfect at blending seamlessly into your life. It doesn’t catch on your clothes, it’ll

never buzz when you get notifications, and it’s way more comfortable than wearing

Paper 18 at 6-14
X.2099 at 4-5 Ex. 2019, 11 48-49
DEMONSTRATIVE EXHIBIT — NOT EVIDENCE 86
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Oura Ring Satisfied Need for Long Battery Life in Wearables

s

The Oura Ring 4 is hands-down the greatest smart ring for fithess tracking that money can
buy. Between the comfortable fit, discreet functionality, nearly a week of battery life and a
comprehensive Oura app experience, the Oura Ring 4 is a great alternative to a smartwatch
or activity band. Although the monthly membership fee may deter some, the ever-growing
collection of health and wellness features more than proves its worth.

>

Ex.2102at 1

£

*

Oura recently revealed the Oura Ring 4, the successor to its popular Oura Ring 3 which debuted in 2021. The new generation
comes with smart sensing technology for a more accurate, thinner, less obtrusive, and longer wear with fewer gaps in data capture.

£ ~
S

/ __’/
— \ Paper 18 at 6-14, 96-98

— - | Ex. 2019, 11 18, 24, 49
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Long Felt Need

The record evidence demonstrates a long-felt but unresolved need for a compact,
comfortable ring that could provide continuous health monitonng, and that others failed to provide
such a wearable monitoring system. See, e.g.. CX-0598.0003 (“I don’t always want to wear a
watch. . . . However, the [Oura] ring can do its thing without being a bother.”); CX-0603.0007
(“[TThe Oura Ring is sleek and compact. . . . It’s the most wearable ring of its class, and way less
noticeable than any watch could ever be. I've even slept with it on my index finger every night
since first getting 1t, 1t’s really that comfortable.”); CX-0599.0003 (“The biggest reason I wear an
Qura Ring is for sleep tracking. . . . That’s where a smart ring comes m — it’s far less intrusive to
wear to bed than a smartwatch, and once you get used to it, you pretty much forget it’s there.”).

This factor weighs in favor of a determination of non-obviousness of the asserted claimns.

DEMONSTRATIVE EXHIBIT — NOT EVIDENCE

Ex.2122,116
Paper 37 at 20-28
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OURA

Certain Smart Wearables Devices, Systems, and
Components Thereof

337-TA-1398

(ITC Aug. 21, 2025)

IPR2024-01077
IPR2024-01078
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The ITC Adjudicated in Favor of Oura on a Similar Challenge

€. Conclusion
Accounting for the objective indicia discussed below. respondents have not shown by clear o Respondents at the ITC relied on the Similar eVidence
and convineing evidence that the combination of Niwa and Schrider renders obviouns claim 1 or SUCh as SChI’édCI’, Me Stas) Yuen’ Wissmar

dependent claims 2, 13, and 14.

© The Respondents’ arguments centered on Schrdéder in
combination of other references including “curved battery”
references like Mestas, supported by testimony similar to
Dr. Anthony’s

I considered and weighed the objective indicia of non-obviousness before reaching all
conclusions in the above obviousness analysis, and I discuss these objective indicia below. Apple
Inc. v. Samsung, 839 F.3d at 1038. If Oura had submitted no evidence of objective indicia, I would

still find that the asserted claims were not proved obvious

Ex. 2122, 107 © The Commission affirmed the ALJ’s findings, the
Presidential Review period is complete and the USTR took
no action.

As detailed above with respect to technical domestic industry, the evidence supports

that Gen. 3 and Gen. 4 embody the asserted claims. See also Sarrafzadeh Tr. at 1277:17-20. Ex. 2122, 81-116, Ex. 2123, 1-3,
Ex. 2124, 29 Ex. 2126, 168-400,
8 2122, 108 S Failure of Others Ex. 2129, 1-61, Ex-2136
2. Commercial Success Oura argues that others failed in achieving the results of the asserted "178 patent claims. -1077 Paper 37, -1078 Paper 38
Oura argues that the Gen. 3 and Gen. 4 have been commercially successful. See Oura Reply Thas factor weighs in favor of a determination of non-obviousness of the asserted claims

at 31-36. The Staff agrees that this commercial success indicates non-obviousness. Staff Br. at 59.
.o . - . s . . 6. Long-Felt But Unmet Need
This factor weighs in favor of a determination of non-obviousness for the asserted claims. &
1. Industry Praise Oura argues that the asserted '178 patent claims met a long-felt but unmet need for

Oura argues that industry praise supports non-obviouss of the asserted '178 patent ‘compact, wearable monitonng systems with continuous monitoring of health conditions and

claims. Oura Br. at 42-43. The Staff agrees. Staff Br. at 61 Aleep.= Qurs R eply al 44-45

The evidence demonstrates industry praise, supporting non-obviousness. Thus factor weighs m favor of a determination of non-obviousness of the asserted claiuns

Ex. 2122, 111-112, 114
Ex.2122, 114, 116
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The Claims of the 178, ’ 859 and 953 Patents are Substantially

Similar

What 1s claimed 1s:

1. A finger-worn wearable ring device, comprising:

an external housing component defining an outer circum-
ferential surface of the finger-worn wearable ring
device;

an internal housing component defining an inner circum-
ferential surface of the finger-worn wearable ring
device, the internal housing component coupled with
the external housing component, wherein at least a
portion of the inner circumferential surface of the
internal housing component is configured to contact a
tissue of a user when the finger-worn wearable ring
device is being wom by the user;

a battery positioned within a cavity formed between the
internal housing component and the external housing
component, wherein the battery comprises a shape and
size configured to fit within the cavity between the
outer circumferential surface of the external housing
component and the inner circumferential surface of the
internal housing component, and wherein the battery
extends through at least a first portion of the cavity of
the finger-worn wearable ring device:

a printed circuit board disposed between the internal
housing component and the external housing compo-
nent, wherein the printed circuit board extends through
at least a second portion of the cavity of the finger-worn
wearable ring device different from the first portion;
and

one or more sensors electrically coupled with the printed
circuit board and the battery and configured to acquire
data from the user through the internal housing com-
ponent.

What is claimed is:

1. A system. comprising:

a wearable ring computing device, the ring computing
device including a housing, the housing having an
interior bounding member and an exterior bounding
member, the interior bounding member and the exterior
bounding member being configured for being coupled
together to form a waterproof cavity there between:

a curved battery positioned within the cavity, the curved
battery having an arc approximating a corresponding
arc of the ring housing;:

a sensor module, the sensor module positioned within the

cavity and proximate the battery, the sensor module

comprising one or more sensors, the one or more
sensors comprising one or more of a pedometer, an
accelerometer, a gyroscope, a heart rate sensor, a pulse
oximeter, a sleep monitor, an internal measurement
unit, a thermometer, a Galvanic skin response sensor,
and an electrocardiogram, the one or more sensors

being configured to sense a change in a condition of a

wearer of the ring:

flexible printed circuit board positioned within the

cavity proximate one or both of the curved battery and

the sensor module, the flexible printed circuit board
portion comprising:

a processor, the processor configured for determining
one or more of a number of steps taken, a quality of
sleep. a heart rate, blood pressure, and body tem-
perature of a user of the ring computing device: and

a memory, associated with the processor for storing
data; and

a semiconducting light element disposed at least par-
tially within the housing.

[}

What is claimed is:

1. A wearable computing device, configured as a ring for
being worn around the finger of a user, the wearable com-
puting device comprising:

an interior enclosure portion for enclosing a printed

circuit board, the printed circuit board including a
plurality of components of the wearable computing
device;

an exterior enclosure structure for receiving the printed

circuit board and for being coupled with the interior
enclosure portion to form a housing of the wearable
compuling device;

a curved, rechargeable battery. disposed proximate the
exterior enclosure, the rechargeable battery configured
for being wirelessly charged:
flexible printed circuit board disposed proximate the
curved battery, the flexible printed circuit board com-
prising:

a plurality of components, the plurality of components
disposed on the flexible printed circuit board, the
plurality of components comprising an electromag-
netic induction or RF charging mechanism, a micro-
processor, a sensor module, a light emitting diode,
and a transciever;

wherein at least one of the interior enclosure portion
and the exterior enclosure structure defines one or
more windows that facilitates at least one of data
acquisition, data transmission, electromagnetic
radiation aquistion. and electromagnetic transmis-
sion.
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Public Version

The ITC Made Certain Findings Regarding Schroder

Fig. 3

18

Fig. 4

Ex. 1007, Figs. 3, 4

While Niwa and Schroder are both directed to nng-based devices, respondents have not
shown by clear and convincing evidence that one of ordinary skill in the art would combine them
to amve at the mvention of claim 1. PharmaStem Therapeutics, 491 F.3d at 1360 (an obviousness
defense requires “clear and convincing evidence that a person of ordinary skill in the art would
have had reason to attempt to make the composition or device, or carry out the claimed process™).
First, Schroder’s design. while disclosing separate housing components, only contemplates the
mnclusion of an inlay between them. Schroder at 8:54-57 (regarding Fig. 3), 12:4-9 (regarding Fig
1). Dr. Rosing credibly testified that one of skill would understand that the thickness of Schroder’s
inlay is on the order of 100 microns. Rosing Tr. at 1218:18-25. This stands in stark contrast to the
battery in Niwa’s sensor, which is between two and five mumn, or at least 20 times the thickness of
the inlay. See Niwa at [0201]. Respondents provide no logical reason why one of skill would
modify Niwa's ring to accommodate Schroder’s 100-micron mlay, when Niwa's components take

up a much larger volume.

Ex. 2122, 101

-1077 Paper 37, 9-12
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Public Version

The ITC Made Certain Findings Regarding Schroder

Fig. 3

18

Fig. 4

Ex. 1007, Figs. 3, 4

Respondents argue that Schroder “shows a cavity formed by the intemal and external
housing components, in which the battery would reside.” Resp. Br. at 49, citing Alarcon Tr. at
1000:8-15, RDX-0001C-104; and Schroder at Fig. 4. Scludder, however, does not m fact disclose
that the battery would be m the cavity of Fig. 4. Schroder discusses the possibility of a battery
(although it does not show it) when addressing Fig. 3 but not when addressing the embodiment
shown m Fig. 4. Schroder at 11:46-67. In Fig. 3, the clup module 10 is disposed above and outside
of the mlay 12. While Schroder explains that the battery 1s “connected to the chip module 10™ and
that 1t may be used “to increase the range of the antenna coil 87 or “to operate alternative
communication channels™ and “electrome components,” there 1s no disclosure in Scludder that the
battery is disposed in the inlay embodiment of Fig. 4. While respondents contend that “Schroder
also discloses that the battery can reside within the curved recess shown i Figures 4-10 and would
be connected to the chip module 10 that resides within the recess between components 16 and 18,
Resp. Br. at 50 (emphasis removed), citing Alarcon Tr. at 1000:7-1001:11, there is, simply, no
such disclosure mn Schroder. Read in context, the evidence supports that one of skill would

understand that Schroder’s battery would be placed adjacent to the chip module 10 of Fig. 3

Ex. 2122, 114-115
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The ITC Rejected Arguments that a POSITA would ignore the flat

battery teachings of the art and use a wristband’s curved battery

This reasoning. however,

Respondents rely on the testimony of Mr. Alarcon to the effect that one of skill would have
is belied by Schroder itself, which only addresses a battery with respect to Fig. 3. Schroder at

wanted a battery to fit the “size and shape™ of Niwa’s ring. and “would have been motivated to
11:45-67 (discussing battery in reference to embodiment of Fig. 3, where chip module 10 is

find a curved battery to fit within that shape.” Alarcon Tr. at 1007:2-8. Niwa, however, teaches
disposed above the finger rather than on the inlay). That embodiment includes a compartment

away from incorporating components in the curved portion of the ring, explamning that by using

disposed on top of the ring, similar to the embodiment of Niwa's Fig. 22, as shown below

both sides of the first substrate 21 efficiently, “the area of the first substrate 21 can be reduced.

Therefore, the largeness of the second unit 20 can be restrained not to protrude from the third joint
Ex. 2122, 106

of the finger 2. Furthermore, a consciousness of the e for wearing the plethysmogram

sensor | can be reduced.” Niwa at [0214]

I agree with Oura that respondents’ obviousness argument 1s directly contrary to Niwa's
teachings of “a hughly flat battery™ and a stacked configuration. Oura Reply at 25-26. Respondents

provide no reason why one of skill would ignore Niwa's teachings and modify it to include a

N (S
@/B\®)

T——

curved battery and non-stacked components

Ex. 2122, 90-91 Niwa, Fig. 22 Schroder, Fig. 3 Schroder, Fig. 4.

Ex. 2122, 106 -1077 Paper 37, 9-12
-1078 Paper 38, 4, 9-10
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